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CASES 

Af\isinq    upon    Lettei^   Patent  fof^  Inventions 


DETERMINED 


IN     THE 


Circuit    Courts  of  tlie    United    States, 


Isaac  Knight 

vs. 

The  Baltimore  and  Ohio  Railroad  Company. 

A  patentee  it  not  entitled  to  a  rei$iue  except  for  the  purpose  of  giving  a  more  perfect 
description  of  the  invention  intended  to  be  claimed  by  him  in  his  original  patent, 
or  of  narrowing  his  claim,  so  as  to  leave  out  parts  of  the  machinery,  claimed  as. 
new  in  the  original  patent,  but  which  he  afterward  finds  to  be  the  invention  of 
others. 

But  he  is  not  bound  to  include  in  his  reissued  patent  all  of  the  improvement  which  he 
claimed,  and  to  which  be  may  have  been  actually  entitled  under  the  original  patent. 

Where  the  patentee  surrendered  his  original  patent  and  obtained  a  reissue,  and  afterward 
surrendered  the  reissued  patent  and  obtained  a  second  reissue.  Held:  That  the 
original  patent  having  been  canceled  when  the  first  reissue  was  granted,  the  second 
reissue  was  not  valid  unless  the  improvement  described  in  it  was,  in  its  principle  and 
mode  of  operation,  the  same  with  that  intended  to  be  described  in  the  first  reissue. 

The  patentee  is  not  entitled  to  surrender  his  patent  and  obtain  a  reissue,  unless  the  error 
to  be  corrected  arose  firom  inadvertence,  accident,  or  mistake,  nor  unless  he  pro- 
ceeded to  correct  such  error  within  a  reasonable  time  after  he  discovered  it. 

The  reissued  patent  is  prima  facit  evidence  that  the  original  patent  was  lawfully  surren- 
dered, and  that  the  new  one  was  lawfully  granted. 

The  patent  being  for  the  application  of  bearings  for  the  purpose  of  transferring  friction 
from  the  shoulders  to  the  ends  of  the  axles  of  wheels  of  railway  carriages.  Held: 
That  the  prior  public  use  of  such  end-bearings  on  the  ends  of  the  axles  in  cotton 
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mills,  or  other  stationary  machines,  would  notinvalidate  the  patent ;  but  that  (he 
public  use  of  the  same  in  ordinary  carriages  upon  common  roads  would  destroy  the 
patent,  unless  the  patented  improvement  contained  something  new  and  material, 
either  in  principle,  in  combination,  or  in  mode  of  operation,  to  adapt  it  to  its  new 
use. 

(Before  Taney,  C.  J.,  District  of  Maryland,  November,  1840.) 

This  was  an  action  on  the  case  tried  by  Chief  Justice  Taney 
and  a  jury,  to  recover  damages  for  the  infringement  of  letters 
patent  for  an  ^improvement  in  railroad  cars"  granted  to  plain- 
tiff, March  18,  1829,  reissued  July  10,  1834,  and  again  reissued 
April  28,  1836. 

The  invention  was  for  the  purpose  of  obviating  the  friction 
caused  by  the  lateral  thrust  of  the  axles  of  railroad  carriages 
against  the  shoulders  of  the  journals,  by  receiving  such  thrust 
against  the  extremity  of  the  journals,  which  were  turned  spheri- 
cally, and  bore  against  a  plate  of  iron,  placed  on  the  frame  of 
the  carriage  for  that  purpose. 

John  Nelson^  for  plaintiiF. 

y.  H,  B.  Latrobe  and  Reverdy  Johnson^  for  defendants. 

Taney,  C.  J.,  charged  the  jury  as  follows : 

First.  In  the  patent  of  1829,  ^^^  plaintiff  claims  to  have 
invented  improvements  consisting  of:  I.  The  application  of  fric- 
tion-wheels or  rollers  to  the  axles  of  railway  carriages;  2.  In 
the  mode  of  applying  them ;  and  3.  In  the  construction  of  the 
body  and  other  parts  of  the  carriage ;  and  he  claims  as  new  the 
combination  described  in  each  of  these  three  improvements,  as 
well  as  the  combination  of  the  whole  machine. 

Second,  The  improvement,  which  is  described  in  the  specifi- 
cation in  the  following  words,  is  claimed  as  new : 

"And  in  order  to  get  rid  of  the  lateral  friction  caused  by  the 
collars  or  shoulders  of  the  axles,  the  ends  of  all  the  axles  are  to  be 
reduced  to  a  point,  and  plates  of  steel  so  fixed,  either  in  a  frame 
or  on  the  sides  of  the  carriage,  so  as  that  the  ends  of  the  axles 
would  work  at  a  point  against  those  plates,  by  which  arrangement 
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we  avoid  nearly  all  the  friction  occasioned  by  collars  in  the  com- 
mon way,  and  perhaps  some  of  that  produced  by  the  flanges  of 
the  road-wheels  against  the  side  of  the  rails ;  and  in  order  to 
enable  this  improvement  to  be  applied  to  the  curvature  of  the 
road,  there  must  be  left  sufficient  room  for  the  main  axle  to  play 
within  these  collars,  and  also  between  the  small  rollers." 

The  patent  is  prima  facie  evidence  that  the  plaintiff  was  the 
inventor  of  the  improvement  therein  described,  and  throws  on 
the  defendants  the  necessity  of  proving  that  the  said  improvement 
was  not  the  invention  of  the  plaintiff,  or  that  it  was  in  public  use 
before  he  applied  for  a  patent.  But  the  plaintiff  is  not  entitled 
to  recover  unless  the  jury  find  his  improvement  to  be  useful  and 
of  some  value. 

Third.  The  plaintiff,  at  the  time  of  his  application  for  the 
patent  of  1834,  had  a  right  to  surrender  the  patent  of  1829  and 
take  out  a  corrected  one,  if  the  said  patent  was  invalid  either  by 
reason  of  the  defective  description  of  the  said  improvement,  or 
by  reason  of  his  having  claimed  as  new  more  than  he  was  enti- 
tled to,  provided  the  error  had  arisen  from  inadvertence  or  mis- 
take, and  the  plaintiff  proceeds  to  correct  it  within  reasonable 
time  after  it  was  discovered. 

Fourth.  The  plaintiff  was  not  entitled  to  the  patent  of  1834, 
except  for  the  purpose  of  giving  a  more  perfect  description  of 
the  invention  intended  to  be  claimed  by  him  in  the  patent  of 
1829,  or  of  narrowing  his  claim  so  as  to  leave  out  parts  of  the 
machinery  claimed  as  new  in  the  first  patent,  and  which  he  after- 
ward found  to  be  the  invention  of  others ;  and  the  plaintiff  can 
not  recover  in  this  suit  if  the  end-bearing  (for  the  purpose  of 
destroying  the  lateral  thrust)  intended  to  be  described  in  the  pat- 
ent of  1834,  is  not  in  principle,  and  in  the  mode  of  operation, 
substantially  the  same  improvement  with  the  one  intended  to  be 
described  in  the  patent  of  1829.    But  the  plaintiff  was  not  bound 
to  include  in  the  patent  of  1834  all  of  the  improvements  which 
he  claimed,  and  to  which  he  may  have  been  actually  entitled 
under  the  patent  of  1829. 

Fifth.  The  patent  of  1829  having  been  canceled  when  that  of 
1834  was  granted,  the  subsequent  patent  of  1836,  upon  which 
this  suit  is  brought,  is  not  valid,  unless  the  improvement  described 
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in  it  is,  in  its  principles  and  mode  of  operation,  the  same  with 
that  intended  to  be  described  in  the  patent  of  1834,  and  differing 
from  it  only  in  giving  a  more  perfect  description  of  the  improve- 
ment intended  to  be  secured  by  that  patent,  or  in  rejecting  some- 
thing before  included  as  new  which  was  found  to  be  old.  The 
plaintifF  was  not  entitled  in  the  patent  of  1836  to  enlarge,  change, 
or  modify  the  improvement  intended  to  be  protected  by  the  pat- 
ent of  1834. 

Sixth.  The  plaintifF  is  not  entitled  to  recover  unless  he  is  the 
original  inventor  of  the  improvement  described  in  the  patent  of 
1836,  and  unless  that  improvement  is  the  same  in  principle  and 
in  its  mode  of  operation  with  the  one  intended  to  be  described  in 
the  patents  of  1834  and  1829;  nor  was  he  entitled  to  surrender 
the  patents  of  1829  and  1834  in  the  manner  above  mentioned, 
unless  the  errors  of  each  of  them  arose  from  an  inadvertence, 
accident,  or  mistake,  nor  unless  he  proceeded  to  correct  such 
error  within  a  reasonable  time  after  he  discovered  it.  But  the 
patent  of  1834  \s  prima  facie  evidence  that  the  patent  of  1829 
was  lawfully  surrendered  and  the  new  one  granted,  and  so  also 
the  patent  of  1836  is  prima  facie  evidence  that  the  patent  of  1834 
was  lawfully  surrendered  and  that  of  1836  lawfully  granted. 

Seventh.  That  the  public  use  of  end-bearings  for  the  purpose 
of  transferring  friction  from  the  shoulders  to  the  ends  of  the  axles 
on  a  cotton  mill  or  other  stationary  machine,  before  the  patent  of 
1829,  as  described  in  the  testimony,  will  not  render  the  plaintifPs 
patent  void,  provided  the  jury  find  that  he  was  the  original  inventor 
of  the  combination  he  claims  in  relation  to  railway  carriages,  and 
that  his  invention  is  useful  in  the  transportation  of  burdens  and 
passengers  on  railways.  But  if  before  his  first  patent  was  ob- 
tained, the  same  principles,  in  the  same  combination  which  he 
describes  as  his  improvement,  were  in  public  use  in  ordinary  car- 
riages upon  common  roads,  the  plaintifF  was  not  entitled  to  a  pat- 
ent for  applying  the  same  thing  to  railway  carriages  unless  the 
improvement  he  claims  contains  something  new  and  material 
either  in  princi|ple,  in  combination,  or  in  the  mode  of  operation, 
in  order  to  adapt  it  to  its  new  use. 

Eighth.  The  defendants  are  not  liable  in  this  action  unless  they 
have  used  the  plaintifPs  invention  or  one  substantially  the  same 
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in  principle  and  in  its  mode  of  operation,  since  the  date  of  the 
patent  on  which  this  suit  is  brought ;  and  if  the  jury  find  for  the 
plaintiff,  he  is  entitled  to  damages  for  the  use  of  his  invention 
from  that  time  until  the  commencement  of  this  suit,  but  is  not 
entitled  to  damages  for  any  use  which  the  defendants  may  have 
made  of  this  invention  before  the  date  of  the  patent  of  iS^jS. 


Ephraim  Larabee 


vs. 


James  Cortlan  and  James  Cortlan,  Jr. 

A  patentee,  who  it  not  the  inventor  of  a  particular  element  of  a  combination,  can  not 
claim  that  element  in  combination  with  every  form  of  another  element  with  which 
he  unites  it,  but  may  claim  it  when  constructed  and  combined  as  described  in  his 
specification. 

Where  a  patentee  claimed  the  combination  of  a  jet-bath  and  a  movable  reservoir,  and 
both  were  old,  and  a  jet-bath  had  also  been  previously  combined  with  a  fixed  reser- 
voir. He/d:  That  if  the  movable  reservoir  was  combined  with  the  jet-bath  in  sub- 
stantially the  same  manner  as  the  fixed  reservoir  was  combined  with  the  jet-bath,  or 
with  00  more  changes  than  a  mechanic  of  ordinary  skill,  with  the  old  improve- 
ment before  him,  would  adopt,  the  patent  could  not  be  sustained. 

And  this,  although  the  patentee  may  not  have  seen  or  known  of  the  jet-bath  with  a 
fixed  reservoir,  nor  of  the  movable  reservoir,  and  had,  in  Act,  invented  the  im- 
provement by  the  efforts  of  his  own  genius  and  studies. 

But,  if  the  manner  of  connecting  and  combining  the  jet-bath  with  the  movable  reser- 
voir and  supplying  the  jet-bath  with  water  firom  the  reservoir,  is  substantially 
difi^rent  firom  the  one  used  in  the  old  improvement,  the  patent  is  valid. 

(Before  Tanky,  C.  J.,  District  of  Maryland,  April,  1851.) 

This  was  an  action  on  the  case  tried  before  Chief  Justice 
Taney,  and  a  jury,  to  recover  damages  for  the  infringement  of 
letters  patent  for  ^^  improvement  in  shower-baths,"  granted  to 
plaintiff,  January  2,  1849. 

The  invention  was  for  an  '^  improvement  in  jet-baths.'*    In  the 
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common  shower-bath  the  water  falls  upon  the  head  of  the  bather, 
and  many  persons  can  not  endure  the  shock.  To  obviate  this 
difficulty,  the  patentee's  bath  consisted  of  an  upright  tube  with 
lateral  branches  curved  so  as  to  place  the  bather  within  them 
when  he  stood  or  sat  in  the  bath.  These  branches  were  per- 
forated with  openings,  so  that  the  water  which  was  supplied  from 
a  movable  reservoir  could  be  thrown  upon  the  body  without  first 
falling  on  the  head. 

y.  H.  B.  Latrobe  and  Reverdy  Johnson^  for  plaintiff. 

William  Schley,  for  defendants. 

Taney,  C.  J.,  charged  the  jury  as  follows: 

First.  The  first  question  to  be  decided  in  this  case  is,  what  is 
the  invention  claimed  by  the  plaintiff.  His  claim,  as  summed  up 
in  his  specification,  is  in  the  following  words : 

^^  I  do  not  claim  the  jet-bath,  neither  do  I  claim  the  movable 
reservoir,  both  having  been  used  separately  before,  but  I  do  claim 
and  desire  to  secure  the  combination  of  a  movable  reservoir  with 
a  jet-bath  constructed  as  herein  described." 

The  specification,  of  course,  describes  the  various  mechanical 
contrivances  by  which  the  bath  is  to  be  raised  or  lowered,  or 
kept  stationary  at  the  height  desired  by  the  person  taking  the 
bath,  and  the  manner  in  which  the  reservoir  and  jet-pipes  are  to 
be  arranged,  and  the  machine  put  in  operation.  But  these  form 
no  part  of  his  claim,  nor  are  they  patentable.  For  they  are  noth- 
ing more  than  the  ordinary  and  familiar  mechanical  powers  which 
have  always  been  used  for  similar  purposes,  and  form  no  part  of 
the  combination  claimed  as  new. 

The  specification,  however,  leaves  it  very  doubtful  whether  the 
plaintiff  claims  as  new  the  whole  machine  composed  of  the  mov- 
able reservoir  and  jet-pipes  united  together,  including  the  movable 
reservoir,  as  a  part  of  the  machine  patented.  And  if  it  be  so  con- 
strued as  to  make  the  movable  reservoir  a  part  of  the  combination 
patented  to  the  plaintiff,  the  patent  is  invalid.  For  it  appears  that 
the  movable  reservoir  had  been  patented  some  years  before  the 
plaintiff's  improvement  was  made;  and  that  the  patentee  has 
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conveyed  his  right  to  the  exclusive  privilege  in  the  city  of  Balti- 
more to  the  defendants,  who  now  hold  it ;  and  that  the  plaintiff 
never  has  received  any  license  or  authority  from  the  patentee  or 
his  assign's  to  make,  use,  or  vend  the  movable  reservoir. 

And  if  the  Patent  Office  has  granted  to  the  plaintiff  the  whole 
combined  machine,  including  the  movable  reservoir,  it  has  granted 
what  the  law  does  not  authorize,  for  it  had  no  right  to  grant  to 
the  plaintiff  any  right  in  an  invention  which  was  then  the  exclu- 
sive property  of  another.  But  the  claim,  as  summed  up  in  the 
specification,  is  susceptible  of  another  construction,  and  may  be 
confined  to  the  connection  of  the  movable  reservoir  with  the  jet- 
bath  constructed  as  described  in  the  specification  \  that  is,  to  the 
connection  of  the  two  known  improvements  in  the  manner  de- 
scribed, so  as  to  make  both  movable  together  in  combination  with 
each  other,  moving  at  the  same  time  and  by  application  of  the 
same  force.  And  as  this  construction  would  authorize  the  patent 
to  issue,  if  this  were  a  patentable  improvement,  and  the  plaintiff 
the  first  and  original  inventor,  the  Court  think  it  ought  to  be 
adopted  as  the  true  one.  And  the  jury  are  therefore  instructed 
that  the  patent  covers  nothing  more  than  the  connection  of  the 
reservoir  with  the  jet-bath,  constructed  in  the  manner  and  form 
therein  described. 

It  remains  to  inquire  whether  the  plaintiff  was  the  first  and 
original  inventor  of  this  improvement,  and  entitled  to  its  exclusive 
use. 

Second,  It  is  admitted  that  a  shower-bath,  with  a  fixed  reservoir 
and  a  fixed  jet-bath  combined  and  connected  with  it,  and  fed  by 
water  from  the  reservoir,  was  known  and  in  use  in  the  United 
States  before  plaintiff's  improvement  was  made,  and  also  a  mova- 
ble reservoir  without  a  jet-bath  combined  with  it. 

If,  therefore,  the  plaintiff's  mode  of  connecting  and  combining 
the  jet-bath  with  the  movable  reservoir,  and  supplying  the  jet  with 
water  from  the  reservoir,  is  substantially  the  same  with  that  by 
which  the  jet-bath  and  fixed  reservoir  were  united  together  in  the 
old  improvement,  or  if  a  mechanic  of  ordinary  skill  and  acquainted 
with  such  business,  with  the  old  improvement  before  him,  could 
have  attached  the  jet-bath  to  the  movable  reservoir  in  a  manner 
that  would  produce  the  same  result  with  that  adopted  by  the 
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plaintiiF,  then  the  improvement  he  claims  to  have  invented  is  not 
patentable,  and  his  patent  is  invalid. 

The  plaintiff  admits,  in  his  specification,  that  his  jet-bath  is  the 
same  with  the  old  improvement,  and,  therefore,  an  alteration  in 
the  size  or  arrangement  of  the  pipes,  or  of  the  holes,  or  of  the 
quantity  of  water  discharged,  or  of  the  part  of  the  body  on  which 
it  is  discharged,  is  not  a  substantial  difference  from  the  old  jet- 
bath,  and  is  not  covered  by  the  patent.  There  must  be  some- 
thing new  in  the  principle  and  mode  of  operation  by  which  the 
water  is  supplied  to  the  jets  by  the  movable  reservoir  in  the  mode 
of  connection  claimed  by  the  plaintiff  as  his  invention. 

Third,  And  if  the  jury  find  that  the  plaintiff's  improvement  is 
one  of  this  description,  his  patent  is  invalid,  although  he  may  not 
have  seen  or  known  of  the  shower-bath  with  a  fixed  reservoir 
and  fixed  lateral  jets  combined  with  it,  nor  of  the  movable  reser- 
voir, and,  in  fact,  have  invented  the  improvement  by  the  efforts  of 
his  own  genius  and  studies. 

In  order  to  entitle  him  to  a  patent  he  must  not  only  be  the 
inventor,  but  the  first  inventor.  But  the  patent  is  prima  facie 
evidence  that  the  plaintiff  was  the  first  inventor  of  the  improve- 
ment described  in  it. 

Fourth.  But  if  the  jury  find  that  the  manner  of  combining  and 
connecting  the  jet-bath  with  the  movable  reservoir,  and  of  sup- 
plying the  jet  with  water  from  the  reservoir  described  in  the 
plaintiff's  specification  is  substantially  different  from  the  one  used 
in  the  old  improvement  before  mentioned,  of  the  fixed  reservoir 
with  the  fixed  jet-bath  combined  with  it ;  and  that  with  this  old 
improvement  before  him  it  would  require  more  skill  and  ingenuity 
to  attach  the  jet  to  the  movable  reservoir  so  as  to  combine  them 
together,  than  is  ordinarily  possessed  by  mechanics  acquainted 
with  and  accustomed  to  work  in  business  of  this  kind  ;  and  also 
find  that  the  plaintiff  was  the  first  and  original  inventor  of  this 
improvement,  then  his  patent  is  valid,  and  entitles  him  to  the 
exclusive,  use  of  the  improvement  covered  by  the  patent. 

Fifth,  And  if  under  the  foregoing  instructions  the  jury  find 
that  the  patent  is  valid,  and  also  find  that  the  mode  of  combining 
and  connecting  the  jet-bath  with  the  movable  reservoir,  and  sup- 
plying the  jet  with  water  from  the  reservoir  used  in  the  shower- 
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baths  of  the  defendants,  is  substantially  the  same  with  that 
described  in  the  plaintifPs  specification,  then  the  defendants  have 
infringed  his  patent,  and  plaintiff  is  entitled  to  recover  the  dam- 
ages he  may  have  sustained  by  such  infringement. 

Verdict  for  the  defendants. 


Horace   H.  Day 

vs. 
Leverett  Candee  et  al.     In  Equity. 

A  patentee  can  not  convey  an  extended  patent  before  the  extension. 

He  may,  however,  agree,  upon  a  valuable  consideration,  to  convey  such  right  whenever 
it  shall  be  vested  in  him. 

This  was  the  effect  of  the  agreement  between  Chaffee  and  Goodyear,  dated  May  23, 
1850. 

A  court  of  equity  will  protect  the  equitable  rights  of  defendants,  although  the  com- 
plainant is  the  owner  of  the  legal  title. 

A  power  of  attorney,  which  gives  to  the  agent  a  veto  upon  the  acts  of  his  principal,  is 
equivalent  to  a  power  coupled  with  an  interest. 

A  power  of  attorney,  which  provides  that  the  patent  shall  inure  to  the  benefit  of  others, 
is,  in  equity  at  least,  equivalent  to  a  formal  assignment,  and  is  not  revokable. 

Such  a  power  of  attorney  is  coupled  with  an  interest. 

The  patent  could  not  inure  to  the  benefit  of  the  licensees  unless  either  a  legal  or  an 
equitable  right  was  transferred. 

If  a  beneficial  equitable  interest  vested  in  Judson  and  the  licensees  of  Goodyear  under 
the  contract  of  September  3,  1 8  50,  they  could  not  be  divested  in  equity  of  that 
interest  by  the  temporary  withholding  of  the  quarterly  payments  provided  for  in 
that  agreement. 

The  consideration  for  the  contract  was  the  agreement  to  pay,  and  not  the  actual  pay- 
ment.   A  failure  to  pay  would  not  therefore  authorize  the  revocation  of  the  contract. 

Where  by  granting  an  injunction  there  would  be  a  greater  probability  of  producing 
incalculable  mischief  than  there  would  be  of  preventing  it,  neither  an  absolute  nor 
conditional  injunction  ought  to  be  granted. 

(Before  Ingmsoll,  J.,  District  of  Connecticut,  September,  1853.) 
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plaintiff,  then  the  improvement  he  claims  to  have  invented  is  not 
patentable,  and  his  patent  is  invalid. 

The  plaintiff  admits,  in  his  specification,  that  his  jet-bath  is  the 
same  with  the  old  improvement,  and,  therefore,  an  alteration  in 
the  size  or  arrangement  of  the  pipes,  or  of  the  holes,  or  of  the 
quantity  of  water  discharged,  or  of  the  part  of  the  body  on  which 
it  is  discharged,  is  not  a  substantial  difference  from  the  old  jet- 
bath,  and  is  not  covered  by  the  patent.  There  must  be  some- 
thing new  in  the  principle  and  mode  of  operation  by  which  the 
water  is  supplied  to  the  jets  by  the  movable  reservoir  in  the  mode 
of  connection  claimed  by  the  plaintiff  as  his  invention* 

Third.  And  if  the  jury  find  that  the  plaintiff's  improvement  is 
one  of  this  description,  his  patent  is  invalid,  although  he  may  not 
have  seen  or  known  of  the  shower-bath  with  a  fixed  reservoir 
and  fixed  lateral  jets  combined  with  it,  nor  of  the  movable  reser- 
voir, and,  in  fact,  have  invented  the  improvement  by  the  efforts  of 
his  own  genius  and  studies. 

In  order  to  entitle  him  to  a  patent  he  must  not  only  be  the 
inventor,  but  the  first  inventor.  But  the  patent  is  prima  facie 
evidence  that  the  plaintiff  was  the  first  inventor  of  the  improve- 
ment described  in  it. 

Fourth,  But  if  the  jury  find  that  the  manner  of  combining  and 
connecting  the  jet-bath  with  the  movable  reservoir,  and  of  sup- 
plying the  jet  with  water  from  the  reservoir  described  in  the 
plaintiff's  specification  is  substantially  different  from  the  one  used 
in  the  old  improvement  before  mentioned,  of  the  fixed  reservoir 
with  the  fixed  jet-bath  combined  with  it ; '  and  that  with  this  old 
improvement  before  him  it  would  require  more  skill  and  ingenuity 
to  attach  the  jet  to  the  movable  reservoir  so  as  to  combine  them 
together,  than  is  ordinarily  possessed  by  mechanics  acquainted 
with  and  accustomed  to  work  in  business  of  this  kind  ;  and  also 
find  that  the  plaintiff  was  the  first  and  original  inventor  of  this 
improvement,  then  his  patent  is  valid,  and  entitles  him  to  the 
exclusive  use  of  the  improvement  covered  by  the  patent. 

Fifth.  And  if  under  the  foregoing  instructions  the  jury  find 
that  the  patent  is  valid,  and  also  find  that  the  mode  of  combining 
and  connecting  the  jet-bath  with  the  movable  reservoir,  and  sup- 
plying the  jet  with  water  from  the  reservoir  used  in  the  shower- 
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baths  of  the  defendants,  is  substantially  the  same  with  that 
described  in  the  plaintifPs  specification,  then  the  defendants  have 
infringed  his  patent,  and  plaintiff  is  entitled  to  recover  the  dam- 
ages he  may  have  sustained  by  such  infringement. 

Verdict  for  the  defendants. 


Horace   H.  Day 

vs. 
Leverett  Candee  et  al.     In  Equity. 

A  patentee  can  not  convey  an  extended  patent  before  the  extension. 

He  may,  however,  agree,  upon  a  valuable  consideration,  to  convey  such  right  whenever 
it  shall  be  vested  in  him. 

This  was  the  effect  of  the  agreement  between  Chaffee  and  Goodyear,  dated  May  23, 
1850. 

A  court  of  equity  will  protect  the  equitable  rights  of  defendants,  although  the  com- 
plainant is  the  owner  of  the  legal  title. 

A  power  of  attorney,  which  gives  to  the  agent  a  veto  upon  the  acts  of  his  principal,  is 
equivalent  to  a  power  coupled  with  an  interest. 

A  power  of  attorney,  which  provides  that  the  patent  shall  inure  to  the  benefit  of  others, 
is,  in  equity  at  least,  equivalent  to  a  formal  assignment,  and  is  not  revokable. 

Such  a  power  of  attorney  is  coupled  with  an  interest. 

The  patent  could  not  inure  to  the  benefit  of  the  licensees  unless  either  a  legal  or  an 
equitable  right  was  transferred. 

If  a  beneficial  equitable  interest  vested  in  Judson  and  the  licensees  of  Goodyear  under 
the  contract  of  September  3,  1850,  they  could  not  be  divested  in  equity  of  that 
interest  by  the  temporary  withholding  of  the  quarterly  payments  provided  for  in 
that  agreement. 

The  consideration  for  the  contract  was  the  agreement  to  pay,  and  not  the  actual  pay- 
ment.   A  Allure  to  pay  would  not  therefore  authorize  the  revocation  of  the  contract. 

Where  by  granting  an  injunction  there  would  be  a  greater  probability  of  producing 
incalculable  mischief  than  there  would  be  of  preventing  it,  neither  an  absolute  nor 
conditional  injunction  ought  to  be  granted. 

(Before  Imokrioli.,  J.,  District  of  Connecticut,  September,  1853.) 
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This  was  a  motion  for  a  preliminary  injunction  to  restrain  the 
defendants  from  infringing  letters  patent  for  "improvement  in 
the  process  and  machinery  for  the  manufacture  of  India  rubber," 
granted  to  Edwin  M.  ChafFee,  August  31,  1836,  extended  for 
seven  years  from  August  31, 1850,  and,  as  was  claimed,  assigned 
to  the  complainant  July  i,  1853. 

The  defendants  were  licensees  of  Charles  Goodyear,  who 
claimed  the  right  to  use,  and  to  license  others  to  use,  the  inven- 
tion of  Chaffee  during  the  original  and  extended  terms  of  the 
patent,  under  two  contracts  dated,  respectively.  May  23,  1850, 
and  September  5,  1850.  These  contracts  and  a  supplementary 
agreement  between  ChafFee  and  William  Judson,  who  acted  as 
the  attorney  in  fact  of  Goodyear,  are  given  below,  and,  with  the 
statement  of  facts  in  the  opinion,  sufficiently  set  forth  the  ques- 
tions involved  in  the  controversy. 

Agreement  of  May  23,  1850: 

This  agreement|  made  by  and  between  Edwin  M.  Chaffee  and  Charles  Goodyear, 
witnesseth,  that  the  said  Chaflfee,  for  and  in  consideration  of  the  sum  of  three  thousand 
dollars,  to  be  paid  to  him,  as  hereinafter  specified,  hath  sold,  assigned,  and  set  over,  and 
by  these  presents  doth  hereby  assign  and  transfer  all  his  right,  title,  and  interest  in  and 
to  the  improvement  or  invention  of  compounding  and  mixing  gum  iac  or  shellac  with 
India  rubber,  either  with  or  without  sulphur  or  other  ingredients,  and  beat. 

And  the  said  Chaffee  further  agrees  to  apply,  either  with  or  in  behalf  of  said  Good- 
year, for  patents  in  the  United  States  for  said  invention,  at  the  expense  of  said  Good- 
year ;  said  Chaffee  further  agrees,  that  said  Goodyear  may  proceed  to  take  out  patents 
in  all  foreign  countries  for  his  said  Goodyear*8  benefit,  said  Goodyear  paying  the  ex- 
penses of  the  same  for  said  improvements  in  shellac,  and  said  Chafi^e  agreeing  to  exe- 
cute the  necessary  papers  therefor. 

The  said  Goodyear,  on  his  part,  agrees  to  pay  to  the  said  ChafFee  the  sum  of  three 
thousand  dollars,  upon  the  following  terms,  viz :  one-half  of  the  aforesaid  sum,  or  fifteen 
hundred  dollars,  at  the  time  ot  the  issuing  of  a  patent  for  said  improvements  in  the 
United  States^  or  if  a  patent  should  be  previously  granted  as  a  renewal  of  his,  said 
Chaffee*s  patent,  for  India-rubber  machinery,  then  the  aforesaid  sum  of  fifteen  hundred 
dollars  khall  be  paid  to  the  said  Chaffee  upon  the  assignment  of  said  patent  for  said  ma- 
chinery to  said  Goodyear,  the  remaining  one-half  of  said  three  thousand  dollars  to  be 
paid  within  one  year  from  the  date  hereof. 

In  the  event  of  neither  ot  the  aforesaid  patents  being  obtained,  then  the  first-named 
sum  of  fifteen  hundred  dollars  is  also  to  be  paid  within  one  year  from  the  date  hereof. 
And  said  Chaffee,  upon  his  part,  agrees  further,  that  upon  the  issuing  of  one  or  both  of 
the  aforesaid  patents  for  shellac  and  machinery,  he  will  immediately  assign  them  to  the 
said  Goodyear. 

And  it  is  further  mutually  agreed,  that  if  at  that  time  the  aforesaid  three  thousand 
dollars  shall  not  have  been  paid,  the  said  Goodyear  shall  make  such  a  lien,  transfer,  or 
conveyance  of  his  right,  title,  and  interest  in  said  patent  to  said  Chaffee,  as  shall  pre- 
vent any  valid  transfer  of  any  rights  or  interests  in  said  patents  by  the  said  Goodyear, 
until  the  said  three  thousand  dollars  shall  be  paid  by  the  said  Goodyear. 

It  is  further  understood,  that  said  Chaffee  may  reserve  to  himself  the  right  to  use  the 
said  India-rubber  machinery  in  any  business  which  he  may  hereafter  carry  on ;  and  it  is 


SEPTEMBER,     1 853.  II 

Day  9.  Can  dee. 

farther  understood,  that  if  the  said  patent  for  India  rubber  machinery  is  not  extended, 
then  the  whole  sum  of  three  thousand  dollars  shall  be  paid  for^  or  secured  ufen^  the 
patent  and  improvement  for  shellac. 

in  witness  whereof,  we  have  hereunto  set  our  hand  and  seals,  this  23d  day  of  May, 
A.  D.  1850. 

EDWIN  M.  CHAFFEE,     ft.  s.l 
fVUntiti  Jamm  a.  Do»r.  CHARLES  GOODYEAR,  [l.  s.J 

Agreement  of  September  5,  1850: 

fFktreat^  I,  Edwin  M.  Chaffee,  have  lately  procured  an  extension  of  my  patent,  dated 
August  31,  1836,  from  seven  years  firom  the  expiration  thereof,  the  expenses  of  which 
have  been  large,  by  reason  of  the  opposition  thereto — but  which  expenses  have  not  yet 
been  ascertained,  and  can  not  be. at  present ; 

And  wJkereaSf  said  parent,  at  the  time  it  was  extended,  stood  in  the  name  of  Charles 
Goodyear,  and  was  held  for  his  benefit,  and  the  benefit  of  those  who  had  a  license,  or 
who  had  a  right  to  use  his  metallic  or  vulcanized  India  rubber,  or  India  rubber  prepared 
and  cured  according  to  and  under  his  patent,  dated  June  15,  1844,  and  reissued  Decem- 
ber 25,  1849; 

And  ^vhereasy  said  Charles  Goodyear  agreed  with  me,  for  himself  and  others  using  my 
said  patent  under  him,  that  they  would  be  at  the  expense  of  applying  for  said  extension 
of  said  patent,  and  make  me  an  allowance  for  the  use  thereof,  in  case  the  same  should 
be  extended,  at  and  after  the  rate  of  twelve  hundred  dollars  per  annum,  to  commence 
on  the  31st  of  August,  1850,  and  payable  quarterly,  that  is  to  say,  three  hundred  dol- 
lars on  the  first  day  of  December,  March,  June,  and  September  in  each  and  every  year 
during  the  present  or  any  further  extension  of  said  patent,  and  during  any  reissue  of  the 
same,  and  until  said  patent  or  any  reissue  thereof  shall  be  set  aside  as  void  in  the  high- 
est court  to  which  the  same  can  be  carried ; 

And  whereas,  William  Judson,  Esq.,  has  had  the  management  of  said  application  for 
said  extension,  and  has  paid  and  become  liable  to  pay  the  expenses  thereof,  and  agreed  to 
guarantee  me  the  payment  of  said  sums  of  money,  according  to  the  terms,  and  at  the 
times  above  specified ; 

Nozo  I  do  hereby,  in  consideration  of  the  premises,  and  to  place  my  patent  so  that  in 
case  of  my  death  or  other  accident  or  event,  it  may  inure  to  the  benefit  of  said  Charles 
Goodyear  and  those  who  hold  a  right  to  the  use  of  said  patent,  under  and  in  connection 
with  his  licensees,  according  to  the  understanding  of  the  parties  interested,  »0M/ff/r/f,  (•»- 
stitute,  and  appcint  said  Wm.  Judson,  my  trustee  and  attorney  irrevocable,  to  hold  said 
patent  and  have  the  control  thereof,  so  that  no  one  shall  have  a  license  to  use  said  patent 
ur  invention,  or  the  improvements  secured  thereby,  other  than  those  who  bad  a  right  to 
use  the  same  when  said  patent  was  extended,  without  the  written  consent  of  said  Judson 
first  had  and  obtained. 

And  the  said  |udson,  for  himself  and  those  interested,  agrees  with  me,  said  Chaffee, 
my  executors,  administrators,  and  assigns,  that  the  expenses  of  extending  said  patent, 
shall  all  be  paid  without  change  to  me;  and  further,  that  I  shall  be  paid  said  sums  of 
money,  ar  the  times  and  according  to  the  terms  above  recited  ;  and  said  Judson,  and  those 
for  whom  he  acts,  are  to  be  at  all  the  expenses  of  sustaining  and  defending  said  patent, 
without  any  charge  to  me.  And  it  is  further  expressly  understood  and  agreed,  that  I 
am  to  have  the  right  to  use  said  patent  and  improvement  in  any  business  which  I  may 
carry  on. 

As  witness  my  band  and  seal,  this  5th  day  of  September,  1850. 

EDWIN  M.  CHAFFEE,    [l.  s.] 
fVitness:  Geo.  Woodman. 

Agreement  of  November  12,  1851  : 

H^hereas,  it  was  agreed  by  and  between  William  Judson  and  E.  M.  Chaffee,  by  an 
article  under  hand  and  seal,  and  dated  the  5th  day  of  September,  1850,  which  agree- 
ment was  recorded  at  the  Patent  Office,  September  11,  1850,  on  what  terms  said  Chaffee 
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would  continue  to  hold  taid  patent  for  the  benefit  of  said  Judson  and  Charles  Good- 
year and  hit  licensees ; 

And  ^obtreaty  in  said  agreement  there  was  an  omission  to  state  that  if  said  licensees 
continued  to  use  the  improvements  in  said  patent  named,  they  should  each  one  contrib- 
ute and  pay  said  Judson  his  proportion  of  the  expenses  and  services  expended  in  obtain- 
ing the  renewal  of  said  patent,  which  it  was  intended  that  said  licensees  should  pay 
under  said  Judson,  in  case  they  continued  the  use  of  said  improvements  for  which  said 
patent  was  issued,  after  the  extension  thereof; 

And  toitreaij  there  was  no  such  direct,  absolute  stipulation,  on  the  part  of  said  Judson, 
to  pay  said  Chal^  the  sum  of  fifteen  hundred  dollars  per  annum,  in  quarterly  pay- 
ments, on  the  usual  quarter  days,  as  said  Chaffee  claimed,  and  now  insists  shall  be  in- 
serted in  said  agreement; 

And  wkereasy  it  is  now  agreed  by  said  Chaffee  and  said  Judson,  that  said  agreement 
shall  be  so  modified  as  to  secure  the  objects  more  fully  intended  to  be  secured  by  said 
agreement ; 

Nc^o  it  is  Mgreed,  that  said  licensees  shall  each  pay  his  share  of  the  services  and  expenses 
to  said  Judson,  as  the  condition  on  which  they  shall  have  the  license  of  said  Judson  to  use 
said  improvements;  and  that  on  the  payment  of  his  or  their  share  or  proportion  of  the 
services  and  expenses  aforesaid,  said  Judson  shall  be  authorized  to  give  each  a  license  to 
use  said  improvement,  on  their  paying  as  aforesaid,  severally,  each  for  himself,  or  his  firm, 
or  company.  And  said  agreement  is  further  so  altered,  that  said  Judson  hereby  agrees  to 
pay  said  Chaffee  fifteen  hundred  dollars,  in  quarterly  payments  each  year,  on  the  usual 
and  customary  quarter  days,  on  the  time  set  forth  in  the  agreement  aforesaid,  to  which 
this  is  an  addition  and  alteration,  commencing  the  quarterly  payments  on  the  first  day  of 
March  next.  And  I  agree  with  said  Judson  that  he  may  use  my  name  in  the  com- 
mencement and  prosecution  of  all  suits  he  may  have  occasion  to  commence  to  sustain 
laid  patent,  or  recover  damages  for  any  infringement  or  infringements  thereof,  or  for  any 
other  purpose  in  relation  to  the  same,  or  the  use  thereof,  holding  me  harmless  from 
any  costs  by  reason  thereof,  and  he  to  have  all  the  benefits  which  may  be  derived  from 
such  suits. 

Sealed  and  delivered  thit  lit  A  day  of  November,  1851,  in  the  presence  of 

WILLIAN  JUDSON,      [l.  s,] 
EDWIN  M.  CHAFFEE,  [l.  s.] 
Benjamin  H.  Jar  vis. 

Received  and  recorded  November  27,  1S51. 

C,  R,  Ingersoll  and  N,  Richardson^  for  complainant, 

R,  D.  Hubbard  and  R,  S.  Baldwin^  for  defendants. 

Ingersoll,  J. 

The  complainant,  claiming  to  have,  by  assignment  from  Edwin 
M.  ChafFee,  the  exclusive  right  to  the  extended  patent  originally 
granted  to  ChafFee,  August  31,  1836,  for  grinding  India  rubber 
without  a  solvent,  and  extended  to  him  for  seven  years  from 
August  31,  1850,  and  that  the  defendants  are  using  the  thing  pat- 
ented without  any  license  or  lawful  right,  has  brought  his  bill  in 
equity  to  this  Court  in  which  he  seeks  the  interposition  of  the 
Court  to  restrain  and  enjoin  the  defendants  against  the  further 
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use  of  the  invention  thus  secured  to  ChafFee  and  his  assigns  by 
such  extended  patent. 

In  the  bill,  the  complainant,  among  other  things,  alleges,  that 
before  August  31, 1836,  one  Edwin  M.  ChafFee,  of  the  State  of 
Massachusetts,  became  and  was  the  first  and  original  inventor 
of  a  new  and  useful  improvement  in  the  process  and  machinery 
for  the  manufacture  of  India  rubber,  for  which,  he,  the  said 
ChafFee,  on  August  31,  obtained  a  patent,  by  which  there  was 
granted  and  secured  to  him,  for  the  term  of  fourteen  years  from 
that  date,  the  full  and  exclusive  right  and  liberty  of  making, 
constructing,  using,  and  vending  to  others  to  be  used  the  said 
improvement  so  invented  by  and  so  patented  to  him.  That  he, 
the  said  ChafFee,  previous  to  August  31,  1850,  made  application 
to  the  Commissioner  of  Patents  for  an  extension  of  said  patent, 
for  the  term  of  seven  years  from  the  last-mentioned  day,  which 
was  granted  to  him,  and  that  said  extension  inured  to  his  sole 
and  exclusive  benefit. 

That  in  the  year  1845,  Charles  Goodyear,  by  some  contract, 
lien,  or  assignment,  claimed  to  have  become  the  owner  of  said 
patent  so  granted  to  the  said  ChafFee  in  the  year  1836,  and  that 
before  the  extension  thereof,  and  before  the  same  was  extended, 
in  J  850,  he  conveyed  the  same,  by  license  or  sale,  to  a  combina- 
tion of  individuals,  among  whom  were  the  defendants.  That 
since  the  extension  of  the  original  patent,  the  defendants  have 
had  no  right,  title,  or  interest  in  said  extended  patent,  and  no 
license  or  permission  from  the  said  ChafFee  to  use  the  improve- 
ment or  invention  so  patented  and  secured  to  said  ChafFee,  for 
the  extended  term  of  seven  years  from  August  31,  1850.  That 
the  defendants,  since  the  last-mentioned  date,  and  since  the 
term  for  which  the  original  patent  was  granted  has  expired,  and 
since  the  same  was  extended,  have  been  using  the  improvement 
and  invention  of  the  said  ChafFee,  so  patented  to  him,  without 
any  license  or  permission  from  the  said  ChafFee,  or  from  any  one 
having  right  to  give  such  license  or  permission. 

That  the  said  ChafFee,  on  July  i,  1853,  by  his  deed  of  assign- 
ment of  that  date,  in  writing,  duly  executed  and  recorded  in  the 
Patent  Office,  for  a  valuable  consideration  to  him  paid,  did  assign, 
transfer,  and  convey  to  the  complainant  all  his,  the  said  Chaffee's, 
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title  to  said  invention  and  said  patent  for  said  extended  term  of 
seven  years ;  and  that  the  defendants  are  using  said  invention  so 
patented,  without  any  license  or  permission,  and  persist  in  so 
using  the  same,  though  called  upon  to  desist. 

In  the  bill  the  complainant  claims  and  prays,  upon  the  afore- 
said facts  therein  stated,  that  this  Court  would  grant  a  writ  of 
injunction,  directed  to  the  defendants,  commanding  and  enjoining 
them,  and  each  of  them,  not  to  manufacture  India  rubber  by  any 
of  the  processes  or  machinery  as  patented  to  the  said  ChafFee  in 
the  said  letters  patent. 

There  is  no  allegation  in  the  bill  that  the  defendants  had  no 
right  to  use  the  improvement  patented  to  the  said  ChafFee,  dur- 
ing the  continuance  of  the  original  patent.  It  is  substantially 
admitted,  that  up  to  August  31,  1850,  they  had  such  right  so  to 
use  the  same ;  that  up  to  that  time,  they  were  duly  licensed,  by 
the  person  or  persons  in  whom  the  right  secured  by  the  patent 
was  vested,  to  use  the  same.  But  the  complaint  is,  that  since 
the  expiration  of  the  original  patent,  and  since  the  same  was  ex- 
tended, they  had  no  such  right,  either  in  law  or  in  equity.  That 
from  the  time  the  patent  was  extended  to  July  r,  1853,  vt^^en  the 
rights  which  the  said  ChafFee  then  had  to  the  said  extended  patent 
were  transferred  and  assigned  to  the  complainant,  they  were  not 
licensed  or  otherwise  authorized  to  use  the  improvements  secured 
by  the  extended  patent,  either  by  the  said  ChafFee,  or  by  any  one 
acting  under  his  authority, and  that  since  the  transfer  of  the  right 
which  the  said  ChafFee  had  in  the  extended  patent  to  the  com- 
plainant, they  have  not  been  authorized  to  use  the  same  in  any 
way,  either  by  the  complainant,  or  by  any  one  acting  under  his 
authority.  And  that  during  the  whole  of  the  period  from  the 
time  the  patent  was  extended,  they  have  been  using  the  thing  or 
process  secured  to  ChafFee  and  his  assigns,  by  the  extended  pat- 
ent, without  right  or  excuse,  contrary  to  the  mind  and  will  of 
the  said  ChafFee,  up  to  the  time  of  the  assignment  of  the  extended 
patent  to  the  complainant,  and  contrary  to  the  mind  and  will  of 
the  complainant  since  that  time. 

The  bill,  therefore,  upon  the  face  of  it,  shows  a  good  cause  of 
complaint.  Upon  the  face  of  it,  there  is  shown,  on  the  part  of 
the  complainant,  a  right  to  demand  equitable  relief.     And  the 
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allegations  contained  therein,  if  true,  would  authorize  the  Court, 
and  make  it  their  duty,  to  grant  the  injunction  as  prayed  for. 
The  question,  therefore,  to  be  determined  is,  are  these  allega- 
tions, thus  set  forth  in  the  bill,  true  ?  The  defendants  admit 
that  a  portion  of  these  allegations  are  true.  But  they  claim  that 
another  portion  of  them,  and  a  material  portion  of  them,''are  not 
true.  They  admit  that  ChafFee  was  the  original  inventor  of  the 
improvement  patented — that  it  is  a  useful  improvement — that  on 
August  31,  1836,  he  obtained  a  patent  for  the  same,  by  which 
the  exclusive  right  to  such  improvement  was  secured  to  him  for 
the  term  of  fourteen  years — that  he  afterward  obtained  an  ex- 
tended patent  for  seven  years,  from  August  31,  1850,  and  that 
said  extended  patent  was  a  valid  one.  They  admit  that  during 
the  existence  of  the  original  patent,  Charles  Goodyear,  by  assign- 
ment, became  the  owner  of  such  original  patent,  and  that  up  to 
August  31, 1850,  they  used  the  improvement  patented,  under  him 
and  by  his  license  and  authority.  They  admit  that  since  August 
31,  1850,  they  have  been  using  the  improvement  patented,  and 
that  they  are  now  using  the  same,  and  that  the  right  which  Chaf- 
fee had  in  the  extended  patent  on  July  i,  1853,  '^  ^^  ^^^  ^"7^ 
was  on  that  day  assigned  to  the  complainant.  But  they  deny  that 
since  the  expiration  of  the  original  patent,  and  since  the  same 
was  extended,  they  ^^have  had  no  right,  title,  or  interest  in  said 
extended  patent,  and  no  license  or  permission  "  to  use  the  same. 
They  claim  that  ever  since  said  patent  was  extended,  they  have 
had  a  right  to  use  the  same,  and  now  have  such  right.  That  for 
all  that  period  they  have  had,  and  now  have,  not  only  an  equit- 
able right,  but  a  legal  right  to  use  the  same.  And  this  question 
of  right  must  be  determined  upon  the  proofs  which  have  been 
exhibited  on  the  hearing  of  the  motion. 

When  the  motion  for  a  preliminary  injunction  was  filed,  and 
before  any  affidavits  had  been  taken,  it  was  conceded  by  the 
complainant's  counsel,  that  the  rights  of  the  complainant,  as 
against  the  defendants,  were  only  such  as  the  said  Chaffee's 
would  have  been,  if  the  assignment  by  ChafFee  to  the  complain- 
ant had  not  been  made ;  and  that  no  greater  success  ought  to 
attend  the  complainant's  application  than  would  have  attended  an 
application  on  the  part  of  ChafFee,  had  not  that  assignment  been 
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made,  and  the  case  had  been  presented  by  him,  ChafFee,  asking 
relief  in  his  behalf.  And  without  such  concession,  such,  upon 
the  evidence,  would  be  the  rule  to  be  adopted.  Indeed,  the 
complainant's  bill  is  framed  upon  the  ground  that  he  is  entitled 
to  that  which  ChafFee  would  have  been  entitled  to,  had  he  not 
made  the  assignment,  and  to  that  only.  For  it  seeks  not  only 
to  enjoin  the  defendants  against  using  the  invention  patented,  but 
to  recover  the  damages,  which  the  complainant  says,  before  the 
assignment,  ChafFee  was  entitled  to,  by  the  use  made  by  the  de- 
fendants of  the  improvement  patented  before  that  time.  The 
case,  therefore,  upon  this  motion  for  a  preliminary  injunction, 
will  be  considered  as  it  would  have  been  considered  if  no  assign- 
ment had  been  made  by  ChafFee  to  the  complainant,  and  he, 
ChafFee,  was  the  party  filing  the  bill. 

That  we  may  more  perfectly  understand  the  import  of  the 
agreement  upon  which  the  defendants  rely  for  the  right  which 
they  claim  to  have  to  use  the  improvement  patented,  and  the 
transactions  which  took  place  at  the  time  when  that  agreement 
was  entered  into,  and  subsequent  thereto,  it  is  necessary  to  notice 
some  previous  contracts  and  matters  to  which  Goodyear,  ChafFee, 
and  the  defendants  were  immediate  parties,  or  in  which  they  were 
interested. 

After  the  original  patent  of  August  31,  1836,  had  been  granted 
to  ChafFee,  he,  by  an  instrument  under  his  hand  and  seal,  and 
dated  December  8th  of  the  same  year,  transferred  all  his  right  to 
that  patent  to  the  Roxbury  India  Rubber  Compay,  a  corpora- 
tion established  by  the  laws  of  the  State  of  Massachusetts,  and 
subsequent  to  that  transfer,  and  during  the  existence  of  that 
patent,  by  various  assignments  through  intermediate  parties,  the 
right  to  that  patent,  and  the  whole  right  to  the  same,  became, 
and  was  vested  in  Charles  Goodyear. 

While  Goodyear  was  the  owner  of  that  patent,  and  while  he 
was  the  owner  of  other  India-rubber  patents,  which  he  had  either 
as  original  inventor  or  as  assignee,  there  was,  on  July  i,  1848, 
a  contract  and  agreement  entered  into  between  him  of  the  first 
part,  and  Leverett  Candee  as  the  general  partner  in  a  special 
partnership  located  at  New  Haven,  and  doing  business  under 
the  name  and  firm  of  Leverett  Candee,  the  Hayward  Rubber 
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Company,  the  Newark  India  Rubber  Manufacturing  Company, 
and  Ford  &  Company,  by  which,  in  consideration  of  certain 
payments  then  made,  and  certain  other  payments  to  be  there- 
after made  by  the  said  parties  of  the  second  part,  to  the  said 
party  of  the  first  part,  the  said  party  of  the  first  part  sold  and 
assigned  to  them  the  sole  and  exclusive  right  to  use  all  his  prepa- 
rations of  India  rubber,  and  all  his  improvements  in  the  prepa- 
ration and  use  of  India  rubber  in  the  manufacture  of  boots  and 
shoes  of  all  kinds,  and  all  right  or  interest  which  he  then  had  to 
the  same,  or  which  at  any  time  thereafter  he  should  have,  either 
as  inventor  or  assignee,  or  by  virtue  of  any  contract,  embracing 
all  preparations  of  India  rubber,  whether  then  known  and  pat- 
ented or  to  be  thereafter  known  or  patented,  and  all  benefits  and 
advantages  covenanted  or  in  any  way  secured,  or  to  be  secured, 
under  any  license  or  agreement,  for  the  use  of  such  improve- 
ments in  the  manufacture  of  boots  and  shoes ;  by  which  the 
defendants  and  their  associates  obtained  a  beneficial  interest  in 
the  patent  granted  to  the  said  Chaffee  by  his  letters  patent  dated 
August  31,  1836,  a  beneficial  interest  in  any  contract  in  relation 
to  any  extended  patent  which  Goodyear  might  thereafter  make 
with  the  said  Chaffee. 

While  the  defendant  had  such  beneficial  interest  in  the  patent  is- 
sued August  31,  1836,  and  a  short  timebeforeit  expired,  to  wit:  on 
May  23,  1850,  there  was  a  contract,  in  writing,  entered  into  be- 
tween Goodyear  and  Chaffee,  by  which  Chaffee  sold  and  assigned 
to  Goodyear  all  the  right  and  title  to  an  improvement  or  invention 
which  he,  Chaffee,  claimed,  and  which  had  not  then  been  patented, 
for  compounding  and  mixing  gum  lack  or  shellac  with  India  rubber, 
either  with  or  without  sulphur  or  other  ingredient  and  heat,  and 
agreed  to  apply  with,  or  in  behalf  of,  Goodyear  for  a  patent  for 
the  same  at  the  expense  of  Goodyear.  It  was  agreed  by  said 
contract,  that  Goodyear  might  take  out  patents  for  the  same  in 
all  foreign  countries  for  his,  Goodyear's,  benefit,  he,  Goodyear, 
paying  the  expenses  of  the  same.  It  was  agreed  further  by 
Chaffee,  upon  the  issuing  of  an  extended  patent  for  that  which 
had  been  patented,  to  wit:  by  the  patent  of  August  31,  1836,  or 
a  patent  for  his  invention  for  compounding  and  mixing  gum  lac 
or  shellac  with  India  rubber,  either  with  or  without  sulphur  or 
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Other  ingredient  and  heat,  that  he  would  immediately  assign  them 
to  Goodyear.  And  it  was  agreed  by  Goodyear  to  pay  Chaffee 
three  thousand  dollars,  one-half,  to  wit:  fifteen  hundred  dollars 
to  be  paid  at  the  time  of  the  issuing  of  the  patent  for  compound- 
ing and  mixing  gum  lac  or  shellac,  in  the  United  States,  if  it 
should  be  issued,  or  if  a  renewed  patent,  in  extension  of  the  letters 
patent  issued  August  31,  1836,  should  first  be  granted,  then  the 
aforesaid  sum  of  fifteen  hundred  dollars  should  be  paid  to  Chaffee 
upon  the  assignment  of  said  extended  patent  by  Chaffee,  and  the 
remaining  sum  of  fifteen  hundred  dollars  in  one  year  from  the 
date  of  said  contract.  And  it  was  further  agreed  by  said  con- 
tract, that  in  case  Goodyear  should  not  pay  the  sums  agreed  to  be 
paid  by  him  at  the  times  when  they  were  payable,  that  he  would 
make  such  lien,  transfer,  or  conveyance  of  his  right,  title,  and 
interest  in  said  patents  to  Chaffee  as  should  prevent  any  valid 
transfer  of  any  rights  or  interests  in  said  patents  to  him,  until 
said  payments  were  made.  And  by  said  contract,  the  right  was 
reserved  to  Chaffee,  notwithstanding  the  assignment,  which  was, 
by  the  terms  of  the  contract  to  be  made,  to  use  the  extended 
patent  in  any  business  which  he  might  carry  on. 

By  this  contract,  he,  Chaffee,  did  all  he  could  to  give  to  and 
invest  in  Goodyear  all  his  right  to  the  new  improvement  or  inven- 
tion of  compounding  and  mixing  gum  lac  or  shellac  with  India 
rubber,  and  to  an  extended  patent  of  the  patent  of  August  31, 
1836,  which  might  be  granted.  He  had  a  right  to  convey  in  his 
new  improvement  and  invention — he,  therefore,  conveyed  that 
right.  He  had  no  right  to  convey  in  any  extended  patent ;  for 
no  such  right  to  such  extended  patent  was  then  vested  in  him. 

He  did,  however,  all  that  he  could.  He  agreed,  upon  a  valu- 
able consideration,  to  convey  such  right  whenever  it  should  be 
vested  in  him ;  reserving  to  himself  only  the  privilege  to  use  the 
right  which  might  be  given  by  an  extended  patent,  in  any  busi- 
ness which  he  might  carry  on.  The  whole  right,  reserving  this 
privilege,  was  to  be  conveyed  to  Goodyear.  Goodyear  was  to 
be  at  the  expense  of  obtaining  the  new  patent,  but  there  was  no 
obligation  on  the  part  of  Goodyear,  by  the  contract,  to  be  at 
any  of  the  expense  in  obtaining  the  extended  patent. 

There  is  no  proof  that  any  patent  was  ever  granted  for  the 
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improvement  of  compounding  and  mixing  gum  lac,  shellac,  with 
India  rubber,  or  that  any  application  was  made  for  one.  But  an 
application  was  made  for  an  extended  patent  for  the  India-rubber 
machinery,  and  the  same  was  granted. 

There  was  then  nothing  by  the  terms  of  this  contract  to  be 
paid  by  Goodyear  to  Chaffee,  until  the  assignment  of  said  extended 
patent  by  Chaffee  to  him.     When  it  should  be  assigned,  then 
fifteen  hundred  dollars  was  to  be  paid.     Without  an  assignment, 
or  that  which  Goodyear  should  receive  in  lieu  thereof,  nothing 
was  to  be  paid.     He  was  to  pay  the  fifteen  hundred  dollars  upon 
the  execution  of  an  assignment,  and  not  before,  and  not  upon  the 
execution  of  a  power  authorizing  some  one  to  make  it.     By  this 
contract  there  was  an  absolute  obligation  on  the  part  of  Chaffee 
to  assign  and  convey  the  extended  patent  to  Goodyear ;  he  was 
bound,  in  law,  to  convey,  and  nothing  would,  in  law,  absolve  him 
from  this  obligation  but  the  neglect  or  refusal  of  Goodyear  to  pay 
the  fifteen  hundred  dollars  which  was  to  be  paid  when  the  assign- 
ment was  to  be  made,  or  the  refusal  of  Goodyear  to  make  the 
lien  as  was  by  the  contract  agreed,  or  some  other  act  on  the  part 
of  Goodyear  to  excuse  or  discharge  him,  Chaflee,  from  this  obli- 
gation.    And    the  contract,  when  it  should    be  performed    by 
Chaffee,  was,  by  virtue  of  the  agreement  entered  into  on  July  i, 
1848,  between  Goodyear  and  the  defendants  and  their  associates, 
to  inure  to  their  benefit. 

The  terms  of  this  contract  should  be  particularly  borne  in  mind 
in  considering  this  case.  And  it  should  be  borne  in  mind,  too, 
when  such  assignment  should  be  made  to  Goodyear,  or  to  any  one 
in  trust  for  him,  that  such  assignment  would  inure  to  the  benefit  of 
the  defendants.  They  had  paid  their  money  that  it  should  so  inure. 

Immediately  after  this  contract  was  entered  into,  Chaffee,  with 
a  view  to  faithfully  carry  out  the  provisions  therein  contained, 
went  to  Washington  to  obtain  an  extended  patent.  William 
Judson,  the  general  attorney  to  Goodyear,  also  went,  to  further 
the  object  which  both  parties  had  in  view,  to  obtain  such  exten- 
sion. The  application  for  an  extension  had  to  be  in  the  name  of 
Chaffee,  and  Judson  was  his  agent  in  furthering  that  application. 
An  extended  patent  for  seven  years  was  granted,  bearing  date 
August  31, 1850,  and  on  September  5  of  the  same  year,  an  agree- 
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ment  by  Chaffee  and  Judson  as  the  nominal  parties,  was  entered 
into,  upon  which  the  defendants  principally  rely  for  the  right 
which  they  claim  to  use  the  thing  secured  by  the  extended  patent 
in  the  way  they  are  using  it. 

That  agreement,  which  was  signed  by  Chaffee,  and  by  him 
alone,  but  which  was  on  the  day  it  bears  date  delivered  to  Jud- 
son, after  reciting  that  Chaffee  had  procured  an  extension  of  his 
patent  dated  August  31,  1850,  for  seven  years  from  the  last- 
mentioned  day — that  the  expenses  for  procuring  the  extension 
had  been  large,  and  could  not  then  be  ascertained — that  when 
it  was  extended,  it  stood  in  the  name  of  Charles  Goodyear, 
for  the  benefit  of  certain  licensees ;  that  Charles  Goodyear,  for 
himself  and  others,  the  licensees,  had  agreed  to  be  at  the  expense 
of  obtaining  the  extended  patent,  and  make  him,  Chaffee,  an 
allowance  for  the  use  thereof,  at  the  rate  of  twelve  hundred  dol- 
lars a  year  ;  that  William  Judson  had  had  the  management  of  the 
application  for  the  extension,  and  had  paid  and  agreed  to  pay  the 
expenses  thereof,  and  had  agreed  to  guarantee  to  him,  Chaffee, 
the  payment  of  said  annual  sums,  stipulated  that  he,  Chaffee,  did, 
in  consideration  thereof  and  for  these  reasons,  and  in  order  that 
the  extended  patent  might  inure  to  the  benefit  of  the  said  Charles 
Goodyear  and  these  defendants,  and  the  other  licensees  under  the 
original  patent,  appoint  William  Judson  his  trustee  and  attorney, 
irrevocable,  to  hold  said  extended  patent,  and  have  the  control 
thereof,  so  that  no  one  should  have  a  right  to  use  the  same  except 
those  who  had  a  right  to  use  the  original  patent,  without  the 
written  consent  of  Judson  first  had  and  obtained.  And  by  that 
contract,  Judson,  for  himself  and  those  interested,  to  wit: 
Goodyear  and  the  other  licensees  agreed  to  be  at  all  the  ex- 
pense of  obtaining  the  extended  patent,  without  charge  to  him, 
Chaffee,  and  to  pay  him  the  said  annual  sums.  And  the  expense 
of  sustaining  and  defending  the  patent  was  to  be  borne  by 
Judson  and  those  for  whom  he  professed  to  act,  to  wic:  Good- 
year and  the  other  licensees.  And,  by  that  contract,  Chaffee 
reserved  to  himself  the  right  to  use  the  patent  in  any  business 
which  he  might  carry  on.  And  there  was  no  other  right  to  the 
patent  in  him,  by  express  agreement  reserved.  And  the  great 
question  is,  what  is  the  construction  to  be  put  upon  this  contract 
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which  the  defendants  say  gives  them  the  right  to  use  the  extended 
patent  in  the  way  they  are  and  have  been  using  it. 

Contemporaneous  with  this  contract,  or  within  a  few  days  there- 
after, there  was  paid  to  ChafiFee,  by  the  defendants  and  their 
associates,  who,  with  them,  entered  into  the  contract  with  Good- 
year, of  July  I,  1848,  above  recited,  the  sum  of  fifteen  hundred 
dollars.  There  is  no  proof  that  there  was  any  written  agreement 
by  which  the  sum  of  fifteen  hundred  dollars  was  to  be  paid  to 
Chaffee  at  one  time,  by  Goodyear,  or  by  the  defendants  and  their 
associates,  licensees  under  Goodyear,  except  the  written  agree- 
ment entered  into  between  Goodyear  and  Chaffee  on  May  23, 
1853,  ^"^  '^y  ^^^^  agreement  such  payment  was  to  be  made  only 
upon  the  assignment  of  the  extended  patent  by  Chaffee,  reserving 
to  himself,  notwithstanding  such  assignment,  the  right  to  use  the 
same  in  any  business  which  he  might  carry  on. 

The  defendants  claim  that  by  virtue  of  the  contract  of  Septem- 
ber 5,  1850,  they  had  a  right  to  use  the  patent  in  the  way  they 
are  using  it.  They  rest  their  claim  on  two  grounds :  First.  They 
claim  that  by  that  contract  Chaffee  was  divested  of  all  legal  title 
to  the  patent ;  that  the  legal  title  was  transferred  to  Judson  for 
himself,  and  in  trust  for  the  use  and  benefit  of  the  defendants 
and  the  other  licensees  under  Goodyear.  Secondly,  They  claim, 
if  Chaffee  by  that  contract  was  not  divested  of  the  strict  legal 
title  to  the  extended  patent,  that  by  virtue  thereof  they  acquired 
a  beneficial,  vested,  equitable  interest  in  the  same,  and  which 
beneficial,  vested,  equitable  interest  they  now  retain,  and  of  which 
they  can  not  be  deprived  by  any  act  of  Chaffee.  And  that  the 
act  of  Chaffee  of  the  date  of  July  i,  1853,  by  which  he  attempts 
to  "  annul,  cancel,  and  render  void  and  of  no  effect "  the  said 
contract  of  September  5,  1850,  should  have  no  effect  upon  their 
rights  thus  vested  in  them. 

The  complainant  claims  that  the  said  contract  of  September  5, 
1850,  was  no  legal  transfer  of  any  legal  right  in  the  patent  to 
Judson ;  that  it  was  no  equitable  transfer  of  any  beneficial,  vested, 
equitable  interest  in  the  same  to  the  defendants ;  that  it  was  a  mere 
power  of  attorney,  not  coupled  with  any  interest  that  could 
deprive  Chaffee  of  the  right  at  any  time  to  revoke  it ;  and  that 
having  that  right,  he  did,  on  July  i,  1853,  revoke  it.     That  there 
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was  a  large  debt  due  from  ChafFec  to  Judson,  for  expenses  which 
he  had  paid  and  which  he  h^d  agreed  to  pay,  and  which  had  other- 
wise accrued,  and  that  the  object  of  the  contract  was  merely  to 
enable  and  empower  Judson  to  collect  that  debt  by  granting 
licenses  to  the  defendants  and  to  the  other  contracting  parties  in 
the  contract  with  Goodyear,  of  July  I,  1848,  upon  their  paying, 
as  a  condition  precedent  for  such  licenses,  their  respective  portions 
of  such  debt,  and  to  enable  Judson  to  put  a  "  veto  '*  upon  any 
licenses  which  ChafFee  might  grant  to  any  other  persons.  And 
particularly,  he  claims  that  this  should  be  the  construction  of  this 
contract  when  taken  in  connection  with  an  agreement  made  by 
and  between  Judson  and  ChafFee,  on  November  12,  1851,  and 
to  be  hereafter  noticed. 

This  contract  of  September  5,  1850,  is  something  more  than 
a  mere  power  of  attorney,  as  claimed  by  the  complainant,  revoca- 
ble at  his  pleasure  by  any  act  done  by  him  during  his  life,  or  by 
his  death.  I  do  not  decide  the  question  whether  or  not,  by  this 
contract,  the  strict  legal  title  in  this  extended  patent  was  trans- 
ferred by  Chaffee  to  Judson.  The  necessities  of  the  case  do  not 
require  that  it  should  be  decided.  For  if  these  defendants,  by 
this  contract,  are  vested  with  an  equitable  right  to  use  the  patent, 
(if,  in  good  conscience  they  are  entitled  to  use  it),^s  the  com- 
plainant has  come  into  this  Court  asking  for  equity,  and  by  so 
doing  is  bound  not  only  to  do  equity,  but  permit  the  defendants 
to  avail  themselves  of  their  equitable  rights,  if  they  have  such 
equitable  rights,  they  are  to  be  protected  in  the  enjoyment  of 
them,  notwithstanding  the  strict  legal  title  to  the  patent  may  be 
vested  in  him,  the  complainant.  )( 

To  the  question  then,  what  is  the  equitable  construction  of 
this  contract?  To  determine  this,  we  must  ascertain,  if  we  can, 
what  was  the  intention  of  Chaffee  when  he  executed  it. 

The  complainant,  as  has  been  already  stated,  claims  that  it  was 
a  mere  power  of  attorney,  for  certain  purposes,  and  not  coupled 
with  any  interest,  and  therefore  revocable  by  Chaffee.  If  it  was 
a  power,  and  if  it  was  coupled  with  an  interest,  then  Chaffee  could 
not  revoke  it ;  and  no  one  claiming  under  Chaffee  could  revoke  it. 
The  law  on  the  subject  of  what  powers  are  revocable  and  what 
are  irrevocable,  what  are  powers  coupled  with  an  interest  and 
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what  are  not,  is  well  laid  down  in  the  case  of  Hunt  v.  Rouseman^ 
Ur's  AdnCrs^  8  Wheat.  174,  and  as  it  is  there  laid  down 
will  not  be  questioned. 

The  bill  in  that  case  stated  that  Rousemanier,  the  intestate  of 
the  defendants,  applied  to  the  plaintiiF  fur  the  loan  of  fourteen 
hundred  and  fifty  dollars,  offering  to  give,  in  addition  to  his  notes, 
a  bill  of  sale,  or  a  mortgage  of  his  interest  in  the  ship  N^ereus, 
then  at  sea,  as  collateral  security.  The  money  was  lent  and  the 
notes  were  executed  for  the  same.  Neither  the  bill  of  sale  or 
mortgage  were  given.  A  few  days  after  the  notes  were  executed, 
Rousemanier  executed  a  power  of  attorney  authorizing  the 
plaintiff  to  make  and  execute  a  bill  of  sale  of  three-quarters  of 
the  vessel  to  himself,  or  to  any  other  person  ;  and  in  the  event 
of  the  said  vessel,  or  her  freight,  being  lost,  to  collect  the  money 
which  should  become  due  on  a  policy  by  which  the  vessel  and 
freight  were  insured.  The  instrument  also  contained  a  proviso, 
that  the  power  was  given  as  a  collateral  security  for  the  payment 
of  the  notes,  and  was  to  be  void  on  their  payment.  The  notes 
were  not  paid,  and  Rousemanier  died. 

Chief  Justice  Marshall,  in  giving  the  opinion  of  the  Court 
in  that  case,  says:  '*This  instrument  contains  no  words  of  con- 
veyance or  assignment,  but  is  a  simple  power  of  attorney.  As  the 
power  of  one  man  to  act  for  another  depends  on  the  will  and 
license  of  that  other,  the  power  ceases  when  this  will  or  this 
permission  is  withdrawn.  The  general  rule,  therefore,  is,  that  a 
letter  of  attorney  may  at  any  time  be  revoked  by  the  party  who 
makes  it,  and  is  revoked  by  his  death.  But  this  general  rule, 
which  results  from  the  nature  of  the  act,  has  sustained  some 
modifications.  When  a  letter  of  attorney  forms  a  part  of  the 
contract,  and  is  a  security  for  money,  or  for  the  performance  of 
any  act  which  is  valuable,  it  is  generally  made  irrevocable  in 
terms,  or,  if  not  so,  is  deemed  irrevocable  in  law. 

^^ Although  a  letter  of  attorney  depends  from  its  nature  on  the 
will  of  the  person  making  it,  and  may,  in  general,  be  recalled  by 
his  will,  yet,  if  he  binds  himself  for  a  consideration  in  terms,  or 
by  the  nature  of  his  contract,  not  to  change  his  will,  the  law  will 
not  permit  him  to  change  it.  Rousemanier  could  not,  therefore, 
during  his  life,  by  any  act  of  his  own,  have  revoked  this  letter  of 
attorney. 
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"If  a  power  is  coupled  with  an  interest,  it  survives  the  person 
giving  it,  and  may  be  executed  after  his  death.  A  power  coupled 
with  an  interest,  is  an  interest  in  the  subject  on  which  the  power 
is  to  be  exercised,  and  not  merely  an  interest  in  that  which  is 
produced  by  the  power." 

Let,  then,  the  contract,  now  under  consideration  be  tested  by 
the  law,  as  laid  down  by  Chief  Justice  Marshall.  In  the  contract 
of  September  5,  1850,  in  consideration  of  the  sum  of  fifteen  hun- 
dred dollars  paid  to  ChafFee  by  the  defendants  and  their  associates, 
the  licensees  under  Goodyear,  or  by  Judson  for  them,  at  the  time 
of  the  execution  thereof,  or  within  a  few  days  thereafter,  and  in 
consideration  that  Judson  had  paid  and  had  become  liable  to  pay  all 
the  expenses  of  procuring  the  extended  patent,  which,  as  expressed 
in  the  contract,  had  been  large,  and  which,  if  we  arc  to  credit  the 
statements  of  the  complainant's  counsel  as  made  in  the  argument, 
amounted  to  many  thousand  dollars,  and  in  consideration  that  he, 
ChafFee,  should  be  at  no  charge  for  these  expenses,  that  he  should 
be  free  from  such  charge,  and  for  the  other  considerations  named 
in  the  agreement,  the  contract,  such  as  it  was,  was  entered  into. 
And  the  object,  on  the  face  of  it,  was  and  is  so  expressed  to  be, 
to  place  the  patent  so  that  it  may  inure  to  the  benefit  of  Good- 
year  and  the  licensees,  and  continue  in  the  condition  in  which  by 
the  contract,  it  was  placed,  unaffected  by  his,  Chaffee's, ''  death 
or  other  event."  For  this  consideration  which  he  receives,  and 
which  Judson  and  these  defendants  and  others  paid,  he  binds  him- 
self in  terms  that  the  condition  in  which  by  that  contract  the  patent 
was  placed,  should  not  be  altered  by  his  death  or  by  any  event. 
His  will  was,  for  the  consideration  which  he  received,  that  the 
patent  should  be  placed  in  the  condition  in  which  the  contract 
placed  it ;  and  he  bound  himself  "  not  to  change  that  will." 

Then  what  does  Chief  Justice  Marshall  say  to  a  case  thus 
circumstanced  ?  He  says,  in  the  case  in  Wheaton  already  referred 
to :  "Although  a  letter  of  attorney  may,  in  general,  be  revoked  by 
the  will  of  the  party  executing  it,  yet,  if  he  binds  himstlf  for  a 
consideration,  in  terms,  or  by  the  nature  of  his  contract,  not  to 
change  his  will,  the  law  will  not  permit  him  to  change  it.  He  can 
not,  therefore,  during  his  life,  by  any  act  of  his  own,  revoke  it." 

From  this  agreement  of  September  5,  1850,  it  would  appear 
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that  it  was  the  intention  of  the  parties  that  after  the  same  was 
executed  there  should  be  no  debt  or  claim,  or  ^^  charge/'  in  favor 
of  Judson,  for  any  of  the  expenses  which  had  accrued  in  obtain- 
ing $in  extension  of  the  patent  against  ChaiFee  ;  but  that  Judson 
should  pay  the  same  and  that  Chaffee  should' be  free  therefrom. 
The  contract  is  express  on  the  part  of  Judson,  ^^  that  the  expenses 
of  extending  said  patent  shall  all  be  paid  without  charge"  to 
Chaffee.  That  Judson  had  paid  and  become  liable  to  pay  the  ex- 
penses thereof.  That  Judson  should  pay  the  whole  of  them,  and 
that  there  should  be  no  ^^  charge  "  to  ChaiFee  for  what  he  had  paid, 
or  for  what  he  should  pay.  That  so  far  as  they  had  been  ascer- 
tained, they  had  been  paid  by  Judson,  and  that  that  portion  of 
them  which  had  not  been  ascertained  should  be  paid  by  him. 

If,  then,  the  understanding  of  the  parties  was  that  there  should 
be  no  "  charge  *'  in  favor  of  Judson  against  ChaiFee  for  any  of 
the  expenses  in  obtaining  the  extended  patent,  but  that  he,  Jud- 
son, should  pay  the  whole,  then  it  follows,  as  there  was  no 
^^ charge"  in  favor  of  Judson  against  ChaiFee  to  be  secured,  that 
the  object  of  the  contract  was  something  else  than  according  to 
the  claim  of  the  complainant,  to  enable  and  empower  Judson  to 
collect  a  debt  or  "charge"  in  favor  of  Judson  against  ChaiFee, 
by  granting  licenses  to  the  defendants,  and  to  the  other  contract- 
ing parties  in  the  contract  with  Goodyear  of  the  date  of  July  i, 
1848,  upon  their  paying  as  a  condition  precedent  for  such  licenses, 
their  respective  portions  of  such  debt  or  "  charge,"  and  to  enable 
Judson  to  put  a  "  veto  "  upon  any  licenses  which  ChaiFee  might 
grant  to  any  other  persons.  The  complainant  admits  that  by 
the, contract  of  September  5,  1850,  there  was  to  be  a  "veto" 
power  in  Judson  upon  any  licenses  which  ChaiFee  might  grant  to 
any  persons  other  than  the  defendants  and  their  associates,  con- 
tracting parties  with  Goodyear.  And  if  this  "veto"  power  did 
exist  in  him,  then  it  follows  that  the  instrument  of  September 
5,  1850,  call  it  by  what  name  you  may,  was  something  more 
than  a  simple  power  of  attorney,  coupled  with  no  interest  made 
for  the  purpose,  as  claimed  by  the  complainant.  For  such  a 
**  veto "  power  could  not  exist  in  a  mere  power  of  attorney, 
"coupled  with  no  interest."     If  it  was  merely  such  power  of 
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attorney,  ChafFee  would  still  have  had  a  right  to  grant  as  many 
licenses  as  he  pleased  without  the  consent  of  Judson. 

The  great  object  of  a  court  of  equity  is,  in  construing  a  con- 
tract, to  ascertain  the  intention  of  the  parties  to  it.  In  the  con- 
tract of  May  23,  1 850,  between  Goodyear  and  ChafFee,  the  in- 
tent of  the  parties  is  clear,  that  ChafFee,  if  an  extended  patent 
should  be  obtained,  was  to  assign  the  same  to  Goodyear,  reserv- 
ing the  right  to  use  the  same  in  any  business  which  he  might 
carry  on,  upon  the  payment  by  Goodyear  to  ChafFee  of  the  sum 
of  fifteen  hundred  dollars  upon  the  assignment  of  the  same,  and 
upon  his,  Goodyear's,  agreement  to  pay  the  further  sum  of  fif- 
teen hundred  dollars  in  one  year  from  the  date  of  said  agreement, 
he,  Goodyear,  agreeing  further  to  secure  ChafFee  such  payment 
by  a  lien  on  the  patent.  All  that  ChafFee  was  to  receive  was  three 
thousand  dollars ;  and  Goodyear  was  to  have  the  whole  right  to 
the  patent,  ChafFee  reserving  a  right  only  to  use  it  in  his  business. 
This  was  the  contract.  And  the  patent,  when  so  assigned,  was, 
by  virtue  of  an  agreement  between  Goodyear  and  the  defendants 
and  their  associates  to  inure  to  them.  Goodyear  never  refused 
or  neglected  to  perform  his  part  of  the  agreement.  ChafFee  pre- 
tends that  he  did.  ChafFee  says  that  he,  Goodyear,  refused  to  per- 
form what  he  had  agreed  to  perform,  and  that  was  the  reason  why 
he  did  not  convey  to  Goodyear,  as  he  had  agreed  that  he  would. 
Goodyear  was  to  pay  nothing  until  the  assignment  was  made, 
and  then  he  was  to  pay  fifteen  hundred  dollars.  And  the  fair  con- 
struction of  the  contract  of  September  5,  1850,  is  that  by  it  he, 
ChafFee,  agreed  in  substance  to  do  what  he  had  agreed  to  do  by 
the  contract  with  Goodyear  of  May  23,  1850 ;  though  by  the 
contract  of  May  23  he  was  to  receive  as  a  consideration  only 
three  thousand  dollars,  while  by  the  contract  of  September  5  he 
was  to  receive  as  a  consideration  a  much  larger  sum.  By  the  con- 
tract of  May  23,  he  agreed  to  assign  the  whole  patent  to  Good- 
year, reserving  to  himself  only  the  right  to  use  the  same  in  any 
business  which  he  might  carry  on.  By  the  contract  of  September 
5,  he  agrees,  upon  a  valuable  consideration  paid,  to  place  his  pat- 
ent so  that  in  case  of  his  death,  or  in  any  event,  it  might  inure  to 
the  benefit  of  Goodyear  and  those  who  had  a  right  to  the  use  of 
the  patent  under  and  in  connection  with  his  licensees,  reserving  to 
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himself  the  right,  as  was  reserved  in  the  contract  of  May  23,  to 
use  the  same  in  any  business  which  he  might  carry  on.  And  in 
order  to  carry  out  this  agreement  more  effectually,  he  appoints 
Judson  his  attorney  and  trustee,  irrevocable,  to  hold  said  patent 
and  have  the  control  thereof,  so  that  it  might  thus  inure,  as  he 
had  agreed,  upon  a  valuable  consideration  paid,  it  should  inure. 
He  was  paid  a  valuable  consideration  that  it  might  so  inure,  and 
he  agreed  for  that  valuable  consideration  paid,  that  it  should  so 
inure.  For  that  valuable  consideration  paid,  and  for  a  further 
sum  agreed  to  be  paid,  and  for  other  considerations,  he  agreed 
with  Judson  that  the  whole  patent  should  inure  for  the  benefit  of 
others,  reserving  only  the  right  to  use  it  himself  in  his  business. 
It  was  to  inure  to  them  during  the  existence  of  the  patent,  so 
as  not  to  be  affected  by  any  subsequent  act  of  his,  or  by  his 
death,  or  by  any  other  event.  And  it  could  not  so  inure  unless 
either  a  legal  or  an  equitable  right  to  the  patent  was  transferred. 
Therefore,  as  Chaffee  intended  that  it  should  so  inure,  and  as  it 
could  not  80  inure  unless  either  a  legal  or  an  equitable  right 
was  transferred,  he  intended  by  that  contract  that  either  a  legal 
or  equitable  right  to  it  should  be  transferred,  and,  as  that  was  his 
intention,  he  agreed  that  such  right  should  be  so  transferred. 

Where  one,  having  a  right,  for  a  valuable  consideration  paid, 
agrees  with  another  person  that  that  other  person  shall  have  the 
enjoyment  of  that  right,  and  gives  a  power  of  attorney  to  enable 
such  other  person  to  possess  and  enforce  that  right,  he  who 
makes  such  agreement  and  gives  such  power  of  attorney,  shall 
not  by  law  be  permitted  to  revoke  that  power  so  as  to  deprive 
the  other  party  of  the  right,  which,  for  such  valuable  considera- 
tion, the  party  making  the  power  had  agreed  that  the  other  party 
should  have  and  enjoy.  Att  is  not  necessary  that  there  should  be 
a  formal  assignment  of  the  right.  If  there  is  an  agreement,  upon 
a  valuable  consideration  paid,  that  the  party  should  have  the 
benefit  of  the  right — that  it  should  inure  to  him,  and  for  that 
purpose  a  power  of  attorney  is  executed,  that  is,  at  least  in  a 
court  of  equity,  equivalent  to  a  formal  assignment.  In  such  a 
case,  the  power  of  attorney  is  a  power  coupled  with  an  interest, 
not  merely  in  the  execution  of  the  power  \  not  merely  an  interest 
in  that  which  is  produced  by  the  power,  but  in  the  thing  itself. 
Raymond  v.  Squirmy  1 1  John.  47. 
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If  the  obligee,  in  a  bond  for  the  payment  of  a  sum  of  money, 
agree  with  a  third  person,  upon  a  valuable  consideration  paid, 
say  the  amount  in  the  bond  named,  that  that  bond  should  inure 
to  the  benefit  of  such  third  person,  and  should  give  a  power  of 
attorney  to  such  third  person,  in  order  that  he  might  have  the 
control  of  such  bond,  to  hold  the  same,  and  he  to  be  at  all  the 
expense  of  a  suit  upon  the  bond,  without  charge  to  the  obligee, 
it  would  not  be  in  the  power  of  the  obligee  in  such  bond,  by  any 
act  of  his,  to  deprive  such  third  person  of  the  benefit  of  such 
bond  which  he  had  agreed  should  inure  to  such  third  person. 
And  it  make^  no  difference  whether  the  subject  on  which  the 
contract  is  to  operate,  for  the  benefit  of  one  of  the  parties  in 
interest,  be  a  bond  or  a  patent. 

The  provision  in  the  contract  of  September  5,  that  ^^  Judson 
and  those  for  whom  he  acts,  are  to  be  at  all  the  expense  of  sus- 
taining and  defending  the  patent,  without  any  charge  to"  him, 
Chaffee,  shows  that  it  was  the  intention  of  the  contracting  par- 
ties that  Judson,  and  those  for  whom  he  was  acting,  were  to  have 
an  irrevocable  interest  in  the  subject  they  were  contracting  about. 
For  why  should  they  be  at  such  expense,  unless  they  had  an 
interest  to  be  secured  by  subjecting  themselves  to  such  expense  ? 
And  the  further  provision,  expressly  made,  that  Chaffee  was  to 
^^  have  the  right  to  use  the  patent  and  improvement  in  any  busi- 
ness which  he  might  carry  on,"  tends  strongly  to  show,  that 
without  such  provision,  that  the  parties  supposed  he  would,  after 
the  contract  should  be  executed,  have  no  such  right. 

It  is  claimed  by  the  complainant,  that  this  contract  of  Septem- 
ber 5  was  modified,  altered,  and  explained  by  a  subsequent 
agreement,  made  by  and  between  Judson  and  Chaffee  on  Nov- 
ember 12,  1851,  and  that  when  taken  in  connection  with  the 
latter  agreement,  the  construction  of  it  should  be  different  from 
that  which  has  been  given  to  it.  These  defendants  never  gave 
their  consent  to  the  agreement  of  November  12.  They  never 
authorized  it.  They  knew  nothing  of  it  at  the  time.  They 
never  ratified  it.  They  knew  nothing  of  it  until  a  very  recent 
period.  They  do  not  now  claim  under  it.  And  if  they  had 
rights  secured  to  them  by  the  contract  of  September  5,  1850,  and 
by  the  consideration  which  they  paid  for  that  contract,  those 
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rights  are  not  to  be  affected  by  any  subsequent  agreement  between 
Judson  and  ChaiFee,  to  which  they  have  never  given  their  consent. 
But  suppose  that  the  contract  of  September  5,  1850,  and  the 
defendant's  right  under  that  contract  were  to  be  affected  by  the 
agreement  of  November  12,  the  question  then  would  be,  should 
a  different  construction  be  given  to  the  contract  of  September  5, 
when  considered  in  connection  with  the  agreement  of  November 
12,  than  that  which  has  been  given  to  it,  considered  separately. 
Although  only  twelve  hundred  dollars  was  the  sum  which,  by  the 
contract  of  the  said  September  5,  was,  by  the  terms  of  it,  to  be 
annually  paid  to  Chaffee,  in  quarterly  payments,  yet  from  the  date 
of  that  contract  up  to  November  12,  1851,  the  sum  of  fifteen 
hundred  dollars  had  been  the  annual  payment  which  had  actually 
been  made — and  in  looking  at  the  agreement  of  November  12,  the 
parties  to  it  appear  to  have  had  two  objects  in  view.  One  was,  to 
reduce  to  writing  what  had  been  tacitly  acquiesced  in  without 
such  writing,  that  the  annual  payment  to  Chaffee  should  be  fif- 
teen hundred  dollars,  instead  of  twelve  hundred  dollars.  And 
the  other  was  to  enable  Judson  to  compel  the  defendants  and 
their  associates,  the  contracting  parties  with  Goodyear  in  the  con- 
tract of  July  I,  1848,  to  pay  their  respective  portions  of  the 
expenses  of  obtaining  the  extended  patent  in  case  they,  or  either 
of  them,  should  refuse  to  pay,  by  withholding  from  them  their 
licenses.  And  if  I  am  right  in  the  view  heretofore  taken  of  the 
contract  of  the  said  September  5,  that  after  such  contract  Judson 
had  no  "charge,"  and  could  have  no  "charge"  against  Chaffee 
for  any  expenses  which  he  had  paid,  or  which  he  might  pay,  and 
which  he  was  bound  to  pay  in  obtaining  the  extension,  then  Chaf- 
fee had  no  interest  in  this  latter  provision,  and  the  above-named 
object  was  its  only  object.  In  this  view  of  the  case,  it  was  made 
for  the  sole  benefit  of  Judson.  Chaffee  had  no  interest  in  it.  He 
had  an  interest  that  there  should  be  no  ^^ charge"  against  him  for 
any  portion  of  those  expenses.  That  interest  was  secured  by  the 
said  contract  of  September  5.  By  that  contract  Judson  was  to 
have  no  "charge"  against  him  for  any  portion  of  such  expenses, 
and  as  Judson  had  no  ^^  charge  "  against  him  for  those  expenses, 
he  had  no  interest  in  having  the  expenses  paid  by  the  defendants 
and  their  associates  to  Judson.     By  such  payment  he  was  not  the 
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gainer.  By  the  non-payment  he  was  not  the  loser.  The  pro- 
vision was  exclusively  for  the  benefit  of  Judson.  It  being  for 
his  exclusive  benefit,  it  could  be  waived  by  him  ;  and  Chaffee 
could  not  complain  if  it  was  so  waived. 

I  do  not  deem  it  necessary,  therefore,  to  go  into  an  examina- 
tion of  the  question  of  fact  whether  or  not  the  defendants  paid  to 
Judson  their  portion  of  these  expenses.  Much  testimony  by  way 
of  affidavit  has  been  taken  on  this  subject.  The  complainant 
claims  that  they  did  not  pay  Judson.  The  defendants  claim  that 
they  did.  But  whether  they  did  or  not,  Chaffee  has  no  cause  of 
complaint.  And  if  they  were  not  paid  by  the  defendants  to  Jud- 
son, and  Judson  had  any  cause  of  complaint,  he  had  waived  it. 

There  is  one  additional  provision  in  this  agreement  of  Novem- 
ber 12,  1851,  which  shows  that  the  construction  put  upon  the 
contract  of  September  5,  1850,  is  the  correct  one.  It  is  that 
Judson  may  use  his,  Chaffee's,  name  in  the  prosecution  of  all 
suits  for  the  recovery  of  damages,  for  any  infringement  of  the 
patent,  and  have  all  the  benefits  which  may  be  derived  from  such 
suits.  If  the  benefits  by  way  of  damages  for  an  infringement  of 
the  patent  were  one  hundred  thousand  dollars,  Judson  was  to 
have  the  whole,  and  Chaffee  was  to  have  no  portion  of  them. 
It  is  difficult  for  me  to  conceive  why  such  a  provision  should 
have  been  made,  unless  the  parties  supposed  that  Chaffee  had 
been  divested  of  all  right  in  equity  to  the  patent,  except  the 
right  to  use  it  in  the  business  which  he  might  carry  on. 

The  complainant  further  claims,  that  the  instrument  in  writing 
executed  by  Chaffee  on  September  5,  1850,  was  upon  the  con- 
dition that  the  contract,  for  the  annual  payments  to  be  made  to 
him  quarterly,  should  be  kept  and  performed  according  to  the 
terms  of  that  instrument ;  that  such  annual  payments  were  not 
regularly  made ;  that  Judson  and  those  for  whom  he  acted  when 
that  instrument  of  September  5  was  entered  into,  neglected  and 
refused  to  make  such  annual  payments ;  that  they  were  in  default 
in  this  respect ;  that  being  in  such  default,  he,  the  said  Chaffee, 
had  a  right  to  revoke  the  instrument  so  executed  by  him ;  that 
having  such  right,  he  did  so  revoke  it,  by  a  notice  in  writing  to 
Judson  of  the  date  of  July  i,  1853. 

This  latter  claim  is  not  strenuously  urged ;  but  as  it  has  been 
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urged,  it  becomes  necessary  to  notice  it.  The  annual  payments 
of  fifteen  hundred  dollars  a  year,  to  be  made  punctually  up  to 
December  i,  1852.  It  has  been  claimed  by  the  defendants,  that 
ChaflFee  has,  in  fact,  received  all  that  he  was  entitled  to  receive  by 
virtue  of  the  contract  of  September  5.  But  for  the  purposes  of 
this  case,  I  assume  that  the  quarterly  payments  to  be  made  were 
not  made  subsequent  to  December  i,  1852,  and  that  he  has  not 
received  of  such  payments  all  that  he  is  entitled  to.  When  the 
payment  which  was  to  have  been  made  on  March  i,  1853,  ^^' 
came  due,  for  certain  reasons,  the  same  was  not  made ;  and  the 
payment  that  was  due  on  June  I,  1853,  ^^^  certain  reasons,  was 
not  made.  On  June  23,  1853,  Judson  wrote  Chaffee,  in  which 
letter,  after  stating  the  reasons  which  prompted  him  to  withhold 
temporarily  the  quarterly  payments  which  had  become  payable, 
he  authorized  ChaflFee  to  draw  on  him  at  sight  for  such  quarterly 
payments  then  due.  And  after  that  letter  was  written,  and  this 
authority  to  draw  was  given,  the  said  ChaflFee,  on  July  i,  1853, 
undertook,  by  a  notice  in  writing  to  Judson,  to  ^^  revoke,  annul, 
cancel,  and  render  void  and  of  no  effect,"  the  instrument  exe- 
cuted by  him  on  September  5,  1856,  and  on  the  same  day 
assigned  all  the  right  which  he  had  to  the  patent  to  the  complain- 
ant. I  do  not  think  that  this  claim  of  the  complainant  can  be 
sustained.  If  I  am  right  in  the  construction  given  to  the  contract 
of  September  5,  that  by  it  a  beneficial,  equitable  interest  in  the 
patent  was  vested  in  Judson  and  the  defendants,  then  it  would 
seem  to  follow  that  they  could  not  be  divested  in  equity  of  that 
beneficial,  equitable  interest,  by  the  temporary  withholding  as 
above  stated,  of  the  quarterly  payments.  But  it  is  not  necessary 
to  enlarge  upon  this  part  of  the  case,  as  this  claim  has  not  been 
strenuously  urged.  The  actual  payment  at  the  precise  time  ap- 
pointed, of  these  quarterly  sums,  was  no  part  of  the  considera- 
tion upon  which  Chaffee  agreed  as  he  did  agree  by  that  contract. 
The  agreement  to  pay  them  was  part  of  the  consideration,  and 
not  the  actual  payment  at  the  time  appointed.  Chaffee  relied 
for  what  he  did  upon  an  agreement  to  pay,  and  a  failure  to  pay 
at  the  precise  time  would  not  authorize  Chaffee  to  revoke  the 
contract,  and  thereby  to  divest  Judson  and  the  defendants  of  the 
equitable  interest,  which,  by  the  contract  of  September  5,  they 
had  acquired. 
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Other  considerations  have  been  pressed  upon  the  attention  of 
the  Court,  sustained  by  numerous  affidavits,  to  sho^v  that  the 
defendants  have  now  the  right  to  use  the  patent  in  the  way  they 
are  using  it.  But,  after  the  view  which  has  been  taken  of  the 
case,  it  is  not  deemed  necessary  to  go  into  a  thorough  examina- 
tion of  them. 

And  in  disposing  of  this  motion,  I  do  not  undertake  to  decide 
what  are  the  strict  legal  rights  of  the  parties  ;  nor  do  I  undertake 
to  say  that  the  equitable  rights  of  the  parties,  upon  a  more  full 
hearing — upon  a  more  thorough  examination — when  proofs  to  be 
used  upon  the  final  trial  are  taken,  can  not  be  made  to  appear 
diflFerent  from  what  they  now  appear  upon  the  hearing  of  this 
motion.  All  that  I  decide  is,  that  upon  this  motion,  the  right  on 
the  part  of  the  complainant,  and  the  violation  of  right  on  the  part 
of  the  defendants,  do  not  appear  so  clear,  plain,  palpable,  mani- 
fest, as  to  authorize  a  court  to  grant  an  injunction  against  the 
defendants  to  prohibit  them  from  any  further  using  the  patent, 
the  rights  to  which  are  in  controversy.  The  view  I  have  taken 
of  the  case  admonishes  me,  that  by  granting  an  injunction  there 
would  be  a  greater  probability  of  producing  inculculable  mischief 
than  there  would  be  of  preventing  it ;  and  that  neither  an  abso- 
lute or  conditional  injunction  ought  to  be  granted. 

The  motion,  therefore,  is  denied. 


Horace   H.  Day 

ys.      ^ 

Isaac    Hartshorn.     In  Equity. 

Where  a  case  has  been  cried  at  law,  with  a  verdict  for  the  plaintiff,  and  a  motion  for  a 
new  trial  is  made,  it  is  the  practice  to  refuse  an  injunction  until  after  the  determi- 
nation of  the  motion. 

A  bill  of  exceptions  and  a  writ  of  error  sued  out  should  have  the  same  effect  as  a 
motion  for  a  new  trial,  upon  an  application  for  an  injunction,  though  either  may 
be  disregarded  by  the  judge  if  his  conscience  is  satisfied. 


NOVEMBER,     1855*  ^3 


Day  V.  Hartshorn. 


Neither  the  verdict  at  law  nor  finding  of  the  jary,  in  a  feigned  issue,  are  ever  conclusive 
upon  the  judge  sitting  in  equity,  upon  a  motion  for  an  injunction. 

It  would  not  follow  that  a  judge  ought  to  grant  an  injunction,  although  he  might  not 
set  aside  the  verdict  of  the  jury.  In  the  one  case  the  jury  are  the  judges  of  the 
facts,  in  the  other  the  chancellor  must  judge  for  himself.  /^ 

Where  a  licensee  undertakes  to  use  a  patent  without  paying  the  license  fee,  whether 
the  license  thereby  becomes  voidable  at  law  or  not,  equity  will  so  far  enjoin  him, 
that  unless  he  will  pay  he  shall  not  be  allowed  to  use. 

(Before  Pitman,  J.,  District  of  Rhode  Island,  November,  1855.) 

This  was  a  motion  for  an  injunction  founded  upon  the  verdict 
of  the  jury  in  a  suit  at  law,  between  the  same  parties,  which 
resulted  in  a  verdict  for  the  plaintiff.  The  case  presented  a  state 
of  facts  essentially  the  same  as  that  in  Day  v.  Candee^  p.  9. 

T.  i/.  Jenckes  and  N,  Richardson^  for  complainant. 

J.  S.  Pitman^  S,  Ames\  C.   S.  Bradley^  and  J.  T.  Brady^  for 
defendant. 

Pitman,  J.  % 

Since  the  verdict,  in  this  Court,  for  the  plaintiff,  in  the  suit  at\ 
law  between  these  parties,  a  motion  for  an  injunction  has  been 
again  made  by  the  plaintiff,  and  it  has  been  urged  upon  the  Court 
that,  after  a  verdict  at  law  for  the  plaintiff  in  a  patent  cause,  it 
was  the  imperative  duty  of  a  court  of  equity  to  grant  an  injunc- 
tion, notwithstanding  the  pendency  of  a  writ  of  error ;  and  that 
such  has  been  the  invariable  practice  of  the  courts  of  the  United 
States.    On  the  other  hand,  it  was  contended  that  the  legal  rights 
of  the  parties  had  not  been  determined  by  the  verdict,  that  grave 
questions  of  law  were-  raised  by  the  bill  of  exceptions,  and  that 
the  court  had  a  right  to  refuse  the  injunction,  and  ought  to  do  so, 
until  the  determination  of  these  questions  by  the  Supreme  Court 
of  the  United  States,  unless  the  court  was  satisfied  that  these 
questions  wefe  so  clearly  in  favor  of  the  plaintiff  that  the  injunc- 
tion should, be  granted,  notwithstanding  the  writ  of  error. 
^  It  was  admitted  by"the  plaintifPs  counsel,  that  where  there  was 
a  motion  for  a  new  trial,  the  practice  was  not  to  grant  an  injunc-  I 
tion  until  the  determination  of  this  motion,  but  contended  that) 
the  pendency  of  a  writ  of  error  furnished  no  ground  for  a  refusal! 
to  grant  the  injunction.  f 
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I  After  the  first  hearing  of  this  motion,  to  satisfy  myself  what 
was,  or  what  should  be  the  practice  in  such  a  case,  and  it  having 
been  suggested  by  the  counsel  for  the  plaintiff  that  notwithstand- 
ing Judge  Curtis  declined  to  sit  in  this  cause,  there  was  no  impro- 
priety in  my  consulting  him  on  the  general  question  of  practice, 
if  I  was  so  disposed,  I  did  consult  him,  and  also  the  presiding 
judge  of  the  Second  Circuit.  ^ 

Judge  Curtis  referred  me  to  the  case  of  Many  v.  Sizer  (Vol. 
I,  p.  17),  tried  in  the  Massachusetts  District,  before  Judge 
Sprague,  in  which  he  was  for  the  plaintiff.  Judge  Spragub 
charged  the  jury  upon  the  law  of  the  case,  in  conformity  with 
the  opinion  of  Judge  Nelson  in  the  trial  of  a  cause  before  him, 
on  the  same  patent.  Exceptions  to  the  charge  of  Judge  Spragub 
were  taken,  with  a  view  to  carry  the  questions  to  the  Supreme 
Court.  After  the  verdict  and  judgment,  a  motion  was  made  for 
an  injunction  before  Judges  Woodbury  and  Sprague — they  dif- 
fered as  to  the  law,  and  the  motion  was  refused.  Neither  judge 
considered  that  the  verdict  was  conclusive.  Judge  Sprague, 
who  was  opposed  to  the  injunction,  said  if  the  defendant  should 
neglect  to  sue  out  or  prosecute  his  writ  of  error,  the  application 
could  be  renewed. 

^  Judge  Curtis  thought  that  a  verdict  and  judgment,  where  there 
is  a  bill  of  exceptions,  and  a  writ  of  error  sued  out,  as  the  courts^ 
of  the  United  States  are  organized,  could  not  be  distinguished 
from  a  verdict  where  there  is  a  motion  for  a  new  trial,  as  respects 
the  effect  of  a  verdict  upon  a  motion  for  a  temporary  injunction. 
Either  the  motion  for  a  new  trial  or  the  writ  of  error  may  be  dis- 
regarded by  the  judge,  if  his  conscience  is  satisfied,  but  ordinarily  , 
neither  should  be,  and,  as  he  thought,  the  one  no  more  than  the 
other. 

Judge  Nelson  said :  ^^  Where  there  has  been  a  trial  at  law  in 
a  patent  case  before  me,  and  the  verdict  for  the  plaintiff,  if  I  am 
satisfied  with  the  verdict,  my  practice  is,  if  an  application  is  made 
in  the  equity  suit  for  an  injunction,  founded  on  the  verdict,  to 
grant  it.  But,  if  the  verdict  is  not  satisfactory,  and  the  motion 
for  the  injunction  is  opposed,  I  invariably  refuse  it  ;  and  this, 
whether  a  motion  for  a  new  trial  has  been  made  before  me  in  the 
suit  at  law  or  not.     The  trial  at  law  having  been  before  me,  I 
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claim  to  judge  of  the  facts  for  myself,  on  the  application  for  the 
further  remedy  of  the  injunction.  I  do  not  understand  that  the 
verdict  at  law,  or  finding  in  case  of  a  feigned  issue,  is  ever  con- 
clusive upon  the  judge,  sitting  in  equity,  on  the  application  for 
the  injunction."     / 

After  I  had  received  these  communications  from  these  learned 
judges,  it  being  suggested  to  me,  by  one  of  the  counsel  for  the 
plaintiff,  that  the  closing  counsel,  from  a  suggestion  which  I  made 
to  him  at  the  hearing,  was  not  heard  upon  one  point  so  fully  as 
he  intended,  I  stated  that  I  was  willing  to  hear  all  that  either 
party  wished  to  say  upon  all  the  points,  and  the  motion  was  then 
re-argued  before  me,  upon  all  the  points  which  they  considered 
material,  by  both  parties.  At  the  close  of  this  argument,  one  of 
the  counsel  for  the  plaintiff  stated  to  me,  that  in  the  case  of  Day  v. 
The  Car  Spring  Company  (3  Blatch.  154),  pending  in  the  Southern 
District  of  New  York,  a  motion  for  an  injunction  would  be  made 
and  heard  before,  probably,  I  might  be  ready  to  deliver  my  opinio 
on  this  motion.  I  considered  this  at  least  an  intimation  of  a  wish 
that  I  would  suspend  my  opinion  until  that  motion  was  determined, 
and  was  desirous  of  doing  so,  that  I  might  have  the  benefit  of  the 
opinion  of  the  two  learned  judges  of  that  court  upon  some  of  the  ^' 
same  questions  which  I  had  to  decide  alone.  The  motion  in  New 
York  not  having  been  heard  as  soon  as  the  plaintiff's  counsel 
expected,  but  having  been  put  off  until  the  latter  part  of  Septem- 
ber, I  waited  in  the  hope  that  I  might  then  be  enlightened  by  its 
determination  \  but  that  court  having,  in  September,  as  I  under- 
stand, refused  to  hear  this  motion  for  a  preliminary  injunction, 
and  reserved  all  the  questions  involved  in  the  same  until  the  final 
hearing  of  the  cause  in  equity,  I  am  now  obliged,  after  the  fur- 
ther consideration  which  I  have  recently  given  to  it,  to  expresy 
my  opinion  upon  this  motion.  ^ 

Upon  the  trial  of  the  case  at  law,  the  defendants  not  only  set 
up  all  the  defenses  usually  set  up  in  patent  causes,  but  denied  the 
right  of  the  plaintiff  under  the  assignment  from  Chaffee,  the 
patentee,  as  set  up  by  him,  on  the  ground  that  Chaffee  had  pre- 
viously conveyed  it  to  Judson,  in  trust  for  Goodyear  and  his 
licensees,  under  certain  agreements,  which  still  remained  in  fall 
force.     Upon  the  argument  of  this  motion  for  an  injunction,  I 


'V 


\ 


26  DISTRICT  OF  RHODE  ISLAND. 

Day  V.  Hartshorn. 

Stated  that  I  saw  no  reason  to  be  dissatisfied  with  the  verdict  as 
to  the  rights  of  Chaffee  as  inventor  and  patentee.  Upon  the  part 
of  the  case  connected  with  the  agreements  between  Chaffee  and 
Goodyear,  and  Chaffee  and  Judson,  my  doubts  arose. 

The  verdict  of  the  jury  was  a  general  verdict  for  the  plaintiff 
upon  the  general  issue  ;  no  questions  were  asked  on  what  points 
the  verdict  was  founded ;  if,  therefore,  there  had  been  a  motion 
to  set  aside  the  verdict,  as  against  law  and  evidence,  it  could  not 
have  been  done,  if  the  verdict  could  have  been  sustained  upon 
any  point. 

*^f  ^^  ^^  «^  ^^  «^  ^0 

^^  ^*  T*  *^  ^^  *^  ^^ 

Since  the  trial  of  the  case  at  law,  and  the  argument  of  this 
motion,  I  have  had  more  doubts  upon  one  of  the  leading  points 
on  which  I  charged  the  jury  for  the  plaintiff,  viz  :  whether  the 
agreements  between  Judson  and  Chaffee  were  revocable  at  law  by 
Chaffee,  by  the  non-performance  on  the  part  of  Judson.  I  have 
no  doubt  that  where  a  licensee  undertakes  to  use  a  patent  without 
paying  for  it  the  amount  specified  in  the  license,  that  equity  will 
so  far  enjoin  him,  whether  the  license  thereby  becomes  voidable 
at  law  or  not,  that  unless  he  will  pay  he  shall  not  be  allowed  to 
use.  And  these  considerations  induced  me  to  order  the  condi- 
tional injunction  which  I  did,  when  the  bill  in  this  case  was  first 
filed,  and  the  defendants  presented  so  imperfectly  their  case  before 
me.  The  views  which  I  then  took  remained  with  me,  and  in- 
fluenced me,  no  doubt,  in  the  construction  of  the  agreements  on 
the  trial.  I  do  not  say  that  my  opinion  has  entirely  changed  on 
this  point,  but  it  has  been  so  much  shaken  by  the  learned  argu- 
ment of  the  gentleman  who  closed  this  motion  on  the  part  of  the 
defendant,  that  I  should,  not  be  satisfied  that  I  had  done  right  if  I 
should  disregard  the  writ  of  error,  and  grant  the  injunction. 

But  not  having  been  satisfied  with  the  verdict  as  to  one  part 
of  the  case,  and  having  fully  heard  the  parties  upon  all  the  points 
connected  therewith,  I  deem  it  proper  to  state  my  views  in 
relation  to  the  same.  It  was  argued  before  me  that  if  I  was  not 
satisfied  with  the  verdict,  yet  if  I  would  not  have  set  it  aside  if  a 
motion  had  been  made  for  a  new  trial,  that  then  I  ought  to  grant 
the  injunction.  If  I  have  the  right  in  a  court  of  equity  to  exam- 
ine the  evidence  in  a  cause  which  is  tried  before  me  at  law,  and 
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to  draw  my  own  conclusions  when  I  am  asked  to  grant  an  injunc- 
tion, and  ought  to  refuse  it  if  I  am  not  satisfied  with  the  verdict, 
then,  though  I  might  hesitate  to  set  the  verdict  aside,  because  I 
was  not  satisfied  with  the  same,  especially  after  the  modern  de- 
cisions on  this  subject,  yet  it  would  not  follow  that  I  ought  to 
grant  an  injunction.  The  jury  draw  their  own  conclusions  from 
the  evidence,  and  it  is  their  right  so  to  do;  and  because  I  might 
not  draw  the  same  conclusions,  this  of  itself  is  not  sufficient  to 
justify  me  in  setting  the  verdict  aside,  if  they  have  evidence  to 
judge  from.  If  I  should  do  so,  I  should  substitute  myself  as 
judge  of  the  facts,  in  a  trial  at  law,  which  the  parties  and  the  law 
have  submitted  to  the  jury.  But  when  I  am  applied  to  in  equity, 
where  I  am  judge  of  the  facts  as  well  as  law,  and  required  to  per* 
form  an  act  which  calls  upon  me  to  draw  my  own  conclusions 
from  the  evidence  which  I  heard  upon  the  trial,  there  my  own 
judgment  upon  the  law  and  the  evidence  must  determine  my  ac- 
tion, and  not  the  judgment  of  the  jury.  I  will  not  set  aside  a 
verdict  because  I  differed  from  the  jury  upon  the  evidence,  be- 
cause the  verdict  is  theirs,  and  they  act  upon  their  conscience. 
But  when  I  have  to  act  upon  my  own  conscience,  then  I  can  not 
suffer  the  jury  to  control  me,  in  my  province,  for  the  same  reason 
that  I  should  deem  it  improper  for  me  to  control  them  in  their 
province.  There  are  cases  where,  though  I  might  be  dissatisfied 
with  the  verdict,  yet  not  so  much  so  but  that  I  might  think  it 
proper  to  suflFer  the  verdict  to  be  the  basis  for  an  injunction. 
But  such  is  not  this  case ;  and  though  I  do  not  say  whether  I 
would  or  would  not  have  set  the  verdict  aside,  if  a  motion  had 
been  made  for  a  new  trial,  and  ought  not  to  say  whether  I  would 
or  would  not,  when  I  am  not  asked  to  do  so,  unless  the  verdict 
is  imperative  and  conclusive  upon  me,  as  it  is  not,  unless  Judges 
Nelson,  Curtis,  Sprague,  and  the  late  Judge  Woodbury, 
have  been  mistaken  in  the  law  and  practice  in  the  courts  of  the 
United  States,  then  I  am  called  upon  to  act  and  draw  my  own 
conclusions,  the  same  as  if  this  evidence  had  been  submitted  to 
me  on  the  trial  of  a  bill  in  equity. 

Another  view  was  presented,  at  the  argument,  by  the  counsel 
for  the  defendant,  to  show  that  the  verdict  ought  not  to  be  con- 
clusive, as  settling  the  right  of  the  plaintiff  to  an  injunction : 
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that  the  verdict  can  only  settle  legal  rights,  and  can  not  control 
the  court  of  chancery  in  the  administration  of  equitable  princi- 
ples; and  one  of  these  is,  that  it  will  not  enforce  a  forfeiture  at 
law.  Upon  this  point  many  authorities  were  cited.  In  the  course 
of  the  argument,  in  order  to  show  what  relief  was  granted  in  the 
courts  of  the  United  States,  where  there  had  been  a  contract 
between  the  parties  for  the  use  of  a  patented  machine,  which 
was  sought  to  be  avoided  in  equity  for  non-performance  by  the 
licensee,  the  cases  of  Brooks  v.  Stolley  and  fVentworth  v.  fVeed 
were  referred  to. 

In  the  case  of  Brooks  et  al,  v.  Stolley^  3  McLean's  R.  523,  the 
plaintiffs  applied  to  Judge  McLean  for  an  injunction  to  restrain 
the  defendant  from  using  a  certain  planing  machine,  claimed  by 
the  complainants  under  Woodworth's  patent;  the  bill  stated  that 
they  had  granted  a  license  to  the  defendant  to  run  the  same,  upon 
paying  one  dollar  and  twenty-five  cents  for  every  thousand  feet 
of  boards  he  should  plane,  payable  Monday  of  every  week ;  that 
for  a  short  time  the  defendant  complied  with  the  contract  by 
making  payment,  but  had  failed  to  do  so  for  some  time,  and  had 
refused  to  do  so,  though  he  still  continued  to  run  the  machine ; 
and  on  this  ground  an  injunction  was  prayed  for.  The  defendant 
admitted  the  failure  to  make  payment,  and  averred  that  the  com- 
plainants had,  in  several  respects,  violated  the  contract  on  their 
parr,  and  that  he  was  deceived  as  to  the  import  of  certain  parts 
of  the  contract.  In  the  contract,  the  performance  of  its  stipu- 
lations by  the  defendant  was  expressly  made  a  condition  to  his 
continued  use  of  the  machine.  In  this  case,  Judge  McLean 
said :  ^^An  injunction  is  prayed,  which,  in  effect,  will  annul  the 
contract.  Now,  although  it  may  be  admitted  that  the  defendant, 
as  the  facts  of  the  case  stand,  could  not  successfully  invoke  in  his 
behalf  the  action  of  a  court  of  equity,  or  of  law,  yet  under  the 
relief  asked  by  the  complainants,  a  somewhat  different  view  may 
be  taken.  Are  the  complainants  entitled  to  an  absolute  injunc- 
tion which  shall  annihilate  the  contract  ?  It  appears  to  me  that 
short  of  this,  adequate  relief  may  be  given.  In  this  respect  the 
case  is  altogether  different  from  an  ordinary  case  of  infringement, 
where  no  contract  has  been  made  by  the  parties.  In  that  case  an 
absolute  injunction  is  the  only  adequate  relief;  but  in  the  case 
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under  consideration,  the  complainants  have  licensed  the  defend- 
ant to  use  the  patented  right  under  certain  conditions.  If  the 
use  go  beyond  these  conditions,  there  is  an  infringement  which 
must  stand  on  the  general  ground  unaffected  by  the  contract; 
and  as  to  such  an  use  the  injunction  should  be  absolute.  On 
this  ground  the  jurisdiction  in  this  case  is  sustainable;  and  having 
jurisdiction,  the  court  may  decide  other  matters  between  the 
parties."  In  this  case  the  court  did  not  order  an  absolute  injunc* 
tion,  but  granted  an  injunction  unless  the  defendant  should  pay 
the  complainants  according  to  his  contract,  and  perform  all  the 
other  conditions  of  his  contract. 

In  the  case  of  IVoodworth  v.  fVeed^  i  Blatch.  165,  before 
Judge  Nelson,  the  plaintiff  filed  his  bill  against  the  defendant, 
setting  forth  that  as  patentee,  under  the  Woodworth  patent,  he 
entered  into  an  agreement  with  the  defendant  whereby  he  granted 
to  him  a  license  to  construct  and  use  one  of  the  Woodworth 
planing  machines,  for  which  the  defendant  agreed  to  give  his 
promissory  notes,  in  all  amounting  to  four  hundred  dollars ;  two 
for  fifty  dollars  each,  and  three  for  one  hundred  dollars  each ; 
payable  at  different  and  specified  times ;  the  defendants  further 
agreeing  that  in  case  said  notes  were  not  paid  when  they  or  either 
of  them  fell  due,  then  the  said  license  and  permission  should  be 
void,  and  the  same  should  revert  to  said  Woodworth.  The  bill 
set  forth  that  the  defendant  constructed  and  ever  since  used  said 
machine,  and  gave  his  notes,  four  of  which,  amounting  to  three 
hundred  dollars,  were  due  and  unpaid.  The  bill  stated  that  the 
license  and  permission  to  use  the  machine  had  become  void,  and 
that,  according  to  the  terms  and  conditions  of  the  license,  the 
defendant  had  no  longer  any  right  to  use  it,  and  prayed  for  an 
injunction  to  restrain  its  use.  In  this  case.  Judge  Nelson  said : 
**  From  the  terms  of  the  agreement,  the  license  was  forfeited  the 
moment  one  of  the  notes  became  due  and  was  unpaid,  and  it 
was  optional  with  the  plaintiff  to  resort  to  his  remedy,  at  com- 
mon law,  to  enforce  the  collection  of  the  notes,  or  to  treat  the 
rights  of  the  defendant  as  forfeited  under  the  stipulation  in  the 
agreement."  ^ 

^^  The  stipulation  is  to  be  considered  as  a  double  security  given 
by  the  defendant  to  the  plaintiff  for  the  payment  of  the  consid- 
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eration  money."  In  this  case  Judge  Nelson  did  not  grant  the 
injunction  prayed  for  in  the  bill  absolutely,  but  made  such  an 
order  as  was  made  by  Judge  McLean  in  the  case  of  Brooks  et 
aL  V.  Stolley.  He  made  an  order /^granting  the  injunction  unless 
the  defendant,  within  sixty  days,  paid  to  the  plaintiff  the  principal 
and  interest  due  upon  the  notes  mentioned  in  the  bill  which  had 
fallen  due,  and  the  plaintifPs  costs." 

When  the  motion  to  dissolve  the  injunction  in  the  case  of  Day 
V.  The  Car  Spring  Company^  which  had  been  granted  by  Judge 
Betts,  was  argued  before  the  Circuit  Court  in  New  York,  Judge 
Nelson  referred  to  the  case  of  IVoodworth  v.  IVad.  The  in- 
junction was  dissolved  by  the  consent  of  both  judges,  and  all 
further  proceedings  suspended  in  the  bill  in  equity,  until  the 
trial  of  the  case  at  law.  No  reasons  were  stated  by  the  court 
for  the  dissolution  of  the  injunction.  After  a  very  long  trial  be- 
fore Judge  Betts,  of  the  case  at  law,  the  death  of  one  of  the 
jury  put  an  end  to  the  trial  before  that  jury,  and  no  trial  has  yet 
been  had,  and  recently  this  Court  has  refused  to  hear  the  mo- 
tion for  a  preliminary  injunction,  as  I  have  stated. 

If  the  plaintiff  in  that  case  in  New  York  had  stated  in  his  bill 
the  agreement  between  Judson  and  Chaffee,  and  prayed  for  an 
injunction  on  the  ground  that  the  same  had  become  void  by  rea- 
son of  the  non-performance  on  the  part  of  Judson,  then  the 
Circuit  Court  of  New  York  would  have  had  the  power  to  have 
made  the  same  conditional  order  as  was  made  in  the  cases 
already  stated,  and  then  upon  the  payment  of  the  annuity  by 
Judson,  which  was  in  arrrear,  the  rights  of  Judson  and  of  Good- 
year and  his  licensees  would  have  continued.  But  the  plaintiff 
did  not  choose  to  state  anything  about  these  agreements  in  his 
bill,  in  Connecticut,  in  New  York,  or  in  this  District. 

*^t|»  ^0  ^^P  ^f  ^^  ^0  ^^> 

^^^  ^Vto  ^^^  ^^^  ^^^  ^^^  ^^^ 

Whatever  effect  at  law  should  be  given  to  the  letter  of  Judson, 
of  June  23,  1853,  ^^^  ^'^  authorizing  Chaffee  to  draw  upon  him 
for  the  quarterly  payments  then  due,  I  have  always  considered 
that,  in  equity,  it  should  be  considered  as  protecting  the  rights  of 
Judson  and  Goodyear  and  his  licensees,  and  that,  until  Chaffee 
had  drawn  for  this  amount  (the  usual  way  in  which  he  had  re- 
ceived payment),  and  payment  had  been  refused,  he  had  no  right 
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in  equity  to  revoke,  for  the  temporary  withholding  of  these  quar- 
terly payments.  On  the  trial  at  law,  I  was  requested  to  instruct 
the  jury,  that  after  this  letter  of  Judson,  Chaffee  had  no  right  to 
revoke,  but  I  did  not  do  so  because  I  did  not  consider,  at  law, 
that  this  authority  to  draw  was  equivalent  to  payment,  not  being 
a  legal  tender.  And  this  is  one  of  the  questions  embraced  in  the 
exceptions.  But  this  motion  for  an  injunction  is  addressed  to  a 
court  of  equity,  and  should  be  refused  if  upon  equitable  principles 
it  ought  not  to  be  granted. 

It  was  suggested  by  the  counsel  for  the  plaintiff  on  the  argu- 
ment of  this  motion  before  me,  in  reply  to  the  argument  on  the 
other  side,  that  equity  would  not  aid  to  enforce  a  forfeiture ;  that 
it  would  be  time  enough  to  answer  this  argument  when  Mr.  Jud- 
son or  the  defendants  brought  a  bill  to  be  relieved  from  the  for- 
feiture. In  the  cases  decided  by  Mr.  Justice  Nelson  and  Mr. 
Justice  McLean,  which  have  been  cited,  there  was  no  bill  filed 
by  the  licensee  to  be  relieved  from  the  forfeiture.  But  it  was 
deemed  sufficient  by  the  learned  judges,  in  those  cases,  that  the 
complainant  sought  for  an  injunction,  on  the  ground  of  forfeiture, 
to  enable  them  to  decree  as  they  did,  upon  a  bill  which  set  forth 
the  contract.  And  is  the  complainant  in  this  case  to  protect 
himself  by  not  stating  the  contract  in  his  bill  ?  Is  he  not  bound 
to  state  all  the  facts  known  to  him  in  his  bill?  and  if  the  patentee 
seeks  for  an  injunction  on  the  ground  of  an  infringement,  and 
states  nothing  about  a  contract  which  authorized  the  use,  and 
such  a  contract  by  the  answer  appears,  he  must,  by  the  rules  and 
decisions  of  the  Supreme  Court  of  the  United  States,  amend  his 
bill  before  he  can  be  allowed  to  impeach  the  contract,  or  go  out 
of  court.  See  the  case  of  Piatt  v.  Fattier  et  al.^  9  Pet.  415,  416, 
and  the  45th  of  the  equity  rules  of  the  Supreme  Court. 

If  in  a  court  of  equity  an  absolute  injunction  would  be  refused 
upon  a  bill  praying  for  an  injunction,  on  the  ground  that  the 
defendant  had  not  performed  the  conditions  of  his  contract,  which 
authorized  the  use  of  a  machine,  but  would  allow  the  use  upon 
the  future  fulfillment  of  his  contract,  and  only  a  conditional 
injunction  would  be  granted,  is  not  this  a  good  reason  why  a 
verdict,  founded  upon  such  a  forfeiture,  should  not  be  considered 
as  a  sufficient  reason  to  induce  a  court  of  equity  to  grant  an 
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absolute  injunction  ?  Having  the  whole  case  before  me  upon  the 
evidence  upon  which  it  was  tried  at  law,  if  I  am  not  satisfied 
with  the  verdict,  or  if  it  presents  a  case  in  which  in  equity  an 
absolute  injunction  should  not  be  granted,  then  I  ought  not  to 
grant  it.  It  is  true,  these  defendants  are  not  parties  to  these 
agreements  of  September  5,  1850,  and  November  12,  1851,  but 
I  was  of  the  opinion  that  under  their  agreement  with  the  Shoe 
Associates  and  Judson,  since  the  extension,  the  Shoe  Associates 
having  the  exclusive  right  to  use  the  Chaffee  patent  for  the  manu- 
facture of  boots  and  shoes,  under  the  contract  with  Goodyear, 
previous  to  the  extension,  and  under  the  agreement  between  Jud- 
son and  Chaffee,  since  the  extension,  that  the  defendants  had  a 
right  to  use  it  in  the  manufacture  of  boots  and  shoes  under  the 
Shoe  Associates^  and  by  their  license,  to  participate  in  their  mon- 
opoly. But  whether  this  be  correct  or  not,  the  plaintiff  has  no 
right  to  recover  in  this  case  if  the  agreements  between  Judson 
and  Chaffee  are  still  subsisting.  If,  therefore,  the  evidence  in 
the  case  at  law,  presents  a  case  in  which  in  equity  an  absolute 
injunction  would  not  be  granted,  if  the  case  had  been  properly 
presented  there,  then  in  this  case  such  an  injunction  ought  not  to 
be  granted,  and  the  plaintiff  should  not  derive  any  benefit  from 
the  fact  that  he  has  not  chosen  to  state  anything,  in  his  bill,  in 
relation  to  the  agreements  between  Chaffee  and  Judson. 

If  on  July  I,  1853,  Chaffee  had  applied  to  a  court  of  equity 
for  an  injunction  against  any  of  the  licensees  of  Goodyear,  who 
were  using  his  patent  under  the  agreement  between  Chaffee 
and  Judson,  on  the  ground  of  the  non-payment  of  the  sums  stip- 
ulated to  be  paid  him  for  such  use,  then  he  would  have  obtained 
an  order  for  an  injunction,  unless  payment  of  the  amount  in 
arrear  was  made,  and  the  future  payments  continued,  but  the 
contract  would  have  been  held  a  subsisting  contract  and  the 
rights  of  all  parties  under  it  preserved  under  such  payment. 

Mr.  Chaffee  did  not  choose  to  take  this  course.  Acting  by 
the  advice  of  counsel,  he  treated  this  contract  as  forfeited  at  law 
for  non-payment,  he  revoked  it  for  non-payment,  and  sold  and 
conveyed  his  patent  to  the  plaintiff.  It  is  admitted  that  the 
plaintiff  has  no  more  right  under  this  conveyance  than  Chaffee 
had  when  he  conveyed  it ;  the  plaintiff  stands  in  the  shoes  of 
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ChafFce.  Is  it  in  the  power  of  Chaffee  to  vary  his  own  rights, 
or  the  rights  of  Goodyear  and  his  licensees  under  this  agree- 
ment, in  a  court  of  equity,  bv  making  a  revocation  and  a  con- 
veyance to  the  plaintiff,  who  frames  his  bill  so  as  to  treat  the 
licensees  of  Goodyear  as  common  infringers,  and  thus  endeav- 
ors to  obtain  an  absolute  injunction  against  them  ;  when,  if 
Chaffee,  or  the  plaintiff,  had  come  into  a  court  of  equity,  and 
had  stated,  in  his  bill,  the  whole  case  under  this  agreement,  such 
an  order  would  have  been  made  as  might  have  preserved  the 
rights  of  all  the  parties  under  the  contract,  and  insured  its  future 
performance  ?  If  a  court  of  equity  shall  consider  that  this  revo- 
cation ought  not  to  have  been  made,  and  the  contract  treated  as 
utterly  void,  then  it  will  give  no  effect  to  the  revocation,  and  the 
court,  if  it  can  not  grant  such  an  injunction  under  the  bill,  as,  upon 
a  performance  in  future,  may  preserve  the  rights  of  all  the  parties, 
it  will  at  least  refuse  to  grant  an  absolute  injunction. 

Whether,  therefore,  I  consider  the  evidence  and  the  law  of 
this  case  in  regard  to  the  legal  rights  of  the  parties,  or  the  relief 
which  ought  to  be  granted  upon  the  proper  presentation  of  such 
a  case  in  equity,  as  the  evidence  on  the  trial  at  law  presented,  I 
can  not  grant  the  unconditional  injunction  which  is  asked  for  in 
this  case. 

The  motion  of  the  plaintiff  is  denied,  but  without  costs. 


The  Waterbury  Brass  Company 


vs. 


The   New  York  and  Brooklyn  Brass   Company. 

In  an  action  for  the  infringement  of  letters  patent,  the  question  is :  Do  the  defendants 
infringe  upon  any  grant  of  right  secured  to  the  plaintiff  by  the  patent — not  whether 
they  have  infringed  on  all  the  grants  of  right  secured  by  the  patent — but  whether 
they  have  infiringed  upon  any  one  of  them. 
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Patents  are  to  be  liberally  construed ;  they  should  not  be  subjected  to  too  rigid  an  inter- 
pretation. This  is  a  rule  of  hw,  and  if  it  were  not,  and  were  nut  regarded,  but 
very  few  patents  would  be  of  any  avail. 

The  grant  under  letters  patent  to  H.  W.  Hayden,  dated  December  |6,  1851,  was  valid 
and  required  invention,  provided  the  means  used,  in  the  manner  specified,  to  ac- 
complish the  result,  were  new  and  useful. 

Where  the  defendants  had  a  patent  in  which  they  referred  to  the  patent  of  plaintiflv, 
and  disclaimed  those  parts  of  their  invention  which  were  found  in  plaintifls* 
patent :  He/d:  That  this  was  an  admission  of  the  validity  of  plaintifTs  patent. 

It  is  a  safe  source  of  testimony,  which  can  be  relied  upon  with  some  degree  of  certainty, 
in  urder  to  ascertain  whether  the  same  means  are  used,  to  look  at  the  result  produced 
by  the  means  used.  Like  means,  provided  the  machine  is  in  like  order,  will,  in 
a  measure,  produce  like  results. 

If  the  patented  means  were  new,  and  the  defendants  have  used  them,  they  have  infringed 
although  they  may  have  used  another  device,  not  patented  by  the  plaintlfiv,  by  which 
the  result  is  accomplished  in  a  more  perfect  and  satisfactory  manner. 

If  the  defendants  substitute  for  something  in  the  plaintiffs*  machine  a  passive  agency, 
which  performs  no  useful  object,  in  addition  to  the  agency  employed  by  the  plaintifis, 
such  substitution  of  a  passive  agency  would  not  alter  the  character  of  the  plaintiffii* 
machine ;  and,  if  without  the  substitute  of  such  passive  agency  the  patent  of  the 
plainiifii  would  be  violated,  it  would  also  be  violated  after  such  passive  agency  Lad 
been  substituted. 

The  testimony  of  experts  is  useful  to  show  the  operation  of  devices ;  but  when  experts 
undertake  to  tell  what  the  patent  is  for,  they  assume  the  duty  of  the  court,  and 
when  they  undertake  to  say  what  is  or  is  not  a  violation  of  the  patent,  they  not 
only  assume  the  duty  of  the  court  but  of  the  jury. 

(Before  Ingiksoll,  J.,  Southern  District  of  New  York,  December,  1858.) 

This  was  an  action  on  the  case,  tried  before  Judge  Ingersoll 
and  a  jury,  to  recover  damages  for  the  alleged  infringement  of 
letters  patent  for  ^^  machinery  for  making  kettles  and  articles  of 
like  character,  from  discs  of  metal,"  granted  to  Hiram  W.  Hay- 
den,  December  i6,  1851,  and  assigned  to  plaintiffs. 

The  disclaimer  and  claims  of  the  patent  were  as  follows  : 

'<  I  do  not  claim  any  of  the  gear-wheels  or  pinions,  nor  their  arrangement  except  as 
^hereinafter  set  forth,  some  of  these  being  common  in  ordinary  lathes ;  but  1  do  claim  as 
new,  and  desire  to  secure  by  letters  patent  of  the  United  States  : 

** First,  The  application  of  a  metallic  form  or  mold,  or  successive  forms  or  molds,  in 
combination  wich  a  proper  tool  or  tools,  roller  or  rollers,  sustained,  moved,  and  directed 
in  a  proper  path  by  mechanical  means,  for  the  purpose  of  operating  on  a  disc,  blank, 
or  plate  of  metal,  so  as  to  reduce  it  gradually  from  the  center  to  the  edge,  at  the  same 
time  forming  it  with  straight  sides,  by  successive  stages,  into  a  complete  kettle,  or  into 
any  similar  articles,  to  the  forming  of  which  this  apparatus  can  be  applied,  substantially 
as  described  and  shown. 

**  Second,  The  construction  of  the  mandrel y,  3,  part  of  which  is  cylindrical  and  part 
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fitted  with  a  short  screw  of  the  hand-wheel y*,  i,  so  that  great  pressure  may  be  made  at 
the  point  desired,  while  at  the  same  time  the  mandrel  can  be  easily  and  quickly  moved 
through  a  long  d.stance,  for  the  purposes  and  as  described  and  shown.** 


G.  fF.  Parsons^  N.  J,  Buell^  and  E.  W.  Stoughton^  for  plaintiffs. 
Charles  M.  Keller  and  George  Gifford^  for  defendants. 

Ingersoll,  J.,  charged  the  jury  as  follows: 

This  is  a  suit  brought  by  the  plaintiffs,  as  assignees  of  a  patent 
which  was  originally  granted  to  Hiram  W.  Hayden,  in  which 
they  seek  to  recover  damages  of  the  defendants  for  infringing 
upon  the  rights  secured  by  that  patent.  Where  a  patent  is  valid, 
the  rights  secured  by  that  patent  are  as  much  secured  to  the 
patentee  as  the  right  which  you  have  to  the  houses  in  which  you 
live,  and  which  are  made  your  property  by  the  deeds  you  have  in 
your  possession ;  and  they  are  as  mu6h  to  be  protected  as  any 
other  right  to  any  other  species  of  property.  If  the  patent  is 
valid,  it  secures  to*^the  patentee  rights  which  should  be  protected; 
and  the  one  right  should  be  no  niore  protected  than  the  others 
In  a  case  of  this  kind,  the  rule  of  law  is,  that  he  who  discovert 
that  a  certain  useful  result  Avill  be  produced  in  any  art,  machine, 
or  manu&cture,  by  the  use  of  certain  means,  is  entitled  to  a  patent 
for  it,  provided  he  specifies  the  means  he  uses,  in  a  manner  so 
clear  and  exact  that  any  one  skilled  in  the  science  or  art  to  which 
it  appertains,  can,  by  the  means  he  specifies,  without  any  addition 
to  or  subtraction  from  them,  produce  precisely  the  result  de- 
scribed. If  this  can  be  done,  then  the  patent  granted  to  him 
confers  on  him  the  exclusive  right  to  the  use  of  the  means  he 
describes  to  produce  the  result  or  effect  specified. 

The  plaintiffs  claim  that  Hiram  W.  Hayden  discovered  that  a 
certain  useful  result  could  be  produced,  namely:  the  forming  out 
of  a  disc,  blank,  or  plate  of  nietal,  a  complete  kettle,  or  any  sim- 
ilar article  so  that  it  should  be  gradually  reduced  from  the  center 
to  the  edge,  at  the  same  time  forming  it  in  straight  sides  by  suc- 
cessive stages,  and  to  be  produced  by  the  use  of  means  in  the 
specification  set  forth.  The  means  were:  ^^the  application  of  a 
rotary  metallic  form,  or  mold,  or  a  succession  of  fornis  or  niolds, 
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in  combination  with  a  proper  tool  or  tools,  roller  or  rollers,  sus- 
tained)  moved,  and  directed  in  a  proper  path,  by  competent  me- 
chanical means; "  and  the  mechanical  means  is  described  by  which 
this  combination  will  produce  this  useful  result.  If  Hayden  did 
really  make  this  discovery,  and  if  he  has  in  his  specification 
pointed  out  the  means  he  thus  uses,  in  a  manner  so  clear  and 
exact  that  any  one  skilled  in  the  business  to  which  it  appertains, 
can,  by  the  means  described,  to  wit:  the  application  of  a  rotary 
metallic  form  or  mold,  or  a  succession  of  forms  or  molds,  in 
combination  with  a  proper  tool  or  tools,  roller  or  rollers,  sus- 
tained, moved,  and  directed  in  a  proper  path,  by  competent 
mechanical  means,  produce  the  result  of  a  complete  kettle  or 
similar  articles  by  operating  on  a  disc,  blank,  or  plate  of  metal, 
so  as  to  reduce  it  gradually  from  the  center  to  the  edge,  at  the 
same  time  forming  it  with  straight  sides  by  successive  stages, 
substantially  as  described  and  shown  in  the  specification — he  wasy 
by  the  patent  which  he  obtained,  entitled  to  the  exclusive  right 
to  the  use  of  these  means,  in  the  manner  stated,  to  produce  such 
result,  and  the  plaintiffs,  as  assignees  of  all  the  right  which  Hay- 
den had  to  the  patent,  are  entitled  to  the  exclusive  use  of  these 
means,  substantially  in  the  manner  set  forth ;  and  any  one  who 
uses  the  means  specified  to  produce  such  a  result  infringes  upon 
the  right  secured  by  the  patent,  and  is  subject  to  pay  the  damages 
which  the  plaintiffs  may  have  sustained  by  such  infringement. 

There  are  four  questions,  and  only  four,  which  are  presented 
for  consideration  in  this  case ;  and  it  is  necessary  that  these  sev- 
eral questions  should  be  kept  distinctly  in  your  minds,  in  order 
that  you  may  be  enabled  to  arrive  at  a  correct  conclusion.  These 
four  questions  are : 

First.  What  does  the  patent  purport  to  grant  ? 

Second.  Was  the  grant  a  valid  grant  of  right  ? 

Third,  Do  the  defendants  infringe  upon  any  grant  of  right 
secured  by  the  patent  of  the  plaintiffs — not  whether  they  have 
infringed  on  all  the  grants  of  right  secured  to  the  plaintiffs  by  the 
patent,  but  whether  they  have  infringed  on  any  one  of  them? 

Fourth,  If  they  have,  what  damages  have  the  plaintiffs  sus* 
tained  by  such  infringement  of  their  rights  on  the  part  of  the 
defendants? 
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The  first  Ls  a  question  of  law,  to  be  determined  by  the  Court. 
The  three  other  questions  are  to  be  determined  by  the  jury. 
They  are  questions  of  fact,  and  in  determining  them,  it  should 
be  borne  in  mind  that  patents  are  to  be  liberally  construed — that 
they  should  not  be  subjected  to  too  rigid  an  interpretation.  That 
is  a  rule  of  law,  and  if  it  were  not  a  rule  of  law,  and  not  regarded, 
but  very  few  patents  would  be  of  any  avail. 

The  first  question,  then,  gentlemen  of  the  jury,  being  a  ques- 
tion of  law,  is  for  the  court  to  determine,  and  of  course  the  jury 
will  take  the  law  as  it  is  laid  down  by  the  court,  because  it  is  the 
peculiar  province  of  the  court  to  determine  questions  of  law,  and 

ft 

it  is  the  peculiar  province  of  the  jury  to  determine  questions  of 
fact.  The  patent  does  not  grant  the  several  parts  or  any  part  of 
the  machinery  by  which  the  combination  claimed  is  called  into 
action,  and  made  to  perform  the  duty  it  accomplishes;  but  what 
has  been  granted  has  already  been  indicated.  The  patent  is  for  the 
application  of  a  metallic  form  or  mold,  or  a  succession  of  forms 
or  molds,  in  combination  with  a  proper  tool  or  tools,  roller  or 
rollers,  sustained,  moved,  and  directed  in  a  proper  path  by  com- 
petent mechanical  means,  for  the  purpose  of  operating  on  a  disc, 
l)lank,  or  plate  of  metal,  so  as  to  reduce  this  disc,  blank,  or  plate 
of  metal  gradually  from  the  center  to  the  edge,  at  the  same  time 
forming  it  with  straight  sides,  by  successive  stages  into  a  complete 
kettle  or  any  other  similar  article. 

This  includes  the  whole  patent  or  grant  of  right.  There  is 
nothing  else  in  it,  and  in  considering  the  questions  of  fact,  the 
jury  will  bear  in  mind  that  this  is  the  whole  patent  or  grant  of 
right. 

The  second  question  is — and  it  is  a  question  of  fact  for  the 
jury  to  determine — Was  this  grant  a  valid  grant  of  right  ?  In 
other  words,  was  the  grant  of  the  combination  of  the  means 
described  ^^  sustained,  moved,  and  directed"  in  the  manner  speci- 
fied, a  valid  grant  of  right?  It  was,  gentlemen,  and  required 
invention,  provided  the  means  used  in  the  manner  specified  to 
accomplish  the  result,  were  new  and  useful.  It  is  admitted  that 
the  result  produced  was  highly  useful,  and  that  the  combination 
of  means  used  in  the  manner  specified  does  produce  this  highly 
useful  result.     To  show  its  use,  it  is  only  necessary  to  bear  in 
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mind  that  some  years  before  the  invention  of  Hayden,  the  only 
mode  of  making  kettles  was  by  the  hammering  process.  Subse- 
quently, another  process,  that  of  swedging  kettles  or  the  stamping 
process,  was  produced,  and  by  these  two  modes  were  kettles  prin- 
cipally manufactured.  But  at  the  present  day  the  kettles  formed 
by  these  two  processes  are  entirely  out  of  the  market,  and  have 
been  so  completely  superseded  by  those  formed  substantially  in 
the  manner  specified  by  these  means,  that  hammered  kettles  are 
now  almost  unknown.  The  usefulness  of  the  invention  is  thus 
admitted. 

It  is  therefore  only  necessary  for  you  to  inquire  upon  this 
branch  of  the  case:  Was  the  combination  of  these  means  new? 
The  patent  when  produced  in  evidence  is  prima  facie  evidence 
that  such  is  the  case — that  these  means  producing  this  result  were 
new.  When  an  application  is  made  for  a  patent,  it  is  submitted 
to  the  Commissioner  of  Patents;  his  skill  and  judgment  are 
brought  to  bear  upon  the  subject,  and  when  he  grants  the  patent 
it  is  prima  Jacie  evidence  that  the  means  granted  are  new  and 
produce  a  useful  result.  That  evidence,  of  itself,  is  sufficient  for 
a  court  or  a  jury  to  determine  the  question  of  novelty  and  useful- 
ness, unless  there  be  counteracting  evidence  introduced  to  rebut 
that  prima  facie  evidence  which  the  patent  thus  affords  ;  and  this 
should  be  borne  in  mind  throughout  the  trial. 

The  plaintiffs  also  insist  that  there  is  not  only  this  to  show  that 
the  patent  was  new  and  useful,  but  they  say  that  the  defendants 
themselves,  in  the  very  patent  which  they  submit  to  prove  that 
they  had  the  right  to  do  what  they  have  done,  admit  that  it  was 
new.  That  is  the  patent  of  Cannon,  and  in  making  his  claim, 
he  distinctly  expresses  himself  in  this  manner:  ^^I  distinctly  dis- 
claim those  parts  of  my  invention  which  are  found  in  Hayden's 
patent  aforesaid ;"  thus  admitting  and  consenting  that  this  patent 
to  Hayden  was  a  valid  patent.  In  addition  to  that,  gentlemen, 
witnesses  have  been  introduced  to  you,  who  testified  that  before 
this  invention  of  Havden  these  means  were  not  used  to  accom- 
plish this  result,  so  far  as  their  knowledge  extended  upon  the 
subject.  There  are  various  sources  of  evidence  which  a  party 
can  draw  upon  in  a  patent  case,  to  show  that  an  invention  was 
not  new  at  the  time  it  was  made.     If  it  can  be  shown  that  it  was 
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described  in  any  publication  prior  to  the  discovery,  no  matter 
where  that  publication  is,  whether  it  be  in  Europe  or  America,  if 
it  is  the  identical  thing  described  in  such  publication,  then  the 
party  owning  the  patent  can  not  successfully  claim  any  valid  right 
under  it.  But  there  is  in  this  case  no  such  evidence  as  that. 
No  book  has  been  produced  to  show  to  you  or  to  the  Court,  that 
this  invention,  if  it  was  an  invention,  has  been  published  in  any 
book  either  in  Europe  or  America.  The  testimony  relied  upon 
to  prove  this  point  is,  that  this  invention  is  identical  with  that 
known  as  the  Bullard  invention  or  machine.  It  is  for  vou  to 
determine  whether  such  is  the  fact — whether  the  means  employed 
in  that  machine  are  substantially  the  same  as  those  described  by 
the  plaintiffs,  operate  in  substantially  the  same  manner,  and  pro- 
duce substantially  the  same  result. 

As  I  have  already  remarked,  it  is  admitted  that  the  means  used 
in  the  plaintiffs'  patent,  in  the  manner  stated,  were  useful ;  and  it 
must  be  further  admitted  that  they  were  new,  unless  the  same 
combination,  producing  the  same  or  a  similar  result,  is  to  be  found 
in  the  Bullard  machine.  The  plaintiffs'  device  is,  the  tool,  in 
combination  with  the  former,  to  form  and  make  the  shapes  of  ves- 
sels. If  I  understand  the  Bullard  machine,  the  tool  did  not  aid 
in  making  the  shape,  but  in  smoothing  and  finishing  the  vessel 
after  the  shape  had  been  made,  without  the  aid  of  the  tool.  The 
plaintiffs'  device  was  in  reducing  a  disc,  blank,  or  plate  of  metal, 
by  the  operation  of  the  tool,  in  combination  with  a  former,  reduc- 
ing it  from  the  center  to  the  edge,  at  the  same  time  forming  it 
with  straight  lines,  by  successive  stages,  into  a  complete  kettle, 
or  any  similar  article.  I  think  it  is  admitted,  and  if  it  is  not,  it  is 
a  question  of  fact  for  you  to  determine,  that  in  the  Bullard  ma- 
chine the  operation  of  the  tool  in  combination  with  a  former, 
never  did  reduce  the  disc,  blank,  or  plate  of  metal  from  the  center 
to  the  edge,  or  reduce  such  disc,  blank,  or  plate  of  metal  in  any 
way.  If  I  understand  the  machine  of  Bullard,  the  disc,  blank, 
or  plate  of  metal  was  held  by  the  clamps,  and  while  thus  held  in 
those  clamps,  by  the  aid  of  the  former,  it  was  made  into  shape ; 
and  while  it  was  thus  being  formed  into  shape,  the  tool  was  not 
brought  into  operation  ;  that  after  it  was  thus  made  into  shape,  it 
being,  in  the  first  stages  of  the  operation,  held  by  the  clamps,  so 
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that  it  could  not  then  be  enlarged,  the  tool  went  over  it  for  the 
purpose  of  performing  the  office  which  it  did  perform,  namely, 
that  of  smoothing  or  finishing  the  basin.     It  is  my  impression — 
and  if  1  am  incorrect  it  is  for  you  to  determine — that  the  evidence 
is  that  it  was  never  designed  to  do  this  in  combination  with  a 
former,  and  that  Bullard  had  no  idea  when  he  was  operating  the 
machine,  that  the  tool  used  by  him  would,  in  combination  with  a 
former,  gradually  reduce  a  disc,  blank,  or  plate  of  metal  from  the 
center  to  the  edge,  or  in  any  other  way.    He  reduced,  shaped,  or 
formed  it,  prior  to  the  operation  of  the  tool,  by  the  swedging  or 
stretching  operation,  and  by  the  instrumentalities  which  he  used 
with  the  aid  of  the  former,  it  was  turned  into  shape;'  and  it  was 
after  this  operation,  if  I  understand  it,  that  the  tool  was  used,  the 
mallet  being  employed  where  it  was  necessary,  to  remove  the 
wrinkles — to  give  it  a  perfect  finish.     As  I  apprehend  it,  it  never 
did,  by  the  aid  of  the  tool  in  combination  with  the  former,  reduce 
a  disc,  blank,  or  plate  of  metal  gradually  from  the  center  to  the 
edge,  so  as  to  make  any  similar  article  to  a  kettle,  but  it  reduced 
it  in  other  wavs,  without  this  combination.     Nor  am  I  aware 
that  any  witness  (and  if  I  am  wrong  here  you  will  correct  me, 
for  you  are  the  exclusive  judges  of  fact),  has  sworn  or  pretended 
that  the  machine  would  do  this:  that  is,  reduce  a  disc,  blank,  or 
plate  of  metal  by  the  joint  operation  of  the  former  and  the  tool  in 
the  way  in  which  it  was  there  used.     After  you  have  examined 
that  operation,  you  are  to  determine  whether  that  Bullard  machine 
is  identical  with  that  of  the  plaintiffs  or  not ;  and  it  is  for  you  to 
say  whether  the  devices  in  the  Bullard  machine,  acting  in  com- 
bination, which  never  did  and  never  could  produce,  by  the  means 
stated,  the  useful  result  produced  by  the  patent,  is  a  combination 
of  the  same  means  which  does  produce  such  useful  result. 

It  is  a  safe  source  of  testimony,  which  can  be  relied  upon  with 
some  degree  of  certainty,  in  order  to  ascertain  whether  the  same 
means  are  used,  to  look  at  the  result  produced  by  the  means  used. 
Like  means,  provided  the  machine  is  in  perfect  order,  will,  in  a 
measure,  produce  like  results.  And  if  like  results  can  not  be 
produced  by  two  separate  devices,  it  is  good  evidence  for  the  jury 
to  consider,  in  coming  to  conclusion  as  to  whether  like  means 
were  used ;  because,  as  a  general  rule,  like  results  are  produced 
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by  like  means ;  and  if  like  results  are  not  produced  by  two  sepa- 
rate devices,  it  is  fair  for  the  jury  to  infer  that  the  means  may 
not  be  alike  in  kind  or  character. 

If,  therefore,  gentlemen,  you  determine  that  the  combination 
of  means  patented  to  the  plaintiffs  was  new,  then  you  will  turn 
your  attention  to  another  question,  namely,  whether  the  defend- 
ants have  infringed  upon  the  rights  so  secured  by  the  patent.     If    i 
these  means  were  new,  and  if  the  defendants  have  used  the  means    | 
secured  by  the  plaintiffs'  patent,  they  have  infringed,  although 
they  may  have  used  another  device  not  patented  by  the  plaintiffs, 
by  which  the  result  is  accomplished  in  a  more  perfect  and  satis-   \ 
factory  manner.     It  is  not  material,  gentlemen,  for  you  to  deter^   \ 
mine  how  useful  this  new  device  of  the  defendants  was.     Be  it 
more  useful  or  be  it  less  useful,  although  they  have  a  patent  for  it, 
they  can  not,  by  using  the  means  patented,  use  the  means  patented 
to  the  plaintiffs,  provided  the  plaintiffs'  patent  was  valid.     For,    , 
gentlemen,  it  is  a  well-established  rule,  that  if  a  patent  is  granted 
to  one  man  for  any  machine  or  combination,  and  then  a  patent  is     ) 
granted  to  another  man  for  an  improvement  upon  that  machine 
or  that  combination,  that  such  patent  which  the  second  man    \ 
obtained  can  not  be  used,  if  by  its  use  the  first  patent  is  infringed*    ^ 

Then  the  plaintiffs,  on  this  part  of  the  case,  claim  that  although  ; 
these  defendants  may  have  used  means  which  may  be  an  improve-  \ 
ment,  still  they,  by  the  use  of  those  means,  use  the  patent  of  the  V 
plaintiffs.  The  defendants,  gentlemen,  claim  under  what  is  called 
the  Cannon  patent ;  and  they  say  that  what  they  do  is  by  virtue 
of  the  means  specified  in  this  patent ;  and,  gentlemen,  it  is  for 
you  to  determine  whether  or  not  the  patentee  designed,  when  he 
took  out  this  patent,  to  have  his  machine  to  be  in  aid  of  the  plain- 
tiffs' machine  or  independent  of  it ;  and  that  you  are  to  determine 
from  the  patent  itself.  In  various  parts  of  it  the  patentee  speaks 
of  the  plaintiffs'  patent.  He  says  the  machinery  which  he  uses 
^^  consists  of  a  lathe  provided  with  a  series  of  forms  which  are 
screwed  one  at  a  time  in  proper  succession  to  a  rotary  mandrel, 
up  to  the  face  of  which  the  plate  of  metal  of  which  the  vessel  is 
to  be  formed  is  held  by  a  poppet-head,  while  the  tool  is  brought 
into  operation  by  means  of  the  mechanism  of  the  sliding-rest  to 
which  it  is  rigidly  screwed,  so  as  to  be  moved  and  directed  entirely 
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by  the  mechanically  produced  movement  of  the  sliding-rest." 
This  is  the  description  of  the  patentee.  In  practice  he  says  that 
he  found  great  disadvantages  result  from  the  movement  and  direc- 
tion of  the  tool  entirely  by  the  mechanically  produced  movement 
of  the  sliding-rest. 

And  then,  further  on :  '*  These  improvements,"  that  is  his  own 
improvements,  ^^  consist  chiefly  in  controlling  the  pressure  of  the 
tool,  and  partly  directing  its  movements,  by  hand,  while  the  bal- 
ance of  it  is  directed  by  machinery,  while  it  is  sustained  and  moved 
by  the  mechanical  means,  by  attaching  it  to  a  lever  which  is 
arranged  upon  a  fulcrum  or  sliding-rest,  or  its  equivalent,  having 
a  mechanical  movement  nearly  such  as  required  for  the  tool  to 
produce  the  desired  shape,  provided  the  form  were  infallibly  true 
and  all  parts  of  the  metal  of  uniform  character,  said  lever  to  be 
operated  by  a  workman,"  etc. 

Then,  in  another  part:  ^^In  the  process  of  forming  kettles  by 
this  machine,  the  principle  of  moving  and  conducting  the  tool 
mechanically  is  applied  as  far  as  consistent  with  the  production  of 
good  work,  and  no  further." 

It  is  claimed,  gentlemen,  that  it  is  admitted  by  Cannon,  under 
whom  the  defendants  claim  to  act,  that  in  some  measure  the  tool 
is  applied,  so  far  as  consistent  with  the  production  of  good  work, 
mechanically.  In  determining  this  que^ttion,  gentlemen,  whether 
the  defendants  use  the  means  patented  to  Hayden,  you  will  bear 
in  mind  what  I  have  already  said,  that  if  they  use  these  means 
with  something  in  addition  to  improve  them,  they  can  not  use  the 
improvement,  although  patented  to  them,  provided  they  use  the 
means  patented  to  the  plaintiffs.  ^In  determining  this  question,  the 
jury  will  bear  in  mind  that  in  order  to  establish  an  infringement, 
it  is  unnecessary  that  the  devices  used  by  the  defendants  should 
be  an  exact  copy  of  the  devices  of  the  plaintiffs,  that  the  machine 
of  the  defendants  should  be  literally  and  exactly  like  the  plaintiffs. 
All  that  is  required  is,  that  the  devices  of  the  defendants  should 
be  substantially  like  the  devices  patented  to  the  plaintiffs,  although 
they  may  use  another  device  which  improves  the  devices  patented 
to  the  plaintiffs ;  and  I  may  say  if  any  other  rule  were  to  be 
adopted  than  this,  that  all  that  is  required  is  that  the  devices  of 
the  defendants  should  be  substantially  like  the  devices  patented 


DECEMBER,    1 858.  53 


Waterbury  Brass  Co.  -o.  N.  Y.  and  Brooklyn  Brass  Co. 

to  the  plaintiff,  it  would  be  better  in  my  judgment  to  repeal  the 
whole  uf  the  patent  laws  of  the  United  States.  I  have  granted 
many  injunctions,  during  the  time  I  have  been  upon  the  bench,  to 
restrain  the  infringements  of  patents ;  but  if  this  rule  that  I  have 
stated  were  not  the  rule  to  be  accepted,  I  could  never,  consistently 
with  my  duties,  again  grant  an  injunction ;  and  I  should  feel  now 
bound  to  dissolve  all  the  injunctions  I  have  ever  granted,  provided  J 
this  rule  were  not  correct,     f 

There  must  be  a  substantial  adoption  of  the  devices.  As  I 
said  before,  gentlemen,  the  plaintiffs  claim  that  in  this  patent  of 
Cannon  there  is  an  admission  that  the  mechanical  means  do  in 
part  direct,  and  if  in  part,  though  it  may  be  in  a  small  measure, 
directed  by  hand,  the  patent  would  be  violated. 

The  defendants  claim,  gentlemen,  that  if  in  the  plaintiffs'  ma- 
chine the  pin  is  taken  out,  which,  after  the  adjustment,  holds  the 
tool  so  that  it  will  run  up  in  the  proper  direction,  that  it  ceases  to 
be  the  plaintiffs'  machine,  and  if  for  that  device,  the  pin,  a  hand, 
or  any  human  agency  is  substituted,  so  that  the  tool  will  run  up 
precisely  as  it  would  if  the  pin  had  been  in  it,  that  after  such  sub- 
stitution it  is  a  different  device,  and  not  the  invention  of  the  plain- 
tiffs as  patented.  If  I  am  wrong  in  that,  the  counsel  will  correct 
me  ;  I  understood  him  so.  Perhaps  you  can  discover  the  differ- 
ence between  the  cases  I  ^tate  ;  it  is  difficult  for  nfie  to  discover 
any.  It  does  not  depend  upon  the  amount  of  force  which  that 
pin  overcomes.  It  may  be  large  or  it  may  be  small  ;  if  the  pin 
is  in  it,  it  is  the  plaintiffs'  device  ;  but  if  any  human  agency  keeps 
it  still,  it  is  not  substantially  the  patent  of  the  plaintiff.  In  other 
words,  if  the  pin  of  metal  be  taken  out  and  a  pin  of  flesh  put  in, 
it  changes  the  device  patented  to  the  plaintiffs.  As  I  said  before, 
there  must  be  some  substantial  difference,  and  if  there  is  no  sub- 
stantial difference,  the  two  are  identical.  And  as  I  have  pre- 
viously said,  if  the  plaintiffs'  device  is  involved  in  that  of  the 
defendants,  and  if  the  defendants,  in  the  use  of  what  may  be  an 
improvement,  adopt  the  device  of  the  plaintiffs,  there  will  be  in 
that  case  an  infringement.  If  the  defendants,  gentlemen,  substi- 
tute, for  something  in  the  plaintiffs'  machine,  a  passive  agency 
which  performs  np  useful  object,  in  addition  to  the  agency  em- 
ployed by  the  plaintiffs,  such  substitution  of  a  passive  agency 
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would  not  alter  the  character  of  the  plaintiffs'  machine  -,  and  if 
without  the  substitution  of  such  passive  agency,  the  patent  of  the 
plaintiffs  would  be  violated,  it  would  also  be  violated  after  such 
passive  agency  had  been  substituted. 

And  I  will  state  to  you,  gentlemen,  although  my  impression  is 
that  I  have  given  th«  same  idea  before,  that  if  the  hand-operation 
only  aids  the  mechanical  means  of  the  plaintiff  at  times  in  directing 
the  tool,  such  aiding  at  times,  the  mechanical  means  in  directing 
being  at  the  other  times  in  full  operation,  will  not  exempt  the 
defendants  as  infringers  upon  the  rights  of  the  plaintiffs. 

Experts,  gentlemen,  have  been  introduced  before  you,  who 
have  given  their  opinion  one  way  or  the  other.  The  testimony 
of  experts  is  useful  to  show  the  operation  of  devices;  indeed,  very 
essential ;  but  when  experts  undertake  to  tell  what  the  patent  is 
for,  they  assume  the  duty  of  the  court ;  and  when  they  undertake 
to  say  what  is  or  is  not  a  violation  of  the  patent,  they  not  only 
assume  the  duty  of  the  court,  but  of  the  jury.  ^ 

In  conclusion,  I  will  state  to  you,  if  the  defendants  substan- 
tially adopt  the  devices  of  the  plaintiffs'  patent,  to  accomplish  a 
certain  useful  result,  the  defendants  are  violators  of  the  rights 
secured  by  the  patent. 

The  only  other  question  is  a  question  of  damages,  which  is 
entirely  for  the  jury  to  determine.  One  element  in  coming  to 
the  question  of  damages  is,  gentlemen,  the  difference  in  cost  in 
manufacture  between  the  manufacture  by  the  hammering  pro- 
cess or  the  stamping  process  and  the  process  adopted  by  the 
plaintiffs.  Another  element  is  the  difference  in  the  value  of  the 
article  made  after  it  has  gone  through  these  processes.  If  the 
article  made  is  more  valuable  when  made  by  the  process  of  the 
plaintiff  than  when  made  by  the  process  of  stamping  or  hammer- 
ing, that  difference  in  value  is  also  a  proper  element,  together 
with  the  difference  of  cost,  for  you  to  consider  in  coming  to  the 
damages  which  the  plaintiffs  have  sustained.  The  amount  which 
has  been  manufactured  by  the  defendants  is  admitted  to  be  about 
forty-three  thousand  pounds.  This  is  all  I  have  to  say  to  you. 
You  will  determine  the  case  as  you  think  the  evidence  warrants. 

Verdict  for  plaintiffs— damages  five  cents  per  pound. 


JULY,    1859.  55 

Pike  V.  Potter. 


Charles  F.  Pike 

vs. 
Asa  K.  Potter. 

The  inyention  of  John  C.  Schooley,  at  set  forth  in  his  patent  of  March  13,  1855,  for 
'*  improvement  in  processes  for  curing  meats/*  is  not  for  a  machine,  but  for  a  process 
or  method  of  curing  meats  and  preserving  fruits  and  provisions  by  means  of  cir- 
culating currents  of  air,  artificially  dried  by  ice  or  its  equivalent,  through  the  room 
where  the  curing  takes  place,  substantially  as  set  forth  in  the  specification. 

If  the  patent  was  issued  by  the  Commissioner  upon  an  agreement  by  the  patentee  that 
it  should  not  extend  to  certain  articles,  it  would  be  a  fraud  upon  the  Government 
to  extend  the  grant  beyond  the  original  intention  of  the  parties. 

The  correspondence  between  the  oflice  and  the  patentee  is  evidence,  at  least  in  a  court 
of  equity,  for  the  purpose  of  showing  the  limitation  placed  by  the  patentee  upon 
his  claims. 

If  a  patent  claiming  the  invention  of  a  process  applicable  to  pork  houses  and  also  to 
domestic  refrigerators,  can  not,  for  want  of  novelty,  be  extended  to  the  former,  it 
can  not  be  extended  to  the  latter. 

A  proposition  to  limit  the  claim  made  by  the  patentee  to  the  Commissioner,  but  not 
accepted  by  the  latter,  does  not  bind  the  patentee. 

If  a  process  of  curing  meats  designed  for  pork  houses  be  applicable,  without  substantial 
variation,  to  domestic  refrigerators,  then  it  can  not  be  used  by  others  in  domestic 
refi-igerators  without  infringing  the  patent. 

The  patentee  is  not  obliged  to  state  everything  to  which  his  invention  is  applicable  in 
order  to  be  protected  in  the  enjoyment  of  the  exclusive  right  to  such  things. 

(Before  Pitman,  J.,  District  of  Rhode  Island,  July,  1859.) 

This  was  a  trial  before  Judge  Pitman  and  a  jury,  of  issues  of 
fact,  arising  in  a  suit  in  equity  brought  to  restrain  the  defendant 
from  infringing  upon  letters  patent  for  an  "  improvement  in 
processes  for  curing  meats,"  granted  to  John  C.  Schooley,  March 
13,  183s,  and  assigned  to  complainant. 

The  patent  described  a  pork  house  constructed  with  two  com- 
partments, in  one  of  which  was  placed  the  meat  to  be  cured  or 
preserved,  and  in  the  other  a  quantity  of  ice.  These  compart- 
ments communicated  with  each  other,  and  each,  by  openings,  with 
the  external  air.     The  air  passing  over  the  ice  was  cooled  and 
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dried  and  descended  into  the  apartment  containing  the  meat,  from 
which  it  took  up  heat  and  moisture,  and  rising,  passed  out  by  the 
external  opening,  thus  creating  a  circulation  in  which  cold  and 
dry  air  was  continually  introduced  into  the  provision-chamber, 
and  warm  and  moist  air  was  continually  expelled. 
The  claim  of  the  patent  was  as  follows : 

**  The  process  of  curing  meat,  and  preserving  fruit  and  provisions,  by  means  of  circu- 
lating currents  of  air  artificially  dried  by  ice,  or  its  equivalent,  through  the  room  wherein 
the  curing  takes  place,  substantially  as  and  for  the  purposes  sec  forth. 

The  defendant  was  charged  with  using  the  process,  in  domestic 
refrigerators  of  the  ordinary  size,  but  constructed  with  two  com- 
partments and  employing  a  circulation  substantially  the  same  as 
that  described  in  Schooley*s  patent. 

fF.  H.  Potter^  a  M  Keller,  and  B.  R.  Curtis,  for  plaintifF. 

A.  Payne,  y.  S.  Beach,  and  71  A.  Jenckes^  for  defendant. 

Pitman,  J. 

The  object  of  the  Patent  Laws  is  to  secure  to  inventors  the 
exclusive  right,  for  a  definite  period,  to  their  inventions  and  dis- 
coveries. To  enable  a  person  to  obtain  a  patent,  he  must  make 
application  to  a  Commissioner,  and  deliver  to  him  a  written 
description  of  his  invention  or  discovery,  so  carefully  explained  as 
to  enable  others,  skilled  in  the  art  or  science  to  which  it  apper- 
tains, to  make,  construct,  compound,  and  use  the  same ;  and  in 
case  of  any  machine,  he  must  explain  the  principle,  and  the  sev- 
eral modes  of  its  application,  so  as  to  distinguish  it  from  other 
inventions,  and  shall  particularly  specify  the  part  or  combination 
which  he  claims  as  his  invention  or  discovery.  This  specifica- 
tion is  annexed  to,  and  is  made  part  of,  the  patent.  What  the 
patent  is  for,  is  ascertained  by  the  construction  of  the  language  of 
the  specification  by  the  court ;  and  it  is  the  duty  of  the  court  to 
give  it  such  a  liberal  construction  as  will  secure  to  the  inventor 
the  exclusive  right  to  his  invention  and  discovery  as  stated  and 
described  in  the  specification. 

In  this  case,  as  his  specification  states,  the  invention  of  Mr. 
Schooley  is  not  for  a  machine,  but  for  a  process  or  method  of  curing 
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meats,  and  preserving  fruit  and  provisions  by  means  of  circu- 
lating currents  of  air,  artificially  dried  by  ice  or  its  equivalent, 
through  the  room  where  the  curing  takes  place,  and  substantially 
as  set  forth  in  this  specification,  and  for  the  purposes  therein 
stated. 

I  have  no  doubt  of  what  the  invention  is,  or  that  it  is  sufficiently 
described.  It  is  stated  in  the  specification  that  the  improvement 
^^is  particularly  applicable  to  the  construction  of  pork  houses,  for 
the  purpose  of  curing  meats  in  the  summer  season,*'  etc.,  and  it 
is  contended  by  the  defendant  that  it  is  for  nothing  else.  It  is  so 
contended,  not  only  from  the  language  of  the  specification,  but 
also  from  the  correspondence  between  the  Commissioner  and  Mr. 
Schooley,  from  which  it  appears  that  the  Commissioner  refused 
to  grant  a  patent  under  the  original  specification,  because  it  had 
already  been  discovered  as  applicable  to  domestic  refrigerators, 
and  that  Mr.  Schooley  then  agreed  that  his  patent  should  only  be 
for  curing  meats  in  pork  houses,  as  described  in  the  specification, 
and  an  offer  was  made  to  produce  the  correspondence.  It  was 
objected  to  by  the  plaintiff,  but  I  admitted  it  on  the  ground  that 
if  the  patent  was  issued  with  such  an  agreement  (not  to  extend  it 
to  domestic  refrigerators),  to  extend  it  to  domestic  refrigerators 
would  be  a  fraud  upon  the  Government,  and  extend  their  grant 
beyond  what  was  the  original  intention  of  the  parties ;  and  if  at 
law  such  evidence  is  not  admissible,  certain  I  am  that  a  court  of 
equity  would  not  grant  an  injunction  in  the  face  of  such  evidence. 
The  testimony,  therefore,  has  been  admitted  by  me,  and  the 
question  is  whether  it  proves  that  the  Commissioner  refused  to 
grant  this  patent  because  it  was  claimed  to  be  applicable  to  do- 
mestic refrigerators;  and  whether  Mr.  Schooley  admitted  that  he 
had  no  right  to  extend  it  to  domestic  refrigerators,  for  want  of 
novelty  in  that  department,  and  that  he  obtained  the  grant  with 
that  understanding,  and  that  it  ought  not  to  be  extended  to 
domestic  refrigerators,  it  is  obvious,  and  it  must  be  apparent  to 
all  lawyers,  that  if  it  could  not,  for  want  of  novelty,  be  extended 
to  domestic  refrigerators,  it  could  not  be  extended  to  pork  houses ; 
and  that  may  help  us  somewhat  in  the  construction  of  this  cor- 
respondence. 

An  application  was  made  (as  appears  from  the   letter  that 
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accompanied  it),  on  January  19, 1855;  ^"^  ^^'^  letter  states  that 
it  was  ^^an  application  for  an  improvement  in  curing  meats  and  for 
preserving  all  kinds  of  fruits  and  provis'tonSy*  and  this  is  so  stated  in 
the  first  specification  of  Mr.  Schooley.  This  specification  is  almost 
verbatim^  like  the  one  annexed  to  the  patent,  in  all  those  parts 
that  have  been  criticised  by  the  defendant  as  going  to  shovir  that 
the  patent  was  granted  only  for  curing  as  described  in  the  one  for 
pork  houses,  and  it  contains  this  clause:  ^^My  improvement  is 
applicable  to  ice  chests  and  refrigerators  of  any  and  every  form 
heretofore  invented,  and  is  particularly  applicable  to  pork  houses, 
for  the  purpose  of  curing  meats,"  etc.  The  words  *^is  applica- 
ble to  ice  chests  and  refrigerators  of  any  and  every  form  hereto- 
fore invented,"  are  not  to  be  found  in  the  new  specification ;  but 
they  have  been  stricken  out  as  appears  from  the  evidence,  or  rather, 
lines  have  been  drawn  through  them,  and  the  phrase  is  left  now  ^^  is 
particularly  applicable  to  the  construction  of  pork  houses." 

On  February  2,  1855,  a  letter  was  written  from  the  Patent 
Office,  and  signed  by  the  Commissioner  of  Patents,  to  Mr. 
Schooley,  in  which  he  says :  ^^  Your  application  for  alleged  im- 
provement in  apparatus  for  preserving  meats,  etc.,  has  been  exam- 
ined and  is  found  not  to  contain  any  patentable  novelty.  For 
substantially  the  same  device,  you  are  referred  to  the  application 
of  Thaddeus  Fairbanks  for  a  refrigerator,  rejected  February  26, 
1847,  and  withdrawn  September  6,  1847,  ^"^  ^'^^  ^^^  applica- 
tion of  A.  S.  Lyman,  for  a  patent  for  a  disinfecting  ventilator, 
rejected  February  27,  1854."  It  appears  that  the  application  of 
Lyman  was  for  ventilators  and  refrigerators,  and  more  particu- 
larly for  refrigerators.  It  is  apparent  from  this  letter  that  their 
refusal  to  grant  a  patent  to  Mr.  Schooley,  as  applied  for,  was  not 
because  he  had  stated  in  his  specification  that  his  patent  was 
applicable  to  ice  chests  and  refrigerators  of  every  form ;  but  be- 
cause the  same  device  was  found  in  the  application  referred  to, 
and  therefore  contained  no  patentable  novelty,  and  of  course  it 
was  the  duty  of  the  Commissioner  to  refuse  the  patents  if  such 
was  his  opinion. 

The  answer  of  Mr.  Schooley,  by  his  attorney,  Mr.  Stoughton, 
is  an  argument  to  show  that  this  was  not  true,  and  after  an  attempt 
to  convince  the  Commissioner  of  error,  he  says:  ^^To  remove 
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all  difficulties  on  the  part  of  the  office,  I  propose,  on  the  accom- 
panying sheet  of  amendments,  to  erase,  for  the  present,  from  the 
specifications,  all  allusions  to  refrigerators  or  ice-boxes,  but  to 
reserve  to  myself  the  right  to  renew  my  claim  to  those  under  a 
new  application  at  some  future  day.  My  invention  will  then  rest 
upon  what  can  not  be  called  either  a  refrigerator  or  an  ice-box/' 

This  is  not  an  admission  that  his  invention  can  not  be  extended 
to  refrigerators,  on  the  ground  that  the  same  device  had  already 
been  used,  but  a  denial  of  this,  and  a  proposition  to  say  nothing 
about  them  in  his  specification,  provided  that  the  patent  would  be 
granted  to  him.  This  proposition  was  made,  he  says:  ^^To  re- 
move all  difficulty  on  the  part  of  the  office;"  but  this  proposi- 
tion did  not  remove  all  difficulties  on  the  part  of  the  office,  for 
the  difficulty  was  not  that  the  specification  had  been  extended  to 
refrigerators,  but  that  the  device  substantially  existed  before,  and 
of  course  was  not  a  novelty;  but  so  far  was  this  from  satisfying 
the  office,  that  in  the  letter  of  the  Commissioner,  dated  Febru- 
ary 22,  1855,  he  says:  ^^Upon  examination,  etc.,  it  is  still  found 
that  your  claim  covers  the  device  of  A.  S.  Lyman,  with  the  only 
addition  and  difference/'  etc.  The  difference  I  will  not  remark 
upon,  it  is  not  material,  whatever  may  be  the  opinion  of  the 
Court;  whether  there  would  be  a  substantial  differerence  or  not 
is  of  no  importance ;  it  seems  to  have  been  waived  by  the  opin- 
ion of  the  office  afterward.  '-Currents  of  air,"  he  says,  "pro- 
duced are  no  novelty,  as  is  proven  by  the  remarks  filed  by  your- 
self on  the  19th  instant  (I  will  observe  that  I  could  find  no  such 
admission,  and  therefore  there  was  no  such  evidence  as  affecting 
Mr.  Schooley),  and  therefore  all  to  which  you  could  be  admitted 
to  have  a  claim,  provided  the  device  proves  new  upon  further 
examination,  would  be  for  a  process  of  curing  meats  by  means 
of  circulating  currents  of  air,  artificially  dried  by  ice,  after  ic  is 
admitted  through  the  room  where  the  curing  takes  place,  sub- 
stantially as  and  for  the  purposes  set  forth." 

As  a  patent  was  granted,  the  office,  upon  further  examination, 
must  have  been  satisfied  that  the  device  claimed  by  Mr.  Schooley 
was  new,  and  the  patent  was  not  simply  for  curing  meats,  but 
also  for  preserving  provisions  and  fruits,  as  originally  claimed. 
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In  the  letter  of  February  14,  1855,  of  Mr.  Stoughton,  for  John 
C.  Schooley,  he  says :  ^^  I  have  the  honor  to  acknowledge  the  receipt 
of  your  letter  of  the  22d  [February],  returning  the  specification  of 
John  C.  Schooley  for  corrections,  as  suggested.  I  have  to  request 
that  the  following  amendments  may  be  substituted  for  those  pre- 
sented in  my  letter  of  the  i6th  instant."  It  will  be  found  that 
those  go  far  beyond  what  was  stated  by  the  Commissioner  in  his 
letter  of  February  22,  as  to  what  Mr.  Schooley  would  be  entitled 
to  i  instead  of  being  a  process  for  curing  meat  only,  it  is  a  ^^  pro- 
cess for  curing  meats,  fruits,  and  other  provisions,  by  means  of 
circulating  currents  of  air  artificially  dried  by  ice  or  its  equivalent, 
through  the  room  wherein  the  curing  takes  place.*'  And  then  in 
the  claim,  having  given  a  full  description,  he  says :  ^^  What  in  my 
invention  I  claim  as  new,  and  desire  to  claim,  is  a  process  for 
curing  meats  and  preserving  fruits  and  provisions  by  means  of 
currents  of  air,  artificially  dried  by  ice  or  its  equivalents,  through 
the  room  wherein  the  curing  takes  place,"  which  is  precisely,  I 
think,  as  stated  in  the  specification  now  produced.  It  is  true 
that  Schooley's  attorney  made  the  statement  that  Schpoley's  im- 
provement, as  applicable  to  ice  chests  and  refrigerators,  was 
stricken  out  from  the  original  specification ;  but  was  this  an  ad- 
mission that  it  was  not  applicable  to  ice  chests  and  refrigerators  i 
When  it  was  stricken  out  does  not  plainly  appear,  but  I  think  it 
must  be  inferred  that  it  was  when  he  first  proposed  it,  with  a 
view  to  suit  the  office  and  to  procure  a  patent,  which,  without 
inserting  these  words,  would,  in  law^  extend  to  refrigerators,  if  in 
fact  the  invention  was  applicable  to  refrigerators.  The  striking 
out  or  inserting  of  a  fact  that  the  improvement  was  applicable  to 
refrigerators,  could  not  alFect  the  invention  particularly.  It  would 
rather  seem  to  me  to  be  a  device  of  the  attorney,  with  a  hope 
thereby  to  overcome  the  objections  of  the  Commissioner. 

It  is  true  it  is  said  that  the  claim  will  be  reserved  for  a  future 
day,  and  if  this  proposition  had  been  then  accepted,  and  the  patent 
granted  upon  this  understanding,  there  might  be  some  reason  to 
estop  Mr.  Schooley ;  but  the  patent  was  granted  because  the  office 
was  satisfied  that  the  invention  of  Schooley  to  cure  meats  and 
preserve  fruits  and  provisions  was  new,  and  whether  in  fact  it 
was  applicable  to  domestic  refrigerators,  was  a  question  of  law 
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depending  upon  the/act  whether  it  was  applicable  to  domestic 
refrigerators. 

If  Mr.  Schooley  is  the  inventor  of  the  devices  set  forth  in  this 
patent,  and  it  is  applicable  to  domestic  refrigerators,  then  to  pro- 
tect him  in  the  rights  secured  to  him  by  the  patent,  that  is,  to 
secure  to  him  a  monopoly  of  this  new  mode  of  curing  meats  and 
preserving  fruits  and  provisions,  as  stated  in  this  specification,  no 
person  could  be  allowed  to  use  it  in  any  domestic  refrigerator 
without  infringing  upon  the  patent. 

It  is  true  that  Mr.  Schooley  afterward  made  application  for 
a  patent  to  preserve  fruits  and  provisions  and  other  things,  in 
which  he  sets  forth  the  same  mode;  and  this  was  shortly  after 
the  patent  was  granted,  and  no  doubt  under  the  advice  that  if  he 
could  obtain  such  a  patent,  it  would  remove  all  difficulty. 

There  is  no  doubt  also,  that  Mr.  Schooley  had  this  in  contem- 
plation, from  what  is  stated  in  the  original  specification,  viz :  that 
it  was  applicable,  and  he  intended  to  make  it  applicable,  to 
domestic  refrigerators.  It  is  not,  therefore,  an  after-thought  on 
his  part,  and  the  application  was  made  as  particularly  applicable 
to  domestic  refrigerators  alone,  and  to  portable  refrigerators ; 
while  the  other  one  was  more  particularly  applicable  to  pork 
houses.  This  latter  application  was  refused  by  the  Commis- 
sioner, because  he  had  already  obtained  a  patent  for  the  same 
process  as  applicable  to  the  curing  of  meats,  and  that  he  could 
not  have  two  patents  for  the  same  process  because  for  different 
purposes.  If,  therefoie,  there  has  been  any  fraud,  it  seems  to  be 
a  fraud  on  Mr.  Schooley.  If  there  was  an  agreement,  as  there 
was  according  to  the  line  of  argument  on  the  side  of  the  defense, 
between  him  and  the  Commissioner,  that  he  should  reserve  this 
for  a  future  application,  and  therefore  that  it  was  to  be  left  out 
of  that  patent,  and  the  appplication  was  made  a  very  short  time 
afterward  and  refused,  because  he  had  already  given  him  a  patent 
for  the  same  process,  it  would  seem  to  be  a  fraud  on  Mr.  Schooley ; 
but  I  do  not  understand  that  there  was  an  agreement  of  this  kind 
between  the  Commissioner  and  Mr.  Schooley.  It  would  be  so 
understood  if  the  objection  to  granting  the  patent  had  been  because 
it  had  been  made  applicable  in  the  specification  to  domestic  refrig- 
erators,^ but  it  was  because  it  contained  no  patentable  novelty. 
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Therefore,  the  question  is  now  what  this  patent  is  for,  and  we 
must  decide  that  upon  the  construction  of  the  language  of  the 
specification  itself;  it  is  not  to  be  controlled  by  this  correspondence. 
I  admitted  it  with  great  doubts,  but  I  thought  if  it  was  so  clear 
as  was  stated  when  it  was  offered,  that  I  did  not  see  well  how  I 
could  refuse  to  admit  it.  It  is  so  inconclusive,  however,  that  it 
can  not  control  what  appears  upon  the  face  of  the  patent  itself. 

Again,  there  is  no  doubt  in  my  mind,  that  the  invention  is  fuU^ 
set  forth  in  the  specification ;  and  if  that  is  in  fact  applicable  to 
domestic  refrigerators,  then  it  can  not  be  used  in  domestic  refrig- 
erators by  others  without  infringing  upon  the  rights  of  the  patentee. 
If  the  patent  avers  the  invention  of  Mr.  Schooley,  it  is  then  for 
the  court  and  jury  to  say  whether  this  is  an  infringement  (by  Mr. 
Winship)  upon  that  invention,  and  that  is  the  question  which  is 
sent  here  to  be  tried. 

I  feel  one  satisfaction, at  least,  in  thus  determining;  that  I  do 
not  cut  the  case  short,  but  leave  the  questions  of  novelty  and 
infringement  to  be  tried  by  the  jury.  I  am  satisfied  as  to  what  the 
invention  is,  and  that  the  patent  does  sufficiently  cover  the  inven- 
tion. For  me  to  say  that  it  shall  not  extend  to  domestic  refrig- 
erators, when  it  may  extend  to  domestic  refrigerators,  would  be 
stultifying  myself,  and  doing  violence  to  the  rights  of  the  parties. 
The  case,  therefore,  must  proceed. 

The  charge  of  the  Court  to  the  jury  was  in  accordance  with 
the  foregoing  opinion.     A  single  paragraph,  only,  is  here  inserted : 

Pitman,  J. 

It  was  suggested,  that  although  this  invention  might  have  pre- 
viously existed  in  reference  to  refrigerators,  yet,  as  applicable  to 
a  pork  house,  it  might  be  the  subject  of  a  patent.  I  think  other- 
wise, gentlemen,  and  so  I  think  did  the  Commissioner,  who 
refused  the  patent  at  first,  because  known,  as  he  supposed,  in 
refrigerators,  and  granted  it  afterward,  as  he  must  have  been 
satisfied,  upon  further  examination,  that  it  was  not  so.  You  are 
therefore  to  consider  this  as  a  patent  for  a  mode  of  curing  meat 
and  preserving  fruits  and  provisions  by  means  of  ice,  as  stated 
and  specified  in  the  specification  of  the  patent,  whatever  form  or 
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Structure  of  boxes  may  be  used,  if  the  same  thing  that  is  described 
in  Mr.  Schooley's  patent  is  done  in  substantially  the  same  way.  It 
is  not  denied  that  Mr.  Schooley  is  the  inventor  of  a  new  method 
as  applicable  to  pork  houses,  but  his  patent  goes  beyond  this  *,  he 
states  that  it  was  particularly  applicable  to  pork  houses,  which  is 
an  inference  that  it  was  applicable  to  other  things.  He  was  not 
obliged  to  state  everything  to  which  it  is  applicable,  in  order  to 
be  protected  in  the  enjoyment  of  the  exclusive  right  to  every- 
thing to  which  it  is  applicable,  as  a  mode  of  curing  meats  and 
preserving  provisions  substantially  in  the  mode  described. 


Joel  Nourse  et  al. 

vs. 

Richard  L.  Allen.      In  Equity. 

The  bill  of  complaint  having  counted  upon  the  infringement,  by  the  defendant,  of  four 
separate  patents  fur  distinct  improvements  in  reaping  machines,  all  of  which  were, 
however,  alleged  to  be  infringed  in  a  single  machine  constructed  and  sold  by  the 
defendant.     Held:  That  the  bill  was  not  bad  for  multifariousness. 

A  court  of  chancery  allows  distinct  and  separate  causes  of  complaint,  between  the  same 
parties,  to  be  joined  in  one  suit  in  order  to  avoid  multiplicity  of  actions,  unless  it  is 
apparent  that  the  defense  will  be  seriously  embarrassed  by  confounding  different 
and  unconnected  issues  and  proofs  in  the  litigation. 

The  several  improvements  in  question  being  capable  of  a  connected  use,  and  being  thus 
connected  by  the  defendant,  the  convenience  of  both  parties,  as  well  as  a  saving  of 
expense  in  the  litigation,  would  seem  to  be  consulted  in  embracing  all  the  patents 
in  one  suit : 

Otherwise,  however,  if  one  of  the  improvements  had  been  charged  to  have  been  used 
upon  one  machine  and  another  upon  a  different  machine. 

It  is  not  necessay  that  a  complete  deduction  of  title  should  be  set  forth  in  the  bill.  A 
simple  averment  that  the  title  to  the  patents  is  vested  in  the  complainants  is  suf- 
ficient. 

(Before  Nelson,  J.,  Southern  District  of  New  York,  October,  1859.) 

This  was  a  demurrer  to  a  bill  of  complaint  filed  to  restrain  the 
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defendant  from  infringing  four  separate  patents  for  ^^improve- 
ments in  reaping  machines."  The  facts  sufficiently  appear  in 
the  opinion  of  the  Court. 

George  Gifford^  for  complainant. 

y,  C,  Bancroft  Davis^  for  defendant. 

Nelson,  J. 

I.  This  is  a  demurrer  to  a  bill  in  equity  filed  to  restrain  the 
defendant  from  the  infringement  of  several  patents  for  improve- 
ments in  a  reaping  machine.  The  demurrer  is  grounded  mainly 
upon  the  multifariousness  of  the  matters  set  up  in  the  bill,  viz : 
for  distinct  and  several  patents  for  as  many  improvements  enter- 
ing into  the  construction  of  what  is  claimed  to  be  a  perfect  reaper. 
These  improvements,  as  patented,  are  not  limited  to  the  improve- 
ment of  any  particular  machine,  but  are  intended  to  be  used  in 
any  or  all  the  variety  of  instruments  of  this  class  ;  nor  do  each 
or  all  of  them  enter  into  the  construction  of  the  machine  as  nec- 
essarily connected  together  in  practical  operation.  Any  one  or 
more  of  them  may  be  omitted.  Hence  it  is  argued  that  the  bill 
sets  up  distinct  and  independent  matters  wholly  unconnected,  and 
in  which  the  defendant  is  compelled,  in  his  answer,  to  unite  dif- 
ferent and  distinct  matter  depending  upon  different  and  distinct 
proofs,  thus  complicating  and  embarrassing  the  defense. 
^Ix  is  undoubtedly  true  that  the  four  different  patents  set  forth 
in  the  bill,  and  upon  which  the  defendant  is  and  ought  to  be 
enjoined,  and  for  the  alleged  infringements  of  which  damages 
are  claimed,  call  for  separate  and  distinct  defenses,  and  the  objec- 
tion to  the  bill  on  the  ground  of  multifariousness,  in  a  general 
sense,  would  seem  to  be  well  founded  within  the  settled  rules  of 
equity  pleading.  But  in  looking  at  the  case  made  in  the  bill  we 
are  inclined  to  think  the  objection  not  maintainable.  { 

The  bill  charges  that  the  machine  made  and  used  by  the  de- 
fendant, and  sought  to  be  enjoined,  contains  all  the  improvements 
embraced  in  the  several  patents,  and  hence  the  act  of  making, 
vending,  or  using  a  single  machine  constitutes  an  infringement 
1      of  all  of  them. 
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The  several  improvements  being  capable  of  a  connected  use, 
and  being  thus  connected  by  the  defendant,  the  convenience  of 
both  parties,  as  well  as  a  saving  of  expense  in  the  litigation,  would 
seem  to  be  consulted  in  embracing  all  the  patents  in  one  suit.  / 

A  court  of  chancery  allows  distinct  and  separate  causes  of 
complaint  between  the  same  parties  to  be  joined  in  one  suit  in 
order  to  avoid  multiplicity  of  actions,  unless  it  is  apparent  that 
the  defense  will  be  seriously  embarrassed  by  confounding  differ- 
ept  and  unconnected  issues  and  proofs  in  the  litigation. 

In  this  case,  although  thq  defense,  as  it  respects  the  several 
improvements,  may  be  different  and  unconnected,  yet,  according 
to  the  allegations  in  the  bill,  so  far  as  the  question  of  making, 
vending,  or  using  the  machine  is  concerned,  the  infringement  of 
all  of  them  is  involved,  and  to  this  extent  they  are  connected 
with  each  other.  We  agree  if  one  of  these  improvements  had 
been  charged  to  have  been  used  upon  one  machine,  and  another 
upon  a  different  machine,  there  would  have  been  much  force  in 
the  objections  taken  to  the  bill.  But  in  the  aspect  in  which  the 
case  is  there  presented,  we  think  them  not  well  founded.    ^ 

It  has  not  been  unusual  in  actions  at  law,  in  cases  of  alleged 
infringements  of  patents,  to  count  upon  two  or  more  patented 
improvements  upon  the  same  machine. 

II.  It  is  also  objected  that  the  bill  does  not  set  forth  a  com- 
plete title  to  the  several  patents  in  the  complainants.    The  pleader 
has  set  out  a  deduction  of  the  title  by  numerous  assignments, 
which  make  the  question  of  title  exceedingly  complicated,  but 
as  far  as  we  have  been  able  to  look  into  it  we  have  discovered  no 
defect.     We  think  this  deduction  of  title  unnecessary,  and  that      / 
a  simple  averment  that  the  title  to  the  patents  was  vested  in  the     / 
complainants  would  have  been  sufficient.     Such  an  averment  is    / 
found  in  this  bill  in  addition  to  the  special  title  set  forth.    ^ 

The  demurrer  is  overruled,  and  the  defendant  directed  to 
answer. 
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RoLLiN  White,  Horace  Smith  and  Dan'l  B.  Wesson 

vs. 

Herman   Boker,  Henry  Boker,  Jr.,  and   Herman 

FuNKE.     In  Equity. 

The  substance  of  the  invention  of  RoUin  White  Is  in  extending  the  chamber  through 
the  cylinder  of  the  revolving  pistol,  so  that  it  may  be  loaded  by  inserting  the  charge 
in  the  rear  instead  of  the  front  as  heretofore. 

The  conical  form  of  the  front  of  the  chamber  is  incidental,  and  embraced,  in  contem- 
plation of  law,  all  the  equivalents,  of  which  a  cylindrical  chamber  and  a  flanged 
cartridge  u  one. 

(Before  Nelson  and  Smalley,  JJ.,  Southern  District  of  New  York,  October,  1862.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  "improvement  in  repeating  fire-arms,'* 
granted  to  Rollin  White,  April  3,  1855,  and  more  particularly 
referred  to  in  the  case  of  fVhite  v.  Jllen^  Vol.  II,  p.  440. 

E.  W,  Stoughton  and   C,  M.  Keller^  for  complainants. 

George  Gifford^  for  defendants. 

Nelson,  J. 

The  bill  in  this  case  is  filed  to  restrain  the  defendants  from 
infringing  the  patent  of  Rollin  White,  issued  April  3,  1855,  for 
an  improvement  in  repeating  fire-arms.  After  describing  the  im- 
provement, and  the  mode  of  constructing  it,  the  patentee  states 
his  claim,  the  one  in  dispute,  "extending  the  chambers,  a  a^  of 
the  rotating  cylinder,  J^  right  through  the  rear  of  the  said  cylin- 
der, for  the  purpose  of  enabling  the  said  chamber  to  be  charged 
at  the  rear,  either  by  hand  or  by  a  self-acting  charger,  substan- 
tially as  described." 

The  description  of  the  cylinder  is  as  follows :  ^^J  is  a  rotating 
chambered  cylinder,  having  the  chambers,  a  a,  bored  right 
through  it,  and  made  slightly  conical,  with  the  smallest  part  in 
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front,  in  order  that  a  cartridge  may  be  inserted  easily  in  the  back, 
but  that  the  ball  may  fit  tight  when  it  arrives  in  its  place,  and  not 
go  through  till  the  charge  explodes." 

The  defendants'  pistol  differs  from  the  plaintiffs'  in  this,  that 
the  chambers  are  bored  cylindrical  instead  of  conical,  and  a  flange 
is  used  upon  the  cartridge,  which  answers  the  purpose  of  the 
conical  chamber.  It  is  argued  that  this  rotating  chamber  is 
described  and  claimed  as  a  whole  by  White,  the  patentee,  and  as 
the  one  used  by  the  defendants  differs  in  respect  to  the  form  of 
the  chamber,  there  is  no  infringement.  This,  we  think,  is  a 
mistake.  The  substance  of  the  invention  is  in  extending  the 
chamber  through  the  cylinder,  so  that  it  may  be  loaded  by  insert- 
ing the  charge  in  the  rear  instead  of  the  front,  as  heretofore. 
The  conical  form  is  incidental,  with  a  view  of  checking  the 
advance  of  the  charge  beyond  a  given  point,  and  embraced,  in 
contemplation  of  law,  all  the  equivalents,  of  which  the  contriv- 
ance of  the  defendants  is  one ;  or,  at  most,  the  contrivance  is 
but  an  improvement  upon  the  invention  of  White,  and  can  not 
be  used  upon  it  without  his  assent. 

There  is  a  good  deal  of  evidence  in  the  case,  going  to  the 
question  of  novelty  in  the  improvement  of  the  patentee.  We 
have  examined  the  whole  of  it,  and  are  satisfied  that  the  weight 
of  it  is  decidedly  with  the  complainants. 


Decree  for  complainants. 


Francis  Morris  et  al. 

vs. 
The  Lowell  Manufacturing  Company.     In  Equity. 

In  granting  or  refusing  a  preliminary  injunction,  the  Court  will  carefully  consider  the 
situation  of  the  parties.  Its  important  office  is  to  preserve  the  rights  of  the  patentee 
pending  the  litigation  of  his  title. 

If  the  title  of  the  patentee  has  already  been  fully  established,  or  is  otherwise  so  clear  that 
no  reasonable  doubt  of  its  validity  remains,  a  court  of  equity  would,  in  many  cases. 
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grant  a  preliminary  injunction  notwithstanding  the  injury  which  might  result  to 
the  defendant.  But  when  there  is  no  danger  of  loss  to  the  plaintiff,  and  great  loss 
will  result  to  the  defendant,  the  case  must  be  substantially  free  from  doubt  to  justify 
an  injunction. 

It  is  a  material  circumstance,  upon  a  motion  for  a  preliminary  injunction,  whether  or  not 
the  defendant  is  fully  responsible  for  any  profits  or  damages  which  may  be  decreed 
against  him. 

It  is  also  a  material  circumstance  that  the  defendant  does  not  make  or  vend  the  patented 
machine,  but  only  uses  it,  so  that  the  injury  to  the  plaintiff  is  the  loss  of  his  royalty 
and  not  a  damaging  and  constantly  increasing  competition. 

While  an  injunction  is  of  great  use  in  preventing  multiplicity  of  suits  or  repeated  actions 
for  successive  infringements,  it  is  no  part  of  its  legitimate  office  to  stop  litigation  in 
the  suit  in  which  it  is  granted,  or  to  force  the  compromise  of  a  disputed  right. 

There  are  cases  so  clear  that  a  court  of  equity  will  not  permit  further  litigation ;  and 
there  are  others  in  which,  upon  a  balance  of  the  equities,  and  of  the  danger  of  serious 
injury,  the  plaintiffs'  rights  decidedly  preponderate.  In  such  cases  the  results  which 
would  indirectly  follow  the  granting  of  an  injunction  could  not  be  regarded. 

If  there  has  been  a  decision  in  favor  of  the  plaintiff,  and  a  motion  for  new  trial,  excep- 
tions or  an  appeal  are  taken  or  made,  and  there  appear  to  be  questions  of  some  nicety 
or  importance,  so  that  the  action  taken  by  the  defendant  can  not  be  thought  to  be 
intended  merely  for  delay,  a  court  of  equity  will  often  wait  for  the  final  result  before 
awarding  an  injunction. 

One  who  is  known  to  the  patentee  to  be  using  bis  improvement  in  apparent  good  faith,  is 
entitled  to  definite  and  early  information  of  the  patentee *s  construction  of  his  own 
rights,  and  of  his  intention  to  enforce  them. 

(Before  Lowell,  J.,  District  of  Massachusetts,  March,  1866.) 

This  was  a  motion  for  a  provisional  injunction  to  restrain  the 
defendants  from  infringing  the  letters  patent  for  "  improvement 
in  the  machine  for  ginning  cotton  and  wool,"  granted  to  Stephen 
R.  Parkhurst,  May  i,  1845,  extended  for  seven  years  from  May 
I,  1859,  reissued  February  12,  1861,  and  assigned  to  complain- 
ants.    The  facts  sufficiently  appear  in  the  opinion  of  the  Court. 

George  Gifford  and  B,  R.  Curtis^  for  complainants. 

C,  L,  Woodbury^  for  defendants. 

Lowell,  J. 

This  is  a  motion  for  a  preliminary  injunction  to  restrain  the 
use,  by  the  respondents,  of  the  burring  machine  said  to  be  in- 
vented by  S.  R.  Parkhurst,  and  described  in  his  reissued  patent, 

,  —     -  ■     ■ ^ 

Note. — Cases  prior  to  1866  belong  properly  to  the  earlier  volumes,  but  were  received 
too  late  for  insertion. 
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dated  February  12,  1 861.  The  plaintiffs  are  assignees  of  that 
patent,  and  have  obtained  a  decree  in  an  equity  suit  in  the  Cir- 
cuit Court  for  the  Southern  District  of  New  York,  before  Mr. 
Justice  Nelson,  against  Charles  L.  Goddard,  the  maker  of  the 
machine,  for  an  injunction  and  account.  The  account  has  not 
yet  been  made  up  by  the  master,  and  it  is  said  that  Goddard 
intends  to  appeal  from  the  final  decree  and  carry  the  case  to  the 
Supreme  Court.  It  appears  that  Goddard  held  an  assignment  of 
one-third  of  the  machine,  which  it  is  admitted  gave  him  a  right 
to  make  and  vend  it  during  the  existence  of  the  original  patent. 
That  assignment  was  not  before  the  Court  in  the  action  against 
Goddard  himself,  and  it  is  now  contended  by  the  respondents 
that  by  the  true  construction  of  its  terms  it  grants  a  like  interest 
for  the  renewed  term.  It  further  appears  that  the  renewed 
patent  will  expire  on  the  first  day  of  May  next,  and  that  if  the 
use  of  the  burring  machine  is  enjoined  in  this  mill  and  the  others 
in  which  it  is  used  in  this  district,  the  necessary  changes  can  not 
be  made  in  the  carding  machinery  with  which  it  is  connected, 
much,  if  at  all,  before  the  first  of  May,  and  that  in  the  meantime 
a  large  number  of  workmen  will  be  thrown  out  of  employment, 
and  a  considerable  part  of  the  defendants'  machinery  will  be 
stopped. 

^n  granting  or  refusing  a  preliminary  injunction,  the  Court  will 
carefully  consider  the  situation  of  the  parties.  Its  important 
office  is  to  preserve  the  rights  of  the  patentee  pending  the  litiga- 
tion of  his  title.  If  the  title  has  already  been  fully  established, 
or  is  otherwise  so  clear  that  no  reasonable  doubt  of  its  validity 
remains,  a  court  of  equity  would,  in  many  cases,  grant  such  an 
injunction,  as  it  would  a  final  injunction,  notwithstanding  the 
injury  which  might  result  to  the  defendant.  But  where  there  is 
no  danger  of  loss  to  the  plaintiff,  and  great  loss  will  result  to  the 
defendant,  the  case  must  be  substantially  free  from  doubt  to  require 
such  action  In  the  present  case,  the  defendants  are  admitted  to 
be  fully  responsible  for  any  profits  or  damages  that  may  be  decreed 
against  them.  This  is  a  material  circumstance.  /Newell  v.  ff^il" 
son^  2  De  G.,  McN.  &  G.  282;  Day  v.  Boston  Belting  Co.,  16 
Law  Rep.  330.  Another  is  that  the  defendants  do  not  make  or 
vend  the  patented  machine,  but  only  use  it,  so  that  the  injury  to 
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the  plaintiffs  is  the  loss  of  their  royalty  and  not  a  damaging  and 
constantly  increasing  competition.  Forbusb  v.  Bradford^  21  Law 
Rep.  471  (Vol  I.,  p.  317);  Neilson  v.  Thompson^  Webs.  Pat.  Cas. 
278. 

It  is  said  that  the  royalty  demanded  is  so  moderate  compared 
with  the  injury  to  the  manufacturers  which  would  follow  an 
injunction,  that  the  controversy  would  practically  end  now  if 
the  motion  be  granted,  while  the  expense  of  further  .litigation 
might  be  a  serious  consideration  for  the  plaintiffs. 

These  facts  have  been  urged  by  both  sides.  They  do  not 
furnish  a  conclusive  argument  for  either.  On  the  one  hand  an 
injunction  is  of  great  use  in  preventing  multiplicity  of  suits,  re- 
peated actions  for  successive  infringements,  but  it  i.s  no  part  of 
its  legitimate  office  to  stop  litigation  in  the  suit  in  which  it  is 
granted,  or  to  force  the  compromise  of  a  disputed  right.  On  the 
other  hand,  there  are  cases  so  clear  that  a  court  of  equity  will 
not  permit  further  litigation  ;  and  there  are  others  in  which  upon 
a  balance  of  the  equities,  and  of  the  danger  of  serious  injury,  the 
plaintiffs'  rights  decidedly  preponderate.  In  such  cases  the  result 
which  would  indirectly  follow  the  granting  of  an  injunction  which 
equity  called  for  could  not  be  regarded.  So  that  upon  this  point 
we  are  brought  back  to  the  title  of  the  plaintiffs  and  the  situation 
of  the  parties. 

So  far  as  any  danger  of  serious  loss  or  irreparable  mischief  is 
concerned,  the  plaintiffs  have  shown  no  cause  for  the  Court  to 
interfere.  Nor  am  I  sure  that  their  title  is  so  entirely  clear  as  to 
make  it  a  matter  of  course  to  issue  the  injunction  without  regard 
to  the  damage  it  might  do  to  the  defendants.  If  we  grant  to  the 
decision  which  has  been  made  in  the  plaintiffs'  favor  all  the  faith 
and  credit  which  would  be  due  to  a  like  decree  in  this  circuit,  yet 
even  in  such  a  case  an  injunction  would  not  always  be  granted. 
If  a  motion  for  new  trial,  exceptions,  or  an  appeal  are  taken  or 
made,  and  there  appear  to  be  questions  of  some  nicety  or  impor- 
tance, so  that  the  action  taken  by  the  defendant  can  not  be  thought 
to  be  intended  merely  for  delay,  a  court  of  equity  will  often  wait 
for  the  final  result  before  awarding  an  injunction.  '  Neilson  v. 
Thompson^  Webs.  Pat.  Cas.  278,  286;  Forbush  v.  Bradford^  21 
Law  Rep.  471./  And  this,  even  though  the  judge  who  tried  the 
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cause  has  but  little  doubt  of  the  correctness  of  the  first  decision. 
I  am  inclined  to  think  some  of  the  questions  involved  here  are 
of  the  character  above  indicated.  But  the  turning  point  with 
me  is  that  the  inconvenience  which  it  appears  the  defendants 
would  suffer  is  not  counterbalanced  by  any  corresponding  ad\^n- 
tage  to  the  plaintiffs,  coupled  with  the  fact  that  by  the  time  they 
had  at  great  expense  and  loss  to  themselves  and  their  workmen, 
adapted,  their  works  to  carding  without  the  plaintiffs'  improve- 
ments, they  would  have  the  right  to  change  them  back  again  to 
their  present  condition.  In  an  important  case  before  Judge 
Sprague,  in  which  the  plaintiffs'  patent  was  not  disputed,  and  in 
which  his  own  opinion  appears  to  have  been  quite  clear  upon 
the  question  of  infringement,  he  refused  to  grant  the  absolute 
injunction  on  the  ground  that  this  course  would  prevent  the  de- 
fendants from  using  their  own  improvements,  which  were  com- 
bined with  those  of  the  plaintiffs,  the  patent  having  some  six 
months  to  run.  "  Howe's  patent,"  says  the  learned  judge,  '*  will 
expire  on  the  roth  of  September  next.  It  may  or  may  not  be 
extended.  It  is  stated  that  the  defendant  has  an  establishment 
in  which  he  is  making  these  machines.  If  all  the  rights  of  Howe 
can  be  protected,  and  indemnity  can  be  secured  to  him  without 
stopping  this  manufacture  between  the  present  time  and  the  loth 
of  September,  I  think  the  court  ought  to  give  him  and  the  man- 
ufacturers of  the  Sloat  machine,  the  benefit  of  the  contingency, 
that  at  that  time  they  may  be  allowed  to  go  on  without  a  permis- 
sion from  Howe,  if  his  patent  should  not  be  extended."  Howe 
v.  Morton  (Vol.  I.,  p.  586).  That  case  was  stronger  for  the 
plaintiffs  than  this  in  some  respects.  The  defendants  were  man- 
ufacturers of  the  machine ;  the  patent  had  a  little  longer  time  to 
run ;  and  the  contingency  of  a  renewal  was  not  very  improbable. 
Here  the  patent  can  not  be  extended  further  without  a  special 
act  of  Congress.  A  similar  decision  was  made  by  Mr.  Justice 
Grier  in  Parker  v.  Sears  (Vol.  I.,  p.  93). 

No  doubt  there  might  be  circumstances  in  the  conduct  of  an 
infringer  which  would  induce  the  court  to  interfere  at  the  very 
latest  period  to  stop  a  fraudulent,  or  even  willful,  use  of  a  patent 
right.  I  find  no  such  circumstance  here.  The  defendants  bought 
their  machines  of  the  person  of  whom  they  had  been  accustomed 
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to  buy  them.  It  does  not  appear  whether  they  were  aware  that 
the  patent  had  been  extended,  and  that  the  patentee  denied  the 
right  of  Goddard  to  continue  to  make  and  sell  the  improvement 
under  the  original  agreement.  In  the  absence  of  express  notice 
I  ought  not  to  look  upon  their  conduct  as  either  fraudulent  or 
willful.  Without  going  the  length  of  some  English  cases  and 
saying  that  a  defendant  must  be  sued  very  promptly  if  a  special 
injunction  is  to  be  asked  for,  I  still  must  think  there  is  much 
good  sense  in  the  general  doctrine  that  one  who  is  known  to  the 
patentee  to  be  using  his  improvement  in  apparent  good  faith,  is 
entitled  to  definite  and  early  information  of  the  patentee's  con- 
struction of  his  own  rights  and  of  his  intention  to  enforce  them. 
The  absence  of  such  authentic  notice  is  one  circumstance  to  be 
considered  by  the  Court. 

Upon  the  whole  I  must  refuse  this  motion  on  the  authority 
and  the  reasoning  of  Howe  v.  Morion, 


The  United  States 

vs. 

Charles  N.  Morris  and  Henry  Brachmann. 

Suits  for  the  recovery  of  the  penalty  prescribed  by  section  5  of  the  Act  of  August  29^ 
1842,  for  affixing  the  word  *' patent"  to  unpatented  articles,  must  be  brought  in 
the  name  of  the  informer  and  not  in  the  name  of  the  United  States. 

Although  the  statute  affixes  a  penalty  for  placing  the  word  '*  patent"  on  an  unpatented 
article,  yet  it  must  be  construed  to  mean  that  such  article,  if  not  patented,  was 
patentable. 

To  justify  a  judgment  for  a  penalty  for  putting  the  word  **  patent  **  on  an  unpatented 
article,  the  declaration  must  allege,  and  there  must  be  proof  on  the  trial,  that  the 
article  was  legally  the  subji»ct  of  a  patent. 

As  the  statute  is  highly  penal,  it  must  receive  a  strict  construction,  and  can  not  be  held  to 
embrace  any  act  which,  although  within  the  strictness  of  its  letter  is  agiinst  reason 
and  common  sense. 

It  can  not  be  supposed  rhat  Congress  intended  to  atuch  a  penalty  to  placing  the  word 
"  patent"  on  any  article  which  was  frivolous  in  itself,  and  which  imported  no  nov- 
elty, or  the  exercise  of  any  inventive  talent,  and  which  could  therefore  deceive  no  one. 

m 

(Before  Lcavitt,  J.,  Southern  District  of  Ohio,  April,  1866.) 
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This  was  a  demurrer  to  the  declaration  in  an  action  of  debt 
brought  in  the  name  of  the  United  States  to  recover  the  penalty 
of  one  hundred  dollars  prescribed  by  section  5  of  the  Act  of 
August  29,  1842,  for  placing  the  word  "patent"  on  certain 
business  cards. 

The  facts  sufficiently  appear  in  the  opinion  of  the  Court. 

R.  M,  Corwine^  District  JttGrney^  for  the  United  States. 
Lyman  Walker^  for  defendants. 

Leavitt,  J. 

The  declaration  in  this  case  is  in  debt  for  a  penalty  of  one  hun- 
dred dollars,  alleged  to  have  been  incurred  by  the  defendants,  and 
to  be  owing  to  the  United  States.  There  is  a  demurrer  to  the 
declaration  on  several  grounds  specified,  some  of  which  will 
be  referred  to  hereafter.  The  question  before  the  Court  is : 
Whether,  from  the  averments  of  the  declaration,  the  United 
States  is  entitled  to  a  judgment  for  the  penalty  claimed,  supposing 
the  facts  averred  to  be  true. 

The  declaration  sets  out  in  substance,  that  the  defendants  were 
publishers,  for  compensation,  of  business  cards  and  other  printed 
matter,  on  pasteboard  and  paper,  at  the  city  of  Cincinnati,  and 
that  '^with  the  intent  and  for  the  purpose  of  deceiving  the  public, 
and  without  having  obtained  letters  patent  therefor,  the  defend- 
ants, in  the  name  of  ^^^  Morris^  Pr.  Cin.**  did  knowingly  and 
unlawfully  print  and  publish  for  sale,  and  did  then  and  there  un- 
lawfully deliver  for  circulation  among  the  public,  to  one  James 
Hargan,  O.  B.  Sappington,  and  R.  S.  McKee,  partners,  etc., 
live  hundred  business  cards  of  and  for  said  firm,  with  the  word 
"patent"  printed  thereon,  meaning  and  intending  thereby  to 
pretend  to  the  public  that  the  defendants  had  obtained  the  letters 
patent  of  the  United  States  giving  them  the  sole  and  exclusive 
right  to  print,  publish,  and  sell  said  cards.  A  copy  of  the  card  is 
then  set  out  in  the  declaration,  from  which  it  seems  to  be  a  card 
notifying  the  public  that  the  firm  of  Hargan,  Sappington  &  Co. 
are  dealers  in  groceries  and  sundry  articles  of  produce,  at  Madi- 
son, Indiana.  The  words  ^^  Morris^ printer^  Cin.  Patent^*  appear 
in  a  corner  of  the  card.  It  is  then  averred  that  this  is  ^^  contrary 
10 
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to  the  Statute  in  such  case  made  and  provided/'  and  that  defend- 
ants have  thereby  incurred  a  penalty  of  one  hundred  dollars. 

The  action  is  based  oti  section  5  of  the  Act  of  August  29, 
1842;  5  Stat,  at  Large,  543.  The  first  part  of  the  section 
prohibits  any  person  froni  placing  or  inscribing  in  any  form  the 
name,  or  any  imitation  of  the  name,  of  the  patentee  of  any  inven- 
tion without  consent  of  such  patentee  or  his  assignee  or  legal 
representatives ;  and  the  section  also  prohibits  any  persbn,  not 
being  a  purchaser,  or  not  having  the  consent  of,  or  a  license  from, 
the  patentee,  from  putting  on  the  thing  patented,  in  any  form,  the 
words  patent^  or  letters  patent^  or  patentee ^  with  intent  to  imitate 
or  counterfeit  the  stamp  or  device  of  the  patentee.  Then  comes 
the  provision  under  which  this  suit  is  instituted,  prohibiting  any 
person  from  affixing  any  word,  stamp,  or  device  on  an  unpatented 
article  for  the  purpose  of  deceiving  the  public.  The  penalty  for 
any  one  of  the  acts  specified  in  the  section  is  ^^not  less  than  one 
hundred  dollars,  with  costs,  to  be  recovered  by  action  in  any  of 
the  Circuit  Courts  or  District  Courts  of  the  United  States  having 
the  powers  and  jurisdiction  of  a  Circuit  Court,  one-half  of  which 
penalty,  as  recovered,  shall  be  paid  to  the  patent  fund,  and  the 
other  half  to  any  person  or  persons  who  shall  sue  for  the  same. 
.  ^  One  of  the  points  presented  by  the  demurrer  is  that  suits  for 
the  recovery  of  the  penalty  provided  in  the  section  referred  to, 
must  be  brought  by  an  informer,  and  c^n  not  be  sustained  solely 
in  the  name  of  the  United  States.  '  If  this  objection  is  well  taken, 
it  is  fatal  to  the  present  action.  The  solution  of  this  question 
depends  on  the  construction  to  be  given  to  that  part  of  the  section 
of  the  law  above  cited,  which  prescribes  the  mode  of  enforcing 
the  penalties  incurred.  The  penalty  for  each  act  specified  is  not 
less  than  one  hundred  dollars,  one-half  of  which  is  to  be  paid  to 
the  patent  fund  and  the  other  half  "to  any  person  or  persons  who 
shall  sue  for  the  same."  It  is  not  declared,  as  is  usual  where  an 
act  is  prohibited  and  a  penalty  is  provided,  that  it  shall  or  may  be 
recovered  in  the  name  of  the  United  States,  and  the  absence  of 
such  a  provision,  as  applicable  to  this  section,  is  significant.  As 
to  that  part  of  the  section  imposing  a  penalty  for  placing  the  words 
patent^  patented^  or  patentee  on  a  patented  article  or  invention,  the 
patentee  or  assignee  is  the  person  who  alone  can  be  materially 
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injured  by  the  attempted  deception,  and  would  seem  to  be  the 
person  who  ought  to  sue.  And  it  clearly  was  not  the  intention 
of  the  statute,  that  the  United  States  should  bring  suit  for  the 
penalty  in  its  own  name  without  the  intervention  of  an  informer. 
That  would  be  imposing  a  burden  on  the  Government  not  intended 
by  the  statute.  The  provision  in  the  close  of  the  section  that 
one-half  of  the  penalty  shall  go  to  the  patent  fund  and  the  other 
half  to  any  person  or  persons  who  shall  sue  for  the  same^  leads  clearly 
to  the  conclusion  that  the  action  must  be  prosecuted  by  an  in* 
former ;  or,  if  the  name  of  the  United  States  can  be  properly 
used,  it  must  be  in  connection  with  a  person^  to  be  named  as 
informer,  who  shall  be  responsible,  in  case  the  section  is  not  sus- 
tained, for  costs,  or  other  consequences  resulting  from  its  failure. 
It  has  been  repeatedly  held  that  the  United  States,  or  indeed  any 
corporation,  can  not  be  an  informer  where  the  statute  requires  a 
person  to  act  in  that  character.  It  is  clear,  therefore,  that  this 
action  can  not  be  sustained  upon  the  theory  that  the  United  States 
is  the  informer.  The  form  of  the  remedy,  being  pointed  out  by 
the  statute,  must  be  strictly  pursued.  I  Blatch.  151.  And  the 
requirement  that  half  the  penalty  shall  go  to  the  person  or  per- 
sons who  shall  sue  for  the  same,  means,  by  the  clearest  implica- 
tion, that  there  must  be  the  intervention  of  an  informer.  If  this  j 
had  not  been  the  intention  of  the  law,  there  would  doubtless  have 
been  an  explicit  provision  that  the  penalty  may  be  recovered  in 
the  name  of  the  United  States. 

There  is  but  one  reported  case  within  my  knowledge  of  a  suit 
under  the  section  of  the  statute  which  has  been  cited.  That  case 
is  found  in  2  Curtis'  C.  C.  Rep.  502.  None  of  the  questions 
arising  on  this  demurrer  were  presented  in  that  case,  and  it  is  only 
referred  to  as  showing  that  the  action  was  prosecuted  qui  tarn. 
The  title  of  the  case  is  "  Stimpson  qui  tarn  v.  Pond;^^  and  in  the 
case  of  Ferrett  v.  Jtwilly  I  Blatch.  151,  the  suit  was  brought  in 
the  same  way,  and  not  in  the  name  of  the  United  States  ;  not 
under  the  same,  but  a  similar  statutory  provision. 
/  I  am,  therefore,  clear  in  the  opinion  that  the  demurrer  must 
be  sustained  for  the  reason  that  this  suit  is  prosecuted  in  the  name 
of  the  United  States,  and  not  in  the  name  of  an  informer.  ^  But 
if  there  is  any  doubt  upon  this  point,  there  is  another  ground  on 
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which  I  must  hold  that  the  demurrer  is  well  taken.  It  was  not 
urged  in  the  argument,  but  it  has  occurred  to  me  as  entirely 
conclusive. 

The  declaration  avers  that  the  defendants  for  the  purpose  of 
deceiving  the  public,  and  not  having  letters  patent  therefor,  know- 
ingly and  unlawfully  printed  and  circulated  a  business  card,  with 
the  word  ^^ patent'*  printed  thereon,  aieaning  thereby  that  they 
had  letters  patent  for  the  card,  and  had  the  exclusive  right  to 
print  and  sell  the  same.  The  charge  then  is,  that  defendants 
caused  the  word  ^^  patent "  to  be  printed  on  the  card,  for  which 
they  had  no  patent.  It  is  not  averred,  however,  that  any  other 
person  had  a  patent  for  the  card,  nor  is  it  alleged  that  the  card,  as 
described  in  the  declaration,  was  legally  the  subject  of  a  patent. 
Now  although  the  statute,  without  much  show  of  reason  on  any 
ground  of  public  policy,  affixes  a  penalty  for  placing  the  word 
patent  on  an  unpatented  article,  yet  it  must  be  construed  to  mean 
that  such  article,  if  not  patented,  was  patentable.  As  the  statute 
under  which  this  action  is  brought  is  highly  penal,  it  must  receive 
a  strict  construction,  and  can  not  be  held  to  embrace  anv  act 
which,  though  within  the  strictness  of  its  letter,  is  against  reason 
and  common  sense.  It  would  be  doing  injustice  to  the  framers 
of  this  law  to  suppose  they  intended  to  include  in  its  prohibitions, 
and  to  visit  with  a  penalty,  the  mere  act  of  putting  the  word 
patent  on  an  article  neither  patented  nor  patentable.  Novelty 
and  utility  are  essential  elements  of  every  valid  patent  issued 
under  the  laws  of  the  United  States.  And  it  is  clear  to  my  mind 
that  to  justify  a  judgment  for  a  penalty  for  putting  the  word 
patent  on  an  article,  the  declaration  must  allege,  and  there  must 
be  proof  on  the  trial,  that  it  was  legally  the  subject  of  a  patent. 
It  can  not  be  supposed  that  Congress  intended  a  penalty  to  attach 
to  the  use  of  that  word  on  any  article  which  was  frivolous  in 
itself,  and  which  imported  no  novelty  or  the  exercise  of  any 
inventive  talent,  and  which  could  therefore  deceive  no  one.  Sup- 
pose an  individual,  as  a  freak  of  fancy  or  even  with  the  hope  of 
profit,  should  inscribe  the  word  patent  on  the  simplest  bauble 
made  for  the  amusement  of  children,  could  it  be  predicated  by  the 
act  that  there  was  an  intention  to  deceive  the  public,  and  that  he 
thereby  incurred  the  penalty  provided  by  the  sutute  referred  to  ? 


MAY,     1866.  77 

Potter  V.  Whitney. 


It  seems  to  me  no  one  could  hesitate  to  give  a  negative  response 
to  this  question. 

^Now  the  thing  or  article  on  which  the  declaration  avers  that 
the  word  patent  was  unlawfully  inscribed  was  a  business  card,  in 
the  ordinary  form  and  without  peculiar  ornamentation,  or  any- 
thing to  distinguish  it  from  the  millions  that  are  in  constant  use 
by  business  men.  There  may  be  something  novel  and  patentable 
in  the  fixtures  or  machinery  by  which  the  card  was  printed,  and 
these  defendants  may  have  a  patent  for  it ;  and  for  this  reason 
may  have  supposed  it  proper  to  put  the  word  patent  on  the  cards 
printed  by  them.  But  the  question  arising  on  this  demurrer  does  i 
not  involve  that  inquiry.  It  is  simply  whether  in  declaring  for  1 
the  penalty  under  the  statute,  it  is  not  incumbent  on  the  plaintiff 
to  aver,  and  on  trial  to  prove,  that  the  article  or  thing  on  which 
the  word  patent  was  placed  was  legally  the  subject  of  a  patent,  to  ! 
sustain  the  presumption  that  it  had  the  qualities  of  novelty  and 
utility.  And  I  am  clear,  that,  as  this  declaration  contains  no 
such  averment,  it  is  bad  on  demurrer.        ' 

I  am  not  able  to  refer  to  any  case  in  which  this  point  has  been 
judicially  considered.  I  think,  however,  the  conclusion  I  have 
reached  rests  on  a  firm  basis  of  reason  ;  and  I  shall  continue  to 
think  so  until  my  views  are  repudiated  by  a  higher  court. 

There  were  several  points  made  in  the  argument,  to  which  I 
have  not  adverted.      Those  stated,  it  seems  to  me,  are  decisive. 


Demurrer  to  declaration  sustained. 


Orlando  B.  Potter  et  al. 

vs. 
Washington  Whitney.     In  Equity. 

As  a  general  rule,  If  the  plaintiff  has  made  out  a  clear  title  and  the  question  of  infringe- 
ment presents  no  difficulty,  an  injunction  will  be  granted. 

The  bearing  is  had  upon  ex  f  arte  affidavits,  and  if  the  questions  are  difficult  and  compli- 
cated, especially  if  they  involve  disputed  facts  which  have  never  been  passed  upon 
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by  a  court  or  jury,  then,  although  the  Court  may  be  inclined  to  think  the  com- 
plainant is  right,  yet  it  will  not  interfere  at  this  stage  of  the  cause,  whether  the 
questions  relate  to  title  or  Infringement. 

And  even  where  the  title  is  clear  and  the  infringement  clear,  yet  if  there  are  peculiar 
circumstances  which  show  that  the  defendant's  interests  would  be  very  injuriously 
affected,  while  those  of  the  plaintiflf  would  not  be  so  affected,  an  injunction  may 
be  refused. 

There  is  always  an  element  of  discretion  entering  into  the  consideration  of  this  question, 
and  all  that  a  complainant  is  entitled  to  is  the  best  judgment  of  the  Court  upon  a 
question  of  judicial  discretion,  and  not  to  an  absolute  injunction  on  any  given  state 
of  facts. 

Although  it  is  the  duty  of  the  judge  in  every  case  of  this  nature,  where  the  defendant 
has  not  been  a  party  to  any  former  suits,  to  examine*  the  case  anew  and  to  exercise 
his  discretion  upon  the  questions  presented,  yet  when  the  questions  are  in  fact  the 
same  as  in  the  former  cises,  he  can  not  but  admit  thoie  decisions  as  having  great 
weight,  as  much  as  in  any  other  case  in  which  the  point  in  controversy  has  been 
passed  upon  and  decided. 

Maynard*s  primer  would  not  be  likely  to  suggest  even  to  an  ingenious  mechanic,  and 
did  not  in  fact  suggest  to  Wilson,  his  improvement,  and  the  latter  was  patentable, 
notwithstanding  the  prior  existence  of  the  former. 

(Before  Lowell,  J.,  District  of  Massachusetts,  May,  1866.) 

This  was  a  motion  for  a  provisional  injunction,  to  restrain 
defendant  from  infringing  letters  patent  for  ''  improvement  in 
sewing  machines/' granted  to  Allen  B.  Wilson,  November  12, 
1850,  reissued  January  22,  1856,  and  extended  for  seven  years 
from  November  12,  1864.  (See  Potter  v.  Holland^  Vol,  I.,  p. 
382,  and  Potter  v.  fVilson^  Vol.  II.,  p.  102.) 

The  defendant  was  manufacturing  and  selling  single-thread 
sewing  machines,  in  which  the  cloth  was  advanced  by  a  sliding- 
presser  foot,  provided,  on  the  lower  side,  with  serrations  pressing 
the  cloth  against  the  table  or  platform  on  which  it  rested. 

The  facts  sufficiently  appear  in  the  opinion  of  the  court. 

E.  L,  Shermariy  Geo.  Gifford^  and  B.  R.Curtis^  for  complainants. 

L.  A.  Jones^  P.  J.  Brooks^  and  Joel  Giles^  for  defendant. 

Lowell,  J. 

The  principles  which  govern  courts  in  granting  or  refusing 
preliminary  injunctions  in  patent  cases  are  well  established.  '^As 
a  general  rule,  if  the  plaintiff  has  made  out  a  clear  title,  and  the 
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question  of  infringement  presents  no  difficulty,  an  injunction  will 
be  granted.  The  hearing  is  had  upon  ex  parte  affidavits,  and  if 
the  questions  to  be  decided  are  difficult  and  complicated,  especially 
if  they  involve  disputed  facts  which  have  never  been  passed  upon 
by  a  court  or  jury,  then,  although  the  court  may  be  inclined  to 
think  the  complainant  is  right,  yet  it  will  not  interfere  at  this 
stage  of  the  cause,  whether  the  questions  relate  to  title  or  to  in- 
fringement. And  even  when  the  title  is  clear,  yet  if  there  are 
peculiar  circumstances  which  show  that  the  defendant's  interests 
would  be  very  injuriously  affected  by  an  injunction,  while  those 
of  the  plaintiff  would  not  be  so  affected  by  refusing  it^  it  may  be 
refused.  Such  were  the  cases  of  Howe  v.  Morton  (Vol.  I,,  p. 
586),  decided  by  Judge  Sprague,  and  the  burring  machine  case 
{Morris  v.  Lowell Mfg,  Co,^  p.  67),  which  came  before  me  :  in  both 
of  which  the  patent  was  about  to  expire,  and  the  defendant's  busi- 
ness would  be  very  seriously  interfered  with  for  the  few  weeks 
that  the  exclusive  right  would  remain  in  force,  only  to  be  resumed 
again  immediately  afterward  at  great  expense  and  loss.      / 

There  is,  therefore,  always  an  element  of  discretion  entering 
into  the  consideration  of  this  question,  and  all  that  a  complainant 
is  entitled  to  is  the  best  judgment  of  the  court  upon  a  question 
of  judicial  discretion,  and  not  absolutely  to  an  injunction  on  any 
given  state  of  facts. 

The  present  case  does  not  present  any  peculiar  features  of 
hardship,  nor  any  difficult  question  of  infringement,  and  depends 
only  on  the  validity  of  the  patent. 

These  cases  being  tried,  as  I  have  said,  on  ex  parte  evidence, 
must  be  decided  on  broad  views  of  the  rights  of  the  parties.  It 
is  usual  to  present  proof,  either  of  long  and  general  acquiescence 
in  the  plaintiffs'  exclusive  rights,  or  of  their  having  been  sustained 
by  the  courts.  The  ground  on  which  acquiescence  is  important 
is  that  it  shows  exclusive  possession,  which^  if  it  has  been  of  long 
standing,  open,  and  notorious,  isaclear  foundation  of  a  presump- 
tion of  title.  It  is  not  always,  however,  so  satisfactory  as  posi- 
tive adjudications,  because  it  may  have  arisen  from  the  compara- 
tively small  commercial  value  of  the  invention,  and  in  that  case 
shows  only  that  no  one  has  thought  it  worth  infringing. 

In  the  present  case  it  is  in  evidence,  and  is  not  denied,  that 
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very  many  suits  have  been  brought  upon  this  patent,  every  one 
of  which  has  been  decided  in  favor  of  the  patentee.  Two  of 
these,  one  at  law  and  one  in  equity,  were  carried  as  far  as  they 
could  be  carried  in  the  circuit  courts  for  the  Second  Circuit,  and 
a  final  judgment  and  decree  were  given  upholding  the  patent. 
Of  the  numerous  injunctions,  many  were  granted  after  argument 
and  careful  deliberation. 

I  can  not  say  that  this  extensive  litigation  shows  a  general 
acquiescence  in  the  inventor's  rights,  excepting  in  the  sense  that 
the  decisions  of  the  circuit  courts  have  been  acquiesced  in  ;  but 
the  result  of  the  suits  shows  a  great  unanimity  of  opinion  among 
many  judges,  including  the  presiding  justice  of  this  court,  in 
favor  of  the  patent. 

Although  it  is  the  duty  of  the  judge  in  every  case  of  this  nature, 
where  the  defendant  has  not  been  a  party  to  any  former  suits,  to 
examine  the  case  anew,  and  exercise  his  discretion  upon  the  ques- 
tions presented,  yet  when  questions  are  in  fact  the  same  as  in 
former  cases,  he  can  not  but  admit  those  decisions  as  having 
great  weight,  as  much  as  in  any  other  case,  arising  for  instance 
in  admiralty  or  at  common  law,  in  which  the  point  in  contro- 
versy has  been  passed  upon  and  decided. 

Upon  a  careful  examination  of  the  case  and  of  the  several 
opinions  furnished  by  counsel,  I  am  not  prepared  to  say  that  I 
dissent  from  the  conclusions  reached  in  those  cases.  One  new 
point  has  been  raised  before  me,  founded  upon  a  machine  not 
given  in  evidence  in  any  former  trial,  and  which,  it  is  argued, 
anticipates  the  plaintiflFs'  invention.  This  is  the  ^^  Maynard 
Primer^^  z  patented  improvement  in  guns  and  pistols.  On  exam- 
ination of  that  machine,  it  appears  that  Maynard  pushed  forward 
his  priming  paper  or  pasteboard  in  a  mode  which  bears  a  consid- 
erable resemblance  to  the  feed-motion  by  which  the  plaintiff 
advances  cloth  to  the  needle  in  his  sewing  machines.  But  the 
contrivance,  as  found  in  the  fire-arm,  is  combined  with  two 
devices  essential  to  the  proper  operation  of  that  machine,  and  the 
absence  of  which  is  essential  to  the  operation  of  the  plaintiffs' 
machine.  If  the  holding-spring  and  the  channel  are  both  removed 
from  the  primer,  it  is  useless  as  a  primer,  but  might  probably  feed 
cloth  ;  but  Maynard  never  did  remove  them,  and  it  is  shown  that 
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his  contrivance  would  not  be  likely  to  suggest  even  to  an  ingenious 
mechanic,  and  did  not  in  fact  suggest  to  Wilson,  his  improvement, 
and  even  if  it  had,  I  can  not  see  why  the  new  arrangement  would 
not  be  patentable. 

With  regard  to  the  third  claim  of  this  patent,  it  has  been  re- 
peatedly held  to  be  good,  notwithstanding  the  earlier  patent  of 
Howe ;  but  as  this  point  has  been  reargued  with  a  good  deal  of 
earnestness,  I  may  say  that  it  appears  to  me  that  Howe*s  feeding 
surfaces  are  not  substantially  like  those  of  Wilson's,  because  his 
bar  "  X  "  aids  in  the  feeding  so  far  as  it  is  a  stripper,  but  no  farther, 
while  Wilson's  upper  surface  assists  in  moving  the  cloth  forward 
as  well  as  in  stripping  it. 

Under  our  practice  the  defendant  in  a  suit  of  equity  upon  a 
patent  can  bring  the  case  to  final  hearing,  and  if  the  decision  is 
against  him  can  appeal  to  the  Supreme  Court.  It  was  intimated 
at  the  argument  that  this  defendant  might  desire  to  avail  himself 
of  this  right.  He  can  do  so,  of  course,  and  is  not  precluded  nor 
prejudiced  by  the  fact  that  other  defendants  have  not  chosen  to 
do  so.  And  it  may  be  that  he  can  show  a  different  state  of  facts, 
or  obtain  a  new  construction  of  the  patent,  on  the  final  hearing 
here.  But  as  the  case  now  stands,  he  does  not  deny  the  validity 
of  the  second  claim  of  the  patent,  nor  that  he  has  infringed  that 
claim ;  and  the  only  ground  on  which  he  defends  against  the  in- 
junction is  that  the  other  three  claims  are  too  broad,  and  ought  to 
have  been  disclaimed  or  limited  by  the  patentee  or  his  assigns, 
and  that  until  this  is  done  an  injunction  should  not  be  granted  for 
an  infringement  of  the  valid  claim  ;  and  that  if  the  patentee  has 
unreasonably  neglected  to  do  this,  his  patent  is  void. 

I  do  not  think  that  these  claims  are  too  broad,  but  even  if  I 
did,  I  should  hesitate  to  say  that  the  patentee  had  been  negligent 
in  filing  a  disclaimer  in  respect  to  a  patent  which  has  been  re- 
peatedly and  uniformly  upheld  by  the  courts. 

Upon  the  case  as  presented,  I  must  grant  the  application. 
II 
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Orlando  B,  Potter  et  al. 

vs. 

Allen  Schenck,  William   S.   Hoffman,  and  James 

P,  Page,     In  Equity. 

When  a  mechanic  has  the  leading  idea  which  is  developed  in  Wilson*8  patent  once 
thoroughly  understood  and  fixed  in  his  mind,  he  can  carry  out  that  idea  in  a  variety 
of  forms  simply  by  the  exercise  of  mechanical  ingenuity. 

Merely  reversing  the  feeding-bar  of  Wilson  does  not  change  the  principle  of  his  invention. 

An  injunction  is  the  strong  arm  of  equity.  It  often  lays  its  hand  upon  a  man*s  business 
and  stops  it  entirely.  It  ought  never  to  be  granted  without  the  most  complete  con- 
viction, on  the  part  of  the  Court,  of  its  complete  necessity. 

If  it  be  true  that  the  patentee  is  entitled  to  his  claims  of  invention  as  his  property,  there 
is  an  end  to  all  hardship.  Because,  if  the  defendant  is  using  the  patentee's  property, 
he  ought  not  to  use  it,  either  in  law  or  in  morals,  without  compensation  and  without 
his  consent. 

(Before  Drummono,  J.,  Northern  District  of  Illinois,  May,  1866.) 

This  was  a  motion  for  a  provisional  injunction  to  restrain  de- 
fendants from  infringing  letters  patent  for  *' improvement  in 
sewing  machines,"  granted  to  Allen  B.  Wilson,  November  12, 
1850,  reissued  January  22,  1856,  and  extended  for  seven  years 
November  12,  1864.  The  defendants  were  selling  machines 
of  the  kind  manufactured  by  the  defendant  in  Potter  v.  Whit- 
ney, p.  77- 

The  facts  sufficiently  appear  in  the  opinion  of  the  Court. 

S.  S.  Fisher,  for  complainants. 

y.  Edwards  Fay  and  Bonney  (sf  Griggs,  for  defendants. 

Drummond,  J. 

The  alleged  infringement  consists  in  the  violation,  on  the  part 
of  the  defendants,  of  the  patent  of  Allen  B.  Wilson,  obtained  in 
January,  1856. 
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It  is  called  Reissue  No.  346,  and  is  for  the  feeding  apparatus 
of  the  sewing  machine  and  its  various  appurtenances. 

It  contains  four  claims. 

One  is  for  the  method  in  'which  the  cloth  is  moved  by  what 
Wilson  calls  the  joint  action  of  two  surfaces  between  which  it 
is  clamped,  and  which  act  in  a  particular  way  so  as  to  cause  the 
cloth  to  proceed  forward  in  the  operation  of  sewing. 

Another  is  the  arrangement  by  which,  in  the  operation  of  sew- 
ing, the  cloth  is  held  by  the  needle,  so  as  to  prevent  the  cloth 
from  moving  backward  during  the  return  of  the  feeding  apparatus. 

A  third  is  a  mode  by  which  the  cloth  is  retained  in  its  position 
and  the  needle  permitted  to  escape,  called  the  office  of  stripping. 

The  fourth  is  the  manner  in  which  the  upper  surface  is  ar- 
ranged or  mounted,  so  as  to  enable  the  operator  to  lift  it  from 
the  cloth  in  order  to  remove  the  latter. 

This  is  a  very  general  statement  of  the  claims,  and,  of  course, 
would  not  be  understood  except  by  those  who  had  examined  the 
specifications,  or  were  familiar  with  the  operation  of  the  machine. 

There  is  no  controversy  as  to  the  validity  of  the  patent  on  the 
claims  set  forth.    The  only  question  is  as  to  the  infringement. 

It  is  alleged  that  the  defendants  have  not  infringed  the  claims 
set  forth  in  the  schedule  of  Wilson. 

The  examination,  perhaps,  would  have  been  more  satisfactory 
if  there  had  been  a  model  of  the  machine  here  precisely  of  the 
form  of  the  part  in  question,  in  which  it  was  originally  devised 
and  used  by  Wilson.  The  machines  that  arc  now  operated  by 
the  plaintiffs,  it  is  conceded,  differ  in  form  from  that  which  is 
described  in  the  claims  of  Wilson  in  1856.  Still,  the  apparatus, 
as  now  used,  enables  us  to  understand  how  it  was  employed  in 
the  machine  when  constructed  in  conformity  with  the  specifica- 
tions of  Wilson. 

The  machines,  now,  have  what  is  called  the  four-motion  feed. 
According  to  the  specifications  and  the  proof,  the  arrangement  of 
Wilson  was  to  have  something  in  the  form  of  a  shoe  beneath  the 
plate,  upon  which  the  cloth  was  placed,  the  upper  surface  of 
which  was  roughened  by  saw-teeth  cut  upon  it.  This  shoe  acted 
through  an  opening  in  the  plate,  and  a  motion  was  given  to  it 
backward  and  forward,  so  that  when  there  was  a  pressure  from 
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above  upon  the  cloth,  which  was  lying  upon  the  plate,  sufficient 
to  force  it  on  the  shoe,  the  teeth  caught  the  cloth  and  carried  it 
forward.  This  was  the  first  claim.  Then,  when  the  shoe 
ceased  to  act,  the  needle  pierced  the  cloth  so  as  to  prevent  it 
from  coming  back;  and  that  was  the  second  claim.  There  was 
also  an  arrangement  by  which  the  cloth  was  held  by  the  spring 
which  created  the  pressure  from  above,  so  as  to  prevent  it  from 
rising  and  moving  as  the  needle  was  withdrawn,  and  thus  ac- 
complished the  process  of  stripping,  as  it  was  termed,  in  the 
third  claim.  Then  there  was  another  arrangement  by  which  this 
spring  that  presses  upon  the  cloth  was  raised,  so  as  to  enable  the 
operator  to  remove  the  cloth  from  the  machine. 

That,  substantially,  was  the  manner  in  which  the  feeding  appa- 
ratus, as  described  by  Wilson  in  his  specifications,  operated,  and 
the  question  now  is  whether  the  apparatus  used  by  the  defend- 
ants interferes  with,  or  incorporates  in  itself  the  invention  of 
Wilson  in  whole  or  in  part.  So  far  as  I  have  been  able  to  ex- 
amine the  question,  I  think  that  it  does. 

The  machine  of  the  defendants  is  a  single-thread  sewing  ma- 
chine ;  what  is  called  one  of  the  cheap  kind.  Now,  the  main 
difl^erence  in  the  construction  of  the  defendants'  machine  and 
that  of  Wilson,  as  to  the  feeding  apparatus,  is  this :  in  the  ma- 
chine of  the  defendants,  the  principal  part  of  the  feeding  appa- 
ratus is  placed  over  the  plate  upon  which  the  cloth  rests,  instead 
of  underneath.  It  is,  in  fact,  in  the  form  of  a  shoe  more  dis- 
tinctively than  that  used  by  Wilson.  This  shoe  is  provided  with 
saw-teeth  on  the  under  side,  and  is  made  to  press  upon  the  cloth 
from  above,  substantially  in  the  same  way  as  the  one  used  under- 
neath the  plate  by  Wilson  presses  upon  the  cloth  from  below. 
The  purchase,  as  obtained  by  this  pressure,  and  the  teeth  opera- 
ting from  the  top  instead  of  from  the  bottom,  move  the  cloth 
forward.  Then  the  needle  goes  in,  in  the  same  way,  substan- 
tially, and  holds  the  cloth  when  the  shoe  is  drawn  back.  The 
shoe  also  holds  the  cloth  down  or  strips  it  from  the  needle  when 
the  latter  is  drawn  up,  and  it  is  so  connected  with  the  upper 
part  of  the  machine  as  to  enable  the  operator  to  lift  it  and  re- 
move the  cloth. 

Now,  the  question  is,  whether  this  is  a  substantial  variation  in 
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all  or  any  of  its  particulars,  from  the  invention  of  Wilson,  as 
described  in  his  specifications  of  1856.  As  I  have  already  stated, 
I  think  it  is  not,  and,  as  it  seems  to  me,  on  this  ground,  viz : 
that  when  a  mechanic  has  the  leading  idea  which  is  developed 
in  Wilson's  patent  once  thoroughly  understood  and  fixed  in  his 
mind,  he  can  carry  out  that  idea  in  a  variety  of  forms,  simply  by 
the  exercise  of  mechanical  ingenuity.  Here  was  a  great  leading 
principle  in  the  feed  of  the  machine,  devised  and  invented  by 
Wilson.  He,  to  be  sure,  describes  the  particular  manner  in 
which  he  carries  out  his  idea ;  but  once  get  that  in  the  mind,  and 
it  is  clear  that  you  can  carry  it  out  in  a  variety  of  forms.  This 
is,  it  may  be  said,  an  ingenious  variation  or  difference  by  which 
the  idea  of  Wilson  is  carried  out.  The  shoe,  or  main  part  of  the 
feeding  apparatus,  is  not  placed  beneath  the  plate  upon  which  the 
cloth  rests,  but  it  is  on  the  top  of  the  plate,  or,  as  was  contended, 
and  I  think  with  a  good  deal  of  force,  by  the  counsel  for  com- 
plainants, instead  of  being  placed  as  Wilson  describes  it,  it  was 
merely  reversed.  It  is  clear  that  that  does  not  change  the  prin- 
ciple of  the  invention,  and  it  is  clear,  too,  as  already  stated,  that 
a  mechanic  once  having  the  idea  in  his  mind,  could  apply  it  by 
adopting  a  great  variety  of  forms  and  devices,  and  this  among  others. 

This  device  of  Wilson's  has  been  the  subject  of  a  great  deal 
of  litigation,  as  is  set  forth  in  the  bill.  The  claim  has  been  con- 
tested with  all  the  skill,  ingenuity,  and  ability  which  could  be 
brought  to  bear,  in  this  country,  upon  a  question  which  involves 
not  only  so  much  of  personal  and  individual,  but  also  so  much 
of  public  interest  as  a  machine  like  this,  which,  it  may  be  said, 
comes  home  to  every  family. 

-^  The  invention  of  Wilson  has  stood  the  test  of  all  this  pro-  I 
tracted  and  severe  litigation;  and  it  is  shown  by  the  proof  that    1 
machines  similar  <4n  their  character  to  the  machines  used  by  the    \ 
defendants  have  already  come  under  judicial  examination,  and    / 
have  been  held  to  te  infrtr»gements  of  Wilson's  patent.    ' 

Now,  I  understand  and  fully  appreciate  what  was  pressed  with 
so  much  zeal  and  pertinacity  by  the  counsel  for  defendants,  that 
patentees  frequently,  by  the  monopolies  of  their  inventions,  ac- 
cumulate wealth,  form  combinations,  and  may  wear  out  men  of 
inferior  means  in  litigation.     I  understand,  too,  that  it  is  not 
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uncommon  for  parties  interested  in  inventions  to  make  arrange- 
ments with  persons  who  use  similar  machines  or  improvements 
to  those  claimed  by  themselves,  by  which  pretended  litigation  is 
carried  on  with  a  view  of  accomplishing  a  particular  result.  But 
I  think  that  can  hardly  be  true  of  the  litigation  in  relation  to 
this  part  of  the  sewing  machine.  And  if  it  has  been  fair, 
carried  on  in  good  faith,  and  without  collusion,  then,  certainly 
the  result  is  entitled  to  great  consideration  from  this  Court,  when 
the  question  is  brought  up  here  for  the  first  time.  So  that 
independently  of  the  view  which  I  am  inclined  to  take  from  an 
actual  examination  of  these  machines,  I  am  confirmed  in  the 
conclusion  to  which  I  have  come  by  the  result  of  this  pro- 
tracted litigation. 

The  affidavits  filed  on  the  part  of  the  defendants  are  all  sub- 
stantially the  same.  The  witnesses  undertake  to  specify  various 
particulars  in  which  they  claim  that  the  feeding  apparatus  used 
in  the  defendants'  machines  materially  differs  from  the  invention 
mentioned  in  the  specifications  of  Wilson. 

It  is  unnecessary  for  me  to  go  into  a  detailed  examination  of 
the  particulars  which  are  referred  to  by  the  various  witnesses ; 
such  as,  that  one  is  the  result  of  the  joint  action  of  two  or  more 
surfaces  and  the  other  is  not ;  that  one  has  not  so  many  parts  as 
the  other ;  that  there  is  a  difference  in  movement,'etc. 

From  what  has  already  been  said,  the  view  of  the  Court  as  to 
the  substantial  identity  of  the  feeding  apparatus  of  the  machines 
will  be  apparent ;  and  I  have  not  the  time  to  go  through  all  these 
various  affidavits. 

The  principle  of  the  two  machines,  as  it  seems  to  me,  is  sub- 
stantially the  same,  with  a  variation  in  form,  merely,  in  one. 
^  A  very  considerable  portion  of  the  argument  for  the  defendants 
which  was  pressed  upon  the  court  with  so  much  zeal  and  force, 
was  the  serious  consequences  that  would  follow  the  issuing  of  an 
injunction  upon  the  business  of  the  defendants.  That,  of  course, 
every  court  of  equity  always  appreciates.  An  injunction  is  the 
strong  arm  of  equity.  It  often  lays  its  hand  upon  a  man's  busi- 
ness, and  stops  it  entirely.  It  ought  never  to  be  granted  with- 
out the  most  complete  conviction  on  the  part  of  the  court  of 
its  urgent  necessity.     In  this  case,  it  was  said  by  the  plaintiffs' 
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counsel)  and  is  apparent  from  the  evidence  and  from  the  whole 
history  of  the  case,  that  there  are  parties  who  sell  single-thread 
machines  similar  in  character  and  in  price  to  the  machines  sold 
by  the  defendants,  who  have  acknowledged  the  validity  of  the 
Wilson  patent,  and  pay  it  a  tribute  by  obtaining  a  license.  Now, 
if  it  be  true  that  Wilson  is  entitled  to  these  claims  of  invention 
as  his  property,  as  I  think  he  is,  there  is  an  end,  as  a  matter  of 
course,  to  the  alleged  hardship.  Because,  if  the  defendants  are 
using  the  complainants'  property,  they  ought  not  to  use  it,  either 
in  law  or  in  morals,  without  compensation  and  without  their 
consent.        / 

So,  too,  if  the  proprietors  of  other  single-thread  machines  pay 
a  license  fee  to  Wilson,  or  to  his  assignees,  for  this  feeding  appa- 
ratus, it  would  not  be  attended  with  ruinous  consequences  to 
these  defendants,  more  than  to  other  parties,  to  pay  a  license  fee, 
so  I  do  not  think  that  the  consideration  urged  is  entitled  to  the 
weight  it  would  be,  if,  in  point  of  fact,  the  injunction  were  to 
stop  absolutely  and  in  any  contingency  the  sale  of  these  machines. 
If  it  does,  it  is  because  the  machine  is  so  inferior  to  the  singla- 
thread  machines  of  others  in  the  market,  that  it  can  not  success- 
fully compete  with  them  when  paying  a  license  fee. 


Injunction  ordered. 


The  Dental  Vulcanite  Company 


vs. 


Isaac  J.  Wetherbee.      In  Equity. 


Pending  the  suit  and  subsequent  to  the  filing  of  the  answer,  the  letters  patent  upon  which 
suit  was  brought  were  twice  surrendered  and  reissued,  and  complainants  filed  a  sup- 
plemental bill  of  complaint  founded  upon  the  second  reissue,  pursuant  to  the  usual 
practice  in  the  District  of  Massachusetts. 

When  the  plaintifFi  are  a  corporation,  and  have  complied  with  the  requirements  of  the 
statute,  and  the  authorities  of  the  State  have  not  called  the  validity  of  their  organ- 
ization in  question,  it  can  not  be  admitted  that  a  mere  wrong-doer  can  set  up  a 
dtfcQtf  if  there  is  one,  as  a  justification  of  his  wrongful  acts. 
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A  defense  that  the  complainants  are  not  a  corporation,  must  be  pleaded  in  abatement.  It 
can  not  be  pleaded  in  bar,  nor  be  given  in  evidence  under  the  general  issue. 

A  paper  filed  without  leave  to  amend  can  not  be  regarded  as  an  amendment  to  the  orig- 
inal answer. 

Where  the  patentee  hat  assigned  all  his  right,  title,  and  interest  under  letters  patent  to 
another,  but  afterward  surrendered  the  patent  and  obtained  a  reissue  in  his  own 
name:  HtiJ:  That  unless  this  mistake  could  be  corrected  as  a  clerical  error,  it 
could  not  be  corrected  at  all,  as  it  was  clearly  not  a  case  falling  within  the  provision 
authorizing  a  surrender  and  reissue. 

The  Act  of  Congress  does  not,  in  terms,  require  that  the  application  for  the  surrender  and 
reissue  of  a  patent  shall  be  in  writing.  Patents  may,  doubtless,  be  surrendered  on 
petition  or  by  delivery,  as  the  rules  of  the  Patent  Office  may  prescribe,  and  in  .the 
cases  specified  in  the  Act  of  Congress,  a  new  patent  may  be  issued  to  the  original 
inventor,  or,  in  case  of  an  assignment,  to  his  assignees. 

Where  the  assignment  covers  the  whole  interest  of  the  inventor,  present  and  prospective, 
it  is  undoubtedly  more  regular  that  the  application  for  the  surrender  should  be  made 
by  the  assignee ;  but  the  reissue  would  not  be  void  if  the  assignment  was  duly  re- 
corded in  the  Patent  Office,  and  the  application  for  the  surrender  and  reissue  was 
made  with  the  knowledge  and  consent  of  the  assignee. 

Where  the  reissued  patent  is  correct  in  form,  and  there  is  no  proof  of  fraud,  intentional 
error,  or  concealment,  a  mere  wrong-doer  can  not  defend  himself  against  the  charge 
of  infringement  by  proving  that  the  proceedings  which  led  to  the  reissue  were  irreg- 
ular, unless  it  be  shown  that  the  proceedings  were  contrary  to  law,  or  that  the  patent 
was  granted  to  the  wrong  party. 

The  presumption  of  law  is,  that  a  surrender  is  made  according  to  law  and  the  rules  of  the 
Patent  Office. 

Letters  patent  granted  to  John  A.  Cummings,  June  7, 1864,  for  improvement  in  artificial 
gums  and  palates,  examined  and  sustained. 

Where  a  patentee  made  application  for  letters  patent  April  12,  185^,  which  application 
was  rejected  February  6,  1856,  and  he  did  not  appeal  or  take  any  further  step  until 
March  25,  1864,  when  he  filed  a  new  application  upon  which  his  patent  issued : 
He/d:  That  it  is  doubtful  whether  any  new  application  was  necessary ;  but  if  it  was, 
it  is  well  settled  that  the  second  application  must  be  regarded  as  having  been  filed 
in  aid  of  the  first,  upon  which  the  rejection  took  place. 

It  is  not  possible  to  hold  that  any  use  of  the  invention,  without  the  consent  of  the  in- 
ventor, while  his  application  for  a  patent  is  pending  in  the  Patent  Office,  can  de- 
feat the  operation  of  the  letters  patent  after  they  are  duly  granted. 

(Before  Clifford  and  Lowell,  JJ.,  District  of  Massachusetts,  June,  1866.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendant  from 
infringing  letters  patent  for  "  improvement  in  artificial  gums  and 
palates/'  granted  to  John  A.  Cummings,  June  7,  1864,  and 
assigned  to  complainants,  June  30,  1864.  Subsequent  to  the 
bringing  of  the  suit  against  the  defendant  and  the  filing  of  his 
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answer,  these  letters  patent  were  reissued,  January  10,  1865,  to 
John  A.  Cummings.  This  reissue  was  returned  for  correction, 
and  it  was  issued  to  the  complainants,  but  was  erroneously  dated. 
It  was,  therefore,  again  surrendered  and  reissued  to  complainants, 
March  2!,  1865.  On  April  i,  1865,  a  supplemental  bill  of 
complaint  was  filed,  setting  up  these  facts. 

The  invention  consisted  in  forming  the  plate,  to  which  arti- 
ficial teeth,  or  teeth  and  gums,  were  attached,  of  hard  rubber  or 
vulcanite,  instead  of  gold,  platina,  or  other  metals.  A  plaster 
mold  is  prepared  upon  which  the  teeth  are  set  in  place,  the  mold 
is  then  filled  with  a  soft  rubber  compound  consisting  of  India 
rubber,  sulphur,  and  vermilion,  the  teeth  having  been  previously 
provided  with  pins  at  their  bases  around  which  the  soft  rubber 
closes  when  pressed  into  the  mold.  Another  plaster  mold  is  then 
placed  over  the  first,  and  the  rubber  is  heated  or  baked  in  sub- 
stantial accordance  with  the  vulcanizing  process  of  Nelson  Good- 
year.    Goodyear  v.  N.  T.  Gutta  Percha  Co.^  Vol.  II.,  p.  3 1 2. 

The  claim  of  the  original  patent  was  as  follows: 

*'  Forming  the  plate  and  gums  in  which  the  teeth  are  inserted  in  one  piece  of  hard 
rubber  or  vulcanitej  /.  «.,  an  elastic  material  which  can  be  hardened  sufBcienrly  for  the 
purpose  of  mastic  ition,  and  retain  a  portion  of  its  elasticity  so  as  to  yield  a  little  to  the 
motion  of  the  mouth,  as  herein  set  forth,  aud  for  the  purposes  specified." 

The  claims  of  both  reissues  were  identical,  and  were  as  follows : 

*'  The  plate  of  hard  rubber,  or  vulcanite,  or  its  equivalent,  for  holding  artificial  teeth 
or  teeth  and  gums,  substantially  as  described." 

J.  E.  Maynadier^  Causten  Browne^  and  B.  R.  Curtis^  for  com- 
plainants. 

jf.  F.  Badger^  Joel  GileSy  and  Geo.  S.  Boutwell^  for  defendant. 

Clifford,  J. 

Complainants  alleged  in  the  original  bill  of  complaint  that  they 
were  the  assignees  of  the  letters  patent  therein  described,  and 
that  the  respondent,  on  July  30,  1864,  in  Boston,  in  this  district, 
manufactured,  used,  and  sold  their  patented  improvement  without 
their  license  or  authority.    Prayer  of  the  original  bill  of  complaint 
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was  for  discovery,  for  an  account,  and  for  an  injunction.  Orig- 
inal patent  was  granted  to  John  A.  Cummings,  June  7,  1864; 
and  the  record  shows  that  on  July  30,  following,  it  was  duly 
assigned  to  the  complainants.  Having  acquired  the  title  to  the 
letters  patent,  the  complainants,  on  October  26,  1864,  filed  their 
bill  of  complaint;  and,  December  5  following,  the  respondent 
appeared  and  filed  his  answer.  Pending  the  suit,  and  subse- 
quently to  the  filing  of  the  answer,  the  letters  patent  were  twice 
surrendered  and  reissued  on  account  of  a  defective  specification. 
First  reissue  was  granted  to  the  inventor  on  his  petition,  and  not 
to  his  assignees,  as  it  should  have  been ;  and  on  the  return  of  the 
same  to  the  Patent  Office  the  error  was  corrected.  Second  reis- 
sue was  to  correct  a  date  erroneously  given  in  the  first,  and  was 
granted  to  the  complainants  at  the  request  of  the  inventor  and 
original  patentee.  Petition  for  the  second  surrender  and  reissue 
also  was  signed  by  the  original  patentee,  and  purports  in  terms 
to  surrender  the  original  patent  instead  of  the  first  reissue.  Date 
of  the  first  reissue  is  January  10,  1865,  and  the  date  of  the  sec- 
ond reissue  is  March  21,  in  the  same  year.  Effect  of  the  respect- 
ive surrenders  and  reissues  was  to  defeat  the  right  of  the  com- 
plainants to  recover  upon  the  original  bill  of  complaint.  Pursuant 
to  the  usual  practice  of  this  district,  they,  on  April  i,  1865, 
filed  a  supplemental  bill  of  complaint,  which  is  founded  upon 
the  second  reissued  patent.  Answer  and  replication  were  after- 
ward duly  filed,  and  the  cause  was  fully  heard  upon  pleadings 
and  proofs. 

Certain  preliminary  objections  have  been  made  by  the  respond- 
ent to  the  right  of  the  complainants  to  maintain  the  suit,  which 
will  first  be  considered. 

I.  Respondent  contends  that  the  complainants  are  not  a  cor- 
poration as  alleged  in  the  bill  of  complaint.  They  claim  to  be 
a  corporation  legally  organized  under  the  law  of  the  State,  Gen. 
Stat.,  chap.  Ixi.,  p.  341.  Section  one  of  that  chapter  provides, 
among  other  things,  that  "three  or  more  persons  who  shall  have 
associated  themselves  together  by  articles  of  agreement  in  writing 
for  the  purpose  of  .  .  .  carrying  on  any  mechanical,  mining,  quar- 
rying, or  manufacturing  business  .  .  .  and  shall  have  complied  with 
the  provisions  of  this  chapter,  shall  be  and  remain  a  corporation 
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under  any  name  indicating  their  corporate  character  assumed  in 
their  articles  of  agreement  which  is  not  previously  in  use  by  any 
other  corporation  or  company."  Under  that  provision,  the  persons 
claiming  to  constitute  the  corporation  complainants  associated 
themselves  together,  prior  to  the  filing  of  the  original  bill  of  com- 
plaint, by  articles  of  agreement  in  writing,  and  formed  the  corpora- 
tion by  the  name  assumed  in  the  bill  of  complaint  to  manufacture 
and  sell  ^^  artifical  gums  and  palates  of  vulcanite  or  hard  rubber, 
under  letters  patent  granted  John  A.  Cummings,  dated  June  7, 
1 864,  and  assigned  to  said  corporation.''     No  such  defense  was  set 
up  in  the  original  answer  of  the  respondent,  but  he  gave  notice  on 
January  2,  1865,  that  he  should  insist  in  bar  of  the  suit  that  the 
complainants  were  not  a  corporation  legally  organized  under  the 
lawsof  the  State,  and  he  repeated  that  allegation  in  his  supplemental 
answer.     Some  of  the  objections  taken  to  the  proceedings  were 
overruled  at  the  hearing,  and  therefore  will  not  be  made  the  subject 
of  remark.     Principal  objections  which  remain  open  are :  i.  That 
the  business  of  the  company,  as  declared  in  the  articles  of  asso- 
ciation, is  not  a  manufacturing  business  within  the  true  intent 
and  meaning  of  the  provision  to  which  reference  has  been  made; 
and  2.  That  the  company  does  not,  in  point  of  fact,  manufac- 
ture the  alleged  improvement,  nor  carry  on  any  manufacturing 
business.     Strong  doubts  are  entertained  whether  there  is  any 
merit  in  the  objections,  even  if  it  be  admitted  that  such  a  defense, 
if  valid,  may  be  pleaded  in  bar  as  well  as  in  abatement.     Doubt- 
less the  nature  of  the  improvement  is  such  that  it  is  necessarily 
made  to  order ;  but  it  is  difficult  to  see  how  that  circumstance 
can  divest  the  patented  article  of  the  character  of  a  manufacture. 
Manufacturers  often  work  to  order,  and  it  is  not  perceived  that 
it  can  make  any  difference  in  respect  to  the  question  under  con- 
sideration whether  the  article  was  made  for  sale,  or  was  made  to 
order,  as  in  either  case  it  is  manufactured  before  it  is  actually  sold. 
Licenses  are  granted  by  the  complainants,  as  appears  by  the  alle- 
gations in  the  bill  of  complaint;  but  there  is  also  evidence  in  the 
case  which  shows  that  they  have  agents  who  manufacture  the 
patented  article.     They  complied  in  form  with  the  requirements, 
of  the  statute,  and  inasmuch  as  the  authorities  of  the  State  have 
not  called  the  validity  of  their  organization  in  question,  it  can  not 
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be  admitted  that  a  mere  wrong-doer  can  set  up  such  a  defect,  if 
it  be  one,  as  a  justification  of  his  wrongful  acts.  But  it  is  not 
necessary  to  place  the  decision  of  the  Court  upon  either  of  those 
grounds,  as  it  is  clearly  settled  by  the  Supreme  Court  that  such 
a  defense  must  be  pleaded  in  abatement,  and  that  it  can  not  be 
leaded  in  bar,  nor  be  given  in  evidence  under  the  general  issue. 
Corporations  may  have  the  same  remedies  at  law  or  in  equity  as 
natural  persons,  and  the  rule  established  by  the  Supreme  Court 
is,  that  if  the  defendant  plead  the  general  issue  in  a  suit  brought 
by  a  corporation,  it  is  an  admission  of  the  corporate  existence  of 
the  plaintiffs,  and  dispenses  with  the  necessity  of  any  proof  on 
their  part  to  sustain  that  allegation.  By  pleading  to  the  merits, 
said  Judge  Story,  in  the  case  of  Conrad  y.  The  Atlantic  Ins.  Co.j 
I  Pet.  450,  the  defendant  necessarily  admitted  the  capacity  of  the 
plaintiffs  to  sue.  If  he  intended  to  take  that  exception,  it  should 
have  been  done  by  a  plea  in  abatement,  and  his  omission  to  do  so 
was  a  waiver  of  the  objection.  Kane  v.  Pauly  14  Pet.  14 ; 
Childress  v.  Emory^  9  Wheat,  642.^  Reference  was  made  in  the 
argument  to  the  fact  that  the  respondent,  on  January  2,  i865Jn 
the  paper  filed  at  that  time,  giving  notice  of  additional  matters  of 
defense  not  specified  in  the  original  answers,  states  that  he  will 
insist  in  bar  of  the  suit  that  the  plaintiffs  are  not  a  corporation 
legally  organized  under  the  laws  of  the  State ;  but  the  paper  hav- 
ing been  filed  without  leave  to  amend,  can  not  be  regarded  as  an 
amendment  to  the  original  answer.  Looking  at  the  objection 
in  any  point  of  view,  we  are  of  the  opinion  that  it  can  not  be 
sustained. 

II.  Objection  is  also  made  by  the  respondent  to  the  proceed- 
ings of  the  Patent  Office  on  granting  both  ihe  first  and  the  second 
reissued  patents,  and  he  insists  that  the  errors  were  of  such  a 
character  that  the  last  reissued  patent  is  void.  Recurring  to  the 
dates,  it  will  be  seen  that  the  assignment  to  the  complainants  was 
prior  to  the  surrender  of  the  original  patent ;  and  the  record  shows 
that  the  instrument  of  assignment  was  on  file  in  the  Patent  Office 
when  the  application  for  the  reissue  was  presented.  Fraud  is  not 
imputed,  and  there  is  no  pretense  of  intentional  error  or  con- 
cealment. Errors  suggested  are :  1 .  That  the  application  for  the 
first  reissue  was  signed  by  the  original  patentee ;  and  2.  That  the 
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Patent  Office  in  the  first  instance  actually  granted  the  reissue  to 
the  applicant.  Whether  the  mistake  was  first  discovered  by  the 
Patent  Office  or  by  the  party  named  as  patentee  does  not  appear, 
but  it  does  appear  that  the  letters  patent  were  immediately  re- 
turned to  the  Commissioner,  and  that  the  mistake  was  corrected 
as  a  clerical  error.  Unless  it  could  be  corrected  as  a  clerical 
error,  it  could  not  be  corrected  at  all,  as  it  was  clearly  not  a  case 
falling  within  the  provision  authorizing  a  surrender  and  reissue. 
Rules  of  the  Patent  Office  furnish  a  form  of  an  application  for 
the  surrender  of  a  patent ;  but  the  act  of  Congress  does  not,  in 
terms,  require  that  it  shall  be  in  writing.  Patents  may  doubtless 
be  surrendered  on  petition  or  by  delivery,  as  the  rules  of  the 
Patent  Office  may  prescribe,  and  in  the  cases  specified  in  the  act 
of  Congress,  a  new  patent  may  be  issued  to  the  original  inventor, 
or,  in  case  of  an  assignment,  to  his  assignees.  Where  the  assign- 
ment covers  the  whole  interest  of  the  inventor,  present  and  pros- 
pective, it  is  undoubtedly  more  regular  that  the  application  for 
the  surrender  should  be  made  by  the  assignee ;  but,  even  in  that 
case,  it  can  not  be  admitted  that  the  reissue  is  void,  if  the  assign- 
ment was  duly  recorded  in  the  Patent  Office,  and  the  applica- 
tion for  the  surrender  and  reissue  was  made  with  the  knowledge 
and  consent  of  the  assignee.  Letters  patent  must  in  all  cases 
conform  to  the  requirements  in  the  act  of  Congress ;  but  where 
the  reissued  patent  is  correct  in  form,  and  there  is  no  proof  of 
fraud,  intentional  error,  or  concealment,  a  mere  wrong-doer  can 
not  defend  himself  against  the  charge  of  infringement  by  prov- 
ing that  the  proceedings  which  led  to  the  reissue  were  irregular,  \ 
unless  it  be  shown  that  the  proceedings  were  contrary  to  law,  or 
that  the  patent  was  granted  to  the  wrong  party.  Correction  of  : 
the  error  in  this  case  was  made  by  the  Commissioner  at  the  re- 
quest of  the  assignor  of  the  patent ;  and  he  stated  in  the  same 
communication  that  the  assignment  to  the  complainants  was  on 
record  in  the  Patent  Office. 

III.  Second  surrender  was  asked  merely  to  correct  an  error  of 
date  in  the  first  reissue ;  and  it  is  obvious  that  the  suggestion  of 
error  was  well  founded,  and  that  the  correction  requested  was 
one  proper  to  be  made.  Two  errors  also  are  suggested  in  the 
proceedings  which    led    to   the  second    reissue:    i.  That  the 
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application  for  the  surrender  of  the  patent  was  signed  by  the 
original  inventor;  and  2.  That  the  patent  described  in  the  appli- 
cation for  the  surrender  was  the  original  patent,  instead  of  the 
first  reissue,  as  it  should  have  been.  Evidently  the  first  objec- 
tion is  without  merit,  as  the  application  to  surrender  the  patent 
referred  to  the  assignment^  and  contained  the  request  that  the 
new  patent  might  be  issued  to  the  complainants.  Pursuant  to 
that  request,  the  reissue  was  granted ;  and  the  complainants  hav- 
ing adopted  the  surrender  and  accepted  the  new  patent,  are 
estopped  to  deny  either  the  authority  of  the  applicant  or  that  of 
the  , Commissioner.  Com.  Dig.  J.  I-IO;  Coke,  b'jb;  Shep. 
Touch.  301-303.  Complaint  certainly  can  not  be  made  by  the 
applicant  because  it  was  his  own  act ;  and  it  is  equally  clear  that 
the  Government  can  not  be  heard  to  complain,  because  there  is 
but  one  patent  in  existence  for  the  invention,  and  the  Commis- 
sioner had  full  knowledge  of  all  the  circumstances. 

IV.  Remaining  preliminary  objection  is  that  the  description 
of  the  patent  in  the  application  for  the  surrender  was  erroneous. 
Suppose  that  is  so,  still  it  is  apparent  that  all  the  papers  were 
before  the  Commissioner,  and  that  he  had  full  knowledge  of  all 
the  circumstances  and  of  what  the  patentees  desired  to  ac- 
complish. Averment  of  the  answer  is  merely  that  the  reissues 
were  not  made  according  to  law ;  but  it  is  not  alleged  or  proved 
that  there  is  any  error  in  the  records  of  the  Patent  Office, 
except  what  appears  in  the  application  for  the  surrender.  State- 
ment in  the  patent  is,  that  the  first  reissue  was  surrendered  and 
canceled  ;  and,  in  the  absence  of  any  proof  to  the  contrary,  the 
presumption  of  law  is,  that  the  statement  as  there  made  is  cor- 
rect, and  that  the  surrender  was  made  according  to  law  and  the 
rules  of  the  Patent  Office. 

V.  Coming  to  the  merits  of  the  case,  it  becomes  necessary  to 
ascertain  the  character  of  the  invention,  and  the  true  construction 
of  the  patent.  Present  suit  is  founded  upon  the  second  reissued 
patent.  Claim  of  the  patent  is:  "The  plate  of  hard  rubber  or 
vulcanite,  or  its  equivalent,  for  holding  artificial  teeth,  or  teeth 
and  gums,  substantially  as  described."  The  invention  is  desig- 
nated in  the  patent  as  a  new  and  useful  improvement  in  artificial 
gums  and  palates;  but  it  is  described  in  the  beginning  of  the 
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specification  as  a  new  and  useful  improvement  in  plates  for  arti- 
ficial teeth,  which,  perhaps,  is  the  better  general  description. 
Adopting  the  usual  order,  the  inventor,  in  the  first  place,  points 
out  the  objections  to,  and  inconveniences  in  the  old  mode  of 
attaching  artificial  teeth  to  a  metallic  plate,  and  of  fitting  the 
same  to  the  roof  of  the  mouth.  They  are,  as  stated,  that  the 
metal  was  expensive,  and  that  the  plate,  being  hard  and  unyield- 
ing, was  apt  to  injure  the  mouth,  and  that  its  tendency  was  to 
impede  mastication  and  obstruct  articulation.  He  then  proceeds 
to  say  that  his  invention  consists  in  forming  the  plate,  to  which 
the  teeth,  or  teeth  and  gums,  are  attached,  of  hard  rubber  or  vul- 
canite, so  called ;  and  describes  the  hard  rubber  or  vulcanite  as 
an  elastic  material,  possessing  and  retaining,  when  used  in  that 
way,  sufficient  rigidity  for  the  purpose  of  mastication,  and  being 
pliable  enough  at  the  same  time  to  yield  a  little  to  the  motions  of 
the  mouth.  Description  is  then  given  of  the  manner  of  making 
the  hard  rubber  plates,  from  which  it  appears  that  impressions 
are  taken  of  the  mouth,  or  that  part  of  it  the  plate  is  to  fit,  of 
wax  or  plaster,  in  the  same  manner  as  is  usually  practiced  in  the 
construction  of  gold  plates  for  artificial  teeth.  Superadded  to 
that  is  also  a  description  of  the  means  employed  in  setting  and 
securing  the  teeth,  as  also  of  the  kinds  of  teeth  which  may  be 
employed.  They  are  set  in  place  and  adjusted  to  the  proper 
distance  and  fullness  in  the  same  manner  as  practiced  in  setting 
teeth  in  gold  plates.  But  they  are  provided  with  pins  projecting 
in  such  a  manner  that  the  rubber  will  close  around  them  and  hold 
them  secure  in  position.  When  completed,  the  plaster  mold, 
with  the  teeth  set  as  described,  is  carefully  filled  with  soft  rubber, 
and  the  same  is  made  secure  in  its  position  by  placing  another 
plaster  mold  over  it,  and  while  in  that  condition  it  is  heated  or 
baked  in  an  oven  or  in  some  other  suitable  way.  The  statement 
of  the  patentee  is,  that  the  soft  rubber  or  gum  is  to  be  com- 
pounded with  sulphur,  etc.,  in  the  manner  prescribed  in  the  hard 
rubber  patent,  and  is  to  be  subjected  to  sufficient  heat  to  vul- 
canize or  harden  it,  as  directed  in  that  patent.  Unless  the  soft 
rubber  is  colored  when  purchased  from  the  owner  of  the  hard 
rubber  patent,  it  is  also  to  be  colored  in  imitation  of  the  natural 
gums   by  mixing  it  with  vermilion  or  other  suitable  coloring 
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matter  while  in  the  soft  state.  After  the  plate  has  been  heated 
or  baked  sufficiently  to  convert  it  into  hard  rubber,  the  mold  is 
removed  and  the  plate  is  then  polished  for  use.  The  claim  of 
the  patent  conforms  to  the  description  of  the  invention  as  given 
in  the  specification ;  and  it  is  not  perceived  that  any  form  of 
words  can  render  it  more  definite. 

VI.  Several  defenses  are  set  up  by  the  respondent* upon  the 
merits  >  but  the  one  most  pressed  at  the  argument  was,  that  the 
assignor  of  the  complainants  is  not  the  original  and  first  inventor 
of  the  improvement  described  in  the  patent.  The  assignees  hold 
the  patent,  and  they  have  introduced  it  in  evidence;  and  having 
done  so,  the  presumption  on  that  issue  is  in  favor  of  the  com- 
plainants. Letters  patent  are  granted  by  public  authority,  and 
when  issued,  and  regular  in  form,  the  presumption  is  that  the 
power  was  rightly  exercised ;  and  he  who  alleges  the  contrary 
must  prove  it.  Considering  the  mass  of  testimony  and  documen- 
tary proofs  upon  this  issue,  it  is  deemed  inexpedient  to  do  much 
more  than  to  state  our  conclusions.  Neither  party  wouU  be 
benefited  by  an  attempt  to  remark  upon  all  the  proofs  in  the  case, 
and  it  would  necessarily  extend  the  opinion  to  an  unreasonable 
length.  Suffice  it  to  say,  we  have  carefully  examined  the  evi- 
dence, and,  in  view  of  all  the  facts  and  circumstances,  are  fully 
satisfied  that  the  original  patentee,  in  the  contemplation  of  the 
patent  law,  was  the  original  and  first  inventor  of  the  improvement 
described  in  that  patent.  Respondent  contends  that  the  improve- 
ment was  made  by  F.  A.  Bevin,  or  that  the  latter  was  at  least  a 
joint  inventor  with  the  original  patentee.  But  it  is  not  possible 
to  sustain  the  first  branch  of  the  proposition,  because  the  evidence 
introduced  for  that  purpose  is  not  sufficient  to  change  the  burden 
of  proof,  as  it  fails  to  show  that  the  person  named  ever  did  any- 
thing more  than  try  a  single  imperfect  experiment  before  he  was 
employed  by  the  original  patentee.  On  the  other  hand,  it  clearly 
appears  that  the  original  patentee  had  filed  his  caveat  in  the  Patent 
Office  before  he  had  even  made  the  acquaintance  of  the  person 
supposed  by  the  respondent  to  be  the  inventor  of  the  improve- 
ment. Such  a  theory  finds  no  satisfactory  support  in  the  proofs, 
and  it  is  dismissed  without  further  remark.  Undoubtedly  Bevin 
went  into  the  employment  of  the  original  patentee  in  the  fall  of 
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1853,  or. early  '"   ^854;  but  he  went  abroad  in  the  spring  of 

1854,  and  did  not  return  till  the  fall  of  that  year.  When  he 
returned,  he  commenced,  under  directions  of  the  original  patentee, 
the  manufacture  of  hard  rubber  plates.  They  entered  into  a 
written  contract  on  April  2,  1855;  and  the  terms  of  that  instru- 
ment show  that  both  parties  regarded  the  invention  as  belonging 
to  the  original  patentee.  By  the  terms  of  the  instrument  it 
appears  that  the  original  patentee  had  filed  a  caveat,  preparatory 
to  taking  letters  patent,  and  that  the  other  party  had  already  ren- 
dered services  in  perfecting  the  invention.  Substance  of  the 
agreement  was,  that  Cummings  should  furnish  all  the  pecuniary 
means,  have  the  results,  and  that  Bevin  should  make  the  experi- 
ments and  be  entitled  to  one-third  of  the  interest.  But  the 
whole  instrument  treats  Cummings  as  the  inventor  and  Bevin  as 
the  employee.  The  same  conclusion  is  drawn  from  the  corres- 
pondence in  the  case,  which  is  quite  too  voluminous  to  be  repro- 
duced. All  the  conduct  of  Bevin  speaks  the  same  language, 
and  that  remark  is  especially  true  of  his  conduct  when  Cummings 
was  about  to  apply  for  a  patent.  His  certificates  given  at  that 
time  are  quite  decisive,  not  only  that  he  did  not  regard  himself 
as  a  prior  inventor  to  the  original  patentee,  but  that  he  did  not 
even  claim  or  pretend  to  be  a  joint  inventor  as  is  supposed  by  the 
respondent.  He  never  made  any  such  claim  in  his  lifetime,  and 
no  such  claim  has  been  made  by  his  legal  representatives  since 
bis  decease.  Our  conclusion  is  that  the  defense  on  this  point  is 
not  made  out.  ^ 

Vn.'^he  next  objection  to  be  noticed  is,  that  the  inventor 
abandoned  his  invention  because  his  application  for  a  patent, 
which  was  made  April  12,  1855,  was  rejected  February  6,  1856, 
and  because  he  did  not  appeal  at  all  or  make  any  new  application 
until  March  25, 1864.  Strong  doubts  are  entertained  whether  any 
new  application  was  necessary;  but  if  it  was,  it  is  believed  to  be 
well  settled  that  the  second  application  must  be  regarded  as  hav- 
ing been  filed  in  aid  of  the  first,  on  which  the  rejection  took  ' 
place.     Godfrey  V,  Eames^  i  Wall.  317.^ 

Actual  abandonment  is  not  satisfactorily  proved  ;  and  it  is  not 
possible  to  hold  that  any  use  of  the  invention  without  the  consent 
of  the  inventor,  while  his  application  for  a  patent  was  pending  in 
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the  Patent  Office,  can  defeat  the  operation  of  the  letters  patent  "^ 
after  they  are  duly  granted.  Such  delays  are  sufficiently  onerous 
to  a  meritorious  inventor  if  his  patent  is  allowed  to  have  full 
operation  after  it  is  granted,  but  it  would  be  very  great  injustice 
to  hold  that  any  delay  which  the  inventor  could  not  prevent, 
should,  under  any  circumstances,  affect  the  validity  of  his  patent. 

VIII.  Another  objection  is,  that  the  second  reissued  pate^nt  is' 
not  for  the  same  invention  as  that  described  in  the  original  speci- 
fication. Comparing  the  two  instruments,  it  is  not  perceived 
that  there  is  any  substantial  difference  between  them  in  respect 
to  anything  embraced  in  the  invention.  The  directions  are 
more  specific  in  the  reissued  patent,  but  there  does  not  appear  to 
be  any  such  change  in  the  description  of  the  invention  as  will 
support  the  objection  taken  by  the  respondent. 

IX.  Passing  over  certain  minor  objections,  it  only  remains  to 
ascertain  whether  the  charge  of  infringement  is  maintained. 
Charge  of  the  bill  of  complaint  is,  that  the  respondent  has  man- 
ufactured, used,  and  sold,  and  still  continues  to  manufacture,  use, 
and  sell,  many  artificial  gums  and  palates  embracing  the  improve- 
ment and  invention  described  in  the  letters  patent  of  the  com- 
plainants. Reference  in  the  supplemental  answer  is  to  the  original 
answer,  and  it  is  the  conclusion  of  the  Court  that  the  latter,  in 
legal  contemplation,  admits  the  charge  of  infringement. 

Complainants  are  entitled  to  a  decree  for  an  account  and  for 
an  injunction. 


Charles  T.  Woodman 

vs. 
James  C.  Stimpson. 

Patents  are  to  be  construed,  if  possible,  so  that  the  inventor  shall  have  the  benefit  of 

what  he  has  actually  invented. 
To  ascertain  what  the  patentee  has  invented,  we  look  in  the  first  place  at  the  claim. 
A  new  combination  or  arrangement  is  patentable,  although  each  part,  taken  by  itself, 

is  old. 
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The  inventor  of  a  machine  has  made  it  fur  all  the  uses  to  which  it  is  applicable,  and  no  -* 
one  can  obtain  a  second  patent  for  the  machine  by  applying  it  to  a  new  use. 

The  second  patent,  if  good,  mu#t  be  for  the  improvement  in  the  art  in  which  the  new 
application  is  made. 

The  true  test  of  invention  is  not  whether  an  ordinary  mechanic  can  make  the  combi- 
nation, if  it  is  suggested,  but  whether  he  would  make  the  combination  without 
suggestion,  by  means  of  his  ordinary  knowledge. 

The  date  of  invention  is  the  time  when  the  patentee  conceives  the  idea  of  doing  the 
thing  in  substantially  the  way  in  which  he  patents  it. 

Prior  machines  relied  upon  to  defeat  a  subsequent  patent  must  have  been  working  ma- 
chines, which  have  either  done  work  or  been  capable  of  doing  it.  They  must  not 
be  mere  experiments,  afterward  abandoned. 

If  a  previous  patent  so  far  describes  a  machine  covered  by  a  subsequent  patent  that  any 
mechanic  of  ordinary  skill  could,  from  the  description  in  the  first  patent,  construct 
or  supply  all  the  essential  parts  of  the  mechanism  described  in  the  second  patent, 
the  latter  is  void. 

The  value  of  an  event,  by  which  as  aid  to  recollection,  a  witness  attempts  to  fix  the  date 
of  the  use  of  a  prior  machine,  depends,  first,  on  the  importance  of  the  event  itself, 
and  next,  on  the  closeness  of  its  connection  or  association  with  the  fact  which  is 
sought  to  be  proved. 

The  patent  of  Woodman,  dated  March  29,  1864,  for  <<  improved  machine  for  orna- 
menting leather,*^  is  not  for  <<  a  pebbling  roller,  however  it  may  be  used,**  but  for  a 
combination  of  the  short  revolving  roller  with  a  figureengravedorsunkonits  periph- 
ery, a  radial  arm  to  give  pressure,  and  springs  to  equalize  the  pressure,  moving  over 
the  table  in  such  a  manner  that  the  rollers  shall  be  properly  pressed  upon  the  leather 
and  move  over  it  in  substantially  the  same  line  at  each  operation  of  the  machine. 

In  considering  whether  one  element  of  a  combination  is  substantially  the  same  as  an 
element  of  another  combination,  the  fact  that  one  works  better  than  the  other, 
coupled  with  the  fact  that  the  change  is  not  within  the  ordinary  knowledge  and 
slcill  of  all  mechanics,  is  highly  important  and  often  decisive. 

(Before  Lowell,  J.,  District  of  Massachusetts,  June,  1866  ) 

This  was  an  action  on  the  case,  trred  by  Judge  Lowell  and  a 
jury,  which  was  brought  to  recover  damages  for  the  infringement 
of  letters  patent  for  an  ^^  improved  machine  for  ornamenting 
leather,"  granted  to  Charles  T.  Woodman,  March  29,  1864. 
The  invention  consisted  in  producing  a  pebbled  or  boarded  grain 
or  finish  upon  leather,  by  subjecting  it  to  the  pressure  of  a  short 
revolving  cylinder  or  roller  of  steel  or  other  metal,  having  the 
required  design  or  figure  engraved  upon  its  periphery,  and  rolling 
over  a  table  supported  by  springs  on  its  under  side,  and  so 
arranged  as  to  be  raised  or  lowered  when  desirable. 
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The  claims  of  the  patent  were  as  follows  : 

I.  Boarding  or  pebbling  skins  or  leather  by  means  of  a  single  short  cylinder  rolling 
over  a  table,  with  the  requisite  pressure,  substantially  as  desctibed.* 

II.  Raising  and  lowering  the  table  A  by  means  of  the  toggles  Q,  arm  S,  spring  U, 
arm  T,  and  cam  P,  or  their  equivalents,  substantially  as  set  forth  and  for  the  purpose 
described. 

T.  L.  Wakefield^  for  plaintiff. 

S,  B.  Ives^  G,  L.  Roberts  J  and  Causten  Browne^  for  defendant. 

Lowell,  J.,  charged  the  jury  as  follows  : 

I  congratulate  you  that  we  have  got  so  near  the  end  of  our 
labors  in  this  case.  The  questions  of  law  which  apply  to  it  have 
not  been  fully  argued  in  your  hearing,  because  it  has  happened  to 
be  more  convenient  for  counsel  to  take  them  up  at  a  time  when 
you  were  not  present,  and  when  it  was  more  for  your  convenience 
not  to  be  present.  I  shall  endeavor  to  explain  my  views  in  such 
a  way  that,  whether  right  or  wrong,  they  can  not  be  misunder- 
stood ;  because  if  they  are  wrong,  either  party  can  have  recourse 
to  the  Supreme  Court  of  the  United  States,  by  which  any  such 
points  of  law  may  be  definitely  and  forever  settled,  so  far  as  this 
case  is  concerned. 

What  the  plaintiff  says  is  his  invention,  he  is  bound  to  describe 
and  set  out  in  what  has  been  very  properly  called  his  "  title 
deed."  The  law  requires  that  the  Patent  Office  shall,  before  a 
patent  is  issued,  have  a  description  from  the  inventor  of  his 
machine — taking  the  case  of  a  machine,  which  is  this  case — a 
substantial,  full,  and  accurate  description  of  the  machine,  so  that 
anybody  acquainted  with  the  art  to  which  it  refers  should  be  able 
to  make  one  by  the  description,  accompanied  with  drawings  and 
with  a  model,  and,  of  course,  we  are  to  look  to  that  description 
and  to  what  is  technically  called  ^^the  claim,''  what  he  says  he 
claims  as  new,  to  see  what  his  invention  is.  If  he  had  made  a 
mistake  in  his  claim  by  having  imperfectly  described  his  machine, 
that  can  be  corrected  by  another  process  ;  that  question  does  not, 
however,  arise  in  this  case. 

Now,  there  is  no  dispute  in  this  case  that  the  machine  is  de- 
scribed with  sufficient  accuracy  and  fullness  to  enable  anybody  to 
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make  it ;  but  there  is  considerable  difference  of  opinion,  as  to  the 
extent  of  the  claim  which  the  inventor  makes.  The  general 
rule  on  the  subject  is,  that  patents  are  to  be  so  construed,  if  pos- 
sible, that  the  inventor  shall  have  the  benefit  of  what  he  has 
actually  invented,  if  he  has  invented  anything  ;  and  that  is  a  rule 
which  is  beneficially  applied  to  the  advantage,  undoubtedly,  of 
patentees.  Taking  this  whole  description  together,  and  the  claim, 
I  am  reasonably  satisfied  and  shall  instruct  you,  though  I  think 
the  specification  is  a  little  ambiguous,  in  some  parts,  that  the 
plaintiff  does  not  mean  to  say,  ^^  I  claim  a  pebbling  roller,  how- 
ever it  may  be  used,  whether  by  hand  or  by  any  combination  of 
mechanism."  If  that  were  the  claim,^  undoubtedly  it  would  be 
defeated  by  showing  that  such  a  roller  had  been  used  in  any  way. 
I  do  not  think  that  is  the  fair  result  of  the  whole  patent,  although 
there  are  some  parts  of  it  which  look  as  though  he  thought  he 
was  the  first  inventor  in  that  broader  sense.  I  dare  say  he  did 
think  so ;  perhaps  he  was  corrected  by  information  from  the 
Patent  Office  which  was  referred  to  here,  though  not  directly  by 
evidence.  Taking  it  altogether,  I  think  he  does  not  claim  that ; 
and  although  on  reading  the  patent  you  may  think  he  does,  still 
it  is  my  duty  to  assume  the  responsibility  of  stating  what  his  claim 
is,  subject  to  correction  hereafter. 

What,  then,  does  he  claim  ?  To  find  out  that,  we  look  in  the 
first  place  at  the  claim.  He  says :  ^^  I  do  claim,  first,  boarding 
or  pebbling  skins  or  leather  by  means  of  a  single  short  cylinder 
rolling  over  a  table,  with  the  requisite  pressure,  substantially  as 
described."  The  phrase  "  substantially  as  described,"  is  an  im- 
portant one  ;  and  so  also  I  think  the  words  ^^  with  the  requisite 
pressure,"  are  very  important.  I  think  that  "  substantially  as 
described,"  and ''  the  requisite  pressure,"  entitle  him  to  say:  "  I 
claim  the  combination  of  parts  which  I  have  shown,  or  the  sub- 
stantial combination  of  parts  that  I  have  shown,  and  the  requisite 
pressure  that  I  have  shown."  That  is,  including  the  springs. 
"  The  requisite  pressure."  Not  merely  pressure  enough  to  make 
the  figure,  but  the  "  requisite  pressure  "  to  make  it  properly. 
And  it  is  on  that  ground  that  I  overrule  the  prayer  of  the  de- 
fendant, and  instruct  you  that  it  is  not  simply  a  claim  for  any 
mode  of  pebbling  leather  by  means  of  a  cylinder,  but  it  roust  be 
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by  the  described  means,  or  substantially  those  means.  It  is  what 
is  called,  technically,  a  combination  or  arrangement  of  parts,  and 
if  the  arrangement  is  new,  there  may  be  a  patent  for  that,  although 
each  parr,  taken  by  itself,  is  old.  I  shall  come  more  particularly 
to  the  points  of  law  which  bear  upon  that  hereafter.  What  he 
claims,  then,  is  a  combination  of  those  parts.  They  are,  the 
short  revolving  roller,  with  a  figure  engraved  or  sunk  on  its 
surface  (or  its  periphery,  as  he  says),  a  radial  arm  to  give  the 
pressure,  and  springs  to  equalize  the  pressure  (perhaps  giving 
some  part  of  it  ^  I  do  not  know  how  that  may  be  expressed),  mov- 
ing over  the  table  in  such  a  manner  that  the  rollers  shall  be 
properly  pressed  upon  the  leather  placed  upon  the  table,  and  shall 
move  over  it  in  substantially  the  same  line  at  each  operation  of 
the  machine.  Then  he  describes  certain  means  for  giving  mo- 
tion. He  describes  a  bed  which  is  so  contrived  that  it  fits  pre- 
cisely to  the  curve  described  by  the  arm.  I  think  he  must  have 
something  which  is  substantially  of  that  character.  That  is  my 
impression. 

Now  I  do  not  mean  to  confine  myself  to  any  particular  cases. 
His  mode  of  getting  his  roller  off  the  table  is  different  from  the 
Green  machine.  There  is  no  question  made  about  that.  What 
he  says,  in  effect,  as  I  understand  it,  applying  the  facts  in  this 
case  is :  ^^  Granted  that  this  Green  machine  existed,  and  granted 
that  this  pebbling  roller,  used  by  hand,  existed,  I  have  put  the 
two  together.  The  Green  machine,"  he  says,  *'  is  different  from 
mine,  because  that  machine  is  described  in  the  patent,  and  was 
originally  built  to  perform  the  operation  of  smoothing  leather  by 
a  rubbing  tool ;  mine  is  for  the  purpose  of  pebbling  leather  by  an 
engraved  tool  which  rotates."  There  is  a  difference,  and  no 
doubt,  a  very  substantial  difference,  though  that  is  a  question  for 
you.  There  is  no  question  made  that  if  it  were  entirely  new,  if 
nobody  had  heard  of  that  roller  before,  that  would  be  a  sub- 
stantial difference.  He  says :  *'  My  machine  differs  from  the 
hand  roller  in  several  important  particulars.  This  is  merely  a 
roller  with  a  handle.  Mine  is  the  means  which  I  have  described, 
the  radial  arm,  the  springs,  and  the  adapted  bed  ;  whereas,  in  the 
case  of  this  hand  machine,  all  those  adaptations,  both  of  pressure 
and  equalizing  the  pressure,  must  be  done   by  hand,  by  the  will 
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of  the  operator,  and  by  his  own  strength  ;  a  much  less  complete 
machine  than  mine,  and  not  having  the  elements  of  mine." 

Now,  to  entitle  a  person  to  a  patent  he  must  be  the  original 
and  first  inventor  of  the  arrangement,  whatever  it  is,  of  the 
invention  which  he  claims.  If  that  invention  is  an  arrangement 
of  machinery  by  which  he  makes  up  a  certain  whole,  he  must  be 
at  least  the  inventor  of  the  combination.  He  may  have  invented 
the  parts  or  not,  but  if  his  claim  is  for  a  combination,  he  must  at 
least  have  invented  the  combination.  He  must  have  been  the 
first  person  to  put  those  things  together  to  effect  the  same  result 
in  substantially  the  same  way.  If  it  does  not  produce  the  same 
result  in  substantially  the  same  way,  that  is  evidence  that  it  is  not 
the  same  thing.  He  must  be  the  first  person  who  has  put  those 
things  together  to  effect  that  result  in  substantially  that  way.  It 
is  not  enough  that  he  thinks  he  is  original  in  his  invention ;  it  is 
not  enough  that  he  was  not  aware  that  anybody  had  invented  it 
before,  because  the  patent  law  is  giving  him  an  exclusive  right  i 
and  to  undertake  to  give  him  an  exclusive  right  for  what  some- 
body else  has  really  invented  before,  and  perhaps  gone  to  the 
Patent  Office  and  patented,  would  be  unjusl.  If  it  has  been, 
given  to  the  public,  it  would  be  unjust  i  if  it  has  been  patented, 
it  would  be  contradictory  and  absurd. 

He  must  be  the  original  and  first  inventor,  and  if  the  defendant 
in  a  case  of  this  kind  shows  to  your  satisfaction  that  the  patentee 
is  not  the  first  inventor  of  what  he  claims  as. his  invention,  then 
it  is  not  his  invention,  and  he  is  not  entitled  to  a  patent,  and  his 
patent  will  be  void.  The  difficulty  is  in  drawing  the  line  and 
showing  what  is  invention  and  what  is  mere  construction,  and  it 
is  on  that  point  that  I  have  been  asked  by  the  counsel,  in  various 
forms,  to  give  instructions. 

Now,  ^here  are  some  things  that  everybody  knows.  The 
common  uses  of  common  materials  are  supposed  to  be  known. 
If  a  man  merely  makes  a  machine  out  of  iron  that  has  been  made 
out  of  wood,  and  the  jury  find  that  that  is  the  same  machine, 
producing  the  same  result  in  the  same  way,  that  is  no  invention, 
because  everybody  knows  that  any  constructor  can  make  a  ma-i 
chine  of  iron  instead  of  wood.  It  is  not  a  question  ordinarily 
left  to  the  jury,  because  it  is  so  clear,  although,  strictly  speaking. 
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it  is  a  question  of  fact/  And  there  may  even  be  a  discovery 
which  is  not  an  invention.  For  instance:  after  Green's  machine 
has  been  invented  for  rubbing  leather,  a  man  may  discover  that 
that  machine  is  equally  good  to  rub  pasteboard  or  something 
else;  still  he  can  not  have  a  patent  for  it,  that  is  to  say,  for  the 
machine,  though  he  might  perhaps  for  an  improvement  in  the  art 
of  manufacturing  pasteboard.  The  man  who  has  made  the  first 
invention  has  made  it  for  all  the  uses  to  which  it  is  applicable.  ^ 
In  this  connection  I  have  been  asked  to  rule  in  this  case,  and 
do  hereby  rule  in  favor  of  the  defendant.  That  if  you  find  a 
machine  existed  exactly  or  substantially  like  this  machine  of  the 
plaintiff's,  except  that  it  was  moved  by  hand  power  instead  of 
water  power  or  steam,  and  you  find  that  to  make  the  change  is 
within  the  ordinary  knowledge  and  skill  of  any  constructor,  then 
merely  applying  horse  power,  or  water  power,  or  steam  power, 
would  not  be  an  invention,  because  that  has  come  to  be,  in  the 
progress  of  the  arts,  one  of  those  matters  of  common  knowledge 
that  everybody  is  presumed  to  know,  unless  you  find  that  there 
was  some  unusual  contrivance  applied  to  the  apparatus.  That 
may  be  explained  in  some  other  way.  The  mere  means  of  giving 
motion  to  a  machine  would  not  ordinarily  be  a  part  of  the  essence 
of  the  machine.  That  is  stating  the  same  thing  in  a  different 
way.  But  on  the  other  hand,  if  the  plaintiff  has  combined  old 
parts  in  a  new  way,  so  that  he  gets  a  machine  which  operates 
differently  and  produces  a  different  result  in  kind,  thpn  the  law 
presumes  that  he  has  something  that  is  patentable.  The  mere 
question  whether  any  mechanic  of  ordinary  skill  could  make  the 
combination,  if  it  is  suggested,  will  not  do  as  a  general  test  of  the 
novelty  of  a  machine.  If  the  machines  are  similar — if  they 
produce  similar  results,  afid  the  question  is  whether  it  is  a  new 
combination,  whether  it  is  a  new  arrangement  of  machinery, 
then  it  is  very  important  to  know  whether  any  constructor  ac- 
quainted with  one  machine  could,  by  his  common  knowledge  and 
skill,  make  the  other,  and  work  out  that  result  in  a  somewhat 
more  perfect  manner.  It  is  an  important  test  in  that  sense ;  not 
a  test  whether  an  ordinary  mechanic  can  make  the  combination 
if  it  is  suggested,  but  whether  he  can  make  the  combination 
without  such  suggestion;  whether  he  can  make  the  change  by 
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means  of  his  ordinary  knowledge,  as  a  means  of  determining  the 
question  whether  there  is  any  new  machine  at  all.  That  is  to 
say,  it  is  the  ordinary  knowledge  and  skill  of  the  mechanic  that 
are  in  question,  not  merely  the  ordinary  skill  of  the  mechanic.  ' 

Suppose,  for  instance,  the  man  who  invented  gunpowder  gets 
a  patent  for  it.  If  it  was  nitroglycerine,  perhaps  it  might  not 
be  useful,  and  so  would  not  be  the  subject  of  a  patent ;  but  sup- 
pose it  was  gunpowder.  There  is  no  question  but  that  gunpow- 
der is  useful,  and  it  is  an  invention.  Suppose  he  had  said:  ^^I 
combine  saltpetre,  sulphur,  and  charcoal,  in  a  certain  way,  and 
produce  a  somewhat  startling  result."  It  would  be  no  answer  to 
the  novelty  of  that  invention  to  say  that  any  chemist  could  do  it 
after  he  had  been  shown  how.  The  question  is:  Did  every 
chemist  have  the  knowledge  as  well  as  skill?  Because,  if  not, 
there  is  invention,  and  it  it  is  a  proper  subject  for  a  patent. 

Another  point  which  I  have  not  before  seen  in  the  precise  way 
in  which  I  am  about  to  put  it,  is  the  principle  of  law  which  is  to 
govern  you  in  determining  the  time  when  this  invention  was 
made.  For  the  purposes  of  this  case,  I  shall  rule  that  the  prin- 
ciple of  law  is,  that  he  is  the  original  and  first  inventor  of  a  ma- 
chine, or  combination,  or  whatever  it  is,  if  it  was  not  known  or 
used  by  others  before  his  discovery  or  invention ;  the  man  who 
has  made  an  invention  that  was  not  known  before  he  made  it. 
That  does  not  mean  that  he  got  his  machine  into  the  complete 
state  in  which  you  find  it  in  the  patent.  Neither  does  it  mean 
the  first  moment  at  which  he  conceived  the  idea  that  it  would  be 
a  good  thing  to  do  that.  It  means  not  only  when  he  conceived 
that  such  a  thing  would  be  a  desirable  thing  to  do,  but  when  he 
had  conceived  the  idea  of  how  to  do  it  substantially  as  hs  has 
done  it.  I  shall  not  have  occasion  to  refer  to  that  again,  per- 
haps.   That  is  my  view  of  the  law. 

Now,  the  defendant  says  that  there  were  machines  which  were  \ 
substantially  like  the  plaintiff's  invention  before  the  date  of  his 
discovery.  On  that  point  there  is  this  to  be  observed  in  the  out- 
set. They  must  have  been  working  machines,  not  mere  experi- 
ments. They  must  have  done  work,  or  been  capable  of  doing 
work,  and  not  been  mere  experiments,  afterward  abandoned. 
Whether  they  were  in  fact  operated  for  a  greater  or  less  time,  is 
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of  no  importance  except  so  far  as  that  may  tend  to  make  you 
believe  that  they  were  or  were  not  mere  experiments ;  in  that 
view,  the  fact  is  of  some  consequence.  But  if  you  are  satisfied 
that  they  were  machines  capable  of  doing  work,  substantially  by 
the  same  arrangement  as  the  plaintiff's,  actual  working  machines, 
then  the  fact  that  they  were  operated  but  a  short  time,  and  then 
abandoned  for  other  reasons  than  because  they  had  failed  as 
machines,  is  of  no  consequence.  / 

The  first  in  order  of  time  is  the  English  machine,  described  in 
a  specification  which,  for  the  purposes  of  this  case,  it  is  admitted 
was  published,  the  machine  appearing  to  have  been  made  in  1838, 
and  the  specification  published  in  1856,  both  dates  anterior  to  the 
plaintiff's  invention — admitted,  so  far  as  date  is  concerned,  to  be 
anterior. 

Now,  the  question  is :  Did  that  machine  contain  substantially 
the  combination  and  arrangement  of  parts  which  the  plaintiff 
claims,  and  would  it  do  the  same  work  ?  That  is,  would  it 
accomplish  the  same  result  in  substantially  the  same  way  ?  You 
have  heard  both  parties,  and  I  do  not  intend  to  go  over  the  argu* 
ments  or  the  evidence.  The  defendant  has  pointed  out  wherein 
he  thinks  they  agree  substantially ;  the  plaintiff  has  pointed  out 
the  differences.  If  you  find  that  there  arft  no  differences  that  are 
material  in  the  operation  of  the  machine,  as  a  machine  fur  peb- 
bling leather,  then  it  supersedes  the  plaintiff's  invention.  If  you 
find  that  it  does  differ  essentially,  that  the  parts  are  different,  the 
combination  different,  and  that  it  would  not  operate  in  the  same 
way  to  produce  the  same  result  substantially,  then  they  are 
different. 

The  plaintiff  says  there  are  no  springs  for  the  purpose  of  equal- 
izing the  pressure.  I  have  not  examined  the  patent  since  he 
made  that  suggestion,  and  it  is  for  you  to  say  what  the  machine 
is.  If  there  was  anything  in  the  language  that  was  ambiguous, 
of  course  it  would  be  for  me  to  construe  it ;  but  you  are  to  say 
what  the  machine  is.  If  it  does  not  contain  any  springs  to  equal- 
ize the  pressure,  or  if  it  does  contain  something  called  a  spring, 
if  it  is  a  spring  substantially  different,  and  that  would  not  operate 
to  produce  the  same  result  in  substantially  the  same  way,  then 
the  plaintifPs  combination  is  wanting. 
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Mr.  Browne. — I  understand  your  Honor  to  leave  that  to 
the  jury,  to  find  on  the  description. 

The  Court. — Yes,  taking  the  machine  as  described  and 
drawn.  So  of  the  other  parts.  If  it  has  not  a  bed  which  is 
substantially  like  that  of  the  plaintiff,  for  the  purposes  of  this 
arrangement  and  accomplishing  this  result,  if  it  is  not  substan- 
tially an  arm  like  that,  it  would  be  a  different  machine,  a  differ- 
ent combination. 

But  there  is  another  point,  a  little  closer,  upon  which  the 
parties  have  asked  more  special  instructions.  That  machine  in 
the  drawings,  as  explained  by  the  experts,  it  is  said  (and  that  is 
a  matter  of  fact),  does  not  show  any  revolving  roller.  There  is 
a  passage  toward  the  end  of  the  patent  in  which  it  is  suggested 
or  said  that  a  roller  may  be  used  in  a  certain  way  for  ^^  dicing  or 
printing."  Now,  the  plaintiff  has  pointed  out,  very  forcibly,  that 
that  contradicts  flatly  the  description  of  the  machine  given  in 
the  other  parts  of  the  specification.  There  is  no  doubt  about 
that.  It  docs,  because  when  he  describes  it  in  other  parts,  at 
any  rate  in  those  passages  which  were  cited,  he  describes  the 
tool  used  distinctly  as  a  rubbing  tool.  I  mean  the  tool  he  was 
then  speaking  of.  I  do  not  think  it  necessarily  follows  that  he 
may  not  afterward  havfe  got  the  idea:  "Well,  after  all,  this  may 
be  used  with  a  revolving  tool."  His  language  is  ambiguous ;  it 
is  doubtful ;  but,  on  the  whole,  I  have  thought  and  am  still  of 
the  opinion  that  he  meant  to  say  in  that  passage,  that  a  revolving 
tool  may  be  used.  I  think  that  is  the  fair  import  of  his  lan- 
guage, even  when  it  is  considered  that  it  is  directly  contradic- 
tory to  the  other  parts  of  the  patent. 

Now,  the  defendant  asks  me  to  instruct  you  that  if  you  find 
that  the  Hebert  machine,  as  shown  in  the  drawings  and  described 
in  the  descriptive  parts  of  the  specification,  contains  the  plaintiff's 
combination  of  mechanism  substantially,  with  the  single  excep- 
tion that  in  that  combination  a  tool,  which  is  firmlv  held  and 
rubs,  is  used,  or  is  described,  and  that  the  Hebert  specification 
suggests  the  substitution  for  such  tool,  if  desired,  of  a  tool  which 
shall  have  an  ornamental  figure  engraved  upon  it,  and  shall  be 
revolved  upon  its  own  axis,  so  as  to  indent  the  leather,  and  if  you 
find  that  such  is  substantially  the  tool  used,  and  that  that  is  the 
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operation  described  by  the  plaintiff;  and  if  you  further  find  that 
the  substitution  required  no  change  except  such  as  is  within  the 
ordinary  skill  and  knowledge  of  mechanics,  involving  no  inven- 
tion of  the  means  of  applying  said  revolving  tool,  then  the  Hebert 
patent  anticipates  the  plaintiff's;  the  defendant  of  course  assum- 
ing that  all  the  other  parts  are  substantially  similar.  I  instruct 
you,  that  if  the  suggestion  which  he  there  makes  is  of  itself  such 
a  description  of  the  machine,  that  any  mechanic  of  ordinary  skill 
and  knowledge  could  at  that  moment  have  made  the  substitution, 
there  being  such  a  tool  in  existence,  and  well  known  ;  that  is  to 
say,  if  it  would  be  within  the  ordinary  knowledge  and  skill,  just 
as  I  ruled  before,  of  a  mechanic,  who  would  know  what  tool  was 
meant,  and  could  make  it  by  his  ordinary  skill,  then  it  would 
anticipate  the  plaintiff's  patent,  but  not  otherwise. 

Now,  whether  there  was  such  a  tool  well  known  at  that  time, 
it  is  for  you  to  say.  The  case  has  been  fully  argued  upon  this 
point  as  to  the  likeness  or  difference  between  these  two  machines, 
whether  the  Hebert  machine  has  substantially  the  same  combi- 
nation as  the  plaintiff's,  and  whether,  after  all,  it  could  do  the 
work,  and  that  is  of  great  importance.  I  do  not  mean  to  express 
any  opinion  upon  that  point  of  fact,  or  any  point  of  fact ;  if  I 
do,  you  are  to  take  it  for  nothing.  But,  would  it  do  the  work? 
Undoubtedly,  that  is  a  point  for  the  defendant  to  prove.  He  is 
to  prove  a  machine  existing  before  the  date  of  the  patent,  which 
would  do  the  work.  If  your  minds  are  balanced  exactly  on 
that  question,  you  will  have  to  find  for  the  plaintiff  on  that  point. 

The  other  machine  which  has  been  principally  relied  upon  by 
the  defendant,  if  it  may  not  be  called  two  machines,  is  that  which 
has  been  known  in  this  case  as  the  Garner,  or  Garner-Davis 
machine ;  first  the  Garner,  and  second,  the  Garner-Davis. 

As  I  understand  the  arguments,  the  differences  which  the 
plaintiff  finds  between  his  machine  and  that  of  Garner,  supposing 
you  find,  as  matter  of  fact,  that  the  Garner  machine  existed  with 
the  pebbling  roller,  for  the  purpose  of  ornamenting  leather,  be- 
fore the  date  of  the  plaintiff's  invention,  are,  as  I  understand  it, 
that  the  spring  is  different  (and  it  is  quite  different  in  form),  and 
that  the  bed  is  different,  so  that  the  cooperation,  as  he  says, 
between  the  arm  and  the  bed  will  be  substantially  different,  and 
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make  the  machine  so  much  different  that  it  will  be  substantially 
a  different  combination  of  machinery,  and  that  the  Garner  ma- 
chine does  not  have  the  advantages  of  his.  A  mere  difference  in 
form  is  not  usually  very  important,  if  the  work  is  done  in  sub- 
stantially the  same  way.  He  says  that  the  spring  is  different, 
because  this  spring  gives  an  equal  pressure  throughout,  and  the 
elliptic  spring  gives  a  varying  pressure  throughout ;  and  so  of  the 
bed ;  that  the  precise  cooperation  of  this  arm  and  this  bed  in  his 
machine  enables  you  to  be  certain  that  you  get  exactly  the  same 
pressure.  You  have  the  spring  giving  the  same  pressure ;  you 
have  the  bed  in  exactly  the  same  arc  described  by  the  arm,  so 
that  you  get  exactly  the  same  pressure,  both  by  the  spring  and 
the  bed  in  the  plaintiff's  machine,  while  in  the  Garner  machine 
you  get  a  varying  pressure  throughout,  not  only  because  the 
spring  varies  in  its  pressure,  but  because  the  bed  varies.  I  be- 
lieve I  have  stated  the  proposition  of  the  plaintiff  correctly. 

Now,  the  question  for  you  is,  if  you  find  that  that  difference 
exists,  whether  it  is  a  substantial  difference  in  the  operation  of  the 
machine.  You  have  heard  the  experts  upon  that  subject ;  you 
have  heard  to  some  extent,  I  do  not  know  that  it  has  been  very 
fully  gone  into,  the  evidence  as  to  the  result  in  practice.  It  is 
for  you  to  say,  supposing  you  find  that  that  machine  existed  as  I 
have  said,  and  was  used  as  an  actual  working  machine  for  peb- 
bling leather,  it  is  for  you  to  say  whether  the  differences  are  such 
that  the  plaintiff's  combination  is  new.  I  do  not  know  that  I 
can  help  you  much  in  that.  If  the  change  is  not  i^mportant ;  if 
it  merely  makes  the  machine  work  a  little  truer,  but  that  degree 
of  trueness  is  of  no  essential  importance,  then  certainly  you  can 
not  say  that  the  combination  is  different.  If  it  is  of  essential 
importance,  then  you  can  say  that  the  combination  is  different. 
Now,  in  ascertaining  whether  it  is  of  substantial  importance,  no 
doubt  it  is  very  useful  to  find  out  whether,  as  matter  of  fact,  they 
would  do  the  same  work.  The  plaintiff  says  it  is  not  shown  that 
the  Garner  machine  would  work  anything  but  sheepskin;  that  it 
is  not  calculated  to  give  the  amount  and  kind  of  pressure  neces- 
sary for  other  work.  I  shall  leave  that  matter  to  you,  gen- 
tlemen, as  a  matter  of  fact.  But  on  the  matter  of  law,  I  wish 
to  be  understood  that  my  ruling  is  distinct,  that  if  they  are  not 
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substantially  different,  and  if  the'  change  that  was  made  in  that 
machine  to  get  it  into  the  plaintiflF's  machine  was  a  change  which 
any  mechanic  of  ordinary  skill,  using  skill  and  not  invention, 
could  have  made,  on  finding  that  that  machine  did  not  operate 
quite  as  well  as  it  should,  if  it  was  merely  a  difference  in  con- 
struction, which  any  mechanic  could  make,  it  would  be  no  inven- 
tion. But  if  the  parts  are  substantially  different,  and  were  not 
within  the  common  knowledge  of  constructors,  and  the  plaintiff 
has  made  the  new  combination,  it  is  no  answer  to  say,  somebody 
else  found  out  that  bed,  somebody  else  found  out  these  springs. 
His  patent  is  not  for  the  bed  or  the  springs  alone.  If  he  first 
combined  them,  the  same  parts  not  differing  in  themselves,  if  it 
was  beyond  the  ordinary  knowledge  and  skill  of  the  mechanic  to 
make  the  combination,  then  there  is  invention  in  the  patent. 

Passing  from  that,  the  defendant  introduces  what  he  calls  the 
Garner-Davis  machine,  which,  as  I  understand  it,  was  substan- 
tially the  Garner  machine  up  to  the  time  when  Mr.  Davis  put  in 
a  contrivance  for  allowing  the  arm  to  go  back  without  touching 
the  table.  Up  to  that  time  it  was  substantially  the  Garner  ma- 
chine, as  Garner  himself  describes  it.  And  that  machine,  in  any 
view,  comes  into  the  case  properly  enough,  even  if  it  is  the 
Garner  machine,  because  you  may  say  that  the  Garner  machine 
was  never  used,  and  you  may  think  the  Davis  machine  was.  At 
all  events,  it  is  brought  in  to  show  that  the  table  and  roller  were 
used  before  the  date  of  the  plaintiff's  machine. 

Now,  there  has  been  a  good  deal  of  controversy  upon  that 
matter  of  date.  The  defendant  insists  that  he  has  shown,  with 
reasonable  certainty,  that  it  was  six  weeks  or  two  months  after 
August,  i860;  the  plaintiff  says  that,  on  the  evidence,  it  was 
probably  1861.  The  defendant's  witnesses  support  their  views 
of  the  date  by  reference  to  certain  events,  and  you  will  remem- 
ber what  those  events  were,  and  how  likely  they  are  to  enable 
them  to  fix  one  year  rather  than  another.  The  value  of  these 
aids  to  recollection  depends  upon  two  or  three  circumstances. 
On  the  importance  of  the  event  itself,  primarily,  and  next  on  the 
closeness  of  its  connection  or  association  with  the  fact  it  is 
adduced  to  support.  If  Mr.  Perkins  tells  you:  ^^I  enlisted 
at  such  a  time,  and  I  did  this  job  immediately  before  I  went,'* 
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there  is  a  natural  connection  between  the  events,  and  he  would  be 
likely  to  remember  them,  ^f  he  went  to  the  war,  and  knew  that 
he  did  this  job  just  before  he  went,  he  would  be  pretty  likely  to 
remember  it.  If  he  had  not  been  to  the  war,  and  had  been  doing 
jobs  for  the  defendant  all  along,  it  would  be  difficult  for  him  to 
recollect  in  what  year  he  did  do  it;  You  ask  a  farmer  in  what 
year  he  saw  a  new  plow  which  his  neighbor  was  using,  but  which 
he  did  not  think  much  of,  and  which  he  did  not  think  it  worth 
while  to  buy.  His  neighbor  is  dead  now,  and  you  want  to  know 
when  that  plow  was  first  used.  Well,  he  thinks  it  was  the  year 
that  he  had  a  certain  field  sowed  with  rye.  His  wife  thinks  it 
was  the  year  he  had  it  sowed  with  barley.  His  head  man  thinks 
it  was  the  year  he  had  it  sowed  with  clover.  They  talk  it  over, 
and  finally  settle  that  it  was  the  barley  year,  and  they  all  come 
and  swear  it  was  the  barley  year.  They  do  not  recollect  the 
time,  but  that  is  the  best  they  can  do,  and  you  have  to  take  it 
with  that  qualification.    ) 

You  are  to  inquire  whether  the  Davis  machine,  with  a  peb- 
bling roller,  was  used  before  the  date  of  the  plaintiff's  invention, 
taking  the  date  of  that  invention  to  have  been  such  as  you  shall 
fix  under  the  instructions  already  given  ;  and  if  so,  whether  it  is 
substantially  the  same  combination.  In  that  point  of  view,  I 
do  not  know  that  it  differs  very  much  from  the  Garner  machine, 
and  the  observations  that  I  have  made  about  the  Garner  machine 
would  apply  substantially  to  that. 

The  jury  subsequently  came  into  Court  and  propounded  the 
following  questions  : 

"  The  jury  respectfully  ask  the  following  questions  of  his 
Honor  the  Judge  : 

"J^«^ry. — Supposing  that  parts  of  a  machine  taken  from  prior 
inventions,  which  parts  existed  separately  beforehand,  should  be 
combined  in  a  new  machine  which  should  work  substantially 
better  than  any  pre-existing  machine,  would  said  machine  be  a 
new  invention,  and  therefore  patentable  ? 

EDWARD  N.  PERKINS,  Foreman: 
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Lowell,  J. 

A  new  combination  of  old  parts  is  patentable. 
^  If  the  essential  parts  which  go  to  make  up  a  combination  or 
arrangement  of  machinery  have  never  been  combined  before,  it 
is  no  matter  that  they  existed  separately  in  other  machines,  if  by 
their  combination  a  new  and  beneficial  result  is  produced,  or 
even  an  old  result,  in  a  better  manner.  The  question  is  of  the 
novelty  of  the  combination  of  the  essential  parts.  If,  however, 
there  are  two  combinations  in  which  you  find  it  difficult  to  decide 
whether  they  are  the  same  or  not,  and  you  find  they  accomplish 
results  alike  in  kind,  the  fact  of  an  improved  result  and  improved 
working  is  useful  in  aiding  you  to  come  to  a  decision  ;  and  the 
question  in  that  case  often  is  whether  the  changes  are  such  as  a 
mechanic  of  ordinary  skill,  from  the  knowledge  and  skill  which 
competent  mechanics  have  naturally,  would  make  to  improve  the 
working  of  the  machine.  / 

But  if  the  combination  is  new  ;  if  you  are  satisfied  of  that,  it 
is  no  matter  that  the  parts  are  old. 

In  considering  whether  one  element  of  a  combination  is  sub- 
stantially the  same  as  an  element  of  another  combination,  the 
fact  that  one  works  better  than  the  other,  coupled  with  the  fact 
that  the  change  is  not  within  the  ordinary  knowledge  and  skill 
of  all  mechanics,  is  highly  important  and  often  decisive. 

This  is  to  be  taken  in  connection  with  what  I  have  before 
instructed  you. 

The  jury  found  a  verdict  for  the  plaintiff,  assessing  damages 
at  $417. 

Orlando  B.  Potter  et  al. 

vs. 
Geo.  M.  Crowell  and  W.  H.  Crowell.    In  Equitv. 

Sales  of  michines  by  the  defendants,  acting  as  salesnien,  or  agents  for  the  owners,  and 
in  which  defendants  have  no  intereit  will,  nevertheless,  render  them  infringers. 

Where  the  injury  is  not  only  past,  but  can  not,  from  the  nature  of  the  case,  be  renewed 
or  continued,  no  injunction  will  be  granted,  for  past  injuries  are  not  in  themselves 
ground  for  injunction. 
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Where  the  defendants  were  infringing  when  the  suit  was  commenced,  but  ceased  to  do 
so  before  the  hearing  of  the  motion  for  an  injunction,  but  where  the  infringement 
was  denied,  and  might  be  renewed  at  any  time  :  Hciti:  That  an  injunction  should 
be  granted. 

Every  case  presented  to  the  Court  for  the  exercise  of  its  restraining  power  must  neces- 
sarily depend,  to  a  great  extent,  upon  the  peculiar  circumstances  of  the  individual 
case,  and  the  judge  must  so  apply  principles  as  to  accomplish  the  ends  of  justice  and 
the  purposes  of  jurisdiction. 

(Before  Withey,  J.,  Northern  District  of  Ohio,  September,  1S66.] 

This  was  a  motion  for  a  provisional  injunction  to  restrain 
the  defendants  from  infringing  letters  patent  for  an '' improve- 
ment in  sewing  machines/'  granted  to  Allen  B  Wilson,  No- 
vember 12,  1850,  reissued  January  22,  1856,  and  extended  for 
seven  years  from  November  12,  1864. 

The  facts  sufficiently  appear  in  the  opinion  of  the  Court. 

F.  y,  Dickman  and  S.  S.  Fisher^  for  complainants. 
S.  y.  Andrews^  for  defendants. 

WiTHEY,  J. 

Complainants  are,  by  assignment  from  A.  B.  Wilson,  owners 
of  the  right  secured  to  the  latter  by  reissued  letters  patent,  num- 
bered 346,  for  improvement  in  the  feed-motion  of  sewing  ma- 
chines. They  allege,  in  their  bill,  that  defendants  infringe  their 
rights  by  vending  for  use  the  "New  England  Sewing  Machine," 
and  apply  to  Court,  by  motion,  for  a  temporary  injunction  to 
restrain  defendants  from  selling  the  infringing  machine.  The 
defendants  have  answered,  and  affidavits  are  presented  by  both 
parties. 

The  fact  is  conclusively  established  that  the  New  England 
Sewing  Machine  does  use  the  feed-motion  covered  by  the  Wilson 
patent.  Defendants  admit  that  such  machines  were  kept  in  their 
salesroom  in  the  city  of  Cleveland ;  and  that,  as  salesmen  or 
agents  for  the  owners,  they  exhibited,  sold,  and  delivered  them  to 
customers  of  such  owners,  from  time  to  time,  prior  and  subse- 
quent to  the  time  of  commencement  of  this  suit;  but  that  they 
had  no  interest  whatever  in  the  machines  so  sold. 

Sales  made  under  such  circumstances  render  the  persons  selling 
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infringers.  This  is  conceded  on  the  argument  by  defendants' 
counsel;  and  see  Boyd  y.  AdcJIpin^  3  McLean,  427  ;  Boyce  v. 
Dorr  ^  yonesy  3  McLean,  582 ;  BucJ^  et  aL  v,  Cobb^  9  Law  Rep. 

(O.  S.)  582. 

The  principal  objection  urged  against  this  motion  is,  that  there 
is  now  no  continuing  injury  i  as,  by  their  answer  and  proofs, 
defendants  show,  that,  soon  after  the  bill  was  filed  and  seived, 
all  the  New  England  Sewing  Machines  in  their  rooms  were 
removed  by  the  owners,  Clark  &  Barker,  since  which  they  have 
sold  none  \  that  they  do  not  propose  or  desire  to  again  engage  in 
such  sale,  and  that  they  have  abandoned  the  injury  complained 
of.  It  is  claimed  that  the  court  will  not  do  what  there  is  no 
occasion  for  doing ;  and  that,  acting  upon  the  case  as  it  appears 
on  the  hearing  of  the  motion,  there  is  no  occasion  for  the  exer- 
cise of  the  restraining  power  of  the  court. 

Let  us  look  at  the  case  as  it  is  presented.  The  bill  alleges 
the  injury  to  complainants'  rights  as  existing  at  the  time  suit  was 
commenced,  and  for  some  time  previous  thereto ;  that  defendants 
asserted  their  intention  and  right  to  continue  it,  and  that  notice 
had  been  served  upon  defendants  prior  to  suit,  directing  them  to 
desist  from  further  sales  of  the  infringing  machine.  Under  these 
circumstances,  complainants  found  it  necessary  to  bring  suit  and 
apply  to  the  court  for  protection  to  their  rights.  The  defendants 
meet  this  application  by  denying  in  their  answer  that  the  New 
England  machine  does  infringe  the  Wilson  patent,  thereby  assert- 
ing a  right  to  continue  the  sale  of  such  machines;  but  say  that 
soon  after  the  bill  was  filed  and  served  in  this  cause,  Clark  & 
Barker,  owners  of  the  New  England  Sewing  Machine,  removed 
all  those  machines  from  defendants' rooms ;  that  defendants  have 
none  of  them  now  in  their  possession,  and  disclaim  any  purpose 
or  desire  to  again  engage  in  selling  them. 

No  compensation  has  been  made  or  offered  to  complainants 
for  the  injury  sustained  ;  it  is  within  the  power  of  defendants  to 
renew  the  injury,  and,  under  their  claim  of  right,  it  is  not  impos- 
sible but  they  will  change  their  minds  hereafter  if  no  injunction 
is  granted.  Certainly  there  would  be  nothing  to  prevent,  and 
complainants,  in  that  event,  would  be  obliged  to  renew  their  mo- 
tion at  any  time  before  final  hearing. 
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And  certainly,  if  the  abstract  proposition,  of  no  continuing 
injury,  at  the  time  of  hearing,  is  a  valid  objection  against  this 
motion,  it  is  not  easy  to  see  why  a  like  disclaimer  by  defendants 
on  a  second  motion,  and  renewed  abandonment  of  sales,  would 
not  be  a  second  time  successful. 

/Where  the  injury  is  not  only  past^  but  can  not^from  the  nature 
of  the  case^  be  renewed  or  continued^  no  injunction  would  be  granted, 
for  the  well-recognized  principle  should  in  such  case  prevail,  that 
past  injuries  are  not  in  themselves  ground  for  injunction  ;  and, 
because  the  restraining  power  of  a  court  of  equity  can  only  be 
evoked,  not  to  remedy  injuries  already  done,  but  to  prevent 
injury. 

Perhaps  as  safe  a  criterion  of  what  is  to  be  apprehended  from 
defendants  as  can  be  obtained,  is  to  look  at  that  which  they  have 
done,  and  in  their  answer,  justify  the  right  to  do,  rather  than  to 
look  to  the  fact  of  their  having  discontinued  the  alleged  injury, 
and  their  declaration  of  want  of  intention  of  renewing  the  same. 
The  Court  is  not  prepared  to  say,  that  no  occasion  for  the  exer- 
cise of  its  restraining  power  is  shown  in  this  case,  when  it  is 
apparent  that  there  was  such  occasion  when  the  suit  was  com- 
menced ;  that  it  has  but  recently  ceased  ;  that  it  may,  if  defend- 
ants feel  disposed,  be  renewed  at  any  time,  and  that  the  com- 
plainants claim  that  they  apprehend  a  continuance  of  the  wrong.  ' 

In  Woodworth  v.  Stone^  3  Story,  752,  cited  by  complainants, 
Judge  Story  says  :  '*  A  bill  for  an  injunction  will  lie  if  the  patent 
right  is  admitted,  or  has  been  established,  without  any  established 
breach,  upon  the  ground  of  apprehended  intention  on  the  part  of  a 
defendant  to  violate  the  plaintiff U  right J*^  The  opinion  of  the 
Court  in  Sickles  v.  Mitchell^  3  Blach.  558,  does  not  sustain  the 
head  note  of  the  case.  One  of  the  two  steamers  owned  by 
defendant,  and  using  the  plaintiff's  patented  invention,  had  been 
burned,  but  the  other  was  still  employed  in  navigation,  and  in- 
fringed upon  plaintiff's  rights  by  employing  his  patent  j  hence, 
there  was,  at  the  time  of  hearing,  a  continuing  injury.  Com- 
plainants' counsel  cited  this  case  as  an  authority  to  the  point, 
that  it  is  not  a  sufficient  answer  to  this  motion  that  the  infringe- 
ment has  been  discontinued,  and  is  not  intended  to  be  resumed, 
no  compensation  for  the  unlawful  use  having  been  made.     While 
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the  head  note  of  that  case  goes  thus  far,  the  opinion  of  the  Court 
does  not,  as  will  be  seen  from  an  examination  of  the  case. 

Nevertheless,  upon  principle,  it  seems  to  the  Court  that  the 
right  to  protection,  which  existed  when  this  cause  was  commenced, 
ought  not  to  be  defeated  by  anything  which  has  thus  far  been 
asserted  on  behalf  of  defendants,  particularly  as  no  injury  can 
possibly  result  to  defendants,  while  the  allowance  of  the  motion 
will  insure  protection  to  complainants. 

The  nature  and  purposes  of  an  injunction,  and  the  general 
principles  governing  courts  of  equity  in  granting  it,  are,  in  the 
abstract,  as  stated  and  claimed  by  defendants'  counsel ',  but  every 
case  presented  to  a  court  for  the  exercise  of  its  restraining  power, 
must  necessarily  depend  to  a  great  extent  upon  the  peculiar  cir- 
cumstances of  the  individual  case,  and  the  judge  must  so  apply 
principles  as  to  accomplish  the  ends  of  justice  and  the  purposes 
of  jurisdiction. 

Injunction  granted. 


John  Schwarzel 

vs. 

Jacob  W.  Holenshade  and  Edward  C.  Morris. 

The  plaintiff  may  fail,  from  a  lack  of  evidence,  in  proving  infringements  which  would 
have  justified  the  jury  in  finding  damages  to  a  larger  amount,  but  this  is  the  fault 
or  misfortune  of  the  plaintiff,  and  does  not  authorize  the  jury  in  finding  more 
than  the  actujl  damages  proved. 

It  has  happened,  and  may  occur  again,  that  a  meritorious  inventor  of  a  valuable  improve- 
ment, atcer  spending  years  of  patient  thought  and  toil  in  making  it  practically 
useful,  and  obtaining  a  patent  fur  it,  has  been  wantonly  and  unjustly  pirated  upon, 
and  compelled,  fui  the  establishment  of  his  rights,  to  engage  in  long,  vexatious, 
and  expensive  litigation,  in  which,  at  list,  the  sum  that  may  be  awarded  by  the 
verdict  of  a  jury  may  be  wholly  inadequate.  In  such  a  case  the  instincts  of 
justice  would  demand  of  a  judge  that  he  should  exercise  the  discretion  vested 
in  him  by  law,  in  trebling  the  damages. 
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But  when  the  plainclfF  has  no  claim  or  merit  as  an  inventor,  but  is  the  mere  assignee  of 
a  patent,  which  he  has  purchased  on  speculation,  the  law  will  give  him  the  actual 
damages  which  his  evidence  shows  he  has  sustained,  but  will  give  him  nothing  more. 

(Before  Lbavitt,  J.,  Southern  District  of  Ohio,  October,  x866.) 

This  was  a  motion  under  section  14  of  the  Act  of  1836,  to 
treble  the  damages  found  by  the  jury  in  an  action,  on  the  case, 
for  the  infringement  of  letters  patent  for  a  new  and  useful  'im- 
provement in  grain  separators/'  granted  to  John  W,  Free  and 
Harrison  Ogborn,  January  12,  1864,  and  assigned  to  plaintiff 
for  the  counties  of  Ross,  Pike,  Pickaway,  Scioto,  and  Fayette, 
in  the  State  of  Ohio. 

The  facts  sufficiently  appear  in  the  opinion  of  the  Court. 

BartUy  &  Burnett^  for  the  motion. 
S.  S.  Fishery  contra. 

Leavitt,  J. 

A  motion  is  made  in  this  case  for  a  judgment  for  treble  the 
amount  of  damages  found  by  the  jury  against  the  defendants,  on 
the  ground  that  the  infringements  of  the  plantifF's  patent,  as 
proved  on  the  trial,  were  wanton  and  willful^  and  that  the  dam- 
ages are  altogether  inadequate. 

The  action  was  brought  for  an  infringement  of  the  plaintiff's 
exclusive  right,  by  purchase  and  assignment,  in  a  grain  separator 
or  fanning  machine,  for  five  counties  in  the  State  of  Ohio.  The 
defendants  did  not  appear  to  defend  the  action ;  and  in  the  early 
part  of  the  present  term  of  this  Court,  a  jury  was  sworn  to  assess 
the  plaintiff's  damages,  as  upon  a  default.  The  material  facts 
proved  on  the  inquiry  to  the  jury  were,  that  the  plaintiff  was  the 
assignee  of  the  right  to  make,  use,  and  vend  said  machine  in  the 
counties  of  Ross,  Pike,  Pickaway,  Scioto,  and  Fayette,  in  Ohio, 
and  was  largely  engaged  in  the  manufacture  and  sale  of  the  same 
within  said  counties.  It  also  appeared  that  the  defendants  were 
the  assignees  of  an  exclusive  right  to  make,  use,  and  sell  said 
machines  in  six  other  counties  of  the  State,  some  of  which 
adjoined  the  counties  in  which  the  plaintiff  had  an  exclusive 
right.     It  was  proved  on  the  trial  that  the  defendants  had  sold 
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seven  of  the  machines  manufactured  by  them  at  Cincinnati, 
within  the  five  counties  before  named,  and  that  the  plaintiff's 
profit  on  machines  made  and  sold  by  him  vt^as  fifteen  dollars  on 
each.  This  was  the  whole  extent  of  the  infringement  proved, 
and  the  jury  returned  a  verdict  for  one  hundred  and  five  dollars, 
being  fifteen  dollars  for  each  machine  sold  by  the  defendants. 
The  only  evidence  of  these  sales  by  the  defendants  was  the 
admission  of  their  agent,  who  made  the  sales;  but  the  circum- 
stances under  which  they  were  made  were  not  disclosed  by  the 
evidence. 

The  only  question  for  the  court  is,  whether  from  these  facts 
a  case  is  made  for  the  exercise  of  the  discretion  of  the  Court  in 
ordering  a  judgment  to  be  entered  for  three  times  the  amount 
of  the  damages  returned  by  the  jury. 

It  is  somewhat  remarkable  that  in  the  almost  countless  reports 
of  trials  of  patent  right  cases  in  the  United  States,  there  are  so 
few  in  which  the  statute  authorizing  a  judgment  for  treble  dam- 
ages has  been  presented  for  judicial  consideration.  It  is  inferable 
that  but  few  cases  have  arisen  in  which  a  claim  for  an  increase 
of  damages  has  been  urged. 

The  legislation  on  this  subject,  from  the  first  inception  of  our 
patent  right  policy,  seems  clearly  to  contemplate  that  cases  may 
occur  in  which  it  may  be  proper  for  the  court  to  increase  the 
damages  returned  by  a  jury.  By  the  first  patent  act,  passed  in 
1790,  an  infringer  was  liable  not  only  for  the  damages  found  by 
a  jury,  but  also  forfeited  to  the  aggrieved  party  the  infringing 
machine.  By  the  act  of  1793  it  was  provided  that  an  infringer 
should  forfeit  and  pay  a  sum  equal  to  three  times  the  price  for 
which  the  patentee  sold,  or  licensed  to  others,  the  use  of  the 
patented  invention.  The  act  of  1800  compelled  an  infringer  to 
forfeit  and  pay  to  the  patentee  a  sum  equal  to  three  times  the 
actual  damage  sustained.  Thus  the  law  stood  until  the  act  of 
1836  was  passed,  and  which,  as  applicable  to  the  motion  before 
the  court,  is  still  in  force.  The  fourteenth  section  of  this  act 
essentially  changes  the  previous  legislation  on  this  subject,  and 
provides,  where  a  verdict  for  damages  has  been  rendered  for  an 
infringement  of  a  patent  right,  **it  shall  be  in  the  power  of  the 
court  to  render  judgment  for  any  sum  above  the  amount  found  by 
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such  verdict  as  the  actual  damages  sustained  by  the  plaintiff,  not 
exceeding  three  times  the  amount  thereof,  according  to  the  cir- 
cumstances of  the  case,  with  costs." 

The  question  for  the  decision  of  the  Court  is,  therefore, 
whether  the  circumstances  of  this  case  require  the  Court,  in  the 
exercise  of  a  sound  discretion,  to  treble  the  damages  assessed  by 
the  jury.  In  every  view  I  can  take  of  the  subject,  I  see  no 
sufficient  reason  for  granting  the  present  motion.  The  statute 
expressly  fixes  the  measure  of  the  plaintiff's  recovery  to  the 
^^ actual  damages"  he  has  sustained  by  the  infringement.  It  is 
true,  as  declared  by  the  Supreme  Court  of  the  United  States,  in 
the  case  of  Seymour  et  aL  v.  McCormick^  16  How.  480:  '*  Where 
the  injury  is  wanton  or  malicious,  the  jury  may  inflict  vindictive 
or  exemplary  damages,  not  to  recompense  the  plaintiff,  but  to 
punish  the  defendant." 

In  the  present  case,  the  jury  returned  a  verdict  for  what  they 
believed  to  be  the  actual  damage  sustained  by  the  plaintiff  from 
the  infringement  proved  by  the  evidence.  It  is  not  controverted 
that  upon  even  the  most  liberal  estimate,  the  verdict  is  for  a  sum 
equal  to  the  injury  proved  to  have  been  sustained  by  the  plaintiff. 
The  facts  did  not  justify  the  jury  in  giving  a  verdict  for  vindic- 
tive or  exemplary  damages ;  nor  do  they  warrant  the  court  in 
trebling  the  damages.  From  a  lack  of  evidence  on  the  part  of 
the  plaintiff  he  may  have  failed  to  prove  infringements  by  the 
defendants,  which  would  have  justified  the  jury  in  finding  dam- 
ages to  a  larger  amount  than  they  returned,  but  this  was  the  fault 
or  the  misfortune  of  the  plaintiff,  and  did  not  authorize  the  jury 
in  finding  more  than  the  actual  damages  proved. 
XBases  may  be  readily  conceived  in  which  it  would  be  the  im- 
perative duty  of  a  court  to  exercise  the  discretion  given  by  the 
statute,  by  increasing  the  damages.  It  has  happened,  and  may 
occur  again,  that  a  meritorious  inventor  of  a  valuable  improve- 
ment, after  spending  years  of  patient  thought  and  toil,  in  making 
it  practically  useful,  and  obtaining  a  patent  for  it,  has  been  wan- 
tonly and  unjustly  pirated  upon,  and  compelled,  for  the  estab- 
lishment of  his  rights,  to  engage  in  long,  vexatious,  and  expensive 
litigation,  in  which,  at  last,  the  sum  that  may  be  awarded  by  the 
verdict  of  a  jury  may  be  wholly  inadequate  as  a  compensation 
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for  the  wrongs  and  injuries  he  has  sustained.  In  such  a  case^ 
the  instincts  of  justice  would  demand  of  a  judge  that  he  should 
exercise  the  discretion  vested  in  him  by  law,  by  trebling  the 
damages,  and  thus,  as  far  as  practicable,  doing  justice  to  one, 
who,  from  the  great  utility  of  his  invention,  may  be  entitled  to 
the  name  of  a  public  benefactor.  But  clearly  there  is  no  such 
feature  in  the  present  case.  The  plaintiff  has  no  claim  or  merit 
as  an  inventor,  but  is  the  mere  assignee  of  a  patented  machine, 
the  right  to  which  he  has  purchased  on  speculation.  The  law 
under  such  circumstances  will  give  him  the  actual  damages 
which  his  evidence  shows  he  has  sustained,  but  will  give  him 
nothing  more.    / 

The  motion  is  overruled. 


Irak  Chase,  Jr.,  and  Albert  Clark,  Partners  as 

Chase  &  Co. 

vs. 

Matthew  Walker,  Sen.,  and   Daniel   S.  Walker, 
Partners  as   M.  Walker  &  Son.     In  Equity. 

J.  contracted  to  convey  to  W.  a  local  interest  in  letters  patent  "  to  the  utmost  and  fullest 
extent,  as  to  duration,  that  he  is  or  may  be  entitled  to  under  the  said  letters  patent.^* 
He/J:  That  these  words  transferred  an  equitable  title  to  the  same  local  interest  in 
an  extension  of  said  letters  patent  afterward  obtained. 

The  words  '*  said  letters  patent,"  apply  as  well  to  the  letters  patent  as  extended  as  to  the 
original  term. 

Where  a  patentee  conveys  an  original  patent  and  "any  further  patent  which  he  shall  or 

may  at  any  time  hereafter  procure  for  any  improvement  or  improvements  upon  the 

invention  patented,"  he  must  be  understood  to  convey  so  much  of  an  interest  in  any 

future  extension  of  his  original  patent  as  may  be  necessary  to  the  beneficial  use  of 

.the  improvements. 

(Before  Grier  and  Cadwalader,  J  J.,  Eastern  District  of  Pennsylvania,  November,  1 866.) 
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This  was  a  bill  in  equity  filed  to  restrain  defendants  from  in- 
fringing letters  patent  for  "improvement  in  the  process  of  man- 
ufacturing wire  grating,"  granted  to  Henry  Jenkins,  March  6, 
1847,  reissued  June  28,  1859,  ^"^  extended  for  seven  years  from 
March  6,  i86r.  The  bill  alleged  that  after  the  extension  of  said 
patent  the  same  was  assigned  by  Jenkins,  the  patentee,  to  the 
New  York  Wire  Railing  Company,  and  by  them  conveyed  to 
Chase  &  Co.,  the  complainants. 

The  answer  averred  that  prior  to  the  assignment  to  the  New 
York  Wire  Railing  Company,  and  during  the  original  term  of  the 
letters  patent,  Jenkins,  by  his  written  contract,  had  conveyed  to 
Daniel  S.  Walker  the  exclusive  right,  under  said  letters  patent, 
within  the  State  of  Pennsylvania,  except  certain  counties.  It 
was  alleged  that  this  contract  also  conveyed  an  equitable  interest 
in  the  extension  of  said  letters  patent,  and  that  defendants  had 
never  used  said  invention  except  within  the  territory  so  conveyed. 
The  answer  further  alleged  that  the  conditions  set  forth  in  the 
contract  had  been  fulfilled  and  that  by  proper  assignments,  all  of 
the  defendants  were  entitled  to  its  protection.  This  state  of 
facts,  it  was  claimed,  constituted  a  license.  The  cause  was 
heard  on  bill  and  answer.  The  contract  between  Jenkins  and 
Walker,  upon  the  construction  of  which  the  controversy  turned, 
was  as  follows  : 

'*  Whereas,  Henry  Jenkins,  of  Pottsville,  Pennsylvania,  did  obtain  letters  patent  of  the 
United  States  of  America  for  certain  improvements  in  the  process  of  manufacturing  wire 
grating,  etc.,  which  letters  patent  bear  date  the  6th  day  of  March,  a.  o.  1847,  and  also 
certain  other  letters  patent  of  the  United  Staicj  wi  A  nerica  for  certain  improvements  in 
machinery  for  weaving  wire  grjting,  which  said  last-mentionfti  letters  pitent  bear  date 
the  7th  day  of  March,  a.  d.  1847,  now  it  is  hereby  agreed  by  and  between  the  said 
Henry  Jenkins  and  Daniel  S.  Walker,  of  the  county  of  Philadelphia,  in  the  State  of 
Pennsylvania,  as  follows,  that  is  to  say  :  that  the  said  Henry  Jenkins,  upon  the  payment 
of  the  following  notes  hereby  acknowledged  to  be  delivered  to  him,  to  wit:  lour  notes 
drawn  by  Wickersham  and  Walker,  in  his  favor,  all  dated  this  diy,  one  fur  two  hundred 
dollars  payable  at  six  months  from  date,  another  for  three  hundred  dollars  payable  at  nine 
months  from  date,  another  for  the  sum  of  six  hundred  and  iifcy-hve  dollars  and  twenty- 
eight  cents  at  twelve  months  from  date,  and  the  other  for  six  hundred  and  iifcy-five 
dollars  and  twenty-eight  cents  at  eighteen  months  from  date,  that  he,  the  said  Henry 
Jenkins  shall  and  will  forthwith,  by  proper  deed  or  assignment,  assign  and  transfer  unto 
the  said  Daniel  S.  Walker,  his  executors,  administrators,  and  assigns,  the  full,  fiee,  en- 
tire,  and  exclusive  right,  title,  and  privilege  of  u>ing,  exercising,  and  enjoying  ail  and 
singular  the  powers,  rights,  benefits,  and  advantages  conferred  upon  and  vested  in  him, 
the  said  Henry  Jenkins,  under  and  by  virtue  of  all  the  letters  patent  hereinbefore  recited 
and  mentioned,  in  and  for  the  State  of  Pennsylvania,  to  the  utmost  and  fullest  extent 
as  to  duration,  manner  of  enjoyment,  or  otherwise,  howsoever  that  he  is  or  may  be  en- 
titled to,  under  the  said  letters  patent,  excepting,  nevertheless,  the  right  in  and  for  the 
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following-named  counties  in  the  said  State,  viz:  Allegheny,  Beaver,  Mercer,  Hunting- 
don, and  Erie ;  and  also  excepting  the  right  as  applicable  to  and  for  screens  fjr  anthracite 
coal,  and  fur  no  other  use  or  purpose  whatever,  in  and  for  the  following-named  coun- 
ties in  said  State,  viz:  Schuylkill,  Lehigh,  Carbon,  Pike,  Luzerne,  Wayne,  Wyoming, 
Columbia,  Northumberland,  and  Dauphin. 

And  the  said  Henry  Jenkins  doth  further  covenant  and  agree  that  upon  the  pay- 
ment of  the  aforesaid  notes  he  will  also  farthwiih  assign  and  transfer  unto  the  said 
Daniel  S.  Walker,  and  his  legal  representatives  aforesaid,  any  further  patents  or  patent 
rights  which  he,  the  said  Henry  Jenkins,  or  any  person  for  him,  shall  or  may  at  any 
time  hereafter  procure  for  any  improvement  or  improvements  upon  the  invention  pat- 
ented as  aforesaid,  and  also  any  and  all  renewals  thereof  in  and  for  the  said  State  with 
the  like  exceptions  as  are  herein  before  expressed. 

Witness  the  hands  and  seals  of  said  parties  this  twentieth  day  of  January,  a.  d.  1849. 

It  is  furthermore  agreed  and  understood  that  until  there  shall  be  default  made  in  the 
payment  of  the  aforesaid  notes,  that  the  said  Daniel  S.  Walker  and  his  assigns  shall 
have  and  exercise  the  rights  above  agreed  to  be  conveyed,  in  the  manner  and  form  above 
expressed,  exclusively. 

Witness  the  hands  and  seals  of  the  said  parties  as  above  expressed. 

HENRY  JENKINS,         [«"«•■] 
DANIEL  S.  WALKER,  [seal.] 

This  agreement  was  recorded  in  the  Patent  Office,  April  20, 
1849. 

y.  Cooke  Longstreth  and  Leonard  Myers^  for  complainants. 
George  Harding^  for  defendants. 

Cadwalader,  J. 

It  is  Judge  Grier's  opinion,  in  which  I  concur,  that  this  is  a 
very  clear  case  for  the  defendants. 

As  the  proceeding  is  in  equity,  it  is  immaterial  whether  the 
instrument  of  January  20,  1849,  vested  a  legal  or  an  equitable 
interest  in  the  local  privilege  which  it  was  intended  to  transfer. 

The  question  is,  whether  this  instrument  sufficiently  indicates 
an  intention  to  transfer  an  interest  which  might  endure  beyond 
the  original  term  of  fourteen  years.  If  such  intention  is  in  any 
wise  apparent,  the  effect  must  be  to  transfer  the  local  interest  for 
the  term  of  the  extension  of  seven  years  afterward  obtained. 
The  question  may  be  resolved  by  considering  two  clauses  of  the 
instrument.  They  will  be  examined  separately,  and  afterward 
together. 

In  the  first,  the  patentee  grants  the  exclusive  local  privilege  to 
the  utmost  and  fullest  extent,  as  to  duration^  that  he  is  or  may  be 
entitled  to  under  the  said  letters  patent.     If  the  words  "  under  the 
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said  letters  patent "  had  been  omitted,  the  effect  of  this  clause 
could  scarcely  have  been  questionable. 

Independently  of  the  contingency  of  an  extension,  the  term 
could  be  neither  less  nor  greater  than  the  original  fourteen  years. 
Therefore,  independently  of  this  contingency,  there  could  be  no 
such  comparative  duration  as  to  satisfy  the  words  ^^  utmost  and 
fullest  extent."  The  applicability  of  this  remark  is  not  excluded 
by  the  addition  of  the  words  ^^  under  said  letters  patent."  In  the 
reports  of  cases  which  have  been  cited  in  the  argument,  the 
original  patent  is,  after  an  extension,  considered  as  having  been, 
from  the  first,  for  certain  purposes,  a  patent  for  the  extended 
term. 

What  is  in  one  part  of  the  Act  of  Congress  called  an  exten- 
sion is,  indeed,  in  another  part  of  the  act  called  a  renewal  of  the 
patent.  But  the  practice  of  the  Patent  Office,  prescribed  ex- 
pressly by  the  act,  is  not  to  issue  a  new  patent,  but  merely  to 
certify  the  extension  upon  the  original  patent. 

In  the  second  clause^  the  patentee  covenants  to  assign  any 
further  patents  or  patent  rights,  which  he  may,  at  any  time  after- 
ward^ procure  for  any  improvement  or  improvements  upon  the 
original  invention,  and  also  any  and  all  renewals  thereof  in  and 
for  the  said  State.  Independently  of  the  arguments  upon  the 
context  of  this  clause,  and  upon  the  different  meanings  which 
may  be  attributable  to  the  word  renewals^  the  substance  of  the 
provision  for  the  transfer  of  subsequent  patents  for  improvements 
must  be  considered.  Any  such  subsequent  patent  would  be  for 
a  term  of  fourteen  years,  which,  whether  it  should  be  extended 
or  not,  must  necessarily  continue  after  the  expiration  of  the  term 
of  the  former  patent  for  the  original  invention.  Now  the  patentee 
can  not  be  understood  as  having  intended  either  to  deprive  him- 
self of  the  right  of  applying  for  an  extension  of  the  original  patent, 
or  to  reserve  this  right  so  as  to  frustrate  the  subsequent  local  use 
of  the  patented  improvements  under  the  transfer  in  question.  But 
the  subsequently  patented  improvements  could  not  be  used  with- 
out the  use  of  the  original  invention  ;  and  the  parties  can  not 
have  intended  that,  as  to  such  improvements,  he  should  be  able 
to  restrain  the  use  of  the  original  invention  after  the  expiration 
of  the  original  term.     There  was  thus  one  purpose,  at  least,  for 
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which  the  local  privilege  must  have  extended  beyond  the  original 
term. 

Lastly,  the  two  clauses  will  be  considered  together.  Here  the 
second,  as  a  glossary  to  define  the  words  of  the  first,  will  remove 
any  doubt  which  might  otherwise  remain  as  to  their  import. 
The  words  of  the  first  clause  ^^  utmost  and  fullest  extent  as  to 
duration,"  are  shown  bv  the  second  clause  to  have  extended  for 
a  specific  purpose  beyond  the  original  term  of  fourteen  years. 
If  so,  as  the  words  of  the  first  clause  are  not  specific,  but  gen- 
eral, their  intended  application,  as  to  the  local  privilege  transferred, 
must  have  been  the  same  for  general  purposes,  including  the 
extension  in  question. 

Notwithstanding  the  decree  under  which  the  bill  was  taken  pro 
confesso^  the  cause  was  heard,  by  consent,  as  upon  bill  and  answer. 
Moreover,  the  documents  under  which  the  parties  respectively 
deduce  title  were,  by  consent,  read  in  evidence  at  the  hearing. 

The  DECREE  must  be  opened  and  set  aside,  and  the  bill  dis- 
missed with  costs. 


Daniel  Treadwell 


vs. 


Robert  P.  Parrott.     In  Equity. 

The  improvement  in  the  manu^ctare  of  cannon  patented  to  Daniel  Treadwell,  Decem- 
ber 11,1855,  was,  upon  a  fair  and  liberal  construction  of  the  specification  and  claim, 
intended  to  be  confined  to  cast-iron  guns.  A  gun  of  that  material  is  mentioned 
in  the  specification  of  the  original  and  reissued  patents,  and  no  other. 

If  the  patentee  was  the  first  to  apply  the  device  to  a  cast*iron  gun,  he  must  be  regarded 
as  the  original  inventor,  and  entitled  to  a  patent;  and  the  application  of  it  to  a 
wrought-iron  gun,  or  to  a  barrel  composed  of  a  combination  of  cast  and  wrought 
iron,  prior  in  point  of  time,  would  not,  of  itself,  be  any  objection. 

An  intelligent  mechanic  is  chargeable  with  a  knowledge  of  the  state  of  the  art  in  rela- 
tion to  the  lubject  upon  which  he  is  called  to  exercise  hia  ikiU. 
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Whether  a  prior  inventor  had  a  knowledge  of  the  law  upon  which  the  patentee's  improve- 
ment was  based  or  not,  if  his  construction  met  the  difficulties  described  in  the 
patent  and  overcame  them  in  the  same  way,  it  is  manifest  that  the  absence  of 
such  knowledge  can  not  affect  the  question  of  prior  invention. 

The  precise  percentage  of  variation  set  forth  in  the  Treadwell  patent  is  not  necessary  or 
material,  and  docs  not  bind  the  patentee.  All  that  is  essential  or  useful  is  a  refer- 
ence to  the  principle  or  law  of  the  expansibility  of  wrought  iron,  and  the  extent  to 
which  it  may  be  carried  by  heat,  without  weakening  its  tenacity  or  elastii  ity.  This 
would  be  sufficient  to  enable  the  intelligent  mechanic  to  construct  the  improvement 
and  protect  the  invention  from  invasion  or  infringement. 

The  inventor  is  not  necessarily  a  mechanic,  and  is  often  very  much  dependent  upon  the 
skill  of  the  latter  to  adapt  his  invention  to  practical  use. 

Treadwell  was  not  the  original  and  first  inventor  of  the  improvement  patented  to  him, 
December  1 1,  1855,  and  reissued  February  4,  i86i.  Substantially  the  same  im- 
provement is  found  in  the  prior  English  patent  granted  to  John  Frith  in  1843. 

(Before  Nklson,  J.,  Southern  District  of  New  York,  November,  1866.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendant  from 
infringing  letters  patent  for  *' improvement  in  the  manufacture  of 
cannon,"  granted  to  complainant  December  11,  1855,  and  re- 
issued February  4,  1862. 

The  claims  of  the  original  and  reissued  patents,  together  with 
a  description  of  the  invention  of  the  patentee,  and  of  the  prior 
devices,  will  be  found  in  the  opinion  of  the  Court. 

Causten  Browne^  C.  M,  Keller^  and  B,  R,  Curtis^  for  com- 
plainant. 

B.  ^  S.  D.  Cozzens  and  George  Gifford^  for  defendant. 

Nelson,  J. 

The  bill  is  filed  in  this  case  by  Treadwell  against  Parrott, 
founded  on  letters  patent  for  a  new  and  useful  improvement  in 
the  manufacture  of  cannon,  to  restrain  him  from  an  infringement 
on  the  same.  The  complainant's  patent  was  issued  December 
I')  1855,  and  afterward  surrendered  and  reissued  February  4, 
1862.  The  specification  of  the  original  patent  describes  very 
particularly  the  mode  of  construction.  The  patentee  first  casts 
the  cannon,  having  at  its  largest  part  a  diameter  about  twice  as 
great  as  the  caliber;  it  is  then  bored,  and  the  outside  turned  ;  a 
screw  is  cut  on  the  body ;  hoops  or  rings  are  then  formed  of 
wrought  iron,  and  a  female  screw  cut  on  the  inside  to  fit  the 
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threads  cut  on  the  body,  and  are  finished  about  one  one-thousandth 
part  of  the  interior  diameters  less  than  the  male  screw  to  be 
encircled.  The  hoop  is  then  heated  to  expand  it  sufficiently  to 
turn  it  on  to  its  place.  An  indefinite  number  of  hoops  or  rings  may 
be  thus  put  on  the  body  of  the  gun,  and  also  other  hoops  formed 
in  the  same  way  over  the  first  series. 

The  claim  in  the  original  patent  is  as  follows:  ^^I  do  not  claim 
a  patent  for  using  hoops  generally  in  making  cannon,  as  the  ear- 
liest cannon  known  were  formed  in  part  by  hoops  brazed  upon 
them.  But  my  invention  consists  in  constructing  cannon  with 
hoops  screwed  and  shrunk  upon  a  body  in  which  the  caliber  is 
formed  in  the  manner  herein  described." 

The  description  of  the  mode  of  constructing  cannon  in  the 
specification  of  the  reissued  patent  is  the  same,  in  hac  verba^  as 
in  the  original,  the  diflxrence  consisting  only  in  the  explanation 
given  of  the  principles  which  led  to  the  construction. 

The  invention  claimed  is  as  follows: 

First.  In  making  a  cannon  consisting  of  a  body  (in  which  the 
caliber  is  formed),  the  walls  of  which  are  of  one  piece,  surrounded 
by  rings,  hoops,  or  tubes,  in  one  or  more  layers,  placed  upon 
said  body  under  great  strain,  by  which  said  body  is  compressed 
and  the  natural  equilibrium  of  the  molecules,  or  particles,  of 
which  it  is  composed,  disturbed  by  their  being  brought  nearer 
together ;  and  this  is  accomplished  in  the  manner  herein  set 
forth,  namely,  by  making  the  hoops  smaller  than  the  part  which 
they  are  to  surround,  and  then  expanding  them  by  heat,  and  suf- 
fering them  to  shrink  or  contract  after  having  been  put  in  their 
places. 

Second,  I  also  claim  the  method  of  securing  the  hoops  to  the 
body  of  the  gun,  and  the  several  layers  of  hoops  to  each  other, 
by  screw  threads,  when  they  shrink  to  their  places  as  above 
described. 

In  explanation  of  the  principles  that  led  to  the  invention,  the 
patentee  refers  to  the  Barlow  law,  as  it  is  called,  in  which  Bar- 
low showed  that  hollow  cylinders  of  the  same  materials  do  not 
increase  in  strength  in  the  ratio  of  increase  in  thickness,  but  that 
the  ratio  of  increase  in  strength  is  such  that  when  they  become 
of  considerable  thickness,  the  strength  falls  enormously  below 
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that  given  by  the  ratio  of  thickness.  The  cause  of  the  diminu- 
tion in  the  power  of  resistance,  it  is  observed  by  Barlow,  may  be 
stated  as  follows:  ^^  Suppose  such  a  cylinder  to  be  made  up  of  a 
great  number  of  thin  rings  or  hoops,  placed  one  within  the  other, 
and  exactly  fitting,  so  that  the  particles  of  each  hoop  shall  be  in 
equilibrium  with  each  other ;  then  the  resistance  of  these  rings, 
compared  one  with  the  other,  to  any  distending  force,  will  be 
inversely  as  the  squares  of  their  diameters."  Now, "  to  obviate," 
the  patentee  observes,  *'  the  great  causes  of  weakness  arising 
from  the  conditions  before  stated,  and  to  obtain,  as  far  as  may  be, 
the  strength  of  wrought  iron  instead  of  cast  iron  for  cannon,  I 
have  invented  the  following  mode  of  construction."  He  then 
repeats  the  mode  of  construction  already  stated,  and  adds :  "  This 
compression  (the  compression  of  the  body  of  the  gun  by  the 
hoops)  must  be  made  such  that  when  the  gun  is  subjected  to  the 
greatest  force,  the  body  of  the  gun  and  the  several  layers  of 
rings  will  be  distended  to  the  fracturing  point  at  the  same  time, 
and  thus  all  take  a  portion  of  the  strain  up  to  its  bearing  capacity. " 

He  observes  :  ''  There  may,  at  first  view,  seem  to  be  a  great 
practical  difficulty  in  making  the  hoops  of  the  exact  size  required 
to  produce  the  necessary  compression  ;  but  wrought  iron,  and  all 
malleable  bodies  are  capable  of  being  extended,  without  fracture, 
much  beyond  their  power  of  elasticity.  They  may,  therefore, 
be  greatly  elongated  without  being  weakened.  Hence,  we  have 
only  to  form  the  hoops  small  in  excess,  and  they  will  accommo- 
date themselves  under  the  strain  without  the  least  injury.  It  will 
be  found  best  in  practice,  therefore,  to  make  the  difference  be- 
tween the  diameters  of  the  hoops  and  the  parts  they  surround 
considerably  more  than  one  one-thousandth  part  of  the  diameter." 

The  result  he  arrives  at  is,  that  ^^  a  gun  thus  made  will  be 
nearly  four  times  as  strong  as  a  cast-iron  gun  of  the  same  weight, 
wrought  iron  being  taken  at  only  twice  the  strength  of  cast  iron." 

Whether  this  result,  to  the  extent  claimed,  is  well  founded  or 
not,  is  a  fact  which  it  is  not  important  either  to  admit  or  deny ; 
but  we  entertain  no  doubt  the  improvement  thus  made  on  the 
cast-iron  gun  is  very  considerable,  and  entitles  the  inventor, 
whoever  he  may  be,  to  the  protection  of  the  fruits  of  his 
invention. 
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Some  question  has  been  marie  as  to  the  practicability  of  the 
contrivance  for  securing  the  benefit  of  the  rings  or  hoops  on  the 
gun  by  means  of  screws,  but  we  do  not  deem  it  material  to 
examine  it ;  if  the  case  turned  on  it,  we  should  incline,  on  the 
proofs,  to  uphold  the  patent  notwithstanding  the  objection.  Nor 
do  we  entertain  any  serious  doubt  but  that  upon  a  fair  and  libera] 
construction  of  the  specification  and  claim,  which  we  are  ever 
disposed  to  give  these  instruments  in  behalf  of  a  very  useful  and 
meritorious  class  of  citizens,  the  improvement  of  the  patentee 
was  intended  to  be  confined  to  cast-iron  guns.  A  gun  of  this 
material  is  mentioned  in  the  specification  of  the  original  and  re- 
issued patents,  and  no  other. 

In  our  view  of  the  case,  the  only  material  and  difficult  ques- 
tion is,  whether  or  not  the  patentee  is  the  original  and  first 
inventor  of  the  improvement. 

We  have  paused  upon  this  question  some  time,  and  given  to  it 
all  the  attention  and  examination  consistent  with  other  cases  ; 
and,  after  our  best  consideration,  have  been  compelled  to  come 
to  the  conclusion  that  he  is  not. 

We  shall,  as  briefly  as  practicable,  state  the  grounds  of  this 
conclusion. 

The  improvement  of  a  cast-iron  gun,  by  combining  with  it  a 
wrought-iron  envelope,  was  discussed  by  a  French  officer  (Thiery) 
as  early  as  1834,  and  is  found  in  a  publication  of  that  date. 

After  speaking  of  the  liability  of  cast-iron  guns  to  bursty  and 
the  evils  attendant,  he  observes :  "  We  have  thought  that  the 
combination  of  wrought  iron  and  cast  iron,  which  has  contribu- 
ted so  much  to  the  powers  of  steam  engines,  would  also  present 
happy  effects  in  the  construction  of  cannon. 

"  It  is  in  this  view  that  we  have  proposed  the  trial  of  a  cannon 
of  cast  iron  with  an  envelope  of  wrought  iron,  adding  to  the 
resistance  of  the  piece  of  ordnance,  and  preserving  in  explosions 
from  the  danger  of  fragments." 

Again,  after  speaking  of  the  importance  of  using  cast  iron  for 
the  body  of  the  gun,  he  observes  :  "  This  metal,  having  but  very 
little  elasticity,  resists  the  explosion  of  the  powder  principally  by 
virtue  of  its  resistance  to  extension ;  this  resistance  once  over- 
come, the  cast  iron  would  not  evidently  find  any  assistance  against 
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rupture  on  a  surrounding  body  more  elastic,  and  which  yields 
beyond  the  limit  at  which  its  cohesion  is  destroyed.  All  that 
one  can  hope  for,  from  an  elastic  envelope  compressing  the  cast 
iron,  is,  that  it  augments  by  the  compression  of  the  resistance 
to  extension  of  this  hard,  rigid,  brittle  metal ;  but  not  that  it 
should  cause  it  to  participate  in  elastic  properties  which  are  not 
in  its  nature." 

He  further  states :  *'  The  means  which  naturally  first  offer 
for  hooping  a  cannon  of  cast  iron  with  wrought  iron,  would  be 
to  cover  it  with  a  series  of  hoops  placed  upon  it  while  hot,  side 
by  side,  and  which  would  thus  adhere  to  this  piece  of  ordnance 
with  the  whole  force  of  the  contraction,  a  force  which  might  be- 
come excessive  by  carrying  the  temperature  of  the  hoops  of 
wrought  iron  to  a  very  high  degree.'* 

This  officer  recurred  to  the  subject  again  in  1840,  and  con- 
structed a  gun  according  to  his  suggestions  in  the  previous  paper. 
**  Before  placing  the  hoops,"  he  observes,  "nicks  are  made  from 
distance  to  distance  upon  the  exterior  surface  of  the  cannon  to 
cause  the  hoops,  which  are  placed  afterward,  after  having  heated 
them  to  the  temperature  found  necessary  to  obtain  a  suitable  dila- 
tion, to  adhere  strongly  to  it.  The  hoops,  in  cooling,  exert  by 
contraction  upon  the  cannon  a  powerful  compression,  which  can 
not  fail  to  add  to  the  strength  of  the  cast  iron,  and  guarantees 
the  connection  of  the  system  of  the  envelope  of  wrought  iron." 

Thiery  constructed  a  gun  also  in  1834,  as  well  as  in  1840, 
according  to  his  principle  and  theory.  The  body,  however,  of 
both  was  not  purely  of  cast  iron,  longitudinal  strips  of  wrought 
iron  being  immersed  in  the  metal  in  the  casting  of  the  cast-iron 
body.  We  have  referred  to  these  publications,  not  as  evidence 
that  a  gun  had  been  constructed  like  the  complainant's,  prior  to 
his  invention,  but  mainly  as  evidence  of  the  manner  and  effect 
of  hooping  cast-iron  cannon  with  wrought-iron  bands,  and  of 
the  state  of  the  art  in  the  manufacture  of  cast-iron  cannon  with 
wrought-iron  hoops.  And  it  will  be  seen  that  it  was  well  known 
as  early  as  1834,  that  the  hooping  of  the  body  of  cast-iron  guns 
with  wrought-iron  bands,  very  much  after  the  manner  of  the 
patentee,  had  the  effect  to  add  to  the  resistance  of  the  cylinders 
of  cast  iron  against  the  explosion  of  powder ;  that  the  com- 
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pression  of  the  cast-iron  metal,  by  the  contraction  of  the  heated 
hoops  or  bands,  incfeased  very  much  the  strength  of  this  re- 
sistance ;  and  that  the  smallness  of  the  diameter  of  the  hoop, 
compared  with  the  exterior  diameter  of  the  barrel,  was  governed 
bv  the  principle  of  the  law  of  expansion  of  wrought  iron. 

We  agree  that  although  the  use  of  wrought-iron  hoops  in  the 
way  stated,  and  used  for  strengthening  the  barrel  of  a  gun,  had 
j  been  known  as  early  as  1834  or  1840,  yet,  if  the  patentee  was 
the  first  to  apply  the  device  to  a  cast-iron  gun,  he  must  be 
regarded  as  the  original  inventor,  and  entitled  to  a  patent ;  and 
that  the  application  of  it  to  a  wrought-iron  gun,  or  a  barrel  com- 
posed of  a  combination  of  cast  and  wrought  iron,  prior  in  point 
of  time,  would  not,  of  itself,  be  any  objection.  ^  Hence,  we  lay 
out  of  the  case  the  Thiery  gun  as  a  defense  to  this  patent ; 
but  the  state  of  the  art,  as  found  in  this  publication,  is  impor- 
tant in  another  branch  of  the  case.  The  same  may  be  said  of 
the  Chambers  gun  of  wrought  iron. 

We  come  now  to  the  Frith  gun,  the  patent  for  which  was 
granted  in  England  in  1843.  This  was  a  cast-iron  barrel.  It 
is  stated  in  the  specification:  "That  portion  of  the  cannon 
called  the  first  reinforce  (excepting  the  part  forming  the  breech 
A),  the  second  reinforce,  the  trunnions,  the  chase,  and  the  muz- 
zle, marked  F  F  F  F,  is  cast  in  one  piece.  The  first  reinforce, 
from  F  to  G,  is  hooped  with  strong  wrought-iron  or  steel  bands, 
driven  on  while  hot,  so  that  the  contraction  thereof,  in  cooling, 
will  produce  firm  adhesion  ;  thus,  that  part  of  the  cannon  most 
acted  upon  by  explosion  and  heat  is  materially  strengthened." 
It  will  be  seen  that  the  device  described  in  hooping  the  first  re- 
inforcement is  like  that  of  the  complainant,  except  in  giving  the 
proportion  of  difference  within  the  interior  diameter  of  the  hbop 
and  the  exterior  diameter  of  the  barrel — the  former  to  be  one 
one-thousandth  part  of  the  diameter  less  than  the  latter.  Frith 
gives  no  minimum  or  maximum  difference.  We  of  course  lay 
out  of  the  device  the  complainant's  screws,  as  I  have  not  been 
inclined  to  hold  him  to  form. 

One  question  is,  in  this  branch  of  the  case,  whether  in  the 
existing  state  of  the  art  the  information  given  in  the  description 


NOVEMBER,    1866.  I3I 

Treadwell  v.  Parrott. 

would  enable  an  intelligent  mechanic  to  make  the  proper  dif- 
ference ? 

We  have  seen  that  the  difference  must  be  such,  or  so  great, 
that  when  the  hoop  is  driven  on  while  hot,  the  contraction  while 
cooling  will  produce  firm  adhesion,  and  so  as  materially  to 
strengthen  that  part  of  the  cannon  against  explosion  and  heat. 
An  intelliger^t  mechanic,  we  think,  is  chargeable  with  a  knowl- 
edge of  the  state  of  the  art  in  relation  to  the  subject  upon  which 
he  is  called  to  exercise  his  skill ;  and  hence  we  may  assume 
that  he  would  know  the  extent  to  which  wrought-iron  bands  may 
be  distended  by  heat  without  weakening  the  power  of  elasticity ; 
and  with  this  knowledge  it  is  apparent  he  is  qualified  to  carry 
into  effect  in  a  scientific  way  the  purpose  and  object  of  the  pat- 
entee. This,  to  me,  obvious  proposition,  is  confirmed  by  the 
complainant's  very  intelligent  expert  in  his  answer  to  the  eighti- 
eth cross- interrogatory.  *' Judging  from  my  knowledge  of  the 
art,"  he  observes,  "  as  it  has  been  previously  practiced,  a  me- 
chanic, if  directed  to  shrink  hoops  upon  a  body,  would  probably 
forge  the  hoops  with  a  greater  difference  of  diameter  than  one 
one-thousandth  part.  He  would  then  heat  it  hot,  put  it  upon 
its, place,  probably  by  driving,  and  while  hot  hammer  it  up  to 
the  body  to  make  it  fit."  This  is  also  affirmed  more  in  detail  by 
all  the  experts  on  the  part  of  the  defendant  whose  attention  was 
called  to  the  subject.  The  state  of  the  art  was  familiar  to 
Chambers  in  1849.  ^^  observes  "  that  he  determines  the  diam- 
eters of  the  interior  of  the  rings,  as  compared  with  that  of  the 
exterior  of  the  tube,  on  the  principle  of  the  law  of  the  expansion 
of  wrought  iron." 

In  another  place  he  observes :  "  The  edge  of  the  ring  a  is  of 
such  interior  diameters  that  it  will  not,  when  cold,  pass  over  the 
ri(]ge  0  on  the  band  a\  but,  when  heated  to  the  proper  tempera- 
ture. It  will  come  into  place,  and  then  the  contraction  of  the 
metal  brings/* into  firm  contact  with  I,  and  g  into  contact  with 
0,  leaving  the  barrel  at  all  parts  firmly  gripped  by  the  rings,  but 
not  so  straining  the  latter  as  to  diminish  essentially  the  tenacity 
of  the  latter  when  cold." 

In  this  connection  we  may  refer  to  the  evidence  of  the  com- 
plainant on  this  subject.     He  says  *^  he  was  led  to  this  quality 
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(one  one-thousandth  part  of  its  diameter),  as  iron  strained  one 
one-thousandth  part  of  its  length  may  be  considered  as  having 
reached  about  the  limits  of  its  elasticity.  If  strained  more  than 
that,  it  produces  merely  a  permanent  elongation." 

Another  question  in  this  branch  of  the  case  should  be  noticed. 
It  is  stated  by  the  experts  of  the  defendant,  and  not  denied,  that 
the  thickness  of  the  walls  of  the  Frith  gun,  as  shown  in  the 
drawings,  corresponds  very  nearly  with  the  thickness  of  the  com* 
plainant's,  and  the  same  as  to  the  thickness  of  the  hoops.  Now, 
assuming  that  these  rings  are  placed  on  the  barrel  of  the 
Frith  gun  in  the  same  way  we  have  described,  and  according  to  the 
then  state  of  the  art,  it  would  seem  necessarily  to  follow  that 
there  would  be  a  corresponding  compression  of  the  metal  of  the 
barrel  and  distention  of  the  hoop  with  those  of  the  complainant* 
The  improvement  on  each  gun,  as  to  the  additional  strength 
given,  would  seem  to  be  identical.  Indeed,  the  complainant's 
expert,  already  referred  to,  in  his  answer  to  the  twenty-second 
interrogatory,  if  I  understand  him,  admits  that  hoops  of  the  size 
shown  (as  Frith's)  placed  upon  a  body  of  the  thickness  repre- 
sented in  the  drawing,  would,  if  properly  applied,  produce 
the  effect  of  compression  and  distention  contemplated  in  the 
complainant's  patent — that  is,  he  observes,  if  the  surface  were 
accurately  fitted  and  placed  upon  the  body  after  it  was  bored. 
The  witness  had  before  stated  that  he  did  not  consider  the  bor- 
ing before  the  placing  of  the  hoops  vital.  Now,  whether  Frith 
had  a  knowledge  of  the  Barlow  law  or  not,  if  his  construction 
of  the  gun  met  the  difficulties  there  described,  and  overcame 
them  in  the  same  way  as  the  complainant,  it  is  manifest  the  ab- 
sence of  this  knowledge  can  not  affect  the  question. 

In  this  connection  we  may  refer  to  another  opinion  expressed 
by  this  expert  in  his  answer  to  the  sixty-sixth  cross-interrogatory. 
The  question  :  ^^Do  you  understand  the  complainant's  struc- 
ture to  be  limited,  as  respects  the  difference  of  diameters  of 
cast-iron  body  and  hoop,  to  be  a  difference  of  one  one-thou- 
sandth of  the  diameter  of  the  body,  or  more  or  less  ? 

Answer:  "  I  do  not  understand  it  to  be  limited  to  the  differ- 
ence in  diameter  of  body  and  hoop  of  one  one-thousandth. 
Any  difference  of  diameter  that  would  produce  the  beneficial 
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result  contemplated  would,  I  thinic,  be  within  the  description 
given,  whether  more  or  less."  It  seems  to  us  that  this  is  a 
sound  view  of  the  patent,  and  that  the  invention  can  not  be  al- 
lowed to  turn  on  the  precise  amount  of  difference  stated  ;  other- 
wise the  evasion  of  the  patent  would  be  easy  and  unavoidable. 

This  view,  however,  shows  that  the  statement  of  the  differ- 
ence in  the  patent  is  not  necessary  or  material,  and  will  not  bind 
the  patentee  if  made.  All  that  is  essential  or  useful  is  a  reference 
to  the  principle  or  law  of  the  expansibility  of  wrought  iron,  and 
the  extent  to  which  it  may  be  carried  by  heat  without  weakening 
its  tenacity  or  elasticity.  This  would  be  sufficient  to  enable  the 
intelligent  mechanic  to  construct  the  improvement  and  protect 
the  invention  from  evasion  or  infringement. 

A  good  deal  has  been  said  by  the  experts  in  the  proofs,  and  by 
counsel  in  the  argument,  in  respect  to  the  absence  of  any  direc- 
tion in  the  specification  of  the  Frith  patent  as  to  the  finish  of  the 
work  to  be  done,  such  as  turning  or  polishing  the  outer  surface 
of  the  barrel,  and  inner  surface  of  the  rings  or  hoops.  We  do 
not  think  this  criticism  entitled  to  much  consideration.  It  is  the 
business  of  the  mechanic,  not  of  the  inventor.  If  it  is  necessary 
that  this  work  should  be  done  in  order  to  make  a  proper  fit  of 
the  hoops  to  the  barrel,  it  may  well  be  left  to  the  intelligent 
mechanic,  and  to  the  duty  that  devolves  on  him  to  execute  his 
job  in  a  workmanlike  manner,  and  so  as  to  produce  the  effect 
intended  by  the  inventor  if  within  his  skill.  The  inventor  is  not 
necessarily  a  mechanic,  and  is  often  very  much  dependent  upon 
the  skill  of  the  latter  to  adapt  his  invention  to  practical  use. 

Upon  the  whole,  without  pursuing  the  case  further,  we  are 
compelled  to  the  conclusion,  that,  in  view  of  the  state  of  the  art 
at  the  time,  the  improvement  in  the  construction  of  the  cast-iron 
gun  with  wrought-iron  hoops  or  rings  claimed  by  the  complainant 
will  be  found  in  the  description  given  in  the  Frith  patent ;  and 
upon  this  ground  a  decree  must  be  entered  for  the  defendant, 
dismissing  the  bill. 
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Henry  B.  Goodyear,  Adm*r,  and  Samuel  A.  Duncan 

vs. 
Thomas  O.  Hills.     In  Equity. 


JosiAH  Bacon 

vs. 

Thomas  O.  Hills.     In  Equity. 

The  only  question  arising  on  an  application  for  injunction  is  whether  the  complainant 
presents  an  undebatable  case. 

It  becomes  the  duty  of  the  Court  not  only  to  ascertain  the  validity  of  the  patent,  with 
such  certainty  as  to  advise  the  Court  that  it  ought  to  interpose  its  writ  of  injunction, 
but  also  to  inquire  whether  defendant  is  in  contumacy  of  that  right. 

The  law  makers  have  admonished  inventors  and  the  public  that  if  before  an  application 
they  suffer  more  than  two  years  to  elapse  in  the  use  of  an  invention,  they  shall 
absolutely  forfeit  all  right  and  title  thereto. 

As  to  any  lachei  by  which  the  application  may  be  followed,  the  inventor  is  left  under 
the  dominion  of  common  law  principles. 

>Vhen  his  application  is  rejected,  the  judgment  of  condemnation  by  the  Patent  Office 
advertises  to  the  country,  at  least,  that  he  stands  in  no  better  position  than  before 
the  application  was  made.  The  country  is  advised  that  at  that  stage  of  his  in- 
vention he  has  no  rights. 

More  especially  is  he  himself  advised,  by  rejection,  of  his  want  of  right,  for  he  is  a  party 
to  the  proceedings,  and  more  immediately  damnified. 

The  rejection  of  the  application  would,  at  least,  be  regarded,  in  the  logic  of  equity,  at 
a  notice  to  him  to  proceed  with  diligence  to  traverse  and  reverse  the  judgment  of 
the  Office. 

Whether  a  patent,  applied  for  1855,  rejected  in  1856,  allowed  to  sleep  for  eight  years, 
during  which  time  the  invention  went  into  public  use,  and  revived  by  a  new  appli- 
cation in  1864,  is  valid,  quart. 

"Where  an  application  was  made  for  a  provisional  injunction  under  two  patents,  in  two 
suits,  on  behalf  of  the  same  equitable  owner,  and  there  appeared  to  be  a  community 
of  interest,  advice  and  police  between  them,  so  that  an  injunction  upon  one  of  them 
which  was  valid,  might  be  made  to  serve  the  purpose  of  an  injunction  upon  the 
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other,  the  validity  of  which  was  doubtful :  Held:  That,  while  an  injunction  under 
the  doubtful  patent  was  refused,  the  defendant  would  be  allowed  to  tender  reason- 
able security  for  payment  for  such  use  as  he  might  make  of  the  valid  invention. 

(Before  Caattzr,  C.  J.,  District  of  Columbia,  December,  1866.) 

These  are  two  motions,  made  in  the  Supreme  Court  of  the 
District  of  Columbia,  for  provisional  injunctions  to  restrain  the 
defendant  from  infringing  two  separate  patents,  the  legal  title  to 
which  was  vested  in  different  parties,  who  held  both  in  trust  for 
the  use  of  the  Dental  Vulcanite  Company. 

The  first  patent  was  for  an  "improvement  in  the  manufacture 
of  India  rubber,"  granted  to  Nelson  Goodyear,  May  6,  1851, 
and  reissued  to  Henry  B.  Goodyear,  his  administrator,  May  18, 
1858,  in  two  divisions  numbered  556  and  557  respectively. 

The  second  patent  was  for  an  "  improvement  in  artificial  gums 
and  palates,"  granted  to  John  A.  Cummings,  June  7,  1864,  and 
more  particularly  referred  to  in  the  case  of  Dental  Vulcanite  Co. 
V.  fVetherbee^  P«  87. 

The  defendant  was  a  dentist  in  the  city  of  Washington,  who 
had  manufactured  plates  or  palates  for  artificial  teeth  of  hard 
rubber,  thus,  as  it  was  claimed,  infringing  the  patents  of  Good- 
year for  the  product  and  process  {Goodyear  v.  N.  T.  Gutta  Percha 
Co,y  Vol.  II.,  p.  312),  and  the  patent  of  Cummings  for  the  special 
application  of  hard  rubber  to  artificial  gums  and  palates. 

A.  Pollok  and  J.  J.  Coombs^  for  complainants. 

W.  F.  Mattlngly  and  J.  H.  Bradley^  for  defendant. 

Cartter,  C.  J. 

Henry  B.  Goodyear,  as  the  administrator  of  Nelson  Good- 
year's  estate,  and  as  the  patentee,  and  Samuel  A.  Duncan,  as 
the  sole  licensee  of  the  right  to  use  the  invention  for  dental  pur- 
poses, file  their  bill  against  Thomas  O.  Hills,  and  ask  the  Court 
to  interpose  its  temporary  injunction  against  the  use  of  the  pro- 
cess of  Goodyear's  invention,  and  of  the  material  resulting  from 
that  process  (called,  I  believe,  technically,  vulcanite),  so  far  as 
that  material  and  process  are  appropriated  to  dental  purposes. 
The  merits  of  the  controversy,  as  discussed  before  me,  are  resolved. 
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first,  into  the  consideration  of  the  question  whether  the  proper 
parties  are  made  complainants  here  ;  and  secondly,  granting  the 
validity  of  his  patent,  whether  the  patentee  has  forfeited  his 
rights  to  it  by  a  dedication  to  the  public. 

These  are  the  only  questions  seriously  raised,  although  some- 
thing has  been  said  in  regard  to  the  validity  of  the  patent.  The 
subject  of  the  patent  has,  under  a  modification,  traveled  through 
more  than  the  lifetime  of  a  patent,  involving  expenses  which,  it 
is  said,  left  the  inventor  without  reward,  in  consideration  of  which 
fact  the  Commissioner  of  Patents  very  properly,  as  far  as  is  shown 
to  me,  granted  an  extension  of  seven  years.  It  is  this  extension 
of  the  patent,  which  is  now  before  the  Court.  ^This  patent  has 
been  sufficiently  in  controversy,  in  the  courts  and  otherwise,  to 
have  become  an  established  fact.  Its  integrity,  as  appears  in  the 
proof,  has  been  tested  by  an  expenditure  of  over  two  hundred 
thousand  dollars,  and  by  repeated  adjudications  in  the  courts, 
through  a  period  contemporaneous  with  the  life  of  the  original 
patentee.  This  last  grant  is  made  to  the  inventor's  descendants, 
in  consideration  of  the  fact  that  the  original  patentee  never  real- 
ized any  benefit  from  his  genius ;  and  this  corresponds  to  the 
very  familiar  history  of  many  inventions — that  the  beneficiaries 
of  the  generation  in  which  the  privilege  is  granted  are  never  to 
see  the  fruition  of  their  labors.  As  far  as  the  validity  of  this 
patent  is  concerned,  there  can  be  no  question ;  there  ought  to 
be  no  litigation. 

On  the  question  of  forfeiture,  or  dedication  to  the  public,  I 
will  simply  remark,  that  so  far  from  the  evidence  showing  any 
lachesy  on  the  part  of  the  owners  of  the  patent,  which  would  work 
such  forfeiture  or  dedication,  to  my  mind  it  shows  the  most  per- 
severing diligence  on  their  part  in  asserting  and  maintaining  their 
rights  under  the  patent. 

But  this  patent  does  not  stand  alone ;  and  it  is  impossible  to 
consider  this  case  in  its  full  merits,  without  reference  to  another, 
which  is  now  traveling  parallel  with  it.  I  refer  to  the  case  of 
Josiah  Bacon  v.  Thomas  O.  Hills,  Bacon  is  the  assignee  of  one 
Cummings,  and  the  trustee  of  a  company  now  in  process  of 
formation,  a  company  at  present  existing  in  its  elements  alone, 
and  waiting  for  the  sovereignty  of  Massachusetts  to  give  it  a  legal 
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being,  which  company  has  become  virtually  the  assignee  of  both 
patents,  but  an  assignee  in  such  wise  as  not  to  take  the  legal  title 
to  these  patents  from  the  respective  patentees  and  their  assignees, 
as  the  case  appears  to  me.  In  that  regard  I  think  the  proper 
parties,  so  far  as  I  am  advised,  are  before  the  Court,  whatever 
may  be  the  explanations  of  the  case  made  before  it  reaches  a 
final  hearing.  Under  this  marriage  of  the  two  patents  in  the 
.interest  of  the  company,  common  agents  are  appointed,  and  a 
common  demand  is  made  upon  the  dental  profession  for  tribute. 
What  the  necessity  for  this  may  be,  it  is  unnecessary  to  discuss. 
I  can  conceive  that  the  motive  may  be  to  make  the  more  mer- 
itorious support  the  defects  of  the  less  meritorious  patent — that 
the  patent  of  shorter  life  may  be  made  to  vitalize  that  having  in 
prospect  a  longer  period  of  duration.  But  whatever  may  be  the 
motive  for  the  union,  the  union  exists,  and,  as  I  view  it,  is  ma- 
terial to  the  consideration  of  the  case. 

The  Cummings  patent,  upon  which  I  am  now  commenting, 
dates  its  existence,  as  near  as  I  can  recollect  the  facts,  from  the 
brief  argument  presented  to  me,  to  a  caveat  filed  as  early  as  1852. 
A  formal  application  for  a  patent  was  presented  in  1855,  but  re- 
jected in  1856,  when  it  took  a  long  sleep.  It  was  granted  in 
1864,  having  been  revived  a  short  time  previous,  after  its  sleep 
of  eight  years  under  an  adverse  judgment  of  the  Patent  Office. 
It  is  further  in  evidence  before  me,  informally,  and  all  the  testi- 
mony has  been  presented  by  affidavits,  that  during  this  winter 
season  of  the  invention  it  went  into  common  use.  The  dental 
profession  adopted  it  with  great  reluctance,  beginning,  perhaps, 
as  far  back  as  1854,  and  employing  it  reluctantly  from  that  time 
to  1864,  inclusive.  Since  this  period  it  has  come  into  general 
use,  on  account  of  its  economy,  and,  so  far  as  appears  from  the 
proof,  its  great  superiority  in  every  respect.  Indeed,  while  the 
case  was  under  discussion,  the  superior  advantages  of  this  inven- 
tion were  so  glowingly  painted  by  the  learned  counsel,  that  I  was 
almost  inclined  to  reject  the  old  molars  of  fifty-five  years  for  a 
set  of  artificial  teeth,  although  the  former  were  ancient  friends. 
The  argument  seemed  to  represent  that  it  would  be  a  luxury  to 
exchange  a  set  of  nature's  dentistry  for  this  modern  substitute. 
This  transition  from  an  invention  to  universal  use,  occupied  a 
18 
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period  of  rest  between  1856  and  the  application  which  preceded 
the  final  granting  of  the  patent,  I  believe,  in  the  year  1864. 
The  impression,  at  least,  was  made  upon  my  mind,  that  eight 
years  intervened  between  the  rejection  and  the*  final  issue  of  the 
patent.  The  question  presented  in  this  connection  is,  whether 
the  patentee  acquiring  title  under  these  circumstances,  is  brought 
within  the  protection  of  the  law. 
*  It  is  not  necessary  for  me^  in  this  stage  of  the  case  and  upon 
the  motion  now  pending,  to  determine  what  would  be  my  ulti- 
mate judgment  in  regard  to  this  point.  The  only  question 
arising  on  an  application  for  an  injunction,  it  appears  to  me,  is 
whether  the  complainant  presents  an  undebatable  case.  The 
validity  of  this  patent  comes  here  indorsed  by  the  decision  of  the 
Circuit  Court  for  the  District  of  Massachusetts,  where  Judge 
Clifford  seems  to  have  had  no  difficulty  whatever  in  pronounc- 
ing that  this  interval  of  eight  years  formed  no  impediment  to  the 
rights  of  the  patentee.  But  the  conclusion  is  much  clearer  to 
my  mind  than  the  logic  which  leads  to  it.  The  opinion  proceeds 
upon  the  hypothesis  that  no  interval  of  effort,  no  relaxation  of 
diligence,  can  follow  an  application  for  a  patent,  and  that  the 
application,  as  soon  as  alive,  continues  to  live  by  virtue  of  the 
momentum  which  first  put  it  in  operation.  That  may  be  so; 
but  I  confess  I  do  not  see  it  clearly.  The  law  makers  have  ad- 
monished inventors  and  the  public,  that  if  before  an  application 
they  suffer  more  than  two  years  to  elapse  in  the  use  of  the  inven- 
tion they  shall  absolutely  forfeit  all  right  and  title  thereto.  It  is 
true  that  the  legislative  admonition  relates  to  the  period  preceding 
the  application.  But  it  appears  to  me,  as  far  as  the  Court  can 
be  guided  by  its  own  judgment,  that  the  inventor  is  left  under 
the  dominion  of  common  law  principles  in  regard  to  any  lachis 
by  which  the  application  may  be  followed.  Is  it  the  law  that 
because  an  inventor  files  his  application,  which  is  refused  by  the 
Office,  he  may  sleep  upon  his  rights  indefinitely,  and  that  at  any 
period  in  his  lifetime,  or  that  of  his  representatives,  the  applica- 
tion may  be  revived  as  against  the  public  ?  I  think  not.  Prima 
facie^  I  think  he  would  have  to  show  a  reason  why  he  should  be 
so  permitted.  The  judgment  of  condemnation  by  the  Office 
advertises  to  the  country,  at  least,  that  he  stands  in  no  better 
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position  than  before  the  application  was  made.  The  country  is 
advised,  by  the  deliberation  of  the  only  tribunal  provided  by  law 
for  the  ascertainment,  at  that  stage  of  the  invention,  of  his  right, 
that  he  has  none.  More  especially  is  he  himself  advised  of  that 
fact,  for  he  is  a  party  to  the  proceedings,  and  more  immediately 
damnified  by  the  rejection  of  the  application.  That  rejection 
would  at  least  be  regarded,  in  the  logic  of  equity,  as  a  notice  to 
him  to  proceed  with  diligence  to  traverse  and  reverse  the  judg* 
ment  of  the  Office.  I  can  not  say,  on  the  brief  reflection  that 
I  have  been  able  to  give  this  case,  under  the  pressure  of  the  labor 
that  has  been  upon  me  during  the  period  of  the  hearing,  that  this 
patentee  has  an  invulnerable  patent.  And  while  I  do  not  wish 
to  anticipate  the  judgment  of  a  further  and  fuller  investigation, 
which  will  supervene  the  pendency  of  this  suit,  yet  I  am  prepared 
to  say  that  at  this  stage,  upon  this  motion,  the  case  presented  is 
not  one  to  call  for  the  intervention  of  an  injunction. 

So  much  for  the  two  cases  in  severalty.  I  ought  here  to  re- 
mark that  I  have  come  to  this  conclusion  with  some  misgivings ; 
for  this  patent  has  not  only  been  confirmed,  in  its  integrity,  by  the 
decision  of  a  Circuit  Court  in  the  case  to  which  I  have  already 
referred,  but  has  received  the  sanction  of  Judge  Giles,  of  Bal- 
timore, upon  a  motion  precisely  similar  to  the  one  I  have  before 
me.  I  have  listened  to  these  opinions  with  the  deference  due  to 
the  distinguished  gentlemen  by  whom  they  were  delivered ;  but 
I  confess  that  I  am  in  fault  in  not  being  able  to  agree  with  either 
of  them. 

This  disposes,  imperfectly,  of  my  view  of  the  condition  of 
these  two  parties.  And  still  the  question  recurs,  what  is  my 
duty  with  reference  to  the  issue  of  an  injunction  ?  It  will  be 
perceived  by  this  reasoning,  that  I  believe  in  the  vitality  of  one 
of  these  patents  as  an  indubitable  proposition;  and  that  there  is, 
in  my  mind,  such  doubt  as  to  the  other  as  not  to  allow  it  the 
force  of  a  conclusive  right,  and  therefore  as  not  to  entitle  it  to 
the  benefit  of  an  injunction.  The  whole  embarrassment  that 
follows  grows  out  of  the  community  of  interest  and  the  commu- 
nity of  advice  between  the  two  parties,  and  the  community  of 
police  for  the  preservation  of  the  interests  of  the  two  parties. 
They  are  represented  by  common  counsel,  by  common  agents. 
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they  have  common  interests;  and  still  the  legal  interest  is  held 
in  severalty.  The  respondent  in  these  cases  has  informally  ex- 
pressed a  willingness  to  regulate  his  use  of  the  substance  pro- 
tected by  the  Goodyear  patent,  and  thus  become  tributary  to 
that  patent ;  while,  at  the  same  time,  he  protests  that  he  will 
not  recognize  the  validity  of  the  patent  of  Cummings.  If  the 
respondent  had  presented  this  readiness  of  compliance  in  a  tan- 
gible form,  which  called  upon  the  complainants,  in  rejecting  it, 
to  reject  a  certainty;  if  he  had  reduced  his  avowals,  informally 
made,  to  definiteness,  distinctly  pledging  a  continued  compliance 
with  the  terms  of  the  Goodyear  patent,  I  should  have  no  hesita- 
tion about  the  matter.  For  it  becomes  a  duty,  in  the  considera- 
tion of  this  question,  not  only  to  ascertain  the  validity  of  the 
Goodyear  patent  with  such  certainty  as  to  advise  the  Court  that 
it  ought  to  interpose  its  writ  of  injunction,  but  also  to  inquire 
whether  the  respondent  is  in  contumacy  of  that  right;  whether 
he  is  seeking  to  defeat  and  defraud  the  patentee  of  his  property, 
or  of  a  just  consideration  for  its  use.  While  I  would  be  able  to 
satisfy  my  own  mind  in  regard  to  that  fact,  in  case  a  definite 
tender  had  been  made  in  a  form  of  responsibility,  I  am  embar- 
rassed by  the  vague  and  indefinite  character  of  the  propositions 
presented,  and  must  regulate  my  present  judgment  accordingly. 
Without  consuming  any  more  time,  or  repeating  any  more  of  the 
case,  I  think  the  parties  will  understand  the  position  of  my  judg- 
ment, in  announcing  the  result,  which  is,  a  denial  of  an  injunc- 
tion under  the  Cummings  patent,  and  the  granting  of  a  temporary 
injunction  in  favor  of  the  Goodyear  patent,  subject  to  removal 
at  any  time  when  the  party  defendant  shall  present  a  tangible 
tender  of  reasonable  security  for  payment  to  the  complainants 
for  such  use  as  may  be  made  of  the  invention,  or  that  which  is 
the  equivalent  of  such  security ;  which  is  to  be  judged  of  by  the 
Chancellor,  when  a  motion  is  made  to  dissolve  the  injunction. 
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The  Middletown  Tool  Company 

vs. 
Oliver  Judd  et  al.     In  Equity. 

The  recital,  in  a  reissue,  of  a  prior  assignment,  and  the  action  of  the  Commissioner  in 
granting  the  patent  to  the  assignees,  make  a  frima  facie  case  of  title. 

The  only  mode  of  impeaching  the  reissue'upon  the  ground  that  it  is  fbr  a  different  in- 
vention from  the  original,  where  there  is  no  allegation  or  proof  of  fraud,  is  by  show- 
ing, upon  the  face  of  the  instrument,  that  one  is  so  different  from  and  repugnant  to 
the  other  that  the  Court  can  see  that  the  invention  described  in  the  original  is 
another  and  different  one  from  that  set  forth  in  the  reissue. 

The  claim  in  the  original  was  for  a  new  article  of  manufacture;  in  the  reissue,  it  was  for 
a  combination  and  arrangement  of  the  parts.  The  former  claim  was  unfortunate, 
as  changes  could  be  made  to  evade  the  patent,  while  retaining  the  principle  of  the 
invention.     The  defect  was  curable  by  reissue. 

Whether  the  defect  occurred  through  inadvertence  or  mistake,  is  a  question  for  the 
Commissioner  to  decide. 

Proof  introduced  to  show  the  state  of  the  art  can  have  no  effisct  on  the  case  beyond  the 
aid  it  may  give  the  Court  in  construing  the  patent*  It  can  not  be  permitted  to 
defeat  the  suit  by  antedating  the  invention,  when  that  issue  is  not  raised  by  the 
pleadings. 

The  very  struggle  of  the  parties  in  the  suit — the  complainant  for  the  exclusive,  and  the 
defendant  for  the  unrestrained  right  to  manufacture  the  patented  article — ^is  ample 
evidence  that  it  is  of  some  utility. 

Whenever  a  change  or  device  is  new  and  accomplishes  beneficial  results,  courts  look  with 
favor  upon  it.  The  law  in  such  cases  has  no  nice  standard  by  which  to  gauge  the 
degree  of  mental  power  or  inventive  genius  brought  into  play  in  originating  the 
new  device. 

Letters  patent  fbr  an  ^'improved  self-mousing  hook,**  granted  to  John  R.  Henshaw,  Oc- 
tober 26,  1858,  and  reissued  February  6,  1866,  are  valid.) 

(Before  Shipman,  J.,  District  of  Connecticut,  February,  1867.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  an  ^^  improved  self-mousing  hook," 
granted  to  John  R.  Henshaw,  October  26,  1858,  assigned  to 
complainants,  and  reissued  to  them  February  6,  i866. 

The  invention  of  Henshaw,  and  the  article  manufactured  by 
defendants,  are  fully  described  in  the  opinion  of  the  Court. 
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The  claim  of  the  original  patent  was  as  follows  : 

"An  improyed  article  of  manufacture,  a  self-mousing  hook,  having  a  socket  c,  and 
ear/*,  and  a  horizontal  spring  k;  the  whole  made  as  shown  and  described.** 

The  claim  of  the  reissued  patent  was  as  follows : 

<*  Locating  the  spring  of  a  snap-hook,  substantially  as  shown  and  described,  so  as  to 
act  upon  points  intermediate  between  the  hinge  and  hook  proper  in  combination  with 
forming  recesses  for  holding  the  spring,  as  set  forth.** 

Hubbard  £5f  McFarland^  for  complainants. 

« 
Horace  Cornwall^  for  defendants. 

Shipman,  J. 

This  suit  is  founded  on  a  patent  for  an  alleged  improvement  in 
self-mousing  or  snap-hooks.  The  original  patent  was  granted  to 
J.  R.  Henshaw,  and  bears  date  October  26,  1858.  This  was 
subsequently  surrendered  by,  and  reissued  to,  the  present  com- 
plainants. The  reissue  is  dated  February  6,  1866.  The  bill 
counts  upon  this  reissue,  and  charges  the  respondents  with  in- 
fringing the  right  which  it  purports  to  grant  to  the  complainants. 
The  usual  relief  of  an  injunction  and  account  is  prayed  for. 

The  answer  admits  the  granting  of  the  original  patent  to  Hen- 
shaw,  but  qualifiedly  denies  that  he  was  the  original  inventor, 
and  that  the  same  had  not  been  in  use  before  his  application  for 
letters  patent.  It  denies  that  the  complainants  were  the  assignees 
of  Henshaw,  and  therefore  entitled  to  a  reissue.  It  denies  that 
the  surrender  was  made  for  the  purpose  of  correcting  anv  error 
or  inadvertence,  and  avers  that  the  same  was  done  for  the  pur- 
pose of  enlarging  the  right  of  the  complainants  under  the  patent. 
It  also  denies  that  the  reissue  is  for  the  same  invention  as  the 
original. 

The  answer  then  sets  up  two  patents  issued  to  Judd,  one  of 
the  respondents,  one  dated  August  25,  1863,  the  other  December 
13,  1864,  and  avers  that  all  the  articles  in  question,  the  manu- 
facture of  which  is  charged  by  the  bill  as  an  infringement  of  the 
complainants'  rights,  have  been  made  under  and  in  conformity 
to  these  patents.  There  is  also  a  general  denial  of  infringement 
as  charged  in  the  bill. 
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So  far  as  the  validity  of  the  patent  is  questioned  on  the  ground 
that  it  was  reissued  to  the  complainants,  there  is  no  real  doubt  in 
the  case.  The  reissue  counts  upon  a  prior  assignment  of  the 
original  patent  to  the  complainants,  and  this  makes,  with  the  act 
of  the  Commissioner  granting  the  reissue  to  them,  a  prima  facie 
case  on  this  point. 

There  is  no  proof  in  the  case  tending  to  overcome  this,  and 
the  Court  must  therefore  presume  that  the  reissue  was  properly 
granted  to  these  complainants.  The  reissued  patent  is  also  prima 
facie  evidence  that  it  is  for  the  same  invention  as  the  original, 
and  as  there  is  no  allegation  or  proof  of  fraud,  the  only  mode  of 
impeaching  the  reissue  on  this  ground  is,  by  showing  upon  the 
face  of  the  instruments  that  one  is  so  different  from  and  repugnant 
to  the  other,  that  the  Court  can  see  that  the  invention  described 
in  the  reissue  is  another  and  different  one  than  that  set  forth  in 
the  original.  Upon  a  careful  comparison  of  the  two  I  find  no 
such  difference  or  repugnance.  The  change  in  the  last  specifi- 
cation from  the  original  is  descriptive  and  formal  rather  than 
essential,  so  far  as  the  scope  of  the  invention  is  concerned. 

The  claim  in  the  original  was  for  an  improved  article  of  man- 
ufacture, while  in  the  reissue  it  is  for  a  combination  and  arrange- 
ment of  the  parts.  The  elements  of  the  combination,  in  con- 
nection with  the  arrangements  in  the  reissue,  are  precisely  the 
features  which  made  the  article  new  in  the  original.  But  claim- 
ing it  as  an  article  of  manufacture  was- unfortunate,  as  changes 
could  be  made  so  as  to  evade  the  patent,  though  the  principle 
of  the  invention  might  be  retained.  This  was  a  curable  defect, 
provided  it  occurred  through  inadvertence  and  mistake,  and 
whether  it  did  so  occur  was  a  question  of  fact  for  the  Commis- 
sioner to  decide.  The  invention  thus  described  in  the  reissued 
patent  must  be  deemed  to  have  been  made  as  early  as  October 
26,  1858,  the  date  of  Henshaw's  patent.  Upon  the  recital  in 
the  reissue  and  the  act  of  the  Commissioner  granting  the  latter 
to  these  complainants,  in  the  absence  of  any  countervailing  proofs 
they  are  to  be  deemed,  in  judgment  of  law,  its  rightful  owners 
and  entitled  to  whatever  right  it  confers. 

As  this  invention,  on  the  face  of  the  papers,  antedates  those 
described  in  the  patents  set  up  by  the  respondents,  and  there 
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being  no  proof  of  a  prior  invention  of  (he  kind  by  any  one  else, 
there  can  be  no  struggle  between  the  parties  here  as  to  who  was 
first  in  this  field  of  discovery.  The  remaining  inquiries  are,  is 
the  improvement  novel,  is  it  useful,  did  Henshaw  invent  it,  and 
ha^  the  respondents  infringed  ? 

On  the  first  three  inquiries  the  patent  itself  is  prima  facie  evi- 
dence in  the  affirmative,  and  one  of  the  witnesses,  well  qualified 
to  speak  on  the  subject,  testified  that  it  was  new.  There  is  no 
evidence  to  counteract  this  proof.  Whatever  was  introduced  to 
show  the  state  of  the  art  can  have  no  effect  on  the  case  beyond 
the  aid  it  may  give  the  Court  in  construing  the  patent.  It  can 
not  be  permitted  to  defeat  the  suit  by  antedating  the  invention,  as 
that  issue  is  not  raised  by  the  pleadings.  ^  But  in  the  judgment 
of  the  Court  no  article  or  device  presented  by  the  evidence,  or 
specimen  of  hooks  introduced  on  the  trial,  antedates  this  inven- 
tion. The  truss  hook  with  a  spring  inclosed  in  a  tumbler,  and 
the  one  with  a  spring  in  the  socket,  are  both  differently  arranged. 
The  springs  are  both  behind  the  joint-pin,  and  are  not  held  by 
recesses  sunk  into  the  arm  of  the  hook,  and  it  will  be  seen  when 
we  come  to  the  question  of  utility,  that  this  difference,  though 
apparently  slight,  is  in  reality  not  merely  formal  but  substantial. 
I  have  no  doubt  on  the  question  of  novelty.  On  the  proofs  as 
they  stand,  the  improvement  must  be  declared  new.  '^  Its  utility 
is  equally  clear,  at  least  in  one  aspect,  and  that  is  sufficient  to 
support  the  patent  on  this  point.  The  very  struggle  of  the  par- 
ties in  this  suit,  the  complainants  for  the  exclusive,  and  the 
respondents  for  the  unrestrained,  right  to  manufacture  this  kind 
of  hook  is  ample  evidence  that  it  is  of  some  utility.  / 1  agree 
with  the  counsel  for  the  respondents  that  the  truss  hooks,  with 
springs  in  the  rear  of  the  joint  pins,  especially  the  one  in  a  ver- 
tical tumbler,  appear  to  be  much  more  substantial  and  perfect 
articles.  But  the  demand  for  the  patented  article  involved  in 
this  suit  is  evidence  that  it  is  preferred  over  the  truss  hooks. 
Doubtless,  the  reason  is  that  they  can  be  manufactured  and  sold 
at  a  cheaper  rate.  Cheapness  generally  commends  an  article  to 
the  American  public. 

Did  Henshaw  invent  the  article  in  the  sense  of  the  patent  law  ? 
The  point  on  which  this  question  is  open  to  inquiry  in  this  suit. 
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is  that  which  relates  to  the  fact  whether  or  not  it  required  inven- 
tion. In  disposing  of  this  branch  of  the  case,  it  will  be  necessary 
to  examine  the  specification  and  see  what  device  it  covers.  This 
can  be  done  by  giving  a  construction  to  the  claim,  for  it  evidently 
aimed  to  state  the  invention  in  brief  terms,  though  it  must  be 
confessed  that  it  is  done  in  an  obscure  way.  It  is  often  the  mis- 
fortune of  inventors  to  have  their  specifications  drawn  with  very 
imperfect  skill,  but  courts  have  long  exercised  great  liberality  in 
giving  construction  to  these  instruments.  It  may  well  be  doubted 
whether  their  indulgence  has  not  gone  too  far  in  this  direction, 
and  their  efforts  to  save  the  rights  of  inventors  in  particular  cases 
been  perverted  into  an  assumed  license  to  indulge  in  loose  descrip- 
tions. The  present  specification  requires  the  application  of  the 
liberal  rules  of  construction  in  order  to  an  intelligible  understand- 
ing of  the  claim,  and  I  see  no  reason  why  they  should  not  be 
applied,  especially  in  view  of  the  settled  practice  of  the  courts. 
The  claim  is:  ^^  What  is  claimed  as  the  invention  of  the  said 
Henshaw  is,  locating  the  spring  of  a  snap  hook,  substantially  as 
shown  and  described,  so  as  to  act  upon  points  intermediate  be- 
tween the  hinge  and  hook  proper,  in  combination  with  forming 
recesses  for  holding  the  spring,  as  set  forth."  Read  literally  and 
apart  from  the  body  of  the  specification,  this  would  be  both  un- 
intelligible and  obscure.  The  first  part  of  the  sentence  refers 
to  the  arrangement  of  the  spring.  It  is  placed  in  front  of  the 
hinge  pin  instead  of  the  rear.  When  so  arranged,  it  is  combined 
with  the  recesses  for  holding  it,  which  are  new.  This  is  a  new 
organization  of  the  hook  and  spring,  combined  with  a  new  ele- 
ment or  device  for  holding  the  spring  in  place.  The  statement 
in  the  claim,  that  locating  the  spring  in  the  manner  described  is 
combined  with  forming  the  recesses,  is  mere  absurdity.  But  a 
glance  at  the  specification  and  drawings  shows  at  once  what 
really  was  meant. 

It  is  urged  that  this  transposition  of  the  spring,  in  connection 
with  the  simple  device  of  sockets  for  holding  it  in  place  so  that 
it  can  perform  the  desired  function,  is  a  merely  colorable  change 
of  the  old  snap  hook,  requiring  no  invention,  and  therefore  not 
patentable,  ^^ut  the  change  effects  palpable  and  useful  results, 
else  why  is  there  a  struggle  for  its  use  or  application  to  articles  of 

19 


I 


146  DISTRICT    OF    CONNECTICUT. 

Middletown  Tool  Co.  v,  Judd. 

\  this  character.  Whenever  a  change  or  device  is  new,  and  ac- 
.  complishes  beneficial  results,  courts  look  with  favor  upon  it. 
The  law,  in  such  cases,  has  no  nice  standard  by  which  to  gauge 
the  degree  of  mental  power  or  inventive  genius  brought  into 
play  in  originating  the  new  device.  ' 

A  lucky  casual   thought,  involving  a  comparatively  trifling 
/  change,  often  produces  decided  and  useful  results,  and  though  it 
/  be  the  fruit  of  a  very  small  amount  of  inventive  skill,  the  patent 
I  law  extends  to  it  the  same  protection  as  if  it  had  been  brought 
I  forth  after  a  lifetime  devoted  to  the  profoundest  thought  and  the 
most  ingenious  experiment  to  attain  it.  f  In  the  present  case  the 
degree  of  ingenuity  employed  in  producing  this  improvement  was 
undoubtedly  small,  but  I  have  no  doubt  that  it  is  entitled  to  the 
protection  of  the  law.     The  remaining  question  is,  whether  the 
respondents  have  infringed.     The  hook  which  they  manufacture 
has  a  spring,  the  main  coil  of  which  is  so  placed  that  the  hinge 
pin  passes  through  it,  but  though  only  part  of  the  coil  is  thus 
brought  in  front  of  the  hinge  pin,  yet  the  bearing  points  or  feet 
of  the  spring  are  so  located  as  to  act  on  points  intermediate  be- 
tween the  hinge  and  hook  proper,  in  substantially  the  same  man- 
ner as  the  ends  of  the  coil  in  Henshaw's  invention. 

These  feet  are  held  in  and  by  recesses  or  sockets  in  the  same 
manner  as  in  Henshaw's.  In  other  words,  the  spring  as  located 
and  operating  in  combination  with  the  recesses,  the  respondent's 
hook,  embody  the  whole  of  Henshaw's  invention,  and  accom- 
plish the  same  result  in  the  same  way.  It  may  be  an  improved 
form  of  Henshaw's  invention,  and  if  so,  the  new  part  or  im- 
provement is  patentable;  but  this  fact  gives  no  right  to  use 
what  was  invented  and  patented  by  another. 

A  decree  for  an  account  and  injunction  must,  therefore,  be 
entered  against  the  respondents.  The  decree  for  an  account 
may  be  entered  at  once,  and  the  accounting  should  be  proceeded 
with  without  delay,  and  completed  on  or  before  the  first  day  of 
the  next  regular  term  of  this  Court,  at  which  time  a  final  decree 
and  injunction  will  be  entered. 
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Henry  B.  Goodyear,  Adm'r,  and  Samuel  A.  Duncan 


vs. 


Emanuel  Honsinger.     In  Equity. 

Where  there  has  been  a  prior  adjudication  in  another  court,  in  which  the  validity  of  a 
patent  has  been  fully  contested  and  sustained,  the  Court  will,  upon  a  motion  for  a 
preliminary  injunction,  consider  the  validity  of  the  patent  as  prima  facie  established. 

Whether  a  patent  for  a  process  can  be  reissued  and  divided  into  two  patents,  one  for  the 
process  and  the  other  for  the  product  produced  by  the  process,  quaere. 

It  is  always  unfair  to  those  who  are  licensed  to  use  the  particular  article  or  method,  under 
letters  patent,  to  allow,  by  laehet^  others  to  use  what  the  licensees  alone  have  a  right 
to  use  under  their  license. 

A  court  of  equity,  while  it  may  be  satisfied  the  patent  is  valid,  does  not  feel  inclined, 
when  those  claiming  under  the  patent  have  been  negligent  in  enforcing  their  rights, 
to  interfere  in  all  cases  by  an  absolute,  peremptory  injunction. 

Th(Me  who  hold  under  an  extension  are  to  be  visited  with  the  consequences  of  the  acts 
of  the  owners  of  the  original  patenL  They  take  the  extension  as  it  falls  to  them 
on  the  expiration  of  the  parent,  and  are  not  to  be  reinstated  in  all  the  rights  of  the 
original  patentee. 

Where  a  patentee  has  stood  by,  for  a  series  of  years,  and  permitted,  or  not  objected  in  the 
way  in  which  the  law  authorizes  him  to  object,  to  the  use  of  the  article  claimed 
under  the  letters  patent,  such  conduct  ought  to  be  visited  to  some  extent  upon  him. 
Courts  of  equity  ought  to  demand  of  patentees  reasonable  diligence  in  asserting  their 
rights. 

(Before  Deommond,  J.,  Northern  District  of  Illinois,  March,  1867.) 

This  was  a  motion  for  a  provisional  injunction  to  restrain 
defendant  from  infringing  letters  patent  for  an  ^improvement  in 
the  manufacture  of  India  rubber,"  granted  to  Nelson  Goodyear, 
May  6,  1851  ;  reissued  to  Henry  B.  Goodyear,  administrator  of 
Nelson  Goodyear,  deceased,  May  18,  1858,  in  two  divisions, 
and  extended  to  said  Henry  B.  Goodyear  for  seven  years  from 
May  6,  1865. 

On  July  17,  1866,  so  much  of  the  invention  as  applied  to 
dental  purposes  was  assigned  to  Samuel  A.  Duncan. 
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The  claims  of  the  original  patent  were  as  follows: 

**  What  I  do  claim,  etc.,  i$  the  combining  of  India  rubher  and  sulphur,  either  with 
or  without  shellac,  for  making  a  hard  and  inflexible  substance  hitherto  unknown,  sub- 
stantially as  herein  set  forth. 

"  I  also  claim  the  combining  of  India  rubber,  sulphur,  and  magnesia  or  lime,  or  a 
carbonate  or  a  sulphate  of  magnesia  or  of  lime,  either  with  or  without  shellac,  for  mak- 
ing a  hard  and  inflexible  substance  hitherto  unknown,  substantially  as  herein  set  forth. 


»» 


The  disclaimer  and  claim  of  Reissue  556  was  as  follows : 

"  It  is  well  known  that  it  has  been  proposed  to  produce  a  hard  substance  from  caout- 
chouc, by  passing  it  through  highly  heated  liquid  sulphur;  but  this  has  not  been  at- 
tended with  practical  success. 

**  I  do  not  wish  to  be  understood,  however,  as  making  claim  broadly  to  the  union  of 
caoutchouc  and  sulphur  in  the  proportions  named,  however  these  substances  may  be 
united  and  treated. 

"  But  what  I  du  claim  as  the  invention  of  the  said  Nelson  Goodyear,  and  desire  to 
secure  by  letters  patent,  is  the  combining  of  sulphur  and  India  rubber,  or  other  valcanix- 
able  gum,  in  proportions  substantially  as  specified,  according  to  the  vulcanising  process  of 
Charles  Goodyear,  for  the  purpose  of  producing  a  substance  or  manufacture  possessing 
the  properties  or  <]ualities  substantially  as  described  ;  and  this  I  claim  whether  the  said 
compound  of  sulphur  and  gum  be  or  be  not  mixed  with  other  ingredients  as  set  forth.** 

The  disclaimer  and  claim  of  Reissue  557  was  as  follows: 

**  I  do  not  wish  to  be  understood  as  making  claim  broadly  to  a  manufacture  or  sub- 
stance produced  by  the  admixture  of  caoutchouc  and  sulphur,  nor  as  making  claim 
broadly  to  a  manufacture  or  substance  by  subjecting  the  compound  of  caoutchouc  and 
sulphur,  whether  with  or  without  other  substances,  to  a  high  degree  of  heat,  as,  prior  to 
the  invention  of  Nelson  Goodyear,  caoutchouc  and  sulphur  had  been  compounded,  and 
such  compound  alone,  as  well  as  other  ingredients  had  been  subjected  to  a  high  degree 
of  heat,  but  not  to  produce  the  manufacture  or  substance  having  the  character  peculiar 
to  the  said  manufacture  or  substance  invented  by  the  said  Nelson  Goodyear. 

*<  What  is  claimed,  etc.,  is  the  new  manuficture  or  substance  herein  above  described, 
and  possessing  the  substantial  properties  herein  described,  and  composed  of  India  rubber, 
or  other  vulcanizable  gum,  and  sulphur,  in  the  proportions  substantially  as  described, 
and  when  incorporated,  subjected  to  a  high  degree  of  heat,  as  set  forth,  and  this  I 
claim,  whether  other  ingredients  be  or  be  not  used  in  the  preparation  of  the  said  manu- 
facture as  herein  described.** 

A.  Pollok^  S.  A.  Goodwin^  and  y.  H.  B.  Latrobey  for  complainants. 

S.  S.  Fisher^  for  defendant. 

Drummond,  J. 

In  1844,  Charles  Goodyear  obtained  a  patent  from  the  United 
States  for  a  new  discovery,  which  he  claimed  he  had  made  by 
combining  caoutchouc  with  sulphur  in  certain  proportions,  which 
letters  patent  were  surrendered  in  1849,  ^^^  ^  reissue  was  made 
by  the  Government  upon  the  original  letters  patent. 
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The  product  thus  described  by  Charles  Goodyear  in  his  letters 
patent  and  reissue  was,  as  we  well  know,  somewhat  pliable 
in  its  character,  impressible,  not  hard  or  stiff.  In  1851,  Nelson 
Goodyear  claimed  that  he  had  made  an  improvement  upon 
the  invention  of  Charles  Goodyear,  and  letters  patent  were 
issued  to  him  on  the  6th  of  May.  The  discovery,  which  he 
claimed  he  had  made,  was,  that  by  combining  in  certain  propor- 
tions sulphur  and  caoutchouc,  a  hard  substance  was  produced, 
somewhat  in  the  nature  of  horn  or  ivory — ^susceptible  of  a  polish. 
This  was  called  hard  rubber,  or,  in  consequence  of  the  heat  that 
was  applied  to  it,  ^^a  high  degree  of  artificial  heat,"  as  he  terms 
it  in  his  specification,  it  was  also  called  vulcanite.  After  these 
letters  patent  were  issued  to  Nelson  Goodyear  in  May,  1851,  he 
died,  namely,  on  July  lo,  1852;  and  it  being  claimed  by  his 
representatives  that  there  was  an  error  or  mistake  in  the  letters 
patent  and  the  specifications  as  they  were  issued  in  May,  185 1, 
application  was  made  for  a  reissue,  and  accordingly,  on  May  18, 
1858,  a  reissue  was  made  to  the  administrator  of  Nelson  Good- 
year, consisting  of  two  patents,  numbered  556  and  557.  These 
patents  were  issued;  the  one  for  the  '^method,"  as  it  is  called, 
producing  the  result  claimed  by  Nelson  Goodyear  in  his  letters 
patent  and  specifications  of  May,  1851  ;  the  other  was  for  the 
product.  The  patent  would  run,  the  reissue,  as  a  matter  of 
course,  claiming  nothing  more  than  was  claimed  in  the  original 
patent,  from  185 1  to  1865, 1  believe.  The  patent  then  expired ; 
and  under  the  law  in  force  at  that  time,  application  was  made  to 
the  Commissioner  of  Patents  for  the  extension  of  the  patent, 
and  accordingly.  May  6,  1865,  an  extension  was  granted  to  the 
administrator  of  Nelson  Goodyear.  It  is  in  this  manner  that 
Henry  B.  Goodyear,  as  administrator  of  Nelson  Goodyear, 
becomes  a  party  to  this  suit ;  and  on  July  17,  1866,  an  assign- 
ment was  made  to  Samuel  A.  Duncan  of  the  right  under  the 
patent  and  reissue,  so  far  as  the  invention  was  to  be  applied  to 
dental  uses.  It  is  in  this  way  that  the  two  plaintiffs  institute 
their  action  in  this  case  by  a  bill  against  Dr.  Honsinger,  a  dentist 
of  this  city,  claiming  that  he  has  violated  an  invention  secured 
by  the  original  letters  patent  and  reissue  and  extension. 

I  stated,  during  the  progress  of  the  argument,  that  on  this 
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motion  I  should  consider  it  as  prima  facie  established  that  the 
patent  was  valid.  In  1862  there  was  a  decree  rendered  by  Mr. 
Justice  Nelson,  Judge  Smalley  of  the  District  Court  sitting 
with  him,  upon  this  extension  and  reissue  granted  in  1858.  That 
suit  was  very  closely  contested,  and  the  patents  very  thoroughly 
considered  by  the  court ;  and  a  decree  was  rendered,  establishing 
the  validity  of  the  patents  and  of  the  rights  under  the  reissue. 

The  only  criticism  I  feel  inclined  to  make  upon  the  reissue  in 
1858  is  as  to  the  manner  in  which  it  was  made^-consisting  of 
two  letters  patent,  and  two  distinct  specifications  and  claims — 
one  for  the  ^^ method"  by  which  the  product  is  obtained,  and  the 
other  for  the  product  itself.  It  has  occurred  to  me,  as  a  question, 
whether  the  two  things  claimed  are  not  essentially  the  same  in 
their  nature.  The  invention  was  a  certain  product  obtained  in  a 
particular  way ;  and  the  claim  as  forth  in  one  of  the  specifica- 
tions is  ^'  the  combining  of  sulphur  and  India  rubber,  or  other 
vulcanizable  gum,  in  proportions  substantially  as  specified,  when 
the  same  is  subjected  to  a  high  degree  of  heat,  substantially  as 
specified,  according  to  the  vulcanizing  process  of  Charles  Good- 
year, for  the  purpose  of  producing  a  substance  or  manufacture 
possessing  the  properties  and  qualities  substantially  as  described, 
and  this,  whether  the  compound  of  sulphur  or  gum  be  or  be  not 
mixed  with  other  ingredients  as  set  forth  \*  in  the  other,  where 
the  mere  product  is  claimed,  the  claim  is  set  forth  in  this  language : 
^^  The  new  manufacture  or  substance  herein  above  described  and 
possessing  the  substantial  properties  described,  and  composed  of 
India  rubber  or  other  vulcanizable  gum  and  sulphur  in  the  pro- 
portions substantially  such  as  described,  and,  when  incorporated, 
subjected  to  a  high  degree  of  heat,  as  set  forth,  and  this  whether 
other  ingredients  be  or  be  not  used  in  the  preparation  of  the  said 
manufacture  herein  described." 

Now,  I  am  inclined  to  think  that  the  patent  is  only  valid,  it 
would  seem  to  me  to  be  so,  for  the  particular  method  described,  by 
which  the  result  is  produced.  The  product,  obtained  in  the 
manner  described,  is  the  invention,  and  for  that  letters  patent 
might  issue — whether  or  not  this  product  by  possibility  could  be 
produced  by  the  compounding  of  other  materials,  is  a  question 
that  it  is  not  necessary  to  discuss  at  this  time.     This  is  the  only 
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criticism  that  I  feel  inclined  to  make  upon  the  letters  patent.  I 
shall  take  them  as  valid,  because  it  is  not  possible  for  me  now, 
on  this  preliminary  motion,  to  give  the  subject  so  thorough  a 
consideration  as  was  given  to  it  by  Judge  Nelson  and  by  Judge 
Smalley;  and  they  having,  as  I  have  already  stated,  adjudicated 
upon  the  validity  of  the  patents,  I  shall  assume  that  they  are  good 
in  law. 

Then,  as  to  the  infringement  by  the  defendant,  it  is  true  that 
some  affidavits  have  been  filed  for  him,  one  particularly  in  which 
he  claimed  that  he  did  not  admit  to  a  witness,  whose  affidavit  is 
on  file,  that  he  had  violated  the  patents  of  the  plaintiffs.  But  I 
do  not  understand  him  to  deny  that  he  has  used,  for  dental  pur- 
poses, the  product  which  the  plaintiffs  claim  in  the  manner  that 
it  is  set  forth  under  the  letters  patent. 

I  understand  that  it  is  stated  in  the  specifications  that  there 
may  be  certain  coloring  matter  introduced  into  the  material  from 
which  hard  rubber  or  vulcanite  is  to  be  created,  and  so  what- 
ever either  experience  or  skill  might  suggest  in  relation  to  that 
coloring  matter  could  be  added ;  and,  as  the  idea  is  distinctly  set 
fonh  in  the  specifications,  it  could  be  easily  varied  by  any  one 
according  to  his  fancy ;  by  the  dentists,  for  example,  or  by  any 
other  profession,  in  such  way  as  they  might  choose.  The  lead- 
ing idea  is  there,  and  if  some  other  coloring  matter  is  used,  which 
is  not  specifically  set  forth  in  the  letters  patent,  I  think  that  would 
Dot  affect  the  validity  of  the  patents  themselves. 

Therefore,  I  also  take  it  for  granted,  under  the  affidavits,  that 
the  defendant  has  used  what  is  claimed  under  the  letters  patent, 
and  so  has  infringed. 

The  only  difficulty  I  have  had,  in  the  examination  of  the  case, 
and  which  I  may  say  I  had  during  the  progress  of  the  argument, 
was  and  is  in  consequence  of  what  has  taken  place  since  the 
reissue  in  1858. 

What  are  the  facts  in  relation  to  that  ?  The  American  Hard 
Rubber  Company  became  possessed  of  the  rights,  the  original 
patent  and  reissue,  so  long  as  they  might  exist  under  the  original 
patents,  that  is  to  say  until  1865.  Under  these  rights  they  man- 
ufactured the  hard  rubber  or  vulcanite.  They  also  prepared 
what  is  called  ^^a  plastic  compound,"  which  could  be  vulcanized 
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at  the  will  of  the  dentist,  or  of  any  one  else  who  understood  the 
mode  of  creating  vulcanite.  It  was  colored  too ;  prepared  in 
every  respect  for  the  dentists,  and  all  that  they  had  to  do  was 
simply  to  apply  the  artificial  heat  to  it  to  make  it  vulcanite  or 
hard  rubber — such  a  material  as  to  enable  them  to  use  it  for  their 
special  purpose — ^a  plate  for  artifical  teeth  or  otherwise. 

There  is  no  doubt  that  the  claim  was  set  up  always  by  the 
representatives  of  Nelson  Goodyear,  whether  it  was  the  American 
Hard  Rubber  Company  or  any  other  party  to  this  product,  vul- 
canite, and  that  they  denied  the  right  of  the  dentists  to  use  it  for 
their  special  purpose  without  the  consent  of  the  patentee  or  his 
representatives.  This  claim  was  set  forth  by  publication,  by  ap- 
plication to  the  dentists  to  obtain  licenses,  and  in  other  forms.  This 
claim,  however,  was  not  acquiesced  in  by  the  dental  profession. 
The  affidavits  filed  in  this  case  show  that  in  1855,  possibly  in 
1854,  this  material  first  began  to  be  applied  to  dental  purposes, 
and  after  it  was  first  so  applied,  in  three  or  four  years,  according 
to  the  statement  of  one  of  the  New  York  dentists,  it  came  into 
general  use,  that  is  to  say  in  about  1858  or  1859. 

Now,  it  was  used,  in  some  instances,  by  those  who  had  licenses, 
and,  in  others,  by  those  who  had  not. 

The  American  Hard  Rubber  Company  about  this  time,  ac- 
cording to  the  affidavit  of  Mr.  Ropes,  began  to  manufacture  this 
plastic  compound,  colored,  for  the  special  use  of  the  dentists,  to 
be  applied  by  them  professionally ;  and  it  was  sold  by  their 
agents  from  that  time  until  the  expiration  of  the  patent. 

It  is  set  forth  in  the  bill  (and  such  is  the  statement  of  Ropes 
in  his  affidavit)  that  in  all  instances  this  preparation,  thus  made 
by  the  American  Hard  Rubber  Company,  was  labeled  in  a  way 
to  indicate  to  the  public  that  it  could  be  used  and  manufac- 
tured into  vulcanite  by  those  dentists  only  who  had  licenses  under 
the  patent ;  and  if  the  case  had  stood  here  alone,  unaffected  by 
anything  that  occurred  afterward,  I  should  have  reached  a  little 
different  conclusion  in  the  application  from  that  to  which  I  have 
arrived  from  other  facts  in  the  case,  to  which  I  will  now  advert. 

Notwithstanding  the  issuing  of  the  licenses  under  the  patent, 
to  the  number  of  two  thousand,  as  is  said  in  the  bill,  and  the 
manufacture  of  this  plastic  compound  by  the  American  Hard 
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Rubber  Company,  with  the  labels  on  the  parcels  thus  manufac- 
tured, it  is  undoubtedly  true  that  a  large  number  of  the  dentists 
of  the  United  States  declined  to  accept  such  licenses,  or  pay  for 
them  under  the  patent. 

It  is  also  true,  I  apprehend,  that  notwithstanding  the  prohibi- 
tion contained  upon  the  label  of  the  article  as  manufactured,  the 
agents  of  the  American  Hard  Rubber  Company  did  sell  it  to 
dentists  who  had  no  licenses,  and  who,  they  must  have  known, 
had  no  licenses.  It  has  been  sold  in  New  York  and  in  other 
cities ;  within  the  last  six  or  seven  years  it  has  been  sold  here. 
The  reason  why  it  was  permitted  to  be  sold  in  this  manner,  and 
the  way  in  which  the  effect  of  those  sales  is  sought  to  be 
avoided,  is  set  forth  in  the  bill.  The  bill  says,  after  referring  to 
some  suits  that  were  instituted  in  some  courts  against  dentists,  in 
relation  to  some  of  which  we  know  nothing  except  what  is  con- 
tained in  the  bill,  that  ^^  the  great  expense  of  prosecuting  infringe- 
ments in  the  different  parts  of  the  United  States,  in  some  of  which 
the  recovery  would  not  equal  the  unavoidable  expenses  of  the 
suits  not  taxable  as  costs,  and  the  near  approach  of  the  expiration 
of  the  term  for  which  said  letters  patent  were  originally  granted, 
at  which  time  the  operations  of  the  said  American  Hard  Rubber 
Company  in  the  West  would  cease  by  limitation,  deterred  the 
American  Hard  Rubber  Company,  who  were  to  bear  the  whole 
expense  of  the  litigation,  from  prosecuting  any  more  suits." 

I  adverted,  during  the  argument,  to  an  inference  which  might 
be  drawn  from  the  conduct  of  a  patentee — from  the  conduct  of 
the  representatives  of  the  patentee  in  this  case — in  selling  licenses 
to  some  parties  and  allowing  other  parties  to  go  on  ana  use  the 
very  thing  which  was  licensed  to  some,  without  interruption  and     / 
without  objection.     It  was  unfair,  and  is  always  unfair  to  those  / 
who  are  licensed  to  use  the  particular  article  or  method,  under  / 
letters  patent,  to  allow  others  to  use  what  the   licensees  alony 
have  a  right  to  use  under  their  license. 

It  is  true  that  this  conduct  may  be  explained.  There  may  be 
circumstances  such  as  would  not  warrant  any  inference  against 
the  patentee  from  such  conduct ;  as  for  instance,  if  the  patentee 
were  unable  to  prosecute  the  parties  thus  infringing  the  patents ; 
if  circumstances  were  such  as  to  indicate  that  there  was  no 
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acquiescence,  express  or  implied,  in  the  violation  of  the  rights  of 
the  patentee ;  such,  for  example,  also,  as  is  stated  in  the  bill  and 
as  appears  in  the  affidavits,  namely :  that  there  was  a  suit  pending 
in  one  of  the  Circuit  Courts  of  the  United  States,  where  the 
right,  under  the  patent,  was  to  be  tested.  Now,  that  would  con- 
stitute a  reason  why  the  patentee,  or  those  claiming  under  him, 
should  not  involve  themselves  in  great  expense  while  there  might 
be  a  question  as  to  the  validity  of  the  patent.  So  far  as  it  goes, 
that  is  a  reason  and  a  sufficient  justification  for  the  parties  claim- 
ing under  this  patent.  But  it  does  not  go  the  full  extent  to 
which  I  think  the  patentee  ought  to  go  when  he  comes  into  Court 
and  asks  for  the  summary  remedy  by  injunction,  without  qualifi- 
cation and  without  condition.  I  think  here  it  hardly  goes  far 
enough.  I  am  constrained  to  believe  that  in  this  case  the  repre- 
sentatives of  the  patentee  had  the  ability.  I  do  not  doubt  that 
they  had  the  ability  to  prosecute  those  who  infringed  their  rights 
under  the  patent,  and  that  it  was,  to  some  extent,  a  voluntary 
acquiescence  in  a  fact  which  was  notorious,  and  which,  the 
affidavits  show,  must  have  been  known  to  the  patentees  or  their 
representatives — that  this  article  was  sold  in  the  market;  was  being 
purchased  by  dentists,  from  time  to  time,  for  a  series  of  years, 
and  was  being  used  by  them  for  their  own  special  purposes. 
Now,  under  such  circumstances,  a  court  of  equity,  while  it  may 
be  satisfied  that  the  patent  is  valid,  as  the  case  stands,  still  does 
not  feel  inclined,  after  such  conduct  on  the  part  of  those  claiming 
under  the  patent,  to  interfere,  in  all  cases,  by  an  absolute,  per- 
emptory injunction,  without  condition  or  qualification.    / 

I  take  it  that  these  plaintiffs,  although  tKey  claim  under  the 
extension,  are  to  be  visited  with  the  consequences  of  the  acts  of 
their  predecessors,  the  American  Hard  Rubber  Company.  They 
take  the  extension  just  as  it  fell  to  them  on  the  expiration  of  the 
patent,  from  the  successors  of  those  claiming  under  the  original 
patent  and  the  reissue,  and,  of  course,  are  not  to  be  reinstated  in 
all  the  original  rights  of  the  patentees,  in  every  respect,  as  they 
stood  when  the  original  letters  patent  were  issued,  or  the  reissues 
were  given. 

But,  as  I  said  during  the  argument,  I  desire  to  protect  the 
rights  of  all  the  parties,  I  shall,  therefore,  in  this  case,  make  a 
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special  order.  I  am  satisfied,  for  the  purposes  of  this  motion,  as 
I  have  already  said,  of  the  validity  of  the  letters  patent  and  the 
reissues,  and  I  have  no  doubt  that  the  defendant  has  infringed. 
I  shall,  accordingly,  issue  an  injunction  against  the  defendant, 
with  leave  to  him,  at  a  future  time,  to  come  in  and  have  the  in- 
junction dissolved  upon  giving  adequate  security  to  the  plainti^s. 

It  has  been  said,  with  a  great  deal  of  truth  and  force,  that,  to 
some  extent,  the  granting  such  an  order  as  this,  on  such  a  condi- 
tion, is  to  deprive  the  plaintiiFs  of  their  rights  under  the  letters 
patent;  that  there  is  nothing  so  potent  as  a  peremptory  writ  of 
injunction,  without  qualification  or  condition.  I  take  it  there 
can  be  no  doubt  of  that.  It  suspends,  at  once,  so  far  as  the  man* 
date  of  the  Court  can  do  it,  all  acts  of  use  under  the  letters 
patent,  by  any  one,  except  with  the  consent  of  the  patentee,  or 
his  representatives.  But  when  the  patentee  has  stood  by,  for  a 
series  of  years,  and  permitted,  or  not  objected  in  the  way  in 
which  the  law  authorizes  him  to  object,  to  the  use  of  the  article 
claimed  under  the  letters  patent,  I  think  that  such  conduct  ought 
to  be  visited,  to  some  extent,  upon  the  patentee  \  and  that,  I 
think,  has  been  the  conduct  of  the  patentee  in  this  case. 

The  unconditional  injunction  of  the  Court  places  the  dentists 
in  the  power  of  the  patentees.  A  conditional  injunction  of  the 
Court,  allowing  it  to  be  dissolved  on  giving  security,  it  may  be 
said,  places  the  patentee  in  the  power  of  the  dentists — and  yet, 
to  some  extent,  the  same  consequences  follow — for  example,  an 
absolute,  unconditional  injunction  can  only  operate  in  terrorem 
over  other  parties  using  the  article  without  the  consent  of  the 
patentee,  by  compelling  them  to  take  out  licenses.  After  injunc- 
tion is  granted,  unconditionally,  the  patentee  can  go  to  all  who 
use  the  vulcanite,  and  say  to  them:  ^^You  must  take  out  a 
license,  or  I  will  file  a  bill  and  have  an  injunction  issue  against 
you,  as  I  have  already  had  one  against  your  brother  dentist." 
But  so  it  is  in  the  other  case.  The  patentee  can  go  to  the  den- 
tists who  use  this  article  without  permission  and  say  to  them : 
**  I  will  file  a  bill  against  you  and  will  compel  you  to  give  secur- 
ity, as  I  have  already  compelled  your  brother  dentist." 

I  admit  that  the  one  aspect  of  the  case,  as  I  have  already  said, 
is  more  potential,  for  the  rights  of  the  patentee,  than  the  other. 
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But  from  what  I  have  already  said,  it  will  be  seen  that  I  visit, 
to  some  extent,  upon  the  patentee,  the  consequences  of  his  own 
laches. 

This  was  the  view  I  took,  a  short  time  since,  on  full  consider- 
ation, of  a  case  growing  out  of  a  patent  to  parts  of  the  sewing 
machine.  I  think  that  courts  of  equity  ought  to  demand  of  pat- 
entees reasonable  diligence  in  asserting  their  rights.  Of  course, 
the  rule  is  flexible,  subject  to  be  changed  by  the  peculiar  circum- 
stances of  each  case.  A  court  of  equity  should  always  act  fairly 
and  justly,  so  as  to  protect  the  rights  of  patentees,  although  they 
may  not,  owing  to  various  circumstances,  prosecute  their  rights 
so  soon  or  so  early  as,  under  other  circumstances,  they  ought  to 
prosecute  them. 

Now,  I  take  this  course  for  this  reason.  The  view  that  I  take 
of  the  rights  of  the  plaintiff  and  the  defendant  will  be  understood 
on  both  sides.  There  is  a  litigation  now  pending,  in  which  the 
rights  of  the  patentee  will  be  fully  ascertained.  The  only  change, 
as  asserted,  by  the  present  litigation,  from  what  was  claimed  in 
the  former — the  one  terminated  in  1862  by  Judge  Nelson  and 
Judge  Smalley — is,  I  suppose,  in  the  application  of  this  par- 
ticular material  to  dental  purposes.  As  I  understand,  that  ques- 
tion was  not  distinctly  in  issue  in  that  case. 

But  I  shall  give  the  plaintiff  a  peremptory  writ  of  injunction 
now,  allowing  the  defendant  to  move  to  dissolve  it  at  a  future 
time,  such  as  may  be  considered  ample  by  the  plaintiffs,  to  induce 
the  other  dentists,  who  are  not  parties  to  this  suit,  to  make  some 
satisfactory  arrangement  with  the  patentees,  so  as  to  protect  their 
rights.  I  should  feel  very  much  inclined,  if  the  dentists  should 
prove  recusant,  refractory,  or  unreasonable,  to  grant  hereafter, 
on  application,  a  peremptory  writ  of  injunction,  without  condi- 
tion or  qualification. 

What  I  want  to  do  is,  to  protect  the  rights  of  the  plaintiffs 
and  the  right  of  the  defendants  and  of  the  public.  The  public, 
I  understand,  have  some  rights  here. 

This  article  has  been  used,  as  I  have  already  stated,  without 
legal  objection  from  the  patentee  and  those  claiming  under  him, 
so  that  the  order  of  the  Court  will  be,  that  the  injunction  issue 
against  the  defendant,  with  leave  to  them,  within  ten  days,  to 
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come  in,  and,  on  notice,  to  move  to  dissolve  the  injunction  upon 
giving  adequate  security  to  the  plaintiiFs.  x 

Mr.  Fisher. — Your  Honor  does  not  ask  us  to  put  in  that 
bond  to-day  ? 

The  Court. — No,  sir.  I  do  not  want  to  compel  these  den- 
tists actually  to  pay  anything  to  these  patentees  for  licenses,  but 
I  want  them  to  give  adequate  security  to  do  so.  If  the  patentees 
are  not  willing  to  take  the  personal  obligation  of  the  dentists,  I 
want  them  to  be  compelled  to  give  satisfactory  security  to  the 
parties  to  pay  them  in  case  these  patents  are  sustained  by  the 
appellate  court,  or  whenever  the  litigation  may  be  terminated,  to 
pay  them  what  may  be  due  them  under  their  patent  rights.  I 
have  dictated  the  order  in  this  form,  because  I  did  not  wish  to 
compel  the  complainants  to  file  other  bills  and  prosecute  other 
litigation. 


Asa  Whitney 

vs. 

Albert  L.   Mowry.      In  Equity. 

The  origiaal  presumptions  of  novelty  and  utility  arising  from  the  grant  of  a  patent  are 
strengthened  by  its  extension. 

Asa  Whitney  was  the  first  person  to  apply  a  process  of  slow  cooling,  analogous  to  anneal- 
ing, in  the  manufacture  of  chilled  cast-iron  wheels,  thereby  preventing  inherent 
strains  from  unequal  contraction. 

This  invention  was  not  anticipated  by  the  ordinary  process  of  annealing  metals  as  ap- 
plied to  wheels,  other  than  car  wheels. 

The  application  of  annealing,  to  the  art  of  manufacturing  car  wheels,  *was  new  and 
patentable. 

The  phrase,  '*  a  point  a  little  below  that  at  which  fusion  commences,**  in  Whitney's 
patent,  gives  a  maximum  of  temperature,  and  does  not  imply  that  a  lower  tempera- 
ture was  not  inconsistent  with  his  invention. 

"A  little  below  fusion**  does  not  mean  '*  incipient  fusion,**  or  iron  in  a  "  semi'plasdc 
state,**  but  a  point  so  far  below  fusion  as  to  prevent  the  destruction  of  the  chill. 


i 
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A  specificition  iiaddniKd  to  woikmen  (killed  in  ihc  in  to  which  ihc  invenljgn  tebm, 

■nd  lotnclhing  maj  properly  be  left  to  their  judgment  and  diicrecion. 
The  prgcen  deieribed  in  the  patent  Xn  A.  L.  Mowry,  dated  Ma;  7,  1S61,  of  inneiling 
car  wheels,  in  pits,  b;r  charcoal  interliid  between  the  wheeli,  ii  (abitintiall;  the 

Neilher  Whitney  nor  Mowcy  claim  the  ipparalut.  The  inraition  of  Whitney  coniim 
in  the  proccu,  and  thii  ii  infringed  by  Mowty. 

When  charcoal  was  placed  in  a  pit,  into  wliich  ■  red-hot  wheel  wu  lowered,  ignitin| 
ihe  charcoal,  and  afterward  charcoiil  and  wheels  were  introduced  alternately  :  Htldi 
that  the  whcrli  wrre  placed  in  a  "  prevlouily  heated  furnace  "  within  the  meanint 


(Before  Uatiit,  J.,  Southern  Diirtict  of  Ohio,  March,  1I67. 

This  was  a  suit  in  equity,  brought  to  restrain  the  infringement 
of  letters  patent  for  '*  an  improvement  in  the  process  of  manufac- 
turing cast-iron  railroad  wheels,"  granted  to  Asa  Whitney,  April 
25,  1848,  and  extended  April  25,  1862,  for  seven  years. 

The  facts,  and  material  portion  of  Whitney's  specifications, 
sufficiently  appear  in  the  opinion  of  (he  Court. 

The  diiiclaimers  and  claim  of  the  patent  were  as  follows : 

"  I  donoi  claim  to  be  the  inventor  of  annealing  cattings  made  of  iron,  or  other  meul, 
when  done  in  the  ordinary  way  ;  nor  do  I  claim  to  be  the  inventur  of  any  pirticulirlorm 
or  kind  of  furnace  in  which  to  perl^irm  the  procen ;  but  whit  1  du  claim  aa  my  inten- 
tion, and  deiire  to  secure  by  letters  patent,  is  the  proceii  of  prolonging  the  time  of  cooling, 
in  connection  with  annejUng  railroad  wheels.  In  the  manner  above  dnctibcd{  that  ii  ta 
say,  the  taking  them  from  Ihe  moldi  in  which  they  are  cast  belbre  they  have  become  so 

strength,  and  immediately  after  being  ihui  taken  from  the  moldi,  depotiiing  ihrm  in  i 
previuudy  heated  furnace  or  chamber,  lo  conitructed,  of  such  materials,  and  subject  to 
such  conirul,  that  the  temperature  of  all  parts  of  the  wheels  deposited  therein  niy  be 
raited  to  the  same  point  (lay  a  little  belnw  that  at  which  fusion  commencd),  when  tbey 
■re  allowed  to  cool  to  fast,  and  no  faster  than  >■  necessary  foi  every  part  of  each  wheel 
to  cool  and  ihrink  limultaneousty  together,  and  no  one  part  before  another." 

Hinry  Baldwin^  Jr.  and  S.  S.  Fisher^  for  complainant. 
Barliey  ^  Burnett  and  Cellier  ^  Healh,  for  defendant. 

Lkavitt,  J. 

The  bill  alleges  an  infringement,  by  the  defendant,  of  the 
complainant's  patent  for  improvements  in  the  manufacture  of 
railroad  car  wheels,  originally  granted  to  him  on  April  25, 1848, 
and  extended  for  seven  years  from  April  25,  i86z. 
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The  answer  of  the  defendant,  as  first  filed,  denies  the  novelty 
of  the  complainant's  patented  invention ;  and  also  denies  the 
infringement  charged  in  the  bill.  He  admits  that  he  has  been, 
and  now  is,  extensively  engaged  in  the  manufacture  of  car  wheels 
at  Cincinnati,  but  avers  that  the  wheels  are  annealed  and  pre- 
pared for  use  by  a  diiFerent  process  from  that  described  and 
claimed  in  the  complainant's  patent,  and  in  accordance  with  the 
claims  and  specification  of  a  patent  granted  to  him,  dated  May 
7,  1861. 

By  an  amendment  to  the  answer,  allowed  by  the  Court  during 
the  hearing,  the  defendant  sets  up,  as  a  further  ground  of  defense, 
the  want  of  utility  in  the  improvements  patented  to  the  com- 
plainant. 

The  issues  then  made  by  the  pleadings  are,  therefore :  first, 
the  novelty  of  the  complainant's  invention  ;  second,  its  utility  ; 
and  third,  its  infringement  by  the  defendant. 

These  issues  will  be  considered  in  the  order  stated.  But  be- 
fore proceeding  to  their  consideration,  it  may  be  pertinent  to 
remark  that  from  the  great  mass  of  the  evidence  adduced  by  the 
parties,  it  will  be  impossible,  without  an  unwarrantable  expan- 
sion of  this  opinion,  to  refer  in  detail  to  all  the  facts  on  which 
the  conclusions  of  the  Court  are  based.  I  have  carefully  con- 
sidered the  evidence,  as  also  the  extended  and  able  arguments 
of  the  counsel,  and  will,  with  as  much  brevity  as  possible,  state 
the  results. 

I.  First,  as  to  the  novelty  of  the  invention  patented  to  the 
complainant.  The  allegations  of  the  answer  assailing  the  nov- 
elty of  the  invention  are :  ^^That,  in  so  far  as  the  complainant,  in 
his  said  letters  patent,  claims  to  be  the  inventor  of  reheating  car 
wheels  after  their  removal  from  the  molds,  or  of  a  continuing 
process  of  removing  them,  while  at  a  red  heat,  from  the  molds, 
aiM,  without  allowing  them  to  cool,  placing  them,  in  that  state, 
in  a  previously  heated  furnace  or  chamber,  and  there  reheating 
them  to  a  high  temperature,  and  then  allowing  them  to  cool 
gradually ;  such  claim  is  beyond  the  invention  of  complainant, 
and  his  said  letters  patent  are  void,  for  the  reason  that  the  same 
process  was  known  and  used  long  prior  to  such  alleged  invention 
by  the  complainant."     The  defendant  then  specifies  more  than 


158  SOUTHERN    DISTRICT    OF    OHIO. 

Whitney  r.  Mowry. 

A  speci6cacion  is  addressed  to  workmen  skilled  in  the  art  to  which  the  invention  relateiy 
and  something  may  properly  be  left  to  their  judgment  and  discretion. 

The  process  described  in  the  patent  to  A.  L.  Mowry,  dated  May  7,  1861,  of  annealing 
car  wheels,  in  pits,  by  charcoal  interlaid  between  the  wheels,  is  substantially  the 
same  as  that  patented  to  Asa  Whitney. 

Neither  Whitney  nor  Mowry  claim  the  apparatus.  The  invention  of  Whitney  consists 
in  the  process,  and  this  is  infringed  by  Mowry. 

Where  charcoal  was  placed  in  a  pit,  into  which  a  red-hot  wheel  was  lowered,  igniting 
the  charcoal,  and  afterward  charcoal  and  wheels  were  introduced  alternately :  Held* 
that  the  wheels  were  placed  in  a  '*  previously  heated  furnace  **  within  the  meaning 
of  Whitney*s  patent. 

The  inventor  of  an  improvement  is  not  entitled  to  use  the  original  invention. 

(Before  Leavitt,  J.,  Southern  District  of  Ohio,  March,  1867. 

This  was  a  suit  in  equity,  brought  to  restrain  the  infringement 
of  letters  patent  for  ^^  an  improvement  in  the  process  of  manufac- 
turing cast-iron  railroad  wheels,"  granted  to  Asa  Whitney,  April 
25,  1848,  and  extended  April  25,  1862,  for  seven  years. 

The  facts,  and  material  portion  of  Whitney's  specifications, 
sufficiently  appear  in  the  opinion  of  the  Court. 

The  disclaimers  and  claim  of  the  patent  were  as  follows  : 

**  I  do  not  claim  to  be  the  inventor  of  annealing  castings  made  of  iron,  or  other  metal, 
when  done  in  the  ordinary  way ;  nor  do  I  claim  to  be  the  inventor  of  any  particular  form 
or  kind  of  furnace  in  which  to  perform  the  process;  but  what  I  do  claim  zi  my  inven- 
tion, and  desire  to  secure  by  letters  patent,  is  the  process  of  prolonging  the  time  of  cooling, 
in  connection  with  annealing  railroad  wheels, in  the  manner  above  described;  that  is  to 
say,  the  taking  them  from  the  molds  in  which  they  are  cast  before  they  have  become  so 
much  cooled  as  to  produce  such  inherent  strain  on  any  part  as  to  impair  its  ultimate 
strength,  and  immediately  after  being  thus  taken  from  the  molds,  depositing  them  in  a 
previously  heated  furnace  or  chamber,  so  constructed,  of  such  materials,  and  subject  to 
such  control,  that  the  temperature  of  all  parts  of  the  wheels  deposited  therein  may  be 
raised  to  the  same  point  (say  a  little  below  that  at  which  fusion  commences),  when  they 
are  allowed  to  cool  so  fast,  and  no  faster  than  is  necessary  for  every  part  of  each  wheel 
to  cool  and  shrink  simultaneously  together,  and  no  one  part  before  another.** 

Henry  Baldwin,  Jr,  and  S,  S.  Fisher,  for  complainant. 
Bariley  ^  Burnett  and  Collier  ^  Heath,  for  defendant.        * 

Leavitt,  J. 

The  bill  alleges  an  infringement,  by  the  defendant,  of  the 
complainant's  patent  for  improvements  in  the  manufacture  of 
railroad  car  wheels,  originally  granted  to  him  on  April  25,  1848, 
and  extended  for  seven  years  from  April  25,  1862. 
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The  answer  of  the  defendant,  as  first  filed,  denies  the  novelty 
of  the  complainant's  patented  invention ;  and  also  denies  the 
infringement  charged  in  the  bill.  He  admits  that  he  has  been, 
and  now  is,  extensively  engaged  in  the  manufacture  of  car  wheels 
at  Cincinnati,  but  avers  that  the  wheels  are  annealed  and  pre- 
pared for  use  by  a  different  process  from  that  described  and 
claimed  in  the  complainant's  patent,  and  in  accordance  with  the 
claims  and  specification  of  a  patent  granted  to  him,  dated  May 
7,  1861. 

By  an  amendment  to  the  answer,  allowed  by  the  Court  during 
the  hearing,  the  defendant  sets  up,  as  a  further  ground  of  defense, 
the  want  of  utility  in  the  improvements  patented  to  the  com- 
plainant. 

The  issues  then  made  by  the  pleadings  are,  therefore :  first, 
the  novelty  of  the  complainant's  invention  ;  second,  its  utility  ; 
and  third,  its  infringement  by  the  defendant. 

These  issues  will  be  considered  in  the  order  stated.  But  be- 
fore proceeding  to  their  consideration,  it  may  be  pertinent  to 
remark  that  from  the  great  mass  of  the  evidence  adduced  by  the 
parties,  it  will  be  impossible,  without  an  unwarrantable  expan- 
sion of  this  opinion,  to  refer  in  detail  to  all  the  facts  on  which 
the  conclusions  of  the  Court  are  based.  I  have  carefully  con- 
sidered the  evidence,  as  also  the  extended  and  able  arguments 
of  the  counsel,  and  will,  with  as  much  brevity  as  possible,  state 
the  results. 

I.  First,  as  to  the  novelty  of  the  invention  patented  to  the 
complainant.  The  allegations  of  the  answer  assailing  the  nov- 
elty of  the  invention  are :  ^^That,  in  so  far  as  the  complainant,  in 
his  said  letters  patent,  claims  to  be  the  inventor  of  reheating  car 
wheels  after  their  removal  from  the  molds,  or  of  a  continuing 
process  of  removing  them,  while  at  a  red  heat,  from  the  molds, 
aifti,  without  allowing  them  to  cool,  placing  them,  in  that  state, 
in  a  previously  heated  furnace  or  chamber,  and  there  reheating 
them  to  a  high  temperature,  and  then  allowing  them  to  cool 
gradually ;  such  claim  is  beyond  the  invention  of  complainant, 
and  his  said  letters  patent  are  void,  for  the  reason  that  the  same 
process  was  known  and  used  long  prior  to  such  alleged  invention 
by  the  complainant."     The  defendant  then  specifies  more  than 
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twenty  persons  to  whom  the  complainant's  process  was  known, 
and  by  them  used,  in  different  places  in  the  United  States,  prior 
to  the  date  of  his  patent.  He  also  refers  to  twenty  or  more 
works  or  printed  publications  in  this  country  and  in  Great  Britain, 
in  which  it  is  averred  the  complainant's  process  is  described. 

Before  advancing  further  in  considering  the  question  of  nov- 
elty, it  will  be  necessary  to  state  at  least  the  outlines  of  the  com- 
plainant's process,  as  set  forth  in  his  specification  and  claim.  In 
the  patent,  the  invention  is  designated  as  ^^a  new  and  useful 
improvement  in  the  process  of  manufacturing  cast-iron  railroad 
wheels."  In  his  specification,  the  complainant  calls  it  ^^a  new 
and  useful  improvement  in  the  process  of  manufacturing  cast-iron 
railroad  wheels.  And  he  says:  ^^My  improvement  consists  in 
taking  railroad  wheels  from  the  molds  in  which  they  are  ordi- 
narily cast,  as  soon  after  being  cast  as  they  are  sufficiently  cool 
to  be  strong  enough  to  move  with  safety,  or  before  they  have 
become  so  much  cooled  as  to  produce  any  considerable  inherent 
strain  between  the  thin  and  thick  parts,  and  putting  them,  in  this 
state,  into  a  furnace  or  chamber  that  has  been  previously  heated 
to  a  temperature  as  high  as  that  of  the  wheels  when  taken  from 
the  molds.  As  soon  as  they  are  deposited  in  this  furnace  or 
chamber,  the  opening  through  which  they  have  been  passed  is 
closed,  and  the  temperature  of  the  furnace  or  chamber  and  its 
contents  gradually  raised  to  a  point  a  little  below  that  at  which 
fusion  commences,  when  all  the  avenues  to  and  from  the  interior 
are  closed,  and  the  whole  mass  left  to  cool  no  faster  than  the 
heat  it  contains  permeates  through,  and  radiates  from,  the  exte- 
rior surface  of  the  materials  of  which  it  is  composed.  By  this 
process  all  parts  of  each  wheel  are  raised  to  the  same  tempera- 
ture, and  the  heat  they  contain  can  only  pass  through  the  medium 
of  the  confined  atmosphere  that  intervenes  between  them  and 
the  walls  of  the  furnace  or  chamber ;  consequently  the  thinnest 
and  thickest  parts  cool  simultaneously  together,  which  relieves 
them  from  all  inherent  strain  whatever,  when  cold."  After 
referring  to  the  drawings  descriptive  of  the  furnace,  the  patentee 
adds :  ^^  To  heat  this  furnace  I  have  used  anthracite  coal,  it 
requiring  less  than  one-fourth  of  a  ton  to  anneal  two  tons  of 
wheels."     He  also  provides  for  other  kinds  of  fuel  for  heating 
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the  furnace,  but  declares  that  by  whatever  means  the  heat  is 
produced,  the  furnace  or  chamber  must  be  so  constructed  as  that 
the  operator  can  control  the  quantity  and  intensity  of  the  heat 
used  ^^  by  admitting  more  or  less  of  it  into  the  chamber,  and 
excluding  it  entirely/'  After  stating  the  advantage  of  annealing 
car  wheels  by  this  process,  as  adding  to  their  strength  and  dura- 
bility, and  as  being  more  economical  than  any  other  known  pro- 
cess, he  disclaims' the  annealing  of  castings  in  the  ordinary  way, 
and  also  says  he  does  not  ^^  claim  to  be  the  inventor  of  any  par- 
ticular form  or  kind  of  furnace  in  which  to  perform  the  process." 
And  he  adds:  ^^ But  what  I  do  claim  as  my  invention,  and  desire 
to  secure  by  letters  patent,  is  the  process  of  prolonging  the  time 
of  cooling,  in  connection  with  annealing  railroad  wheels  in  the 
manner  above  described — that  is  to  say,  the  taking  them  from 
the  molds  in  which  they  are  cast  before  they  have  become  so 
much  cooled  as  to  produce  such  inherent  strain  on  any  part  as  to 
impair  its  ultimate  strength,  and  immediately  after  being  thus 
taken  from  the  molds,  depositing  them  in  a  previously  heated 
furnace  or  chamber,  so  constructed  of  such  materials,  and  sub- 
ject to  such  control,  that  the  temperature  of  all  the  parts  of  the 
wheels  deposited  therein  may  be  raised  to  the  same  point  (say  a 
little  below  that  at  virhich  fusion  commences),  when  they  are 
allowed  to  cool  so  fast,  and  no  faster  than  is  necessary  for  every 
part  of  each  wheel  to  cool  and  shrink  simultaneously  together, 
and  no  one  part  before  another."  Such  is  substantially  the  speci- 
fication and  claim  of  the  complainant,  stated  in  such  full,  clear, 
and  exact  terms  as  that  an  intelligent  mechanic  in  that  department, 
according  to  the  testimony  of  a  well-qualified  expert  in  the  case, 
could  readily  follow  the  process  described. 

Before  referring  to  the  evidence  offered  as  impeaching  the 
novelty  of  the  complainant's  patented  invention,  it  is  proper  to 
remark  that  the  evidence  to  sustain  such  a  claim  must  be  strong 
and  conclusive  to  justify  a  judgment  setting  aside  the  patent  as 
void  for  want  of  novelty.  The  presumption  of  law  is  with  the 
complainant  upon  this  issue,  arising  not  only  from  the  grant  of 
the  original  patent,  but  from  its  extension  for  seven  years  after 
its  expiration.  The  statute  authorizing  the  extension  of  a  patent 
18  too  well  known  to  require  special  reference  or  citation.  It  is 
21 
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sufEcient  to  say  that  it  imposes  on  the  head  of  the  Patent  Office 
the  duty  of  a  critical  revision  of  the  grounds  on  which  the  orig- 
inal patent  was  granted.  He  must  be  satisfied  not  only  that  the 
invention  was  new,  but  that  it  had  proved  of  great  practical  utility 
to  the  public,  and  that  the  patentee  had  used  proper  diligence  in 
bringing  the  invention  into  public  use,  and  had  not  been  suffi- 
ciently remunerated,  as  the  conditions  on  which  alone  the  patent 
can  be  extended.  And  the  statute  requires  notice  of  the  applica- 
tion for  the  extension,  so  that  all  persons  opposing  it  may  have 
the  opportunity  of  making  their  objections.  A  patent  which 
successfully  undergoes  this  scrutiny,  without  any  modification  of 
the  original  claim  and  specification,  has  very  strong  presumptive 
claims  to  validity,  as  being  both  new  and  useful.  Another  fact 
strengthening  this  presumption  is,  that  the  complainant,  for 
eighteen  years  before  the  commencement  of  this  suit,  had  prac- 
tically and  successfully  practiced  his  patented  method  of  annealing 
car  wheels,  during  which  time,  as  the  proof  shows,  nearly  five 
hundred  thousand  car  wheels  were  manufactured  and  sold  at  his 
foundry  in  Philadelphia. 

But  how  does  the  issue  of  novelty  stand  upon  the  evidence  ? 
The  complainant's  patent  bears  date  in  April,  1848,  but  it  appears 
that  his  application  for  a  patent  dates  back  to  August  2,  1847, 
which  is  to  be  viewed  as  the  date  of  his  invention.  All  the  wit- 
nesses agree  that  prior  to  that  time  no  car  wheel  made  of  cast 
iron  was  known  having  the  required  qualities  of  durability  and 
strength.  The  art  of  casting  in  chills  as  it  is  called — ^that  is, 
casting  in  a  mold,  the  outer  circumference  of  which  was  iron 
instead  of  sand — was  previously  known  and  practiced.  This 
produced  a  hardened  surface  of  the  periphery  of  the  wheel  \  but 
in  casting,  the  thick  and  thin  parts  of  the  wheel  contracted  un- 
equally, and  the  result  was  an  inherent  strain  between  the  periphery 
or  tread  of  the  wheel  and  its  inner  parts,  that  greatly  impaired 
the  strength  and  durability  of  the  wheel.  Prior  to  the  date  of 
the  complainant's  invention,  several  devices  had  been  resorted  to 
and  patented  designed  to  remove  the  injurious  effects  of  this 
inherent  strain.  The  first  remedy  for  this  difficulty  was  to  cast 
the  hub  in  sections,  dividing  it  into  four  parts.  After  the  wheel 
had  cooled,  and  the  process  of  contraction  ended,  the  spaces 
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between  the  divided  parts  of  the  hub  were  filled  with  some  fused 
metal,  and  the  hub  thus  made  solid.  But  this  method  involved 
a  waste  of  time,  and  was  too  expensive  for  practical  use.  It  was 
found,  too,  that  the  wheel  was  sometimes  distorted  so  as  to  be 
useless.  It  appears  that  the  next  device  for  avoiding  the  inherent 
strain  was  to  make  the  plate,  or  thin  part  of  the  wheel,  of  a 
curved  form,  so  that  in  cooling  the  curve  in  the  plate  would  be 
straightened.  There  were  also  patents  for  other  plans,  embody- 
ing changes  in  the  shape  of  the  wheels  to  overcome  the  effects  of 
unequal  contraction  in  cooling,  and  thus  avoiding  the  inherent 
strain.  But  none  of  these  inventors  seem  to  have  conceived  the 
idea  of  making  a  practical  car  wheel  with  straight  plates,  so  an- 
nealed and  cooled  as  to  leave  it  strong  and  durable,  and  unin- 
jured by  the  unequal  contraction  of  its  parts. 

It  is  safe  to  say  that  up  to  the  date  of  the  complainant's  in- 
vention, the  process  of  prolonging  the  time  of  cooling  the  wheel, 
in  the  mode  described  and  claimed  by  him,  and  thus  overcoming 
the  difficulties  of  the  prior  methods,  was  unknown.  Several 
intelligent  witnesses  sustain  this  conclusion  in  a  manner  that  frees 
it  from  all  doubt. 

I  have  not  deemed  it  necessary  to  advert  to  the  publications 
referred  to  in  the  defendant's  answer  as  anticipating  the  com- 
plainant's invention.  They  prove,  undoubtedly,  that  the  process 
of  annealing  metals  has  been  long  known,  and  that  various  plans 
and  modes  of  accomplishing  it  have  been  described  by  scientific 
writers.  But  the  evidence  is  clear  that  casting  railroad  car 
wheels  is  a  distinct  branch  of  the  art  of  casting,  and  that  none 
of  the  printed  works  referred  to  describe  or  apply  to  that  art. 
One  witness  examined  as  an  expert,  and  apparently  well  ac- 
quainted with  mechanical  science,  testifies  that  in  none  of  those 
works  is  the  complainant's  process  of  making  car  wheels  alluded 
to  or  described.  There  is  some  reference  to  annealing  wheels 
other  than  car  wheels,  but  none  to  any  wheel  cast  with  a  chill, 
and,  therefore,  it  has  no  application  to  the  process  described  by, 
and  patented  to,  the  complainant. 

Without  enlarging  on  the  question  of  the  novelty  of  this  inven- 
tion, I  have  no  hesitancy  in  the  conclusion  that  the  evidence  is 
entirely  satisfactory  to  prove  that  the   process  of  prolonging  the 
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cooling  of  car  wheels,  and  thus  avoiding  inherent  strains,  is  due 
to  the  thought  and  inventive  talent  of  the  complainant.  And  I 
can  not,  perhaps,  more  appropriately  close  my  remarks  on  this 
point  than  by  quoting  what  was  said  in  relation  to  itby  my  learned 
brother,  Mr.  Justice  Swayne,  who  sat  with  me  on  the  hearing  of 
the  application  for  an  injunction  at  the  last  April  term  of  this 
Court.  His  remarks  on  that  occasion  show  a  very  intelligent 
apprehension  of  the  subject,  and  are  very  pertinent  to  the  ques- 
tion now  under  consideration.  The  learned  judge,  speaking  for 
the  Court,  said :  ^^  Our  impression  is  that  the  patent  may  be 
sustained  on  the  ground  of  a  discovery.  Annealing  is  undoubt- 
edly an  old  invention,  but  as  applied  to  car  wheels  may  be  valid 
as  a  discovery  applied  to  car  wheels.  It  strikes  us,  as  the  case  is 
presented,  we  may  fairly  hold,  and  perhaps  are  bound  to  hold, 
that  the  patentee  and  complainant  did  discover  a  mode  of  over- 
coming this  difficulty  (the  inherent  strain  of  the  wheels)  by  his 
process.  That  result  is  a  meritorious  one,  and  we  should  be 
inclined  at  the  final  hearing,  as  we  are  now,  to  give  such  a  con- 
struction to  this  patent  as  will  sustain  his  claim  to  that  invention 
and  give  him  the  fruits  of  his  discovery.  There  is  no  proof  that 
•he  was  not  the  inventor  or  discoverer  of  that  art  and  the  appli- 
cation of  that  art." 

Such  were  the  views  of  the  learned  judge  upon  the  case  as 
presented  on  the  application  for  the  injunction.  I  may  add  that 
the  evid.ence  on  the  final  hearing,  instead  of  detracting  from  the 
correctness  of  these  views  on  the  question  of  the  novelty  of  com- 
plainant's invention  as  covered  by  his  patent,  has  strengthened 
and  confirmed  them.  Several  reliable  witnesses,  familiar  with 
the  progress  of  making  car  wheels  from  their  first  introduction 
in  this  country,  agree  in  their  testimony  that,  up  to  the  time  of 
this  invention,  no  successful  method  of  making  them  had  been 
discovered;  and  that  the  complainant's  process  of  prolonged 
cooling  was  the  first  known  which  overcome  the  defects  in  all 
wheels  previously  made.  In  the  language  of  one  witness :  ^^  It 
enabled  a  better  wheel  to  be  produced  at  a  less  cost  than  had  been 
the  case  before  his  invention."  And  again :  *'  There  was  a  gen- 
eral confidence  felt  in  regard  to  their  strength  as  well  as  durability, 
which  never  had  been  the  case  regarding  other  wheels." 
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II.  But  as  before  noticed,  the  complainant's  patent  is  assailed 
as  being  void  for  want  of  utility  in  the  invention  as  described  in 
bis  specification.  The  argument  urged  as  sustaining  this  ground 
of  defense  is,  that  the  claim  for  the  discovery  of  the  prolonged 
cooling  of  the  wheels,  after  their  removal  from  the  mold,  and 
their  deposit  in  the  pit  or  furnace,  is  that  the  temperature  of  all 
parts  of  the  wheels  *^  may  be  raised  to  the  same  point  (say  a  little 
below  that  at  which  fusion  commences),"  *  *  *  and  that  the 
effect  of  this  high  degree  of  heat  is  either  to  destroy  wholly  the 
chill  of  the  tread,  or  so  to  impair  it  that  the  wheel  will  be  prac- 
tically of  no  value. 

This  point  is  most  strenuously  insisted  on  by  the  counsel  for 
the  defendant ;  and  if  sustained  by  a  fair  construction  of  the 
patent  and  the  evidence,  as  to  the  result  of  the  application  of 
the  complainant's  process  in  annealing  car  wheels,  will  be  fatal 
to  his  claim  in  this  suit.  The  want  of  utility  in  a  patented  in- 
vention is  a  valid  objection  to  the  patent ;  but  it  is  well  settled 
that  courts  will  not  inquire  astutely  into  the  degree  or  measure 
of  its  utility,  and  unless  it  appears  that  the  invention  is  wholly 
worthless  or  frivolous,  the  patent  will  be  sustained.  It  may  also 
be  pertinent  to  remark  on  this  question,  that  the  presumption  of 
utility  arising  from  the  grant  of  the  original  patent,  its  extension 
by  the  Commissioner  of  Patents,  and  the  long  and  successful  use 
of  the  patented  process,  as  in  the  case  of  novelty,  requires  clear 
and  explicit  proof  of  its  inutility  to  justify  a  judgment  declaring 
the  patent  void. 

With  these  preliminary  remarks,  I  will  state  briefly  my  views 
upon  the  point  under  consideration.  It  involves,  obviously,  a 
mixed  question  of  construction  and  of  fact.  And  it  is  proper, 
first,  to  settle  what  is  the  fair  import  and  extent  of  the  complain- 
ant's claim  as  to  reheating  the  wheels,  when  placed  in  the  furnace 
or  chamber.  In  the  description  of  his  process  he  provides,  after 
requiring  the  wheels  to  be  thus  placed,  that  ^^  the  temperature  of 
the  furnace  or  chamber,  and  its  contents,  be  gradually  raised  to  a 
point  a  little  below  that  at  which  fusion  commences."  These 
words  are  substantially  repeated  in  the  claim,  in  a  parenthesis, 
in  this  form :  (^^  say  a  little  below  that  [the  point]  at  which  fusion 
commences.") 
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It  must  be  conceded  that  this  claim,  as  to  the  degree  of  heat 
to  which  the  wheels  are  to  be  subjected,  is  not  stated  with  the 
precision  and  definiteness  that  is  desirable.  But  it  is  a  settled 
rule  in  the  construction  of  patents  that  the  specification  is  to  be 
liberally  construed ;  and  eiFect,  if  possible,  is  to  be  given  to  the 
claims  of  the  patentee,  so  as  to  give  him  all  the  benefits  of  his 
invention.  If,  with  a  fraudulent  purpose  of  concealing  the  inven- 
tion, or  any  material  part  of  it,  he  omits,  or  erroneously  describes 
any  essential  element,  the  patent  is  absolutely  void.  But  there 
is  no  claim  or  pretense  that  the  complainant  had  any  such  pur- 
pose in  describing  his  process.  And  there  is  no  reason  to  doubt 
that,  in  referring  to  a  degree  of  heat  a  little  below  the  point  of 
fusion,  he  indicated  the  degree  which,  in  the  hands  of  an  operator 
of  skill  and  judgment,  would  eiFect  practically  and  successfully 
the  object  of  his  invention.  He  avoids  the  point  of  incipient  or 
actual  fusion,  but  requires  the  heat  to  be  a  little  below  that  point. 
This  expression  clearly  imports  some  latitude  of  discretion  in  the 
operator.  It  clearly  does  not  require  that  the  temperature  of  the 
wheels  shall  be  raised  to  the  precise  point  above  which  fusion 
would  commence.  It  must  be  presumed  that  the  inventor  knew 
that  if  wheels  were  heated  to  incipient  fusion,  or  to  the  degree 
immediately  below,  they  would  be  so  soft  as  not  to  retain  their 
shape  or  symmetry  in  their  position  in  the  chamber  or  fur- 
nace, and  that  thus  their  utility  would  be  destroyed.  It  is  not 
supposable  that  the  inventor  intended  what  would  destroy  the 
very  object  he  had  in  view,  namely,  to  make  a  wheel  in  which 
the  chill  of  the  periphery  should  be  preserved,  and  the  inherent 
strain,  from  unequal  contraction,  avoided.  I  am  clear  that  the 
patent  may  be  regarded  as  claiming,  by  the  fair  import  of  the 
words,  *'a  little  below  the  point  of  fusion,"  such  a  degree  of 
heat  as  is  necessary  to  eiFectuate  the  intention  of  the  inventor. 
His  object  was  to  guard  against  the  point  of  fusion,  and  also 
against  a  temperature  so  low  that  an  inherent  strain  would  be 
produced  between  the  thin  and  the  thick  parts  of  the  wheel.  He 
says,  expressly,  they  must  not  be  allowed  to  cool,  after  removal 
from  the  mold,  to  a  degree  which  will  cause  the  strain. 

That  it  was  not  in  the  mind,  or  according  to  the  purpose  of 
the  patentee,  that  the  temperature  of  the  wheels  should  be  limited 
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to  the  exact  point,  just  below  where  fusion  begins,  is  inferable 
from  a  claim  in  the  body  of  the  specification,  providing  that  the 
degree  of  heat  must  be  left  somewhat  to  the  judgment  of  the 
operator.  Having  referred  to  two  plans  for  the  construction  of 
the  chamber  or  furnace,  either  of  which,  he  says,  may  be  adopted, 
he  adds  this  clause :  ^^  In  either  case,  however,  the  furnace  or 
chamber  must  be  made  of  such  form,  and  have  such  appendages 
connected  with  it,  as  to  enable  the  operator  to  control  the 
quantity  and  intensity  of  the  heat  used,  by  admitting  more  or 
less  of  it  into  the  chamber,  or  of  excluding  it  entirely."  This 
seems  to  imply  that  a  range  of  degrees  of  heat  was  contem- 
plated by  the  patentee,  the  highest  of  which  should  be  a  little 
below  where  fusion  commences,  and  the  lowest  above  the  point 
where  the  wheels  would  be  liable  to  cool  to  such  a  degree  as  to 
produce  an  inherent  strain.  And  this  was  clearly  to  be  judged 
of,  and  controlled  by,  the  operator. 

Upon  the  whole,  as  a  question  of  construction,  I  can  not  find 
any  sufficient  basis  for  the  conclusion  that  this  patent  must  be 
held  as  a  nullity,  because  the  patentee  has  designated  the  point  a 
little  below  where  fusion  begins,  as  the  temperature  to  which  the 
wheels  are  to  be  raised  after  being  placed  in  the  furnace.  So 
narrow  a  construction  of  a  patent,  which  has  been  extensively 
and  successfully  used  for  eighteen  years,  can  not  be  sustained. 
If  it  were  conceded  that  the  effect  of  the  heat,  if  raised  to  the 
point  stated,  would  be  to  impair  the  chill  of  the  wheel,  or  even 
to  destroy  it,  I  should  hesitate  to  pronounce  the  patent  invalid 
in  the  face  of  the  fact  that  operatives  who  have  manufactured 
wheels  under  this  patent  for  years  were  almost  invariably  suc- 
cessful in  producing  car  wheels  of  the  most  improved  and  prac- 
tical character. 

It  is  hardly  necessary  to  refer  to  the  numerous  authorities  in 
which  it  has  been  held  that  in  constructing  machines,  or  carry- 
ing into  effect  a  process,  under  patents,  something  must  be  left 
CO  the  judgment  and  discretion  of  the  mechanic  or  operative  to 
whom  the  work  is  committed.  The  patentee,  in  his  specifica- 
tion, addresses  himself  to  those  who  are  supposed  to  be  familiar 
with  the  invention  covered  by  the  patent.  And  if  the  patentee 
has  conformed  to  the  requirement  of  the  statute,  by  describing 
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his  invention  "in  such  full,  clear,  and  exact"  terms  as  that  one 
skilled  in  the  branch  to  which  it  pertains  can  construct  it,  if  a 
machine,  or  carry  it  succcessfully  into  effect,  if  a  process,  his 
patent  is  sustainable. 

It  is  hardly  necessary  to  refer  at  length  to  the  evidence  of- 
fered by  the  defendant  to  prove  that  car  wheels,  annealed  strictly 
according  to  the  process  claimed  and  described  in  the  complain- 
ant's specification,  would  be  so  far  deprived  of  their  chill  as  to 
render  them  useless.  There  are  several  witnesses,  who  state  it 
as  their  opinion  that  if  the  wheels  are  raised  to  a  temperature, 
when  placed  in  the  furnace,  a  little  below  the  point  of  fusion, 
the  chill  would  be  impaired  or  wholly  destroyed.  These  opin- 
ions, however,  are  based  on  mere  speculation,  and  are  not  the 
result  of  actual  experiments  in  annealing  car  wheels.  Some  of 
these  witnesses  have  evidently  misunderstood  the  claims  of  this 
patent.  One  seems  to  suppose  it  requires  the  wheels  to  be 
heated  to  "incipient  fusion,"  and  another  speaks  of  them  as  in  a 
^^semi-plastic"  state.  Both  are  evidently  mistaken  as  to  the 
calls  of  the  patent  in  this  regard.  One  witness,  Renwick — a 
very  learned  expert,  called  by  the  complainant — gives  it  as  his 
opinion,  on  his  cross-examination,  that  if  the  wheels,  when  placed 
in  the  furnace,  were  subjected  to  a  long  continued  heat,  a  little 
below  the  point  of  fusion,  the  effect  would  be  seriously  to  impair 
the  chill.  But  the  patent  does  not  contemplate  that  they  shall 
remain  for  any  length  of  time  at  this  high  heat.  On  the  con* 
trary,  it  is  distinctly  stated  in  the  specification  that  as  soon  "as 
all  parts  of  the  wheel  are  raised  to  the  same  temperature,"  *  *  * 
^^all  the  avenues  to  and  from  the  interior  are  closed,  and  the 
whole  mass  left  to  cool  no  faster  than  the  heat  it  contains  per- 
meates through,  and  radiates  from,  the  exterior  surface  of  the 
materials  of  which  it  (the  furnace)  is  composed."  From  the 
heat  required  in  the  furnace  when  the  wheels  are  placed  in  it,  it 
is  obvious  that  but  a  short  space  of  time  will  be  required  to  pro- 
duce this  equability  of  temperature ;  and  this  being  effected,  the 
process  of  cooling  immediately  commences. 

It  is  by  no  means  clear,  from  the  evidence,  that  if  the  claim 
of  the  patent,  requiring  the  wheels  to  be  heated  to  a  point  a 
little    below  where  fusion  commences,  is   construed  with   the 
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Strictness  claimed  by  the  defendant's  counsel  that  the  effect  would 
be  to  destroy  the  chill,  and  thus  impair  the  utility  of  the  wheel. 
Several  witnesses,  familiar  with  this  process  from  the  date  of  com- 
plainant's patent,  testify  that  in  his  extensive  foundry  wheels 
have  been  made  and  annealed  in  exact  accordance  with  the 
patent,  and  without  any  change  or  modification.  If  this  is  the 
fact,  it  negatives,  conclusively,  the  inference  that  the  patented 
process,  whatever  construction  is  given  to  the  claim,  is  injurious 
to,  or  destructive  of,  the  chill  of  the  wheel. 

But  if  the  views  stated  on  the  point  under  consideration  are 
erroneous,  there  is  another  ground  on  which  the  claim  of  defend- 
ant's counsel,  that  the  patent  is  void  for  inutility,  must  be  over- 
ruled. It  is  apparent,  from  the  specification,  that  the  preservation 
of  the  chill  of  the  wheel,  by  the  process  of  annealing  described, 
is  not  the  only  object  deemed  important  and  sought  to  be  attained 
by  the  patentee.  The  prevention  of  any  inherent  strain  is  claimed 
as  a  part  of  the  invention.  And  the  witnesses  who  express  the 
opinion  that  the  high  heat  required  for  the  wheels  must  impair 
or  destroy  the  chill,  say  that  the  inherent  strain  would  be  pre- 
vented. The  result  would  be,  upon  their  theory,  that  while 
the  tread  of  the  wheel  would  be  too  soft  for  durable  service,  it 
would  not  be  worthless,  and  would  have,  at  least,  the  merit  of 
being  free  from  any  inherent  strain.  The  wheel  would  not  be 
as  valuable  as  it  would  be,  upon  the  supposition  that  the  periphery 
was  so  far  hardened  by  the  chill  as  to  make  it  more  durable  and 
useful,  but  the  removal  of  the  strain  would  impart  to  it  a  degree 
of  utility  sufficient  to  sustain  the  patent. 

But  it  is  not  necessary  further  to  pursue  this  branch  of  the 
case.  I  am  clear  in  the  conclusion  that  neither  upon  the  law  or 
the  facts,  is  the  defense  of  the  want  of  utility  in  this  invention 
so  made  out  as  to  require  the  judgment  of  the  Court  that  the 
patent  is  void  on  that  ground. 

III.  The  remaining  issue  to  be  disposed  of  is,  whether  the 
defendant  has  infringed  the  exclusive  right  of  the  complainant 
under  his  patent.  The  infringement  is  denied  in  the  answer, 
and  the  onus  of  proving  it  is  thrown  on  the  complainant.  The 
answer  avers  that  the  defendant  has  not  manufactured  or  sold 
car  wheels,  ^' which  have  been  subjected  to  the  treatment  or 
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process  described  or  specified  in  said  letters  patent  of  the  com- 
plainant, or  to  any  process  or  treatment  substantially  or  practi- 
cally similar  in  its  nature  or  its  eiFects."  The  defendant  also 
avers,  in  his  answer,  that  he  was  the  first  and  original  inventor 
of  certain  improvements  in  annealing  car  wheels,  for  which  he 
obtained  letters  patent,  dated  May  7,  1861,  and  he  avers,  ^^that 
he  has  manufactured  and  annealed  car  wheels  according  to  the 
process  described  in  his  said  letters  patent,  and  not  otherwise." 

It  may  be  well  to  notice  here  that  neither  the  complainant 
nor  the  defendant  claims,  as  a  part  of  his  invention,  the  form  or 
structure  of  the  furnace  or  pit  in  which  the  wheels  are  annealed. 
The  complainant  says  in  his  specification,  ^^  nor  do  I  claim  to  be 
the  inventor  of  any  particular  form  or  kind  of  furnace  in  which 
to  perform  the  process."  The  defendant  says,  ^^  I  do  not  claim 
as  my  invention,  or  any  part  thereof,  the  pits,  flues,  or  currents 
of  air  for  the  purpose  herein  described." 

The  question  of  infringement  is,  therefore,  limited  to  the  inquiry 
whether  there  is  a  substantial  identity  between  the  processes  of 
annealing  car  wheels,  as  patented  to,  and  used  by,  the  parties 
respectively  under  their  patents.  The  process  of  the  complain- 
ant, as  embodied  in  his  patent,  has  been  noticed  before  and  need 
not  be  repeated  here.  The  defendant,  in  his  claim,  says :  ^^  What 
I  claim  as  new,  and  desire  to  secure  by  letters  patent,  is :  The 
employment  of  charcoal,  or  other  equivalent  combustible  sub- 
stance, interlaid  between  the  wheels,  in  a  pit,  in  combination 
with  an  aperture  d^  for  regulating  the  supply  of  air  to  the  same, 
to  prolong  the  combustion  of  the  fuel,  and  retain  the  heat  for  the 
purpose  herein  described."  In  the  second  paragraph  of  his  speci- 
fication, he  describes  the  character  of  his  invention  substantially 
as  embodied  in  his  claim  just  quoted,  but  with  more  particularity. 

He  there  says,  ^^the  purpose  of  the  charcoal  interlaid  with  the 
wheels  is  to  heat  the  wheels  in  the  pit  to  a  proper  temperature, 
prolonging  the  heat,  and  permitting  them  to  cool  gradually  in  a 
given  time;"  elsewhere  stated  to  be  about  seventy-two  hours. 
In  another  place,  he  states:  "The  operation  of  my  invention  is 
as  follows:  A  layer  of  charcoal  having  been  placed  on  the  per- 
forated bottom  f,  of  the  annealing  pit,  the  wheels,  as  they  are 
turned  out  of  the  molds,  red-hot,  are  placed  in  the  pit,  with  a 
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layer  of  charcoal  between  each  wheel ;  a  layer  of  charcoal  being 
laid  on  the  uppermost  wheel,  and  on  this  a  perforated  metal  plate 
is  placed ;  the  charcoal  becoming  now  ignited  by  the  hot  wheels, 
the  cover  of  the  pit  is  then  laid  on,  and  the  damper  opened  so  as 
to  admit  just  sufficient  air  to  effect  the  combustion  of  the  con- 
tained charcoal."  In  further  explaining  his  process,  the  defend- 
ant says:  ^^It  is  well  understood  that  chilled  car  wheels  required 
to  be  cooled  by  a  process  which  will  permit  the  different  parts  to 
adjust  themselves  to  each  other,  and  accommodate  the  unequal 
contraction  which  results  from  the  process  of  chilling." 

A  comparison  of  the  claims  and  specifications  of  these  patents 
shows  clearly  that  both  had  the  same  object  in  view,  namely, 
annealing  car  wheels  by  a  proper  increase  of  heat  after  they  were 
placed  in  the  pit  or  furnace,  and  providing  for  their  gradual  and 
prolonged  cooling,  so  that  when  cooled  the  tread,  or  periphery, 
should  be  of  suitable  hardness,  and  the  strength  of  the  wheels 
not  impaired  by  the  strain  resulting  from  the  unequal  contraction 
of  the  parts.  The  issue  in  this  case,  on  the  question  of  infringe- 
ment, seems,  therefore,  to  be  reduced  to  this  inquiry,  whether 
these  patentees  accomplish,  by  the  annealing  processes  which 
they  describe  and  claim,  the  same  result  by  substantially  the 
same  means. 

The  law  applicable  to  identity  is  so  well  settled  and  understood 
chat  it  is  useless  to  extend  this  opinion  by  the  formal  citation  of 
authorities.  It  is  a  conceded  principle  that  a  patent  for  a  mechan- 
ical structure,  or  a  process  to  effect  a  specific  purpose,  does 
not  embrace  every  possible  means  of  effecting  the  same  result. 
The  true  inquiry  is,  whether  the  machine  or  process  charged  to 
be  an  invasion  of  an  exclusive  right  of  a  patentee  embodies  the 
idea  or  conception  of  the  original  inventor,  and  accomplishes  it 
by  substantially  the  same  means.  A  patentee  is  protected  from 
the  use  of  all  plans  or  devices  which,  however  seemingly  differ- 
ent from  the  patented  invention,  are  the  same  in  principle  and 
operation. 

This  is  a  question  of  fact  to  be  decided  by  the  testimony,  and 
to  thai  I  will  briefly  refer,  remarking  that  the  only  points  really 
in  controversy  are:  i.  Whether  the  defendant  provides  for 
reheating  the  wheels  when   removed   from  the  molds   to   the 
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furnace  or  pit.  2.  Whether  he  claims  the  process  of  prolonged 
cooling  as  a  part  of  his  invention  ;  and,  3.  Whether  his  method 
of  heating  the  furnace  or  pit  is  substantially  the  same  as  that 
described  by  the  complainant.  On  these  points  I  need  not  again 
refer  to  the  claims  of  the  two  patents,  as  they  have  been  already 
cited.  The  reheating  of  the  wheels  in  the  pit,  and  the  pro- 
longed cooling  after  being  heated  to  the  proper  temperature,  arc 
^:iearly  claimed  by  the  defendant  in  his  specifications  as  elements 
of  his  process.  The  complainant  heats  the  furnace,  previously 
CO  the  wheels  being  placed  in  it,  by  the  combustion  of  anthracite 
coal  or  other  suitable  material ;  the  defendant  reheats  by  placing 
charcoal  at  the  bottom  of  the  pit,  to  be  instantly  ignited  by 
the  first  red-hot  wheel  deposited,  and  then  placing  a  layer  of 
charcoal  on  each  successive  wheel,  thus  producing  what  one 
witness  calls  an  ^incandescent  mass"  in  the  furnace,  and  heat- 
ing the  whole  to  a  high  temperature.  It  was  well  and  pertinently 
remarked  by  Judge  Swayne,  on  the  hearing  of  the  application  for 
an  injunction  in  this  case,  after  a  critical  comparison  of  both 
patents  in  reference  to  the  specification  of  the  defendant,  that 
there  were  ^^  very  numerous  analogies,  though  the  collocation  was 
a  little  different."  And  there  seems  to  be  no  reason  to  doubt 
the  correctness  of  the  learned  judge's  conclusion. 

It  has  been  noticed  in  a  previous  part  of  this  opinion  that  one 
of  the  defendant's  counsel  strenuously  insisted,  in  his  argument, 
that  there  was  a  palpable  difference  in  the  practical  operation  of 
the  processes  claimed  by  these  parties  in  this :  that  if  the  specifi- 
cation of  the  complainant's  patent  is  strictly  followed,  a  wheel 
is  produced  with  its  chill  so  far  impaired  or  destroyed  as  to 
render  it  useless ;  and  that,  therefore,  the  defendant's  process  is 
dissimilar,  as  its  result  is  a  perfect  and  practical  wheel.  This 
point  is  disposed  of  by  the  construction  given  to  the  complain- 
ant's patent,  to  the  eflfect  that  he  does  not  require  or  provide 
for  a  reheating  of  the  wheel  to  an  extent  which  destroys  its 
usefulness. 

On  the  question  of  the  identity  of  the  two  processes  a  num- 
ber of  witnesses  have  testified  on  both  sides.  I  have  examined 
their  evidence  with  care,  but  can  not,  without  an  unreasonable 
extension  of  this  opinion,  refer  specially  to  it,  or  analyze  the 
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views  and  statements  of  the  different  witnesses.  There  is,  un- 
doubtedly, some  conflict  in  the  evidence  on  this  point;  but,  in 
my  judgment,  that  which  sustains  the  substantial  identity  of  the 
process  of  the  complainant  and  the  defendant  greatly  prepon- 
derates. The  defendant's  witnesses  say  they  are  different, 
because  the  complainant  provides  that  the  furnace  or  chamber, 
in  which  the  wheels  are  placed  after  being  taken  from  the  molds, 
is  previously  heated  to  a  high  temperature,  while,  by  the  defend- 
ant's process,  the  furnace  or  chamber  is  not  heated  when  the 
first  wheel  is  deposited,  and  becomes  gradually  heated  as  each 
wheel  is  placed  in  position.  Some  express  the  opinion,  from 
what  is  a  clear  misapprehension  of  the  description  of  the  defend- 
ant's process,  that  there  is  no  reheating  of  the  wheels  after 
being  removed  from  the  molds.  Others,  again,  think  there  is 
no  claim  by  the  defendant  for  the  prolonged  cooling  of  the 
wheels,  as  provided  for  in  complainant's  specification.  And 
others  say  the  heat  of  the  wheel,  by  defendant's  process,  is  not 
the  same  in  all  its  parts ;  that  the  hub  and  rim  of  the  wheel  lose 
heat,  while  the  temperature  of  the  plate  only  is  raised  in  the  fur- 
nace or  chamber.  There  are  also,  perhaps,  some  other  points 
of  disagreement  stated  by  some  of  the  witnesses  to  which  I  have 
not  adverted. 

But  all  the  evidence  of  this  character  seems  to  be  fully  met  by 
the  views  and  opinions  of  the  experts  who  testify  for  the  com- 
plainant. They  are  believed  to  be  entirely  truthful  and  reliable, 
and  certainly  evince  a  high  degree  of  intelligence  with  reference 
to  the  subjects  to  which  their  attention  is  directed.  One  witness 
says:  ^^In  my  opinion,  the  process  of  annealing  car  wheels,  set 
forth  in  said  Mowry's  patent,  is,  in  substance,  a  variation  or 
modification  of  the  process  described  in  the  said  patent  of  the 
complainant;  the  process  in  said  patent  (Mowry's)  embodying, 
in  substance,  the  \Yl^ole  of  the  process  described  in  said  patent 
of  the  complainant,  and  the  variations,  consisting  in  the  use  of  a 
particular  fuel  (charcoal)  and  of  a  furnace  specially  adapted  to  the 
employment  of  such  fuel,  for  the  purpose  of  increasing  the  tem- 
perature of  the  wheel."  He  then  states  at  length  his  reasons 
for  this  conclusion,  saying,  at  the  close  of  his  statement :  ^^AI- 
though  these  differences  constitute  a  variation  in  the  mode  of 
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practicing  the  process,  they  do  not  so  change  it,  in  my  opinion^ 
as  to  make  it  substantially  diflPerent  from  the  process  described  in 
said  complainant's  patent. " 

Another  witness  says :  ^^  I  regard  said  apparatus  of  Mowry,  in 
principle,  mode  of  operation,  and  construction,  as  substantially 
identical  with  that  patented  to  Whitney.  I  think  that  the  pro- 
cesses are  the  same."  This  witness  also  states  that  the  only 
difference  between  the  two  is  in  the  mode  of  heating  the  wheels 
after  being  placed  in  the  chamber  or  furnace,  and  that  this  is  only 
a  formal  difference. 

A  witness,  who  appears  to  have  had  much  experience  in  mak* 
ing  car  wheels,  and  to  be  well  acquainted  with  the  business, 
speaking  of  the  processes  of  the  complainant  and  defendant, 
says:  ^^I  believe  them  to  be  substantially  the  same  in  principle, 
mode  of  operation,  and  effect  produced." 

Another  witness  testifies  that  ^^  the  process  described  by  the 
defendant  is  identical,  in  operation  and  results,  with  that  patented 
to  the  complainant;  both  taking  red-hot  wheels  before  they  are 
injured  by  contraction  in  cooling,  putting  them  in  a  furnace, 
chamber,  or  pit,  then  raising  the  temperature  of  the  wheels  to  a 
uniform  degree  throughout,  and  then  permitting  them  to  cool 
slowly,  that  when  cold,  no  strain  is  left  upon  them  by  unequal 
shrinking."  The  complainant,  as  a  witness,  swears:  ^^The 
only  difference,  in  my  opinion,  between  my  process  and  that  of 
Mr.  Mowry  is  that  incident  to  the  different  fuels  used  by  each; 
the  effect  is  the  same  in  both  cases." 

The  evidence  seems  to  be  very  conclusive  that  the  two  pro- 
cesses are  substantially  identical,  and  that  the  variations  in  the 
mode  of  using  them  are  merely  formal,  and  do  not  imply  a  dif- 
ference in  principle.  The  conception  embodied  in  the  invention 
of  the  complainant  is  most  clearly  reproduced  in  the  patent  of 
the  defendant.  And  if  it  were  true,  as  contended  by  the  defend- 
ant's counsel,  that  his  process  produces  a  more  perfect  and  valu* 
able  wheel  than  that  of  the  complainant,  it  would  not  protect 
him  from  liability  for  an  infringement,  if  he  adopts,  subtantially, 
the  essential  elements  of  the  original  invention.  If  he  was  the 
inventor  of  an  improvement,  new  and  useful,  it  was  properly  the 
subject  of  a  patent,  but  would  not  authorize  him  to  appropriate, 
as  his  own,  the  invention  of  the  complainant. 
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The  law  on  this  subject  is  well  settled  by  numerous  adjudica- 
tions of  the  courts  of  the  United  States.  Without  .quoting  at 
length  the  decisions  of  these  courts  on  this  point,  I  will  merely 
refer  to  the  cases  in  which  the  principle  is  involved.  Winans  v. 
Denmead^  15  How.  342;  Goodyear  v.  Railroad^  2  Wall.  Jr.  361 ; 
Goodyear  y.  Day^  Law's  Dig.,  p.  363,  §  22 ;  McCormick  v.  Seymour^ 
2  Blatch.  245 ;  Sickels  v.  Borden^  3  Blatch.  542 ;  Tilghman  v. 
if//ri&^//(VSl.  II.,  p.  518). 

It  is  my  conclusion  that  the  issues  of  novelty,  utility,  and  in- 
fringement are  all  with  the  complainant,  and  that  a  decree  must 
be  entered  in  his  favor« 

Decree  for  perpetual  injunction  and  account. 

After  the  entry  of  the  decree,  the  defendant  moved  to  set  the 
same  aside,  and  to  modify  it,  so  as  to  allow  defendant  to  continue 
his  manu&cture,  under  proper  security,  until  the  coming  in  of 
the  master's  report. 

It  was  contended  on  behalf  of  defendant  that  when  the  re- 
port was  confirmed  and  final  decree  entered,  the  appeal  bond 
would  operate  as  a  supersedeas  to  the  order  of  injunction ;  and  as 
the  defendant  might  then  go  on  unchecked,  he  ought  not  to  be 
enjoined  absolutely,  pending  the  investigation  before  the  master. 
Barnard  v.  Gibson^  7  How.  650. 

The  complainant  insisted  that  the  appeal  bond  did  not  super- 
sede the  injunction ;  that  the  supersedeas  did  not  extend  beyond 
the  money  judgment  and  costs ;  Merced  Mining  Co.  v.  Fremont^ 
7  Cal.  1 30;  Hart  v.  Mayor  of  Albany^  3  Paige,  381  \  and  that 
the  merits  of  the  case  having  been  fully  heard,  and  the  equity 
having  been  found  with  the  complainant,  he  was  entitled  to  his 
injunction  as  soon  as  the  issues  of  the  validity  of  the  patent  and 
the  infringement  by  the  defendant  were  passed  upon  by  the 
Court. 

Leavitt,  J. 

^fter  a  careful  consideration  of  the  question,  and  after  con- 
ference with  Judge  Swayne,  I  am  satisfied  that  the  law  and  prac- 
tice have  very  well  settled  that  the  appeal,  and   bond  given  in 
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pursuance  thereof,  do  not  vacate  or  suspend  the  order  of  injunc- 
tion ;  they  aflfect  only  the  collection  of  the  amount  adjudged  as 
damages  and  costs.    / 

I  can  not,  therefore,  see  that  the  proposed  modification  of  the 
decree  would  result  in  anything  beneficial  to  the  defendant.  I 
have  no  doubt  of  the  power  of  the  Court,  in  a  proper  case,  to 
interpose  and  modify  the  order  by  suspending  the  operation  of 
the  injunction.  If  a  reasonable  doubt  existed  in  the  mind  of  the 
Court  as  to  its  decision  upon  the  merits ;  or  if  there  were  any 
reason  to  suppose  that  the  injunction  had  been  indiscreetly  granted, 
it  would  be  quite  proper  to  make  such  a  modification.  But  in 
the  present  case  I  have  no  such  doubt ;  my  mind  is  quite  clear 
that  the  defendant  does  infringe  this  patent,  and  that  the  patent 
is  valid.  I  do  not  think,  therefore,  that  under  the  circumstances 
of  this  case  the  motion  ought  to  be  granted. 

Motion  overruled. 


John  C.   Morris 

vs. 

Theodore  Royer,  Samuel  T.  J.  Coleman,  and  John 

Young.     In  Equity. 

A  conitraction  or  mode  of  operating  a  machine,  described  or  distinctly  referred  to,  bat 

not  claimed  in  an  original  patent,  may  be  claimed  in  a  reissue. 
Morris*  patent  of  March  11,  1856,  and  the  reissue  thereof,  dated   May  17,  1862,  for 

**  improvement  in  wood-bending  machines,**  defined,  construed,  and  sustained. 
The  first  claim  of  said  patent  held  to  be  for  a  combination  of  a  stationary  form,  clamps, 

and  levers,  whether  said  levers  do  or  do  not  work  upon  fixed  fulcrums. 
The  third  claim  held  to  be  for  the  elements  named  in  the  first  claim,  in  combination 

with  hooks,  or  hooks  and  pins,  to  hold  the  bent  wood  to  the  form. 
The  novelty  of  Morris*  patent  is  not  impeached  by  the  invention  described  in  Thomas 

Blanchard*s  patent  of  December  18,  1849,  for  '<  improved  method  of  bending 

wood.** 
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A  machine  employing  a  stationary  form,  clamps,  and  levers,  in  which  the  leven  did  not 
work  upon  fixed  fulcrumt,  held  to  be  an  infringement  of  Morris*  patent. 

(Before  Leavjtt,  J.,  Southern  District  of  Ohio,  March,  1867.) 

This  was  a  suit  in  equity,  brought  to  restrain  the  infringement 
of  letters  patent  for  "improvement  in  wood-bending  machines," 
granted  to  John  C,  Morris,  March  ii,  1856,  and  reissued  May 
27,  1862. 

The  invention  of  Morris  consisted  of  a  stationary  form  or 
mold,  around  which  wood  could  be  bent  into  any  required  shape. 
The  bending  was  effected  by  placing  the  center  of  a  piece  of 
wood,  previously  steamed,  against  the  center  of  the  mold,  and 
clamping  them  together.  Levers  then  pressed  against  the  ends 
of  the  wood,  and  gradually  forced  them  around  the  form ;  the 
levers  being  drawn  together  by  cords  wound  upon  a  drum.  In 
bending  the  wood,  the  inner  fibers  were  condensed  and  the  outer 
ones  stretched.  But  while  wood  may  be  greatly  compressed 
without  injury,  a  slight  stretching  tears  the  fibers.  To  obviate 
this  difficulty,  the  wood,  before  being  bent,  was  laid  upon  a  strap 
of  flexible  iron,  and  the  ends  were  confined  between  two  blocks 
of  solid  iron,  called  clamps  or  abutments,  which  were  attached 
Co  the  flexible  strap.  By  this  means  the  stretching  of  the  outer 
fiber  was  prevented,  and  the  entire  change  in  the  length  of  the 
fiber,  caused  by  the  bending,  took  place,  by  compression,  in  the 
inside  of  the  curve. 

The  principal  defense  upon  the  issue  of  novelty,  was  founded 
upon  a  patent  granted  to  Thomas  Blanchard,  December  18, 
1849, '"  which  the  wood  was  bent  by  attaching  one  end  of  the 
stick  to  a  form  which  was  rolled  over  the  wood  toward  the  other 
end. 

The  material  portions  of  the  specification  and  claims  of  Morris' 
patent  were  as  follows: 

"The  machines  for  bending  wood  may  be  divided  into  two  principal  groups  or 
classes — the  first  including  all  the  machines  in  which  the  bending  process  commences 
at  one  end  of  the  wood,  and  is  continued  in  the  direction  of  the  other;  and  the  second 
including  those  in  which  the  form  or  mold  is  first  applied  at  or  near  the  center  of  the 
piece  to  be  bent,  and  the  bending  process  is  continued  from  that  point  toward  each  end, 
which  I  call  bending  outward.  I  regard  machines  of  the  latter  class  as  superior,  from 
the  fact  that  the  change  of  the  fiber  of  the  wood,  in  the  act  of  bending,  goes  on  from 
the  center  toward  the  ends,  in  two  directions,  equalizing  the  strain,  and  distributing  the 
compressed  fibers  more  evenly  throughout  the  curve. 

23 
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"  My  improvements  relate  to  the  second  class  of  machines.  In  my  original  parent, 
of  which  this  is  a  reissue,  reference  was  made  to  a  previous  use  of  levers, "  for  bringing 
the  piece  to  the  required  shape,  by  connecting  said  levers  with  a  strap  at  each  end,  the 
strap  being  placed  at  the  back  of  the  piece  required  to  be  bent,  and  then  drawing  the 
ends  of  the  levers  together,  which  bends  the  piece  around  the  form."  This  reference 
was  solely  to  a  use  of  such  a  method  which  had  been  made  by  myself  within  less  than 
two  years  previous  to  the  application  for  my  original  patent. 

"  My  improvements  consist  of  devices  tending  to  adapt  the  machines  of  the  second 
class,  as  stated  above,  to  the  performance  of  good  work,  in  an  expeditious  manner,  and 
with  the  least  loss  of  material.  They  are  applicable  to  bending  wood,  to  be  used  for  any 
purpose,  such  as  ship  timber,  wheel  /elloes,  plow  handles,  chair  stuff,  and  other  articles. 
In  some  cases,  as  for  bending  plow  handles,  but  one  lever  will  be  required,  when  the 
bending  process  will  begin  at  the  inner  end  of  the  curve,  next  to  the  portion  of  the  piece 
left  unbent,  and  will  extend  toward  the  outer  end,  bending  the  vro^d  first  in  a  large 
curve,  and  gradually  reducing  it  smaller,  until  it  conforms  to  the  CLrvature  of  the  mold. 

"  In  bending  wood  around  a  form  the  outer  fibers  are  stretched,  while  the  inner  libers 
are  compressed  ;  but  while  wood  may  be  greatly  compressed  without  injury,  comparatively 
little  stretching  or  expansion  will  break  the  fibers  of  the  outer  curve.  To  prevent  undue 
expansion,  it  is  necessary  to  confine  the  wood  between  abutments  placed  at  the  ends,  so 
as  to  counteract  end  expansion  by  what  is  called  in  the  art  'end  pressure.*  These 
abutments  or  clamps  may  wholly  prevent  end  expansion,  or  may  prevent  it  before  or 
after  a  certain  degree  uf  pressure  is  reached  in  the  process  of  bending. 

**•  k  k,  are  levers  or  handles  for  guiding  the  bending  operation.  They  may  work  upon 
the  fulcrums  mi,  mi,  m3,  nr4,  or  their  equivalents.  Thes:  handles  or  levers  support  the 
clamps  and  serve  to  draw  them,  with  the  strap  and  piece  to  be  bent,  around  the  form 
or  mold.  They  are  operated  by  the  cords  n  n  and  drum  0.  When  the  levers  are  thus 
used,  the  clamps  or  abutments  connected  to  the  strap  g  are  adjusted  so  as  to  slide  upon 
he  sides  of  the  levers,  to  allow  the  piece  to  be  bent  to  accommodate  itself  to  the  form. 
Another  mode  of  using  the  handles  is  to  dispense  with  the  fulcrum  pins,  so  that  in  the 
operation  of  bending,  while  power  is  applied  as  before  to  the  end  of  the  handle,  and 
the  resistance  is  the  unbent  wood,  the  p^^int  of  support  is  no  longer  fixed,  but  shifting, 
being  found  in  the  bending  scrap  or  point  of  contact  of  the  strap  and  wood  with  the  mold. 
In  this  method,  which  was  that  originally  used  by  me,  the  abutments  do  not  slide  upon 
'the  handle,  but  may  be  made  a  part  thereof,  or  attached  thereto. 

"The  principal  advantage  of  the  fixed  fulcrum  is,  that  it  prevents  the  wood  from 
twisting  in  the  process  of  bending,  by  reason  of  one  side  of  the  wood,  or  one  of  two 
pieces  bent  at  the  same  time,  being  harder  than  the  other.  In  such  cases,  without  some 
rigid  point  of  support  preventing  the  levers  from  twisting  or  turning,  it  is  difficult  to 
make  true  work, 

•  •••••••• 

**  Having  thus  fully  described  my  improvements,  I  do  not  wish  to  be  understood  as 
claiming  them  in  connection  with  machines  for  bending  wood  where  the  bending  is 
effected  by  the  rotation  of  the  form,  but  what  I  claim  therein  as  new,  and  desire  to 
secure  by  letters  patent,  is : 

*'I.  A  wood-bending  form,  to  which  timbers  are  made  to  conform  by  bending  them 
from  the  center  or  inner  end  of  the  desired  curve  outward,  when  used  in  combination 
with  abutments  or  clamps  to  prevent  or  regulate  end  expansion,  and  levers,  or  handles, 
or  their  equivalents,  to  guide  the  bending,  substantially  as  described. 

"  11.  A  stationary  or  poised  wood-bending  form  in  combination  with  the  cords,  levers, 
and  drum,  or  their  equivalents,  and  the  eccentric  clamp,  or  its  equivalent,  in  the  man- 
ner and  for  the  purpose  set  forth. 

"III.  In  combination  with  the  stationary  form,  levers,  and  abutments,  I  claim  the 
em}:lo)ment  of  hooks,  or  houks  and  pins,  or  their  equivalents,  that  shall  embrace  the 
ends  ot  the  wood,  to  lestrain  the  wood  in  shape,  and  permit  the  removal  of  the  abut- 
ments after  the  completion  of  each  operation. 
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S.  S.  Fisher^  for  complainant. 
George  Ad,  Lee^  for  defendants. 

Leavitt,  J. 

This  is  a  bill  in  equity,  charging,  in  the  usual  form,  that  the 
defendants  have  infringed  the  exclusive  right  of  the  complainant 
to  certain  improvements  in  a  machine  for  bending  wood,  origin- 
ally patented  to  him  March  11,  1856,  and  for  which  he  obtained 
a  reissued  pateht  dated  May  27,  1862.  The  bill  prays  for  an 
injunction  and  an  account  of  profits. 

In  their  answer,  the  defendants  allege,  as  grounds  of  defense : 
first,  that  the  reissued  patent  is  fraudulent  and*  void,  as  not  being 
for  the  sam9  invention  claimed  in  the  original  patent ;  second, 
that  complainant's  patent  is  void  for  want  of  novelty  in  the  inven- 
tion ;  third,  that  defendants  have  not  infringed  the  complainant's 
right  under  his  patent. 

I.  As  to  the  first  ground  of  defense,  namely,  the  invalidity  of 
the  reissued  patent  to  the  complainant,  it  is  not  alleged  or  claimed 
that  there  was  actual  fraud  in  obtaining  it ;  but  it  is  insisted  that 
it  is  constructively  fraudulent,  as  being  an  unwarranted  modifica- 
tion or  enlargement  of  the  claim  of  the  original  patent.  The 
argument  is  that  the  original  patent  provided  only  for  fixed  ful-. 
crums  for  the  levers  used  in  the  operation  of  wood  bending ; 
whereas,  in  the  reissue,  he  provides  for  bending,  not  only  by 
levers  on  fixed  fulcrums,  but  also  by  straps  connecting  the  ends 
of  the  levers,  and  bending  the  wood  without  fixed  fulcrums. 
But  a  reference  to  the  original  patent  will  show  clearly  that  both 
methods  were  in  the  contemplation  of  the  invention,  as  suited  to 
effect  the  object  of  his  invention.  He  refers  distinctly  to  the  use 
of  levers  *'  for  bringing  the  piece  to  the  required  shape,  by  con- 
necting the  lever)«  with  a  strap  at  each  end  ;  the  strap  being 
placed  at  the  back  of  the  piece  required  to  be  bent,  and  then 
drawing  the  ends  of  the  levers  together,  which  bends  the  piece 
around  the  form."  In  the  specification  of  the  reissued  patent, 
after  referring  to  the  patented  machine  as  belonging  to  the  class 
^^  in  which  the  form  or  mold  is  first  applied  at  or  near  the  center 
of  the  piece  to  be  bent,  and  the  bending  process  is  continued 
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from  that  point  toward  each  end,  which  I  call  bending  outward/' 
and  describing  minutely  the  devices  by  which  the  work  may  be 
effected  by  levers  with  fixed  fulcrums,  he  says  :  "  Another  mode 
of  using  the  handles  (or  levers)  is  to  dispense  with  the  fulcrum 
pins,  so  that  in  the  operation  of  bending,  while  power  is  applied 
as  before  to  the  end  of  the  handle,  and  the  resistance  is  the  un- 
bent wood,  the  point  of  support  is  no  longer  fixed  but  shifting, 
being  found  in  the  bending  strap,  or  point  of  contact  of  the  strap 
and  wood  with  the  mold."  And  this,  he  adds,  ^'  was  the  method 
originally  used  by  me.'* 

But  without  further  reference  to  the  claims  and  specifications 
of  the  two  patents,  in  reference  to  the  question  whether  the 
reissue  is  a  departure  from  the  original  patent,  in  claiming  the 
machine  without  the  fixed  fulcrums,  I  will  refer  briefly  to  the 
evidence,  which  is  conclusive  on  this  point.  And  it  may  be 
remarked  here  that  the  identity  of  the  invention  claimed  in  the 
original  patent  and  that  claimed  in  the  reissued  patent,  is  a 
question  to  be  decided  by  the  evidence.  If  the  case  is  at  law, 
it  is  for  the  jury ;  if  in  chancery,  for  the  Court,  as  the  facts 
proved  may  require.  Now,  Mr.  Clough,  an  expert  witness  for 
the  complainant,  in  answer  to  an  interrogatory  put  to  him  as  to 
the  claims  of  the  original  and  the  reissued  patents,  says:  ^^The 
description  of  the  apparatus  described  by  Morris  (referring  to  the 
original  patent)  is  the  same,  and  refers  to  the  same  drawings  as 
are  contained  in  the  reissued  letters  patent."  And  in  answer  to 
another  question,  this  witness  says:  "  He  (Morris)  describes 
various  modes  of  bending,  including  a  mode  in  which  the  levers  are 
not  used  on  fixed  fulcrums^  but  does  not  claim  any  mode  except 
those  in  which  fixed  fulcrums  to  the  levers  are  used.  The  same 
witness,  in  another  part  of  his  deposition,  says :  ^^  In  one  mode 
described  in  Morris'  specification,  he  dispenses  with  the  fulcrum 
pin,  so  that  the  point  of  resistance  is  no  longer  fixed,  but  shifts 
in  the  bending  strap  or  wood." 

It  is  clear,  then,  as  well  by  a  comparison  of  the  complainant's 
original  and  reissued  patent,  as  by  the  testimony  of  the  expert 
referred  to,  there  is  no  such  departure  from,  or  expansion  of, 
his  invention  as  described  in  the  original  patent,  as  will  invali- 
date the  reissue  on  the  ground  of  a  constructive  fraud.     The 
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complainant  plainly  describes  the  use  of  his  bending  machine 
without  a  fixed  fulcrum,  in  his  original  specification,  though  he 
docs  not  claim  it  as  a  part  of  his  invention.  In  applying  for  a 
reissue,  he  distinctly  claims  this  method  of  wood  bending  as  a 
part  of  the  combinations  included  in  his  patent.  This  he  had  an 
unquestioned  right  to  do.  The  authorities  on  this  point  are 
numerous  and  explicit.  O^Reilly  v.  Morse^  15  How.  112;  Bat- 
tin  V.  Taggartj  17  How.  83. 

It  is  hardly  necessary  to  add   that^he  law  is  well  settled  by   I 
numerous  adjudications,  that  there  is  always  a  strong  legal  pre-    \ 
sumption  that  a  reissued  patent  is  for  the  same  invention  described 
in  the  specification  of  the  original  patent.      This  presumption 
arises  from  the  fact  that  upon  the  surrender  of  the  original  patent, 
and  an  application  for  a  reissued  patent  with  an  amended  specifi- 
cation, it  is  the  duty  of  the  Commissioner  of  Patents  to  see  that 
the  reissue  is  for  the  same  invention  described  in  the  original 
patent,  or  if  any  part  is  not  described,  or  inadvertently  omitted, 
that,  in  fact,  it  was  a  part  of  the  invention  of  the  patentee.    And 
in  the  latter  case  it  is  competent  for  the  Commissioner  to  receive 
testimony,  and,  on  satisfactory  proof,  to  treat  it  as  a  part  of  the      I 
invention,  which  may  be  properly  claimed  in  the  reissued  patent      I 
3  Story,  744;  2  Wood  &  Min.  138;   15  How.   112.  'And  it 
also  seems  to  be  well  settled  that  the  action  of  the  Commissioner 
of  Patents,  in  granting  a  reissue,  can  not  be  questioned  or  im- 
peached, unless  on  the  ground  of  actual  fraud  in  obtaining  it,  a 
palpable  incongruity  between  the  original  and  reissued  patent,  or 
an  excess  of  authority  on  the  part  of  the  Commissioner.     17 
How.  84  ;  Law's  Dig.  617,  §§  2,  3,  4,  5,  6,  7,  8. 

The  exception  to  the  complainant's  reissued  patent,  on  the 
ground  of  fraud,  can  not  therefore  be  sustained. 

II.  The  objection  to  the  complainant's  claim  in  this  suit,  on 
the  ground  of  the  want  of  novelty  in  his  patented  invention,  will 
now  be  briefly  noticed.  Evidence  has  been  adduced  by  the  de- 
fendant to  prove  the  existence  of  several  wood-bending  machines, 
anterior  to  the  date  of  the  patent  to  the  complainant,  and  which, 
if  is  insisted,  embody  all  the  elements  of  the  several  combinations 
claimed  in  his  reissue.  Models  of  several  of  these  machines  have 
been  exhibited  for  the  inspection  of  the  Court,  and  are  referred 
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to  in  the  testimony  of  the  experts.  Among  others,  a  patent  to 
Thomas  Blanchard,  dated  December  i8,  1849,  ^^^  reissued  to 
him  November  15,  1859,  ^^^  ^  wood>bending  machine,  is  relied 
on  as  anticipating  the  invention  patented  to  the  complainant, 
Morris.  I  do  not  propose  to  describe  the  several  machines  relied 
on  by  the  defendants  to  impeach  the  novelty  of  the  complainant's 
combination.  Whether  they  are  substantially  identical  with  the 
latter,  is  a  question  of  fact  to  be  decided  according  to  the  evi- 
dence. And  on  this  point,  the  testimony  of  several  learned  and 
reliable  experts  has  been  taken,  which  is  remarkably  harmonious 
and  entirely  satisfactory  to  the  Court. 

It  is  not  necessary  to  refer  minutely  to  the  description  of  the. 
complainant's  machine,  as  set  forth  in  his  specification.  It  will 
be  sufficient  to  refer  to  the  first  and  third  claims  of  his  reissued 
patent,  in  order  to  a  correct  understanding  of  the  testimony  of 
the  experts.  No  infringement  of  the  second  claim  being  alleged 
by  the  complainant,  it  is  not  necesssry  to  refer  to  it. 

The  complainant,  after  describing  his  improvements,  disclaims 
any  connection  with  machines  for  bending  wood  by  a  rotating 
form.     He  claims: 

I.  ^^A  wood-bending  form,  to  which  timbers  are  made  to 
conform  by  bending  them  from  the  center  or  inner  end  of  the 
desired  curve  outward,  when  used  in  combination  with  abut- 
ments or  clamps  to  prevent  or  regulate  end  expansion,  and 
levers  or  handles,  or  their  equivalents,  to  guide  the  bending, 
substantially  as  described." 

3.  ^^  In  combination  with  the  stationary  form,  levers,  and 
abutments,  I  claim  the  employment  of  hooks,  or  hooks  and  pins, 
or  their  equivalents,  that  shall  embrace  the  ends  of  the  wood,  to 
restrain  the  wood  in  shape,  and  permit  the  removal  of  the  abut- 
ments after  the  completion  of  each  operation." 

The  first  of  these  claims  is  for  the  combination  of  a  stationary 
form,  to  which  the  wood  is  made  to  conform  by  bending  from  the 
center  outward,  with  abutments  and  clamps  to  prevent  or  regulate 
end  expansion,  and  levers  or  their  equivalents  to  guide  the  bending. 

The  third  claim  is  a  combination  of  the  parts  described  in  the 
first  claim,  with  the  addition  of  hooks,  or  hooks  and  pins,  or  their 
equivalents. 
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The  witness,  Renwick,  an  expert,  examined  by  the  complain- 
ant in  reference  to  the  Blanchard  patent,  says:  "That  the  im- 
provements specified  in  the  reissued  letters  patent  to  John  C. 
Morris  are  not  anticipated  by  anything  that  is  described  or  speci- 
fied in  the  said  Blanchard  patent ;  but,  on  the  contrary,  the  im- 
provements described  and  specified  in  the  Blanchard  patent  are 
substantially  different  from  those  described  and  specified  in  the 
Morris  patent."  He  then  proceeds,  very  fully  and  intelligently, 
to  define  the  points  of  difference  between  the  two  inventions. 

The  witness,  Clough,  another  reliable  expert,  testifying  as  a 
witness  for  the  complainant,  concurs  fully  in  the  opinion  of 
Renwick  as  to  the  substantial  difference  between  the  principle 
of  the  Blanchard  and  Morris  machines.  And  his  attention  be- 
ing specially  called  to  the  various  other  models  and  patents  for 
machines,  claimed  by  the  defendants  as  embodying  the  different 
elements  of  the  Morris  combinations,  he  says :  ^^In  my  opinion, 
the  combination  set  forth  in  Morris'  first  and  third  claims  are 
not  found  in  any  of  the  exhibits  referred  to  in  said  question." 

The  witness.  Knight,  another  expert,  thoroughly  versed  in 
mechanics  and  mechanical  philosophy,  called  by  the  defendants, 
on  his  cross-examination  in  reference  to  the  various  patents, 
models,  and  exhibits  referred  to,  after  describing  the  combina- 
tions claimed  by  the  Morris  patent,  says  he  does  not  find  in  any 
of  them  the  same  combination.  This  witness  also  testifies  that 
the  rotating  form  for  wood  bending,  described  and  claimed  by 
Blanchard,  is  not  a  mechanical  equivalent  for  the  stationary  form 
claimed  by  Morris. 

Another  witness,  Cotton,  also  called  by  the  defendants,  says, 
the  two  machines,  Blanchard's  and  Morris',  are  widely  different 
in  the  principle  of  their  operation. 

The  conclusion  from  this  evidence  is  irresistible,  that  the 
combination  patented  to  the  complainant  is  not  anticipated  by 
the  evidence  of  any  wood-bending  machine  known  prior  to  the 
date  of  this  invention  ;  and  it  follows  that  the  defense  of  want 
of  novelty  in  his  invention  is  not  sustained. 

III.  The  only  other  inquiry  is,  whether  the  five  machines, 
which  it  is  admitted  were  used  by  these  defendants,  are  substan- 
tially identical  with  that  patented  to  the  complainant. 
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The  defendants,  as  already  noticed,  are  licensees  of  the  as- 
signees of  the  Blanchard  patent.  Models,  which  it  is  admitted 
truly  represent  the  five  machines  used  by  the  defendants,  and 
which,  it  is  contended  by  the  counsel  of  the  complainant,  infringe 
his  patent,  are  exhibited  to  the  Court,  They  are  referred  to  in 
the  testimony  of  the  experts  as  models  I  and  model  X,  and 
described  in  the  exhibit  A.  In  form  and  appearance  these  ma- 
chines are  altogether  unlike  the  machines  constructed  under  the 
Blanchard  patent,  and  very  nearly  resemble  the  Morris  machine. 
The  only  material  variation  in  these  structures,  insisted  on  by 
the  defendant's  counsel,  is  that  in  the  machines  used  by  them 
there  is  no  provision  for  working  them  with  a  fixed  fulcrum  for 
the  levers  in  the  operation  of  bending,  and  that  they  have  no 
such  fixed  fulcrum.  It  is  claimed  that,  as  this  material  element 
is  omitted  in  the  defendant's  machine,  they  do  not  infringe  the 
first  or  third  claim  of  the  Morris  patent.  It  is  insisted  that  the 
Morris  claim  is  for  a  machine  operated  by  fixed  fulcrums,  and 
does  not  embrace  a  machine  working  without  a  fixed  fulcrum. 
In  a  previous  part  of  this  opinion,  a  construction  has  been  given 
to  the  claim  of  the  Morris  patent  on  the  point  now  under  con- 
sideration, and  the  conclusion  stated  that  his  patent  includes  not 
only  the  use  of  a  fixed  fulcrum,  but  also  the  use  of  levers  for 
bringing  the  wood  to  the  required  shape,  by  connecting  them 
with  a  strap  at  each  end,  and  drawing  the  ends  of  the  levers  to- 
gether, thus  bending  the  wood  around  the  form  or  mold.  If 
this  construction  of  the  Morris  claim  is  correct,  it  follows  neces- 
sarily that  the  defendants  are  not  shielded  from  liability  by  omit- 
ting the  fixed  fulcrum  in  their  machine. 

The  identity  of  the  machine  claimed  in  the  Morris  patent, 
and  those  used  by  defendants,  is  a  question  of  fact,  the  solution 
of  which  depends  on  the  evidence.  I  will  refer  briefly  to  this 
evidence,  which  is  quite  conclusive  as  to  the  substantial  identity 
of  the  machines.  And,  I  may  add  here,  that  this  testimony  most 
decisively  sustains  the  views  indicated  by  the  Court  as  to  the 
scope  of  the  claim  of  the  Morris  patent.  The  very  intelligent 
and  scientific  experts  agree  in  saying  the  machines  used  by  de- 
fendants, though  operated  without  a  fixed  fulcrum,  are  substan- 
tially identical  with  the  machine  described  and  claimed  by  Morris. 
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The  witness,  £.  S.  Renwick,  says  the  model  marked  X,  be- 
fore referred  to,  "  represents  a  machine  which  would  embody  the 
improvements  recited  in  the  first  and  third  claims  of  the  reissued 
letters  patent  of  John  C.  Morris."  He  then  proceeds,  at  great 
length  and  with  great  clearness,  to  state  the  reasons  for  this  con- 
clusion. He  says,  among  other  things,  that  ^^  the  lever  handle, 
in  the  model  (X)  is  operated  without  a  fixed  fulcrum,  and  in  this 
respect  varies  from  the  levers  represented  rn  the  drawing ;  but 
this  variation  does  not,  in  my  opinion,  make  the  lever  handle 
of  the  model  substantially  different  from  the  lever  handle  which 
constitutes  a  member  of  the  combination  (Morris')  above  referred 
to,  because  the  former  operates  substantially  in  the  same  manner 
as  the  latter,"  *  *  *  "and  because  the  patent  provides  for  the 
operation  of  a  lever  without  a  fixed  fulcrum  as  an  alternate  mode 
of  construction."  There  are  other  portions  of  the  testimony  of 
the  witness  on  this  point  equally  clear  and  explicit,  which  it  is 
not  necessary  to  recite. 

William  Clough,  complainant's  expert,  says :  *'  The  machine 
marked  A  (being  that  used  by  the  defendants)  conforms  in  its 
principles  and  mode  of  operation  to  one-  of  the  modes  described 
in  the  letters  patent  fMorris'),  and  includes  all  the  elements  of 
the  combination  in  the  first  claim  of  said  patent."  And  again  : 
"In  one  mode  described  in  Morris'  specification,  it  dispenses 
with  the  fulcrum  pin,  so  that  the  point  of  resistance  is  no  longer 
fixed,  but  shifts  in  the  bending  strap  or  wood." 

George  H.  Knight,  another  expert,  called  by  the  defendants, 
testifies  that  the  claim  of  the  reissued  patent  to  Morris  "de- 
scribes a  machine  containing  no  fixed  fulcrums.  The  machine 
represented  by  the  model  I  is  a  substantial  embodiment  of  said 
alleged  modification." 

And  the  witness,  W,  C.  Hibberd,  an  expert  witness  for  the 
defendants,  being  asked  to  point  out  the  substantial  difference 
between  a  machine  constructed  under  Morris'  claim,  without  the 
fixed  fulcrum,  and  the  machine  used  bv  the  defendants,  savs:  ^^I 
do  not  see  that  it  (the  latter  machine)  does  differ  materially  "  from 
the  Morris  machine.  And  adds:  "I  should  judge  that  the  lan- 
guage (referring  to  Morris'  specification)  was  intended  to  cover 
just  sugh  a  bending  apparatus  as  is  shown  iu  mDdel  I," 
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The  evidence  as  to  the  substantial  identity  of  the  machine  used 
by  defendants  and  that  covered  by  the  complainant's  patent  is 
altogether  conclusive ;  and  the  fact  of  infringement  is  therefore 
clearly  made  out. 

AH  the  issues  made  in  the  case  being  found  in  favor  of  the 
complainant,  a  decree  may  be  entered  accordingly  for  a  perpetual 
injunction,  providing,  if  necessary,  for  a  reference  to  a  master  to 
ascertain  the  amount  of  damages  to  be  awarded. 


Alonzo  V.   Blanchard,  John   D.    Blanchard,  and 

Franklin  Blanchard 


vs. 


Antoine    Puttman,    Conrad    Weaver,    and    John 

BiTTINGER. 

The  patent  of  Thomas  Blanchard,  of  December  i8, 1849,  reissued  November  15, 1859, 
is  for  a  combination  of  the  parts  composing  the  wood-bending  machine  described  in 
his  specification. 

A  patent  is  prima  facie  for  a  new  and  useful  invention.  The  plaintiff  is  entitled  to  the 
benefit  of  this  presumption,  and  so  is  the  defendant  if  he  claim  under  letters  patent. 

A  licensee  is  entitled  to  offer  in  evidence  the  letters  patent  of  his  licensor  as  a  defense  to 
an  action  against  him  for  infringing  a  prior  patent. 

The  patent  of  John  C.  Morris,  of  March  11,  1856,  reissued  May  27,  1862,  for  im- 
provements in  wood-bending  machines,  explained  in  its  relation  to  the  patent  of 
Thomas  Blanchard. 

Blanchard*s  patent  is  for  a  wood-bending  machine  with  a  rotating  form,  and  does  not 
include  a  stationary  form. 

A  patent  for  particular  structure  intended  to  accomplish  a  particular  end  does  not  import 
an  exclusive  right  to  every  possible  mode  of  accomplishing  the  same  end. 

(Before  Leavitt,  J.,  Southern  District  of  Ohio,  March,  1867.) 

This  was  an  action  on  the  case,  tried  before  Judge  Leavitt 
and  a  jury,  for  the  infringement  of  letters  patent  for  an  **  im- 
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provcment  in  binding  wood,  granted  to  Thomas  Blanchard,  De- 
cember 18,  1849,  reissued  November  15,  1859,  ^^^  extended 
December  18,  1863. 

The  material  portions  of  the  specification  and  claim  were  as 
follows : 

"  In  the  machines  heretofore  contrived  for  the  purpose  of  bending  timber,  the  bed- 
piece  upon  which  the  stick  was  placed,  and  the  lever  by  which  the  bending  was  effected, 
have  not  been  so  connected  together  as  to  hold  them  at  fixed  distances  from  each  other, 
and  consequently  when  the  piece  of  timber  being  bent  was  of  varying  stiffness,  or  when 
it  contained  knots,  it  was  liable  to  rise  up  and  leave  the  mold  whenever  there  was  a 
weak  place  in  the  stick,  and  it*  the  first  part  of  the  operation  was  successful  and  the 
part  bent  was  followed  by  a  stifFer  portion,  the  former  was  liable  to  be  thrown  out  of 
place  by  the  more  rigid  and  unyielding  portion,  and  thus  an  imperfect  curve  was  the 
result.  And  these  difficulties  were  not  remedied  by  the  employment  of  flexible  bands 
of  metal,  or  other  <ievices  intended  to  prevent  the  breaking  of  the  timber  on  the  out- 
side of  the  bend.  The  above-mentioned  difficulties  were  in  most  cases  enhanced,  if  not 
caused,  tJ  a  considerable  extent,  by  the  fact  that  the  power  by  which  the  timber  was 
bent,  was  applied  to  the  timber  itself  as  a  means  of  communicating  the  power  to  the 
parts  to  be  bent.  While  in  the  improvements  to  be  hereinafter  described  the  timber  is 
passive,  and  the  bending  is  effected  by  power  applied  through  the  mechanism  employed. 

'*  These  machines  were  also  defective  in  another  particular,  if  the  attempt  should  be 
made  in  them  to  apply  any  considerable  pressure  to  the  end  of  the  timber  to  be  bent, 
instead  of  consolidating  the  material  and  causing  the  fiber  thereof  to  be  condensed,  such 
pressure  would  only  increase  the  tendency  to  bulge  up  the  timber  from  the  mold  and 
break  it. 

"  All  these  difficulties  have  been  remedied  by  my  improved  method  of  bending,  which 
I  will  now  proceed  more  particularly  to  describe. 

"  The  operation  of  the  machine  is  as  follows  :  The  mold  lever  is  thrown  open  at  right 
angles  with  the  bench,  as  shown  in  (fig.  x) ;  the  timber  of  handle  G  is  placed  with  its 
round  end  beiween  the  chain  and  the  mold  and  in  contact  with  the  bar  ^,  the  key  L  is 
then  driven  in  (fig.  5),  to  hold  it  in  its  place,  but  still  allow  it  to  slide  endwise  sufficient 
to  upset;  the  draft-screw  /is  then  turned  to  bring  the  end  of  the  handle  and  end  of  the 
chain  firm  against  the  mold ;  the  set-screw  K  is  then  turned  up  to  bring  the  beam  E 
against  the  back  of  the  chain  to  give  it  proper  support ;  the  tender  then  applies  his  hand 
to  the  upsetting  screw  £f,  and  turns  it  forward  and  presses  the  handle  endwise,  driving  the 
rounded  end  firm  against  the  slide  ^,  which  is  connected  with  the  first  link  of  the  chain. 
This  operation  tightens  the  chain  and  completes  the  preparations  for  the  bending  process; 
power  is  then  applied  to  bring  the  mold  lever  round,  which  draws  the  sliding  beam  for- 
ward with  the  handle  as  the  curve  is  formed,  the  upsetting  screw  co-operating  with  the 
chain  and  mold  lever,  to  keep  the  plow  handle  up  to  the  bar  y  so  as  to  insure  the  bend 
at  the  extreme  end  while  the  fiber  in  the  inner  part  of  the  curve  is  consolidated,  and 
that  which  forms  the  outer  part  of  the  curve  is  prevented  from  breaking. 

'*  During  the  operation  it  is  usually  found  necessary  to  relax  the  upsetting  screw  a  lit- 
tle to  prevent  the  timber  on  the  inside  the  curve  from  crippling,  when  the  mold  lever  is 
brought  home  to  its  place;  the  spring-catch  N  takes  hold  of  the  end  of  the  lever  and 
prevents  it  from  going  back,  and  the  work  is  completed.  That  part  of  the  plow-handle 
which  is  bent  is  of  an  oval  form,  and  is  turned  or  wrought  in  proper  shape  befjre  it  is 
bent;  it  is  formed  deepest  and  thickest  transversely  to  the  curve;  consequently  the  links 
or  blocks  that  form  the  chain  are  made  hollow  to  conform  to  the  outside  of  the  curve, 
the  lever-mold  having  a  corresponding  hollow  to  fit  the  inside. 

*'The  chain  may  be  dispensed  with  in  bending  large  curves  with  fiat  sides,  such  as 
felloes  for  wheels.  Where  the  sides  have  fiat  surfaces  a  metallic  strap  may  be  substi- 
tuted, and  a  number  of  pieces  can  be  bene  at  once  in  the  same  mold,  or  a  whole  plank  of 
suitable  thickness  may  be  bent  at  once  and  be  sawed  into  felloes  afterward ;  in  that  case 
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there  would  be  no  side  twist  or  winding  in  the  operation  of  bending,  but  if  thry  are 
sawed  into  squares  before  being  bent  the  wind  or  side  crook  may  be  prevented  by  placing 
a  number  together,  and  the  side  spring  may  be  prevented  by  side  clamps  to  keep  them 
in  the  right  direction  while  they  are  being  bent ;  these  side  clamps  may  extend  around 
the  mold,  which  will  prevent  the  side  movement  while  receiving  the  proper  curve,  either 
cylindrical  or  elliptical,  or  of  any  figure  required,  and  instead  of  actuating  the  mold  by  a 
lever,  cog-wheels  may  be  used,  and  any  species  of  power  applied  to  drive  the  machine. 
The  upsetting  po^'er  must  be  given  by  the  screw  or  other  mechanical  power  when  the 
timber  is  first  placed  in  the  mold  and  while  in  its  straight  form,  by  screwing  or  pressing 
against  the  ends  of  the  timber,  and  care  should  be  taken  to  prevent  its  crippling,  by  hav- 
ing clamps  attached  to  the  sliding  bed.  The  amount  of  end-pressure  should  be  sufficient 
to  condense  the  fibers  on  the  inside  of  the  curve  without  crippling  the  timber,  and  to 
prevent  the  fibers  on  the  outside  of  the  curve  firom  being  drawn  apart.  When  the  timber 
is  in  danger  of  being  crippled  by  the  end  pressure,  which  particularly  occurs  in  short 
curves  or  where  the  stick  is  thick,  the  upsetting  screw  should  be  relaxed  gradually,  as 
the  bending  proceeds,  to  a  sufficient  extent,  to  relieve  the  timber  of  the  excessive  end- 
pressure  and  prevent  the  crippling,  as  before  stated. 

*  •  •  •  •  •  • 

**  Having  thus  described  my  improved  method  of  bending  wood,  and  having  shown 
one  form  of  machine  embodying  the  same,  adapted  to  the  bending  of  plow-handles,  it 
is  obvious  that  the  same  method  may  be  applied  to  the  bending  of  a  great  variety  of 
forms,  adapted  to  a  great  variety  of  purposes,  and  that  the  details  of  the  mechanism 
may  be  greatly  varied  without  departing  firom  the  principles  of  my  invention. 

*'  What  1  claim  as  my  invention,  and  desire  to  secure  by  letters  patent,  is  my  im- 
proved method  of  bending  wood,  substantially  as  hereinbefore  described." 


The  infringement  alleged  was  in  the  use,  by  defendants,  of  a 
machine  for  bending  chair-stufF,  felloes,  etc.,  constructed  by 
John  C.  Morris,  under  his  letters  patent.  See  Morris  v.  Royer^ 
p.  175. 

George  M.  Lee^  for  plaintiffs. 
S.  S.  Fisher^  for  defendants. 

Leavitt,  J.,  charged  the  jury  as  follows : 

This  suit^  gentlemen,  is  brought  by  the  plaintiffs  as  the  as- 
signees of  the  administrator  of  Thomas  Blanchard. 

It  is  based  on  a  patent  for  an  improvement  in  bending  wood, 
issued  to  said  Blanchard,  December  18,  1849^  reissued  to  him 
November  15,  1859,  ^^^  extended  December  18,  1863,  and 
assigned  to  plaintiflFs.  The  declaration  alleges  that  the  defend- 
ants have  infringed  the  exclusive  right  under  this  patent  thus 
vested  in  plaintiffs. 

No  question  as  to  the  title  of  the  plaintiffs  arises  in  this  case. 

The  defendants  are  licensed  under  one  John  C  Morris;  that 
is,  they  use  and  have  a  license  to  use  a  wood-bending  machine 
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which  they  say  is  covered  by  a  patent  issued  to  Morris,  March 
II,  1856,  and  reissued  to  him,  May  27  1862. 

The  defendants  insist,  by  way  of  defense,  first :  that  the 
Blanchard  patent  is  void  for  want  of  novelty ;  and,  secondly, 
that  the  machine  constructed  under  Morris*  patent,  and  used  by 
them,  does  not  infringe  the  patent  of  Blanchard,  and  that  there- 
fore they  are  not  liable  in  this  action. 

I  will  first  call  your  attention  to  the  question  of  the  novelty  of 
Blanchard's  invention.  You  are  doubtless  familiar  with  the 
principle  of  patent  law,  that  the  novelty  of  an  invention  is  an 
essential  element  of  a  valid  patent.  Patent  rights  are  only 
granted  upon  the  theory  that  the  thing  discovered,  and  for  which 
the  party  asks  for  an  exclusive  right,  is  new  as  well  as  useful ;  in 
other  words,  that  it  is  the  invention  of  the  party  who  claims  a 
patent  for  it,  and  was  not  known  before  his  invention. 

In  this  connection  I  may  say,  as  a  principle  of  taw,  familiar  to 
every  one  at  all  conversant  with  the  subject,  that  the  emanation 
of  a  patent  from  the  proper  authorities  of  the  Government,  affords 
a  presumption  that  the  invention  patented  is  new  and  original  with 
the  patentee.  This  presumption  arises  from  the  fact  that  all 
patents  must  be  issued  with  certain  formalities,  and  that  the 
officers  charged  with  the  administration  of  the  patent  laws  are 
required  very  astutely  to  investigate  every  claim.  The  applicant 
is,  moreover,  obliged  to  swear  that  he  is  the  original  inventor  of 
that  for  which  he  asks  a  patent ;  and  it  is  only  upon  a  compliance 
with  these  requisitions  of  law  that  the  Commissioner  of  Patents 
is  authorized  to  make  the  grant. 

But  it  is  proper  to  state  that  while  this  presumption  does  exist, 
it  is  competent  for  one  charged  with  an  infringement  to  show 
that,  in  point  of  fact,  the  invention  was  not  new,  and  that  the 
party  ought  never  to  have  had  a  patent  for  it  ;  and  if  he  succeeds 
in  making  this  proof,  he  establishes  the  invalidity  of  the  patent, 
and  it  is  a  mere  nullity.  Now,  it  is  claimed,  under  the  first  issue 
to  which  I  have  referred,  namely,  the  novelty  of  the  invention 
of  Blanchard,  that  there  is  evidence  of  other  machines  in  use 
prior  to  the  date  of  his  invention,  which  anticipated,  or  were 
substantially  the  same  as  that  for  which  he  procured  a  patent. 
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This  is  a  question  for  the  jury,  for  it  is  a  question  of  fact  depend- 
ing upon  the  evidence. 

To  substantiate  the  position  taken  by  the  defendants  im- 
peaching the  novelty  of  Blanchard's  invention,  there  has  been 
a  good  deal  of  testimony  adduced,  and  various  wood-bending 
machines  and  models  have  been  exhibited  to  the  jury. 

I  shall  merely  refer  to  these  without  attempting  to  analyze  or 
dissect  them. 

There  is  one  patented  to  E.  Reynolds  in  July,  1835,  and 
another  patented  to  Jonathan  Mulford  in  the  same  year.  Evi- 
dence has  also  been  introduced  of  a  rejected  application  made  by 
one  May,  in  1846,  for  a  patent  for  a  wood-bending  machine; 
and  there  is  also  evidence  of  a  machine  patented  to  Abel  Gardner, 
in  1849,  ^^^  bending  hames ;  also,  of  a  machine  not  patented, 
which  was  first  constructed  by  one  David  Gans,  and  used,  as  it 
appears,  in  1845,  and  for  some  years  subsequently,  in  the  State 
of  Illinois. 

Now,  in  regard  to  several  of  these  machines,  you  have  the 
models  before  you,  and  I  may  remark  here  that  models  are 
oftentimes  the  very  best  evidence  that  can  be  adduced.  There 
is  nothing,  perhaps,  more  sati<%factor)r  upon  questions  involving 
the  identity  of  several  mechanical  structures  than  the  exhibition 
of  the  machines  or  accurate  models  of  them.  They  are  silent 
witnesses,  but  they  are  usually  very  reliable. 

In  reference  to  the  Gans  machine,  one  of  the  witnesses,  an 
expert,  introduced  on  the  part  of  the  defendants,  says  it  is  sub- 
stantially the  same  as  Blanchard's,  and  involves  essentially  the 
same  principles  and  mode  of  operation.  But  other  witnesses 
express  a  diiferent  opinion.  It  is  for  the  jury  to  pass  upon  that 
question,  and  they  will  do  it  of  course  upon  the  evidence  which 
they  have  before  them. 

I  may  state  here  a  familiar  principle :  that  this  question  of 
identity,  as  has  been  very  truly  stated  by  the  counsel,  does  not 
depend  upon  the  appearance  or  form  of  the  two  structures 
claimed  to  be  identical.  It  depends  simply  upon  the  question 
whether  they  are  the  same  in  their  mode  and  principle  of  opera- 
tion, and  whether  one  is  a  mechanical  equivalent  for  the  other. 
For  it  is  obvious  that  there  may  be  two  machines  very  dissimilar 
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in  Structure  and  appearance,  which  yet  act  upon  precisely  the 
same  mechanical  principles. 

The  question  for  the  jury^  in  such  case,  is  to  ascertain,  if  pos- 
sible, whether  the  two  structures  are,  in  all  substantial  particulars, 
the  same ;  or  whether  there  is,  or  is  not,  a  substantial  difference 
in  their  mode  of  operation. 

Upon  this  subject,  in  relation  to  these  various  machines  or 
structures,  the  jury  will  probably  conclude  that  none  of  them 
combine  all  the  elements  of  the  Blanchard  invention.  The 
Gans  machine  is,  perhaps,  the  only  one  that  will  create  any  doubt 
in  the  minds  of  the  jurors  on  this  question.  It  will  be  for  them 
to  say  whether  that  combines  all  the  elements  or  parts  of  the 
Blanchard  improvement. 

Without  detaining  the  jury  further  upon  the  question  of  nov- 
elty, I  may  remark  that  where  a  machine  has  been  long  in 
public  use,  under  a  patent  which  has  existed  for  a  number  of 
years,  unchallenged  and  undisputed,  a  jury  should  hesitate  before 
coming  to  the  conclusion  that  the  patent  was  void  on  the  ground 
of  want  of  novelty.  I  mean  by  this  that  a  jiiry  should  be  clearly 
satisfied  in  their  own  minds  that  the  invention  in  controversy  was 
anticipated  by  something  known  before  the  date  of  the  patent,  in 
order  to  come  to  the  conclusion  that  the  patent  was  void  on  the 
ground  adverted  to. 

It  becomes  necessary,  gentlemen,  that  the  Court  should  give 
a  construction  to  the  claims  of  the  Blanchard  patent  with  a  view 
to  this  question  of  novelty.  One  point  in  controversy  in  regard 
to  it,  as  I  understand  it,  is,  whether  it  is  for  an  entire  machine, 
or  a  machine  as  an  entirety,  or  whether  the  patent  is  to  be  con- 
strued as  a  patent  for  a  combination ;  that  is,  a  combination  of 
different  parts  so  arranged  as  to  produce  a  new  and  useful  result. 

In  my  view  of  this  question,  the  patent  to  Blanchard  can  only 
be  regarded  as  a  patent  for  a  combination  of  different  parts  or 
elements. 

It  is  called  in  the  patent  itself,  "a  new  and  useful  improve- 
ment in  bending  wood."  In  the  specification  it  is  designated  as 
"a  new  and  improved  method  of  bending  wood."  The  specifi- 
cation, which  has  been  read  in  your  presence,  is  exceedingly 
elaborate  and  minute.  ^ 
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The  patentee  refers  to  the  fact  that  in  all  the  prior  modes  of 
bending  wood  there  were  great  and  manifest  defects.  He  does 
not  claim  that  he  was  the  original  inventor  of  the  art  of  bending 
wood,  or  of  the  separate  parts  of  the  machine  which  he  describes. 
The  claim  is  that  he  has,  by  a  union  of  those  parts,  improved 
upon  all  methods  before  known  for  that  purpose. 

Now,  if  I  am  right  in  my  construction  of  this  patent — if  it  is 
for  a  combination  of  the  various  parts  or  elements  of  the  struc* 
ture  described — there  is  applicable  to  this  case  this  principle, 
which  it  becomes  important  for  the  jury  to  consider,  namely : 
that  there  can  be  no  infringement  of  such  a  patent  unless  the 
person  charged  with  the  infringement  has  appropriated  and  used 
all  the  parts  of  the  combination. 

^To  illustrate  my  meaning:  A  person  obtains  a  patent  for  a  ma- 
chine containing  three  different  elements  in  combination.  Those 
three  elements,  separately,  are  none  of  them  new,  but  the  patentee, 
by  his  ingenuity  and  study,  has  contrived  to  combine  them  so  as  to 
produce  a  new  and  useful  result,  and  that  is  a  patentable  subject 
under  our  patent  laws. 

But  one  charged  with  an  infringement  of  that  combined  machine 
is  not  liable,  unless  he  has  used  all  of  the  three  parts  that  consti- 
tute the  combination.  If  he  takes  one  of  them  only,  or  two  of 
them,  leaving  out  the  third,  it  is  not  an  infringement.  These 
are  very  familiar  principles,  and,  I  suppose,  will  not  be  contro- 
verted. So,  on  the  other  hand,  if  the  patent  to  Blanchard  is  for 
a  combination  ir  is  not  impeached  for  want  of  novelty,  unless 
the  jury  find  that  the  machines  exhibited  or  proved  have  ail  the 
elements  or  parts  of  the  Blanchard  machine. 

I  come  now  to  the  question  of  infringement,  which  I  have 
partially  anticipated  in  the  remarks  which  I  have  already  made. 
This,  like  that  of  novelty,  is  a  question  exclusively  for  the  jury, 
depending  altogether  upon  the  evidence. 

It  is  for  the  plaintiffs  to  establish,  to  the  satisfaction  of  the  jury, 
the  fact  of  infringement ;  and  this  involves  directly  the  question 
of  the  identity  of  the  Blanchard  machine  and  the  Morris  machine. 
Are  they  substantially,  in  their  principle  and  mode  of  operation, 
alike  ? 

I  may  remark  here  that  both  these  parties  are  patentees,  and 
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the  presumption  equally  applies  to  both,  in  relation  to  the  novelty  / 
and  utility  of  their  inventions.  /  There  is  a  presumption  from 
the  issuance  of  a  patent  to  Morris,  years  after  the  date  of  the 
Blanchard  patent,  that  he  had  invented  something  different  from 
the  invention  for  which  a  patent  had  been  previously  granted 
to  Blanchard ;.  for,  if  the  Commissioner  had  come  to  a  different 
conclusion,  it  would  have  been  his  duty  to  have  rejected  the 
application. 

The  first  claim  of  Morris'  patent  is  for  a  combination  com- 
posed of  three  distinct  elements.  It  reads  as  follows :  ^^  A  wood- 
bending  form,  to  which  timbers  are  made  to  conform  by  bending 
them  from  the  center  or  inner  end  of  the  desirod  curve  outward, 
when  used  in  combination  with  abutments  or  clamps,  to  prevent 
or  regulate  end  expansion,  and  levers  or  handles,  or  their  equiva- 
lents, to  guide  the  bending,  substantially  as  described." 

The  second  claim  is  for  ^^a  stationary  or  poised  wood-bending 
form  in  combination  with  the  cords,  levers,  and  drum,  or  their 
equivalents,  and  the  eccentric  clamp,  or  its  equivalent,  in  the 
manner  and  for  the  purposes  set  forth." 

The  third  is  as  follows:  ^^In  combination  with  the  stationary 
form,  levers,  and  abutments,  I  claim  the  employment  of  hooks, 
or  hooks  and  pins,  or  their  equivalents,  that  shall  embrace  the 
ends  of  the  wood,  to  restrain  the  wood  in  shape  and  permit  the 
removal  of  the  abutments  after  each  operation." 

He  says,  in  the  beginning  of  his  specification:  ^^The  machines 
for  bending  wood  may  be  divided  into  two  principal  groups  or 
classes ;  the  first  including  all  machines  in  which  the  bending 
process  commences  at  one  end  of  the  wood,  and  is  continued  in 
the  direction  of  the  other ;  and  the  second  including  those  in 
which  the  form  or  mold  is  first  applied  at  or  near  the  center  of 
the  piece  to  be  bent,  and  the  bending  process  is  continued  from 
that  point  toward  each  end,  which  I  call  bending  outward." 
And  then,  after  making  this  classification,  he  goes  on  to  say 
which  class  of  machines  he  regards  as  the  superior.  In  a  part  of 
his  specification  he  says:  ^^  Having  thus  fully  described  my  im- 
provements, I  do  not  wish  to  be  understood  as  claiming  them  in 
connection  with  machines  for  bending  wood  where  the  bending 
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is  eflFected  by  the  rotation  of  the  form,  but  what  I  claim  as  new/' 
etc.)  and  then  follow  the  claims  which  I  have  already  read. 

Of  that  machine,  described  by  Morris,  patented  to  him,  and 
used  by  the  defendants,  the  jury  have  before  them  what  is 
admitted  to  be  a  correct  model.  There  is  some  contradictory 
testimony  in  regard  to  its  identity  with  machines  made  under  the 
Blanchard  patent.  There  are  two  gentlemen  who  have  testified 
as  experts,  Mr.  Hibberd  and  Mr.  Doane,  who  say  that  they 
regard  them  as  substantially  the  same.  On  the  other  hand,  there 
are  three  witnesses  for  the  defendants,  Mr.  Knight,  Mr.  Ren- 
wick,  and  Mr.  Morris,  who  state  distinctly  and  explicitly  that 
they  regard  them  as  essentially  different  in  their  mode  of  operation, 
and  as  involving  wholly  different  principles  in  their  action. 

The  jury  having  the  models  before  them,  with  the  aid  of  the 
testimony  of  the  experts,  will  be  able  to  decide  whether  they  are 
substantially  the  same  in  principle. 

I  will  state  very  rapidly  some  of  the  points  in  which  it  is 
claimed  by  the  counsel  for  the  defendants  that  there  is  a  sub- 
stantial difference  between  the  two  structures. 

In  the  first  place,  it  is  claimed  that  the  Morris  machine  bends 
from  the  center  to  the  outer  end,  whereas  the  Blanchard  machine 
bends  from  the  end  inward.  The  jury  have  seen  the  operation 
of  these  machines,  and  are  doubtless  prepared  to  say  whether,  in 
that  respect,  the  two  machines  are  alike. 

It  is  also  claimed  that  the  application  of  the  power,  in  the 
operation  of  bending,  is  different  in  the  two  machines,  and  that 
the  effect  upon  the  timber  bent  by  these  two  methods  is  different ; 
that  in  timber  bent  under  the  Morris  patent  there  is  less  dis- 
turbance of  the  fibers  of  the  wood ;  that  bending  from  the 
center  outward  to  the  end  leaves  the  fibers  more  firmly  set  than 
they  are  by  the  operation  under  the  Blanchard  invention.  If 
the  jury  should  be  satisfied  of  this  difference  in  the  operation  of 
the  two,  it  will  be  for  them  to  say  whether  it  does  or  does  not 
constitute  a  substantial  difference  in  the  principle  of  the  machines. 

It  is  also  contended  that  there  is  a  substantial  difference  in  this : 
that  it  is  one  of  the  main  elements  of  the  invention  patented  to 
Blanchard,  that  there  is  provision  made  for  end  relaxation  when 
the  end  pressure  is  too  great,  and  that,  upon  the  principle  and 
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theory  of  the  Morris  machine,  there  is  no  necessity  for  this 
relaxation,  and  therefore  no  provision  is  made  for  it. 

Another  difference  very  strongly  insisted  upon  by  counsel  for 
the  defendants,  and  worthy  of  the  consideration  of  the  jury,  is  in 
regard  to  the  form  of  the  mold.  Now,  it  is  insisted,  on  the  part 
of  the  plaintiff,  that  the  stationary  mold  is  fairly  to  be  included 
within  the  claim  of  the  Blanchard  patent.  Not  only  does  it 
include,  the  counsel  contends,  the  rotating  form  or  mold,  but 
also,  by  a  fair  construction,  the  stationary  form  or  mold.  Upon 
that  point,  from  the  best  consideration  I  have  been  able  to  give 
to  the  question,  I  am  clearly  of  the  opinion  that  by  no  fair  con- 
struction of  the  Blanchard  patent  can  it  be  held  to  comprehend  a 
claim  for  a  stationary  form  or  mold.  It  is  unreasonable  to  sup- 
pose that  Blanchard  had  anything  of  that  kind  in  his  mind  when 
he  was  preparing  his  specifications.  It  would  naturally  be  ex- 
pected, if  it  were  a  part  of  his  conception,  he  would  have  said,  in 
so  many  words,  that  though  he  gave  the  preference  to  the  rotating 
form,  yet  he  intended  to  embrace  also  the  stationary  form.  But 
we  look  in  vain  throughout  the  entire  instrument  for  any  intima- 
tion that  he  ever  thought  of  a  stationary  form,  while  all  that  he 
does  say  relates  to  a  rotating  form. 

I  make  this  brief  statement  of  my  construction  of  the  Blan- 
chard patent  in  this  particular,  that  the  counsel  for  the  plaintiff 
may  have  the  full  benefit  of  my  ruling.  It  belongs,  legitimately, 
to  the  Court  to  decide  whether  the  patent,  by  a  fair  construction, 
embraces  the  claim  for  a  stationary  mold  or  form ;  and  I  announce 
distinctly,  as  my  opinion,  that  it  can  not  be  so  construed. 

Mr.  Lee. — I  ask  your  Honor  to  say  to  the  jury,  that  if  an 
equivalent  is  substituted  by  the  defendants  for  any  part  of  the 
Blanchard  machine,  it  is  an  infringement  of  his  patent. 

Leavitt,  J. — ^The  idea  I  intended  to  convey  to  the  jury  was, 
that  if  they  found  the  Morris  machine  to  be  substantially  the 
same,  or  a  mechanical  equivalent  for  the  other,  then  they  would 
come  to  the  conclusion  that  the  two  machines  were  identical  in 
principle  and  operation.  There  is  one  principle  true,  beyond  all 
question,  that  a  patent  for  a  particular  structure,  intended  to 
accomplish  a  particular  end,  does  not  necessarily  import  an  exclu- 
sive right  to  every  possible  mode  of  accomplishing  the  same  end. 
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The  doctrine  is  simply  this,  as  stated  in  the  opinion  of  the  Su- 
preme Court,  read  in  the  hearing  of  the  jury,  that  in  order  to 
make  out  the  fact  of  infringement  there  must  appear  to  have 
been  a  substantial  identity ;  that  the  parts  of  the  machine  which 
are  claimed  to  be  an  infringement  of  the  patented  machine  must 
appear,  to  the  satisfaction  of  the  jury,  to  be  substantially  the 
same ;  that  is,  that  the  same  result  must  have  been  produced  by 
substantially  the  same  principle  or  mode  of  operation.  If  there 
is  a  difference  in  this  respect,  then  it  goes  to  establish  the  want 
of  identity  between  the  structures.  I  will  now  briefly  recapitu- 
late the  points  to  which  you  are  to  direct  your  attention.  First, 
is  the  invention,  this  combination  patented  to  Blanchard,  new 
and  original  ?  If  the  jury  answer  this  question  in  the  affirmative, 
their  next  inquiry  would  be,  whether  that  combination  has  been 
infringed  by  these  defendants;  in  other  words,  whether  the 
Morris  structure  is  identical,  in  principle  and  operation,  with  that 
of  Blanchard. 

I  have  no  doubt  that  Thomas  Blanchard,  now  deceased,  was 
an  ingenious  mechanic,  and  a  man  of  much  more  than  ordinary 
inventive  talent.  I  have  no  doubt  that  the  machine  that  he 
invented,  and  for  which  he  obtained  a  patent,  is  a  valuable 
invention,  creditable  to  him  and  useful  to  the  public.  And  I  am 
equally  clear  that  Morris,  in  his  machine,  has  exhibited  inventive 
talent  of  a  high  order,  and  has  produced  a  useful  and  practical 
wood-bending  machine.  It  is  to  be  regretted  that  these  parties 
did  not  permit  each  one  to  go  on  in  the  enjoyment  of  his  grant 
under  his  particular  patent,  and  that  it  should  have  been  found 
necessary  to  resort  to  litigation  to  settle  their  rights. 

It  is  understood  that  the  plaintiffs  claim  nominal  damages  only. 

Thb  jury  found  a  verdict  for  the  defendants. 
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Thomas  Dolan.     In  Equity. 

An  anignment  of  a  patent  for  a  knitting  needle  **to  be  applied  exclusively  to  the  knitting 
or  construction  of  harnesses  for  looms,  and  for  other  purposes,**  obviously  means  har- 
ness for  looms  and  Aarnessa  for  other  purposes. 

Inhere  H.  agreed  with  A.  that  upon  the  fulfillment  of  certain  conditions,  he,  H.,  would 
assign  to  A.  the  extended  term  of  certain  letters  patent,  if  the  same  should  be  ex- 
tended :  Held:  That  if  the  conditions  had  been  fulfilled  A.  would  have  become  the 
equitable  owner  of  the  extended  term. 

The  conditions  not  having  been  fulfilled,  the  former  ownership,  legal  and  equitable,  was 
continued  as  to  third  parties,  and  justice  does  not  even  require  that  a  decree  should 
be  made  without  prejudice  to  the  rights  of  A. 

Whether,  under  such  circumstances,  A.  ought  not  to  have  been  made  a  party  complainant 
or  defendant  to  a  bill  filed  by  the  assignees  of  H.  to  restrain  a  third  party  from 
infringement,  qu4tre. 

The  decision  of  the  Commissioner,  extending  letters  patent,  could  not  have  been  made 
without  proof  that  the  patentee  had  not  derived  a  fair  profit  from  his  invention  during 
the  first  part  of  the  original  term. 

Such  decision,  having  been  made  after  public  notice  and  ofiicial  investigation,  shows  that 
throughout  the  United  States  he  was  generally  considered,  as  he  was  still  considered 
at  the  Patent  Office,  the  first  Inventor. 

Although  the  work  and  product  of  a  prior  knitting  needle  may  have  been  imperfect,  ytt 
if  both  work  and  product  were  seen  by  persons  who  have  not  yet  lost  the  recollection 
of  them,  and  more  than  one  of  the  needles,  and  a  machine  by  which  some  of  them 
were  made,  have  been  preserved  to  the  present  day,  this  would  constitute  a  sufficient 
prior  knowledge  by  others  to  prevent  a  subsequent  invention  from  being  new. 

An  improvement,  though  depending  upon  a  change  of  form,  may  be,  in  purpose  and  efiect, 
a  change  in  a  material  part  of  a  process  of  manufacture,  and  patentable. 

An  Invention  may  be  good  which  remedies  a  theoretical  defect,  although  no  injurious 
efilects  have  been  observed  in  practice. 

The  original  model,  deposited  in  the  Patent  Office,  may  be  examined  for  the  purpose  of 
solving  any  doubt  raised  by  an  inspection  of  the  drawings. 

Where  the  claim  was  for  "  the  application  of  a  latch  or  tongue  applied  to  the  hook  of  the 
needle,  and  operated  as  herein  described,**  and  the  specification  stated  that  the  needle 
was  constructed  "  in  the  general  form  shown  in  the  drawings,**  and  it  appeared  that 
needles  with  a  latch  or  tongue  and  hook  were  not  new,  but  that  needles  with  a  cer- 
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tain  curved  swell  shown  in  the  drawings,  but  not  otherwise  referred  to  in  the  ^lecifi- 
cation,  were  new :  Held:  That  if  the  knowledge  of  needles  without  this  swell  had 
been  universal  or  general,  the  declaration  that  the  needle  was  constructed  ^  in  the 
general  form  shown  in  the  drawings  **  might  have  sufficed  to  restrain  the  claim  to 
needles  made  with  a  swell ;  but  it  appearing  that  the  knowledge  of  the  primitive 
needle,  though  sufficient  to  defeat  a  subsequent  patent,  was  very  limited,  the  claim 
was  broader  than  the  invention. 

This  defect  might  be  cured  by  disclaimer. 

The  complainant  by  his  counsel,  proposing,  at  the  hearing,  to  disclaim  any  constnicdon  of 
a  needle  which  has  not  the  curved  swell  or  its  equivalent :  Held:  That  such  a  dis- 
claimer would  deprive  the  complainant  of  all  right  to  recover  costs  in  the  pending 
suit,  but  that  there  might  be  a  decree  for  perpetual  injunction,  each  party  to  pay  hit 
own  costs,  without  any  actual  previous  disclaimer  of  record  in  the  Patent  Office. 

The  defendant  having,  by  the  curvature  of  the  swell  of  his  needle,  at  least  partially 
adopted  the  patented  improvement,  both  in  theory  and  practice,  wu  adjudged  to 
have  infringed  the  patent. 

(Before  Caowaladbr,  J.,  Eastern  District  of  Pennsylvania,  June,  1867.) 

This  was  a  bill  in  equity  field  to  restrain  the  defendant  from 
infringing  letters  patent  for  an  ^^improvement  in  knitting  needles," 
granted  to  James  Hibbert,  January  9,  1849,  extended  to  Peleg^ 
Hull,  administrator  of  James  Hibbert,  deceased,  for  seven  years 
from  January  9,  1863,  and  on  April  22,  1863,  assigned  to  com- 
plainant. 

Two  preliminary  questions  arose  upon  two  papers  executed 
during  the  original  term  of  the  patent.  One  of  them  was  an 
assignment  by  the  patentee  in  June,  1853,  ^^  Darius  C.  Brown, 
the  granting  clause  of  which  was  as  follows  : 

**  Now  tkh  indenture  toitneuetif  That  for  and  in  consideration  of  the  sum  heronafter 
mentioned,  I  have  assigned,  sold,  and  set  over  unto  the  said  Darius  C.  Brown,  all  the 
right,  title,  and  interest  which  I  have  in  said  invention,  as  secured  to  me  by  said  letters 
patent  in  these  United  States,  to  be  applied  exclusively  to  the  knitting  or  construction  of 
harnesses  for  looms,  and  for  other  purposes.  The  same  to  be  held  and  enjoyed  by  the 
said  Darius  C.  Brown  for  his  own  use  and  behoof,  and  for  the  use  and  behoof  of  his  legal 
representatives  and  no  others,  to  the  full  end  of  the  term  for  which  said  letters  patent  are 
or  may  be  granted.** 

The  other  paper  was  a  contract  between  Peleg  Hull,  the  ad- 
ministrator of  Hibbert,  and  Herrick  Aiken,  and  was,  in  full,  as 
follows : 

"  This  agreement  made  and  entered  into  this  twenty-third  day  of  September,  in  the 
year  eighteen  hundred  and  sixty-two,  by  and  between  Peleg  Hull,  of  the  city  and  county 
of  Providence,  and  Sute  of  Rhode  Island,  administrator  of  the  estate  of  James  Hibbert, 
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late  of  said  Providence,  deceased,  of  the  first  part,  and  Herrick  Aiken,  of  Franklin,  in 
the  county  of  Merrimack,  and  State  of  New  Hampshire,  of  the  second  part,  witnesseth  : 

*'  fF'AereaSy  The  said  James  Hibbert  did,  in  his  lifetime,  to  wit :  on  the  ninth  day  of 
January,  a.  o.  eighteen  hundred  and  forty-nine,  obtain  letters  patent  of  the  United 
States  for  an  improvement  in  knitting  needles,  which  letters  patent  are  now  about  to 
expire.  And  vokereas^  Said  Peleg  Hull,  party  of  the  first  part,  was  duly  appointed  and 
qualified  according  to  the  laws  of  said  State  of  Rhode  Island,  administrator  of  the  eS' 
tate  of  said  James  Hibbert,  deceased. 

**"  And  mAereaSy  The  said  Herrick  Aiken,  party  of  the  second  part,  is  desirous  of  pur- 
chasing the  extension  or  extended  term  of  said  letters  patent,  if  an  extension  of  said 
letters  patent  can  be  obtained,  and  is  willing  to  pay  all  expenses  of  every  nature  and 
description  of  obtaining  the  same,  provided  the  extended  term  of  said  letters  patent  is 
assigned  to  him  on  the  terms  and  conditions  hereinafter  stated  and  agreed  to. 

"  JVmo  li/i  agreement  witnesseth,  That  in  consideration  of  one  dollar  by  each  of  said 
parties  to  the  other  paid,  and  of  other  good  and  sufficient  considerations,  the  receipt 
whereof  is  hereby  acknowledged,  the  said  parties  covenant  and  agree  to  and  with  each 
other  in  the  manner  following,  that  is  to  say  : 

*^  First.  The  said  Peleg  Hull,  administrator  aforesaid,  party  of  the  first  part,  agrees  to 
sign  all  papers,  make  all  affidavits,  and  do  all  other  lawfiil  acts  and  things  as  may  be 
deemed  necessary  and  requisite  by  counsel  in  applying  for  and  obtaining  an  extension  of 
the  term  of  the  said  letters  patent ;  and  when  the  said  extension  shall  be  obtained,  to 
assign  the  said  extended  term  of  said  letters  patent  (within  twenty  days  from  the  date  of 
said  extension)  to  said  Herrick  Aiken,  the  party  of  the  second  part,  or  his  legal  repre- 
sentatives. 

*<  Second,  The  said  Herrick  Aiken,  party  of  the  second,  agrees  to  pay  all  expenses  of 
every  nature  and  description  incurred  or  to  be  incurred  in  applying  for  and  obtaining  an 
extension  of  the  said  letters  patent,  provided  the  said  extended  term  of  said  letters 
patent  is  assigned  to  him  or  his  legal  representatives  as  aforesaid. 

"  And  he  hereby  discharges  said  party  of  the  first  part,  and  his  heirs  and  representa- 
tives, from  all  liability  for  any  part  of  the  expense  incurred  in  applying  for  said  extension, 
provided  said  extension  is  not  granted. 

**  Third.  The  said  Herrick  Aiken,  party  of  the  second  part,  hereby  agrees  to  pay  said 
Peleg  Hull,  administrator  aforesaid,  party  of  the  first  part,  upon  the  obtaining  and  the 
assigning  to  said  Aiken  or  his  representatives  the  extended  term  of  said  letters  patent, 
and  at  the  times  and  in  the  manner  following,  the  sum  of  twenty-four  hundred  dol- 
lars, vix :  six  hundred  dollars  upon  delivery  of  the  assignment  of  said  extension  of  said 
letters  patent ;  six  hundred  dollars  in  six  months  firom  the  date  of  the  delivery  of  said 
assignment ;  six  hundred  dollars  in  twelve  months  from  the  date  of  delivery  of  said  as- 
signment ;  and  six  hundred  dollars  in  eighteen  months  from  the  date  of  the  delivery  of 
said  assignment;  and  said  Peleg  Hull,  administrator  aforesaid,  agrees  to  accept  the  said 
sum  in  the  manner  aforesaid,  in  full  for  said  extended  term  of  said  letters  patent. 

''  In  testimony  whereof,  said  parties  have  hereunto  interchangeably  set  their  hands 
and  seals  the  day  and  year  first  above  written. 


"PELEG  HULL,  [sxai..] 

HERRICK  AIKEN,  [skal.]** 

The  nature  of  the  invention  is  fully  set  forth  in  the  opinion. 
The  claim  of  the  patent  was  as  follows : 

**  What  I  claim  as  my  invention,  and  desire  to  secure  by  letters  patent,  is  th:  applica- 
tion of  a  latch  or  tongue  applied  to  the  hook  of  the  needle,  and  operated  as  herein 
described.** 

Charles  Sergeant.^  Henry  Baldwin^  yr.y  and  Causten  Browne^  for 
complainant. 

John  B.  Gest^  E.  Spencer  Miller^  and  Furman  Sheppard^  for 
defendant. 
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Cadwalader,  J. 

There  have  been  two  objections  to  the  complainant's  deriva- 
tion of  title  from  Hibbert,  the  patentee.  One  of  them  is  founded 
upon  the  assignment  to  Darius  C.  Brown  of  all  right,  title,  and 
interest  in  the  invention  ^'  to  be  applied  exclusively  to  the  knit- 
ting or  construction  of  harnesses  for  looms  and  for  other  pur- 
poses/' This  obviously  meant  harnesses  for  looms,  and  harnesses 
for  other  purposes.  The  objection,  therefore,  can  not  be  sus- 
tained. 

The  other  objection  depends  upon  the  effect  of  the  agreement 
of  September  23,  1862.  I  will  consider  this  question  as  it  would 
have  been  presented  if  the  paper  had  been  produced  or  its  loss 
proved,  and  it  had  been  duly  verified. 

If  Herrick  Aiken  had  fulfilled  the  conditions  of  this  agree- 
ment he  would  have  become  the  equitable  owner  of  the  extended 
term.  But  as  he  does  not  appear  to  have  in  any  wise  fulfilled 
them,  the  former  ownership,  legal  and  equitable,  has  continued 
as  to  third  persons,  if  not  as  between  the  parties  themselves. 
Justice  does  not  even  require  that  a  decree  should  be  made 
expressly  without  prejudice  to  the  rights  of  Herrick  Aiken, 
because  if  he  has  any  rights,  legal  or  equitable,  in  what  may 
be  recoverable  through  this  litigation,  the  complainant  will  be 
accountable  to  him  without  any  such  saving  clause  in  the  decree. 
In  the  meantime  the  complainant  is  the  sole  party  entitled,  in 
the  first  instance,  to  redress  from  other  persons.  If  the  right  of 
action  had,  on  the  contrary,  been  divided  into  fractional  shares 
between  the  parties  to  the  agreement,  the  defendant  should  not 
have  been  harassed  by  a  suit  in  which  they  were  not  all  made 
parties.  The  present  is  not  such  a  case.  Nevertheless,  my  first 
impression  was  that  Herrick  Aiken  ought,  according  to  the  rules 
of  procedure  in  equity,  to  have  been  made  a  party  complainant 
or  defendant ;  and  independently  of  the  question  of  verification, 
I  still  have  some  doubt  upon  the  point.  It  is  to  be  regretted 
that  the  objection  has  not  been  removed  by  amendment.  For 
this  it  is  perhaps  not  too  late  even  now  to  apply,  if  the  complain- 
ant is  desirous  to  prevent  a  recurrence  of  the  question  in  the 
court  of  appeal. 

Tht  case  will  next  be  considered  upon  the  merits  of  Hibbert's 
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claim  to  have  been  the  inventor  of  the  latch  needle  as  an  optional 
substitute  for  the  former  spring-hook  needle  in  knitting  machines. 
The  latch  needle  has  not  altogether  superseded  the  spring-hook 
needle.  Both  are  in  use ;  and  the  spring-hook  needle,  though 
more  fragile,  may  be  a  preferable  implement  in  the  manufacture 
of  certain  fabrics  of  the  finer  kind.  The  hook  of  the  latch 
needle  is  rigid.  The  spring-hook  needle  is  hollowed  at  the 
proper  point  for  the  reception  of  the  end  of  the  hook  when 
depressed.  Of  this  hollow  space,  and  of  the  machine  by  which 
it  was  made,  drawings  were  published  more  than  a  century  ago. 
The  hollow  thus  formed  was,  long  before  Hibbert's  patent,  desig- 
nated in  print  as  a  longitudinal  groove.  It  acquired,  however, 
in  the  latch  needle,  the  more  distinct  character  of  such  a  groove. 
In  this  needle,  a  pivot  passes  across  the  groove  through  each 
side  of  it.  On  this  pivot  the  latch  turns  freely,  lengthwise,  in 
opposite  directions  toward  and  from  the  hook.  It  is  thus  turned 
by  the  loop  of  yarn  passing  forward  and  backward.  This  alter- 
nating longitudinal  motion  of  the  latch  is  arrested  in  the  former 
direction  by  the  hook,  and  in  the  latter  direction  by  the  termina- 
tion of  the  groove  into  which  the  latch  falls  back. 

The  specification  of  Hibbert's  patent  stated  that  the  latch 
needle  was  designed  to  work  on  the  knitting  frames  theretofore 
used.  It  has  been  objected  that  the  specification  does  not  de- 
scribe the  adaptation  of  this  needle  to  knitting  machines.  To 
this  objection  a  sufficient  answer  is  that  he  claimed  only  the  in- 
vention of  a  new  and  improved  knitting  needle,  and  not  the  in- 
vention of  any  adaptation  of  this  improved  implement.  The 
latch  needles  are  to  this  day  bought  and  sold,  and  imported  from 
abroad,  separately  from  the  knitting  machine,  as  the  spring-hook 
needles  are,  and  had  previously  been. 

There  is  no  reason  to  doubt  that  Hibbert  honestly  believed 
himself  the yjiri/  inventor  of  the  latch  needle.  There  is  evidence 
tending  to  refer  the  date  of  his  invention  to  the  year  1846.  Its 
true  date  certainly  was  not  later  than  1847.  His  patent  was 
issued  January  9,  1849.  ^^^  introduction  of  latch  needles  into 
general  use  was,  in  the  language  of  the  answer  in  this  case, 
^^  obstructed,  perhaps,  and  retarded  by  the  necessity  of  altering 
machines,  changing  the  nature  of  the  fabrics,  and,  in  some  meas- 
26 
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ure,  by  the  doubts  and  prejudices  of  manufacturers."  But,  as 
the  answer  states,  the  manufacture  and  use  of  such  needles 
gradually  increased  in  extent  until  1852,  and  having  by  this  time 
become  general,  afterward  increased  more  rapidly,  "causing  the 
alteration  of  machines  and  of  fabrics  to  suit"  them,  etc.  The 
testimony  shows  that  this  more  rapid  increase  did  not  begin  till 
after  1853,  ^^^  ^^^^  ^^  ^^Y  probably  have  been  due  mainly  to 
improved  adaptations  of  knitting  machines.  On  December  29, 
1862,  it  was  decided  by  the  Commissioner  of  Patents  to  extend 
Hibbert's  exclusive  privilege  for  seven  years  after  the  expiration 
of  the  first  term  of  fourteen  years,  and  it  was  extended  accord- 
ingly. This  decision  could  not  have  been  made  without  proof 
that  he  had  not  derived  a  fair  profit  from  his  invention  during 
the  first  part  of  the  original  term.  The  decision,  having  been 
made  after  public  notice  and  official  investigation,  shows  that 
throughout  the  United  States  he  was  generally  considered,  as  he 
still  was  considered  by  the  Patent  Office,  the  first  inventor. 
This  belief  may  have  been  confirmed  by  the  knowledge  that  in 
February,  1849,  ^^^  month  next  after  that  in  which  his  original 
patent  had  been  issued,  the  invention  was  patented  in  England 
to  another  person  as  a  novelty  there.  For  some  time  after  this 
extension,  the  rights  of  Hibbert  appear  to  have  been  generally 
recognized  in  the  United  States.  A  person  who,  since  1853, 
has  constructed  '*  perhaps  1,000"  machines  for  latch  needles, 
took,  in  1864,  a  license  for  making  and  using  needles,  under 
Hibbert's  patent,  at  a  certain  rate  or  toll.  At  the  date  of  the 
answer  in  this  case  (September  6,  1866),  an  opposition  to  the 
patent  seems  to  have  been  more  or  less  organized.  At  this  time 
there  were,  according  to  the  answer,  some  forty  or  fifty  manu- 
factories in  the  city  of  Philadelphia  alone,  which  worked  with 
latch  needles,  and  employed  with  them  from  ten  to  fifteen 
thousand  hands. 

Hibbert's  invention  thus  appears  to  have  been  original^  whether 
the  subject  of  it  was  new  or  not.  What  has  been  stated  suffices 
to  show  that  the  subject  had  not  been  generally  known  or  used 
either  in  the  United  States  or  in  England.  From  all  the  proof 
in  the  cause,  moreover,  it  fully  appears  that  the  latch  needle  had 
never  been  used  with  profitable  results  in  either  country,  certainly 
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not  in  the  United  States.  The  needle  and  its  use  may,  never- 
theless, have  been  sufficiently  known  to  a  few  persons  to  prevent 
it  from  being  new.  The  improbability  of  this  may  diminish 
when  we  recur  to  the  causes  which  prevented  the  invention  from 
becoming  profitable  during  several  years  next  after  the  date  of  the 
patent. 

A  latch  needle,  according  to  the  general  description  heretofore 
given,  had  been  devised  by  Jeandeau  in  France,  where  he  ob- 
taihed  a  patent  for  it  in  1806.  His  description  of  it  was  published 
in  a  printed  book  in  1831.  How  far  such  needles  were  after- 
ward made  and  used  on  the  continent  of  Europe,  it  would  be 
useless  to  inquire,  because  they  certainly  were  made  and  experi- 
mentally used  in  the  United  States  a  great  many  years  before 
1846.  In  one  prior  instance,  at  least,  they  were  openly  used  in 
making  an  experimental  fabric.  The  work  and  its  product  were 
imperfect ;  but  both  work  and  product  were  seen  by  persons  who 
have  not  lost  the  recollection  of  them  ;  and  more  than  one  of 
the  needles,  and  a  machine  by  which  some  of  them  were  made, 
have  been  preserved  to  the  present  day.  This  was  a  sufficient 
prior  knowledge' by  others  to  prevent  the  subsequent  invention 
of  Hibbcrt  from  being  new.  I  have,  therefore,  not  fully  con- 
sidered the  objections  which  have  been  urged  against  Jeandeau's 
description  of  his  invention,  though  I  have  not  as  yet  been  con- 
vinced of  their  sufficiency. 

If  the  case  rested  here,  the  bill  must  be  dismissed.  But  three 
questions  remain  for  consideration:  i.  Whether  Hibbert  was 
not  the  first  inventor  of  a  distinct  patentable  improvement  of  the 
primitive  latch  needle ;  2.  Whether,  and  how,  his  actual  patent 
can  be  sustained  as  to  this  improvement ;  and,  3.  Whether  his 
limited  right  to  it  has  been  infringed. 

I.  The  primitive  latch  needle,  not  only  that  of  Jeandeau,  but 
likewise  that  made  and  used  as  above  in  the  United  States,  was 
formed  without  any  elevation  or  swell  at  the  middle  of  the  groove, 
and  without  any  depression'beyond  the  pivot  to  that  extremity  of 
the  groove  which  is  furthest  from  the  hook.  At  this  extremity 
of  the  groove,  where  the  latch  falls  back,  the  end  of*  the  latch 
must,  in  order  that  the  loop  may  pass  under  it  and  raise  it,  be 
above  the  surface  of  the  needle.     This  remark  applies  both  to 
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the  primitive  latch  needle  already  described,  and  to  the  improved 
latch  needle  hereafter  described.  But  from  this  cause,  in  the 
primitive  needle,  the  end  of  the  latch,  when  at  this  extremity  of 
the  groove,  had  necessarily  a  projection  upward  from  the  surface 
of  the  needle.  Now,  in  the  primitive  needle,  the  yarn,  when 
passing  backward  from  the  hook,  was  held  down  to  the  surface, 
first,  of  the  needle,  and,  afterward,  of  the  latch,  and  was  thus,  on 
reaching  the  projecting  end  of  the  latch  at  the  furthest  extremity 
of  the  groove,  jerked  over  the  projection,  with  more  or  less  of 
shock  immediately  following  tensioil.  The  strain,  with  shock, 
must  thus  have  occurred  after  every  stitch.  Whether  any  con- 
sequent injurious  effect  was  externally  perceptible  in  the  texture 
of  the  fabric  is  uncertain.  There  may  have  been  none  thus 
perceptible.  But,  however  this  may  have  been,  there  certainly 
was  here,  in  theory,  a  defect  in  the  operation  of  the  primitive 
needle — a  defect  which  it  certainly  was  desirable  to  remedy.  A 
needle  of  this  primitive  form  was  represented  in  the  drawing 
which  accompanied  Hibbert's  caveat,  filed  in  the  confidential 
archives  of  the  Patent  Office.  The  date  of  this  caveat  was 
March  31,  1847. 

In  the  course  of  the  summer  of  1847,  Hibbert,  when  at  work 
in  a  manufactory  of  coarse  hosiery,  made,  or  caused  to  be  made, 
latch  needles  with  a  curved  elevation,  since  called  a  swell,  which 
was  highest  at  the  middle  of  the  groove,  and  with  such  a  cor- 
responding elevation  of  the  pivot  that  the  end  of  the  latch  was 
depressed  when  it  fell  back  at  that  extremity  of  the  groove  where 
the  latch  of  the  primitive  needle  had  projected  upward.  The 
curvature  of  the  swell  was  determined  so  as  to  effect  this  depres- 
sion of  the  latch  with  a  sufficient  longitudinal  extension  of  the 
latch  beyond  the  furthest  extremity  of  the  groove  to  receive  the 
returning  thread  underneath.  The  remedy  6f  the  former  defect 
was  thus,  in  theory,  complete.  The  improvement,  though 
depending  upon  a  change  in  y^rm,  was,  in  purpose  and  effect,  a 
change  in  a  material  part  of  the  process  of  manufacture.  Tension 
of  the  yarn  occured  at  the  swell,  but  was  graduated  so  as  to 
avoid  shock. 

The  witness,  Emerson,  has  verified  not  only  one  of  these 
working  needles,  which  has  been  preserved,  but  also  a  blank,  as 
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it  is  called,  of  another  one,  that  is  to  say,  an  unfinished  needle, 
wth  the  swell  prepared  for  the  process  by  which  the  groove 
was  to  have  been  made.  He  states  expressly  that  he  com- 
menced making  such  needles  in  June,  1847,  ^"^  continued 
making  them  until  October,  1847.  ^^^  earliest  construction 
of  a  needle  with  such  a  swell  by  any  other  person  was  at  a  later 
period  in  that  year.  Emerson,  who  worked  by  the  hour  for  the 
hosiery  company  by  whom  Hibbert  was  employed,  is  explicit 
as  to  the  date  of  the  summer  of  1847.  I'wo  other  witnesses 
depose  not  less  explicitly  to  the  making  of  such  needles  by  Hib- 
bert. One  of  them  says  it  was  in  the  summer  of  1846,  and 
£xes  the  time  by  a  visit  of  the  third  witness  to  Squam  and  Cape 
Ann  during  that  summer.  The  latter  witness  deposes  that  it 
was  in  the  month  of  June,  immediately  after  the  battles  of  the 
Rio  Grande,  and  that  he  did  not  know  whether  it  was  1846  or 
1847,  welding:  ^^I  went  to  Cape  Ann  on  a  visit  immediately 
after  those  battles,  and  what  fixes  it  in  my  mind  is,  the  old  gen- 
tleman whom  I  visited  was  much  taken  up  with  the  matter,  and 
could  talk  of  nothing  else ;  he  was  very  patriotic ;  and  during 
my  stay  at  Cape  Ann,  there  was  one  of  those  needles  made  and 
put  in  the  loom." 

It  is  to  be  observed  that  though  the  first  battles  on  the  Rio 
Grande  occurred  in  May,  1846,  yet  in  the  following  year  the 
campaigns  elsewhere  in  Mexico  were  probably  of  quite  equal 
interest  to  the  witness's  talkative  patriotic  friend,  and  that  the 
witness  himself  says  he  does  not  know  whether  the  year  was 
1846  or  1847.  ^  would  have  some  difficulty  in  reconciling  1846 
with  Hibbert's  drawing,  which  accompanied  the  caveat  of  March 
31,  1847.  There  is  no  such  difficulty  if  we  apply  the  testimony 
of  these  two  witnesses  to  the  year  1847.  Thus  understood, 
they  confirm  Emerson,  and  he  confirms  their  statements.  The 
specification  of  Hibbert's  patent  was  prepared  afterward.  It 
stated  that  he  constructed  his  needle  in  the  general  form  shown 
in  drawings,  all  of  which  represent  a  needle  with  such  a  curved 
swell. 

He  thus  appears,  upon  the  proofs,  to  have  unquestionably  been 
the  first  inventor  of  such  an  improved  latch  needle.  But  inde- 
pendently of  any  question  as  to  the  legal  sufficiency  of  the  speci- 
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fication,  the  respondent  has  relied  on  (he  drawings  accompanying 
it  as  showing  an  upward  projection  of  the  end  of  the  latch  greater 
than  consists  with  his  having  had  the  conception  of  any  true 
theory  of  this  improvement.  The  drawings  were  sketched  very 
roughly ;  and  without  a  comparison  of  them  with  the  model  in 
the  Patent  Office,  there  might  possibly  have  been  some  little 
doubt  under  this  head.  The  doubt  is  precisely  such  a  one  as  a 
model  may  properly  resolve.  The  model  has  been  produced. 
Upon  a  first  inspection  of  it  the  doubt  seemed  to  be  increased 
rather  than  removed,  for  the  latch  did  not  fall  back  to  the  bottom 
of  the  groove.  An  examination  showed,  however,  that  the  latch 
has  not  now  thc/ree  turn^  or  sweep  back^  described  in  the  specifi- 
cation. This  want  of  free  play  in  the  latch  was  evidently  occa- 
sioned by  an  accidental  compression  of  the  groove.  The  cause 
of  the  compression  was  apparent  externally.  The  latch,  when  it 
was  gently  forced  down  to  the  bottom  of  the  groove,  where  it 
would  have  dropped  back^  if  the  play  were  free,  had  no  upward 
projection.  Nor  had  the  latch  in  the  needle  produced  by  Emer- 
son, in  which  the  play  was  free.  The  accidental  condition  of 
the  model  is  unimportant.  Its  normal  condition  is  quite  obvious, 
and  when  properly  considered,  removes  any  doubt  which  the 
drawings  might  otherwise  have  suggested. 

II.  But  when  the  actual  invention  is  thus  referred  to  this  im- 
provement alone,  the  claim  in  the  specification  is  too  broad.  It 
states  that  the  invention  consists  in  the  application  of  the  latch 
or  tongue  in  connection  with  the  hook  of  the  needle,  sweeping 
freely  back  and  forth  upon  the  center  pin.  The  general  opera- 
tion of  a  latch  needle  is  described,  without  any  specific  restriction 
to  the  form  represented  in  the  drawings.  Then  follow  the  words: 
^^What  I  claim  as  my  invention  is  the  application  of  a  latch  or 
tongue  applied  to  the  hook  of  the  needle,  and  operated  as  herein 
described." 

If  the  knowledge  of  latch  needles  of  the  primitive  form  had 
been  universal,  or  even  general,  among  those  best  acquainted 
with  the  use  of  knitting  machines,  the  declaration  that  he  con- 
structed his  needle  in  the  general  form  shown  in  the  drawings 
might,  perhaps,  have  sufficed  to  restrain  the  claim  to  the  specific 
improvement  in  the  curved  needles  exemplified  in  the  form  with 
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a  swell,  and  including,  of  course,  other  curvatures  of  equivalent 
eFect.  But  this  interpretation  is  both  morally  and  legally  inad- 
missible. According  to  the  proofs  of  the  state  of  the  art  at  that 
period,  the  knowledge  of  the  primitive  latch  needle,  though  quite 
sufficient  to  defeat  a  subsequent  patent,  was  very  limited — so 
limited  as  to  exclude  all  possibility  of  the  inference  of  any  general 
knowlege  on  the  subject.  The  patent  is  therefore  broader  than 
the  actual  novelty  of  the  invention. 

/By  a  proper  disclaimer  of  the  invention  of  latch  needles  with- 
out any  such  curvature,  the  patent  would,  however,  be  sustain- 
able for  the  actual  .improvement.  The  complainant  proposes, 
through  his  counsel,  to  disclaim  any  construction  of  a  latch 
needle  which  has  not  a  swell  or  its  equivalent  substantially  as 
shown  in- the  drawings,  and  to  repeat,  in  the  words  of  the  original 
specification,  that  what  he  claims  as  the  invention  of  the  patentee 
is  the  application  of  the  latch  or  tongue,  etc.,  operated  as  therein 
described.  The  effect  of  such  a  disclaimer  will  be  to  deprive 
the  complainant  of  all  right  to  recover  costs  in  the  present  suit. 
But  a  court  of  equity  sometimes  considers  that  which  might  and 
ought  to  be  done  as  having  already  been  done.  There  may, 
therefore,  be  a  decree  for  a  perpetual  injunction,  each  party  to 
pay  his  own  costs,  without  any  actual  previous  disclaimer  of 
record  in  the  Patent  Office.  /  According  to  the  decision  of  the 
Supreme  Court  in  O^Reilly  v.  Morse^  15  How.  121,  it  might 
perhaps  be  supposed  that  I  should  go  further,  and,  before  any 
actual  disclaimer,  decree  an  account,  or  order  an  issue  quantum 
damnificatus.  But  I  do  not  think  that  a  court,  whose  decision  is 
liable  to  revision  upon  appeal,  should,  in  such  a  case,  make  any 
decree  beyond  the  perpetual  injunction  without  an  actual  dis- 
claimer previously  recorded  in  the  Patent  Office.  In  the  present 
stage  of  the  case,  therefore,  I  can  do  no  more  than  award  the 
injunction,  with  leave  to  disclaim,  and  afterward  to  move  for  such 
further  order  for  an  account,  etc.,  as  may  be  deemed  proper. 
Whether  ah  injunction  shall  be  thus  awarded  depends  upon  the 
decision  of  the  third  question. 

in.    Has  the   defendant   infringed   the   complainant's  rights, 
restricted,  as  they  are,  to  the  specific  improvement  invented  ? 

It  will  be  recollected  that  the  latch  needle  with  a  curved  swell 
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was  used  by  Hibbert  in  the  manufacture  of  the  coarsest  fabrics. 
Instead  of  a  curved  elevation,  thus  highest  where  the  pivot 
crosses  the  groove,  the  latch  needles  afterward  used  for  finer 
work  had  a  curved  depression  beyond  the  pivot,  toward  the 
extremity  of  the  groove  which  is  furthest  from  the  hook.  For 
the  prevention  of  shock  or  jerk  at  the  end  of  the  latch,  this 
depression  was,  in  effect,  a  mere  equivalent  for  the  swell.  In 
the  application  of  this  remark,  the  comparison  must  be  with  the 
primitive  latch  needle.  The  curved  depression  was,  in  another 
respect,  an  improvement  upon  the  swell.  This  improvement 
consisted  in  maintaining  a  more  equal  tension  of  the  yarn. 

The  defendant  objects  that  the  needle  with  a  swell  was  unfit 
for  the  manufacture  of  finer  fabrics ;  that  for  all  fabrics  the  swell 
was  a  positive  disadvantage  instead  of  an  improvement,  and  that 
the  curved  depression  is  altogether  different,  and  was  a  real  im- 
provement. He  admits  and  justifies  his  use  of  latch  needles  with 
the  latter  curvature.  On  examining  these  needles,  their  curva- 
ture appears  to  have  been  so  determined  as  to  become  a  precise 
equivalent  for  the  swell  in  preventing  an  upward  projection  of 
the  end  of  the  latch  at  the  extremity  of  the  groove  furthest  from 
the  hook.  Assuming  the  correctness  of  his  objection  to  the 
swell,  and  of  his  assertion  of  the  superiority  of  the  depression, 
these  are  not  absolute,  but  relative  differences  between  the  effects 
of  the  two  curvatures.  The  latter  curvature  was  at  least  a  par- 
tial adoption  of  the  patented  improvement,  both  in  theory  and  in 
practice,  and  was  therefore  an  infringement. 

The  defendant  has  also  used  other  latch  needles  with  just  such 
a  curved  swell  as  the  drawings  of  Hibbert's  patent  exhibit.  This 
he  justifies  or  excuses  upon  the  allegation  that  the  swell  was  a 
mere  objectionable  excrescence,  caused  by  the  method  of  making 
the  needles.  In  the  language  of  his  principal  witness,  they  are 
made  by  swedging  out  the  slit  or  groove,  instead  of  sawing  it  out. 
He  describes  this  process  of  swedging,  and  how  it  may  produce 
the  bulge  or  swell  upward.  The  argument  hereupon  is,  that  by 
filing  down  the  swell,  the  needles,  though  impaired  in  strength, 
might  be  more  useful  for  certain  kinds  of  work.  To  all  such 
arguments,  upon  the  mere  question  of  infringement,  the  ordinary 
answer  would  suffice.     Let  the  swell  be  filed  off,  and  the  needle. 
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without  it,  may  be  used.  It  is  not  necessary,  therefore,  to  in- 
quire whether  the  spring  needle  might  not  be  preferable  for  such 
work  as  would  require  the  swell  to  be  filed  out. 

But,  upon  this  part  of  the  case,  I  was,  during  the  second  argu- 
ment, very  desirous  to  learn  whether,  before  Hibbert's  patent, 
spring  needles  had  been  made  with  such  a  bulge  or  curvature. 
They  are  now  sometimes  made  with  it,  and  if  this  had  occurred 
before  the  patent,  I  was  not  quite  certain  whether  it  might  not, 
perhaps,  with  reference  to  the  phraseology  of  the  specification, 
have  some  legal  operation  upon  the  effect  of  the  complainant's 
proposed  disclaimer.  It  now  appears  that  spring  needles  were, 
of  old,  made  with  a  lateral  or  outward  bulge  ;  but  it  has  not 
appeared  that  they  ever  had  a  bulge  or  swell  upward.  The 
inquiry,  therefore,  does  not  arise ;  and  this  part  of  the  case 
depends  upon  the  question  of  infringement  alone.  Upon  this 
question  the  argument  for  the  defendant  can  not  be  sustained. 

He  should,  therefore,  be  enjoined  against  making  or  using  any 
such  needles  as  those  of  which  specimens  are  exhibited  on  the 
paper  annexed  to  the  deposition  of  John  Taylor,  and  against 
using  any  needles  of  such  a  curvature  as  to  depress  the  end  of 
the  latch  where  it  falls  back  at  the  extremity  of  the  groove 
furthest  from  the  hook,  or  any  curvature  of  equivalent  effect. 


Henry  B.  Goodyear,  Adm^r,  and  C.  Poppenhusen 

vs. 
William  Mullee  and  John  Miller.      In  Equity. 

The  inTcntiofi  of  Nelson  Goodyear  consists  in  producing  a  substance  having  the  qualities 
named  by  him,  and  produced  by  mixing  sulphur  with  a  vulcanizable  gum,  in  the 
proportion  of  one  pound  of  gum  to  a  quantity  of  sulphur  sufficient  to  produce  such 
substance,  and  then  subjecting  the  compound  to  a  degree  of  artificial  heat  sufficiently 
high  to  produce  such  substance  for  a  length  of  time  sufficient  to  produce  it. 

27 
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Thtre  it  no  raundaiion  for  ibc  luggallon  that  ihc  patentee  i>  limited  to  a  ^uantil;  of- 
lulphur  not  exceeding  one  pound  to  a  pound  of  gum,  or  that  a  quaniiif  of  tulphur 
ai  great  u  twentjr-lwo  ouncci  to  a  pound'oF  gum  il  not  within  the  claimi  of  hii 
pittDtt,  provided  the  lubtlance  produced  bii  the  qualiiici  of  the  lubttance  refetred 

A  pinr  nniler  injunction  can  not  work  for  wage)  in  a  (aclory  of  mother  pcnon,  if  the 
prodncC  of  the  factory  ii  an  infringement  of  the  patent  upon  which  the  injunction 
wu  gnnted. 

(Before  BtATCHroKD,  J.,  Southern  t^tttcc  of  Kew  York,  July,  1I67.) 

This  was  a  motion  for  an  attachment  against  the  defendants 
for  violating  an  injunction  granted  under  letters  patent  for  an 
"improvement  in  the  manufacture  of  India-rubber,"  granted  to 
Nelson  Goodyear;-  May  ^,  1851,  and  reissued  and  extended  to 
Henry  B,  Goodyear,  administrator,  in  two  divisions,  known  as 
Reissues  556  and  557,  and  more  particularly  referred  to  in  the 
case  of  Goodvtar  v.  N.  T.  Gulta  Ptrcha  Comb  Co.  (Vol  IL,  p. 
312)- 

The  facts  sufficiently  appear  in  the  opinion  of  the  Court. 

Jhbttt  y  Fuller  and  Charks  M.  Killer,  for  complainants. 

T.  Darlington,  E.  IFttmore,  and    Gardner  Spring,  Jr.^  for  de-    - 
fendants. 

BlatcHford,  J. 

These  are   separate  motions  for  aitacliments  against  the  de- 
fendants for  alleged  violations  of  an  injunction.     The  injuiietioa 
is  a  perpetual  injunction,  issued  on   October  18,  1S66,  irt  pur- 
suance of  a  decree  made  on  the  final  heariivg  in  thii  cause.    The 
injunction  restrains  the  defendants  from  "ma kin 
and  selling,  in  vioi;ition  of"  letters  patent  of  the  I 
reissued  on  May  i3,  1858,  to  Henry  I 
trator  of  the  estate  of  Nelson  Goodyca 
and  useful  improvement  in  the  manual 
and  known  and  distinguiiihed  a 
extended  for  seven  years  fror 
Other  articles  which  arc  made  < 
or  other  vulcanizab 
]ent  therefor,  either 
proportion  of  one  poUM 
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gum,  to  about  from  four  ounces  to  a  pound  of  sulphur,  and  then 
subjecting  such  mix>ture  of  India  rubber,  or  other  vulcanizable 
gum  or  sulphur,  or  any  equivalent  therefor,  to  a  high  degree  of 
artificial  heat,  substantially  as  described  and  claimed  in  the  said 
two  reissued  letters  patents."  This  injunction  was  served  on  the 
defendant,  Mullee,  on  the  6th  of  November,  1866,  and  on  the 
defendant,  Miller,  on  the  20th  of  December,  1866. 

Both  of  the  defendants  have  been  infringing  these  patents  for 
several  years,  at  three  places  in  Pennsylvania,  and  at  New  York 
city,  and  the  various  establishments  in  which  they  have  been 
working  have  been  broken  up  by  the  process  of  the  courts.  All 
the  establishments  in  which  Miller  has  worked  since  1862  have 
been  factories  engaged  in  infringing  these  patents.  They  are 
skillful  workmen,  fully  acquainted  with  the  process  and  the  article 
described  in  the  Goodyear  patents.  Mullee  learned  the  business 
of  making  combs  in  the  factory  of  the  plaintiff,  Poppenhusen. 
On«December  22,  1862,  the  defendants  having  been  engaged 
in  infringing  these  patents,  and  having  thus  rendered  themselves 
liable  to  suit  therefor,  entered  into  a  written  agreement  with  the 
plaintiff,  Poppenhusen,  who  is  the  sole  licensee  under  the  patents 
for  the  manufacture  and  sale  of  combs  and  other  articles,  which 
agreement,  after  reciting  that  Mullee  and  Miller  had  rendered 
themselves  liable  to  a  suit  for  their  infringement  of  the  patents, 
and  that  it  was  deemed  expedient  by  the  parties  that  a  settlement 
should^be  made  to  prevent  all  future  legal  proceedings^  contained 
the  following  provisions:  i.  Mullee  and  Miller  admitted  the 
validity  of  the  patents,  and  agreed  that  they  would  never,  during 
the  existence  of  the  patents,  or  of  any  extension  of  them,  "en- 
gage, either  directly  or  indirectly,  or  in  any  way,  shape,  or  man- 
ner, in  the  manufacture  of  any  article  of  any  kind  made  of  what 
is  known  as  vulcanite  or  the  hard  compound  of  India  rubber,  or 
other  vulcanizable  gums,  or  in  the  sale  of  the  same,  and  will  not 
aid,  assist,  or  abet  any  one  who  is  engaged  or  may  hereafter 
engage  in  the  manufacture  or  sale  of  such  articles."  2.  Poppen- 
husen released  Mullee  and  Miller  from  all  damages  which  he  had 
sustained  by  reason  of  their  infringements  of  the  patents,  and 
agreed  that  .he  would  neirer,  at  any  time,  collect  such  damages 
from  them.     Notwithstanding  this  agreement,  the  defendants 
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went  on  persistently  infringing  the  patents  by  making  India  rub- 
ber combs*  in  violation  of  them.  For  such  an  infringement  by 
them  this  suit  was  brought,  which  resulted  in  the  injunction,  the 
alleged  violation  of  which  is  complained  of.  These  facts  are 
referred  to  for  the  purpose  of  showing  how  little  favor  or  con- 
sideration the  defendants  are  entitled  to,  and  how  improbable  it 
is  that  if  they  have  in  fact  violated  the  injunction,  they  have 
done  it  innocently  and  unwittingly. 

In  regard  to  Mullee,  it  appears  that  since  the  injunction  was 
served  upon  him,  he  has  made  and  sold  combs  composed  cf  India 
rubber  and  sulphur  vulcanized  to  a  high  degree  of  artificial  heat, 
and  having  the  properties  possessed  by  the  article  described  in  the 
Goodyear  patents.  These  combs  he  made  at  Chesterville,  in 
Pennsylvania,  and  brought  to  New  York  as  samples  to  obtain 
orders,  where  some  of  them  were  sold  by  his  agent,  from  whom 
he  received  the  pay  therefor.  The  only  defense  set  up  by  MuIIee 
in  excuse  for  this  act  is,  that  in  the  combs  in  question  the  India 
rubber  and  sulphur  are  combined  in  the  proportion  of  eighteen 
ounces  of  sulphur  to  sixteen  ounces  of  India  rubber,  and  that  the 
combs  are  made  by  a  process  used  for  combining  the  India  rubber 
with  the  sulphur,  whereby  it  is  possible  to  combine  as  much  as 
twenty-two  ounces  of  sulphur  with  sixteen  ounces  of  India  rubber, 
and  then  vulcanize  the  compound  to  a  high  degree  of  artificial 
heat,  so  as  to  produce  a  useful  article  of  hard  India  rubber.  It 
is  alleged  that  this  process  and  the  article  resulting  are  not  cov- 
ered by  the  Goodyear  patents,  and  that  therefore  Mullee,  in 
making  the  combs  in  question,  has  not  been  guilty  either  of 
violating  the  injunction  or  of  infringing  the  patents.  It  is  im- 
portant, therefore,  to  inquire  as  to  what  is  covered  by  these 
patents.  Nelson  Goodyear,  in  December,  J  849,  filed  in  the 
Patent  Office  a  caveat  containing  a  description  of  the  invention, 
for  which  he  applied  for  a  patent  in  December,  1850,  and  for 
which  he  obtained  the  patent.  May  6,  1851.  It  was  reissued  in 
two  parts.  May  18,  1858.  In  the  caveat  he  states  that  his 
*'  invention  or  discovery  consists  in  the  production,  by  means  of 
a  composition  of  India  rubber  and  sulphur  subjected  to  intense 
heat,  of  a  new  and  useful  substance  hitherto  unknown,  resem- 
bling in  hardness  bone  or  horn,  but  more  extensively  applicable 
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and  less  costly  in  use  than  either  of  those  substances;"  that  ^^the 
main  and  indispensable  ingredients  of  the  composition  are  India 
rubber  or  caoutchouc  and  sulphur;"  that  of  these  he  takes  "cer- 
tain proportions,  say  equal  parts  by  weight  of  each,"  and  mixes 
them  "thoroughly  in  any  convenient  manner;"  that  "these 
proportions  may,  however,  be  considerably  varied  without  chang- 
ing materially  the  product;"  that  **no  precise  rule  of  proportions 
can  be  given  or  definite  limits  assigned  when  sulphur  alone  is 
combined  with  rubber:"  and  that  "a  much  less  quantity  of  sul- 
phur than  four  ounces  to  a  pound  of  rubber  would  be  insufficient 
in  any  case."  In  the  patent  of  May,  1851,  after  describing  the 
process  of  compounding  the  India  rubber  and  sulphur,  and  com- 
bining with  them  other  ingredients,  he  states  as  follows :  "The 
proportions  specified  of  both  these  compounds  may  be  considera- 
bly varied  without  materially  changing  the  result,  but  in  no  case 
will  a  much  less  quantity  of  sulphur  than  four  ounces  to  every 
pound  of  caoutchouc  be  sufficient,  in  which  respect  particularily 
my  compounds  differ  very  essentially  from  every  other  composi- 
tion of  India  rubber  in  use,  as  in  all  other  rubber  compositions 
the  least  quantity  of  sulphur  that  will  suffice  to  cure  the  article 
is  aimed  at." 

The  patents  of  May,  1858,  are  a  division  into  two  reissues; 
one.  No.  556,  for  the  process,  and  the  other.  No.  557,  for  the  pro- 
duct. No.  556  states  that  the  improvement  covered  by  that 
patent  "consists  in  thoroughly  mixing  India  rubber,  or  other 
vulcanizable  gum,  with  sulphur,  whether  with  or  without  aux- 
iliary ingredients,  in  the  proportion  of  about  four  ounces  of 
sulphur  to  a  pound  of  gum,  and  then  subjecting  the  same  to  a 
high  degree  of  artificial  heat,  as  in  the  said  vulcanizing  process 
of  Charles  Goodyear,  until  the  compound  shall  have  acquired 
the  required  hard  and  tough  property  found  in  various  degrees  in 
ivory,  bone,  tortoise  shell,  and  horn,  and  the  spring-like  property 
under  flexure  found  in  whalebone."  No.  557  states  that  the  inven- 
tion covered  by  that  patent  "consists  in  the  production  of  a  new 
manufacture  or  artificial  substance,  having  the  hard  and  tough 
properties  found  in  various  degrees  in  ivory,  bone,  tortoise  shell, 
and  horn,  and  the  spring-like  property,  under  flexure,  of  whale- 
bone, and  which,  in  the  process  of  manufacture,  is  plastic,  so 
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that  it  can  be  molded  or  modeled  with  facility  into  any  desired 
shape,  and  which,  when  completed,  may  be  wrought  and  polished 
to  as  high  a  degree  as  any  of  the  native  substances  for  which  it 
is  a  substitute,  which  said  manufacture  or  artificial  substance  is 
produced  by  the  admixture  of  India  rubber  or  other  vulcanizable 
gum  and  sulphur  in  the  proportions  of  one  pound  of  the  gum  to 
about  from  four  ounces  to  a  pound  of  sulphur,  whether  alone  or 
with  other  substances^  and  then  subjected  to  a  high  degree  of 
heat,  which  should  not  be  less  than  from  260°  to  275®  Fahren- 
heit's scale,  during  a  period  of  six  or  more  hours,  or  until  the 
required  degree  of  hardness  has  been  obtained.  Nos.  556  and 
557  then,  both  of  them,  go  on  to  describe  the  mode  of  procedure 
in  working  the  invention,  and  they  both  use  this  language :  *^Tbe 
India  rubber  or  any  of  the  allied  gums  which  are  known  to  be 
vulcanizable  by  the  before-named  process  of  Charles  Goodyear, 
is  thoroughly  mixed  with  sulphur,  as  for  the  well-known  vulcan- 
izing process,  but  in  different  proportions,  as  in  the  working  of 
the  said  vulcanizing  process  of  the  said  Charles  Goodyear  the 
best  results  are  obtained  by  the  use  of  the  smallest  proportional 
quantity  of  sulphur  which  will  suffice  to  produce  the  change 
termed  vulcanization,  and  which  is  usually  not  over  one  ounce 
of  sulphur  to  a  pound  of  gum,  while  so  small  a  proportional 
quantity  of  sulphur  would  entirely  fail  of  producing  the  result 
obtained  by  the  improved  process  of  the  said  Nelson  Goodyear. 
After  the  gum  and  sulphur  have  been  thoroughly  incorporated, 
and  while  the  compound  is  in  a  plastic  state,  it  may  be  rolled  into 
sheets  or  put  into  any  form  desired,  by  molding  or  otherwise, 
and  then,  whether  in  molds  or  otherwise,  subjected  to  a  high 
degree  of  heat  which  should  not  be  less  than  from  260^  to  275^ 
of  Fahrenheit's  scale,  in  a  steam  or  other  heater,  and  kept  there 
about  six  hours  or  more,  that  is,  until  the  compound  substance 
has  attained  the  required  degree  of  hardness."  The  patents  then 
go  on  to  speak  of  the  substitution,  for  purposes  of  economy  and 
other  objects,  of  other  substances  for  a  portion  of  the  sulphur  in 
the  compound,  and  afterward  state:  ^^The  various  additional  or 
auxiliary  ingredients  only  affect  the  product  in  degree,  as  the 
character  of  the  new  manufacture  or  substance  is  dependent  upon 
the  use  of  caoutchouc  and  a  sufficient  proportional  quantity  of 
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sulphur  and  a  sufficiently  high  degree  of  heat  continued  long 
enough  to  induce  the  change  indicated.  And  although  much 
latitude  may  be  taken  in  the  proportional  quantity  of  sulphur,  a 
proportion  much  less  than  four  ounces  to  the  pound  of  caout- 
chouc will  utterly  fail  to  produce  the  new  substance  or  manufac- 
ture herein  above  described." 

These  patents  have  heretofore  been  before  this  Court.  In  the 
case  of  Goodyear  and  Poppenhusen  v.  The  New  Tork  Gutta  Percha 
and  India  Rubber  Vulcanite  Company  and  others^  decided  on  final 
hearing  before  Mr.  Justice  Nelson  and  Judge  SMALLEY,in  Octo- 
ber, 1862  (Vol.  II.,  p.  312),  it  was  set  up  as  a  defense  to  a  bill  in 
equity,  filed  for  the  infringement  of  the  patents,  that  the  defend- 
ants were  manufacturing  hard  India  rubber  under  a  patent  granted 
to  Austin  G.  Day,  November  9,  1858,  and  by  a  process  different 
from  that  described  in  the  Goodyear  patent.  The  Court,  Mr. 
Justice  Nelson  delivering  its  opinion,  upheld  the  validity  of  the 
patents,  and  the  novelty  of  the  inventions  covered  by  them,  after 
a  full  investigation.  It  was  claimed  in  that  suit,  by  the  defense, 
that  the  hard  compound  made  under  the  Day  patent  was  made 
by  a  process  differing  in  length  of  time,  in  the  degree  of  heat,  in 
the  proportion  of  the  ingredients,  and  in  the  mode  of  equalizing 
the  temperature  from  that  described  by  Nelson  Goodyear.  Day 
claimed  in  his  patent  two  things :  i.  Running  the  heat  for  vul- 
canizing the  hard  compound  through  the  high  range  of  tempera- 
ture, and  the  comparatively  great  length  of  time  set  forth  in  his 
patent,  that  is,  commencing  the  heat  at  about  275°,  and  carrying 
the  same  to  300°  and  upward ;  2.  Making  the  compound  of  two 
parts,  by  weight,  of  rubber  or  other  vulcanizable  gum  and  one 
part  of  sulphur,  when  such  composition  is  preparatory  to  such 
running  of  the  heat;  3.  Equalizing  the  temperature  in  the  heat- 
ing apparatus  by  mechanical  means,  as  set  forth.  This  Court 
decided,  in  the  case  referred  to,  that  there  was  nothing  on  the 
subject  of  the  degree  of  heat  in  making  the  hard  compound 
described  in  the  Day  patent,  that  was  not  found  in  the  Nelson 
Goodyear  patent;  and,  that  in  view  of  what  was  stated  by  Nel- 
son Goodyear  in  his  caveat  and  patents  in  regard  to  the  propor- 
tional quantities  of  India  rubber  and  sulphur  to  be  used  in  making 
the  compound,  there  was  no  ground  for  Day's  claim  to  an  improve- 
ment in  that  respect* 
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Now,  in  view  of  the  language  contained  in  the  caveat  and 
patents  of  Nelson  Goodyear,  and  of  the  construction  thus  put  by 
this  Court  upon  the  patents,  it  is  manifest  that  the  invention  of 
Nelson  Goodyear  consists  in  producing  a  substance  having  the 
qualities  named  by  him,  and  produced  by  mixing  sulphur  with  a 
vulcanizable  gum,  in  the  proportion  of  one  pound  of  gum  to  a 
quantity  of  sulphur  sufficient  to  produce  such  substance,  and 
then  subjecting  the  compound  to  a  degree  of  artificial  heat  suffi- 
ciently high  to  produce  such  substance,  for  a  length  of  time 
sufficient  to  produce  it.  As  to  the  quantity  of  sulphur,  the  pat- 
entee says,  in  effect,  that  you  will  not  obtain  the  desired  result  if 
you  use  materially  less  than  four  ounces  of  sulphur  to  a  pound  of 
gum,  but  that  beyond  that  quantity,  any  quantity  that  will  induce 
the  change  indicated  is  within  the  scope  of  his  invention  and 
claim.  So,  in  regard  to  the  degree  of  heat,  he  says,  in  effect, 
that  you  will  not  obtain  the  desired  result  if  you  use  a  less  degree 
of  heat  than  one  from  260°  to  275°  of  Fahrenheit,  continued 
six  hours  or  more,  but  that  you  will  still  be  within  the  range  of 
his  invention  if  you  apply  to  such  compound  a  sufficiently  high 
degree  of  heat  continued  long  enough  to  induce  the  change 
indicated.  There  is  no  foundation  for  the  suggestion  that  the 
patentee  is  limited  to  a  quantity  of  sulphur  not  exceeding  one 
pound  to  a  pound  of  gum,  or  that  a  quantity  of  sulphur  as  great 
as  twenty-two  ounces  to  a  pound  of  gum  is  not  within  the  claims 
of  his  patents,  provided  the  substance  produced  has  the  qualities 
of  the  substance  referred  to  in  his  patents. 

The  combs  made  and  sold  by  Mullee  are  made  of  a  substance 
which  has  the  properties  of  the  substance  referred  to  in  the 
patents,  and  is  compounded  of  the  ingredients  named  in  the 
patents,  mixed  in  proportions  within  the  range  covered  by  the 
patents,  and  subjected  to  the  heating  process  described  in  the 
patents.  Mullee  does  not  claim  that  his  combs  were  made  under 
any  patent,  but  he  refers  to  an  application  for  a  patent  made  May 
14,  1867,  by  one  Stanton  Mullee,  and  to  a  caveat  filed  July  5, 
1867,  by  the  defendant,  Mullee,  himself,  as  describing  the  par- 
ticular process  by  which  the  combs  were  made.  The  caveat  is 
not  produced,  although  the  affidavit  of  the  defendant,  Mullee, 
states  that  the  combs  were  made  particularly  under  the  invention 
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set  forth  in  the  caveat.  It  is  alleged,  however,  that  the  combs 
were  made  according  to  the  process  described  in  the  application 
referred  to,  which  is  put  in  evidence.  The  specification,  form- 
ing part  of  that  application,  states  that  the  invention  has  for  its 
object  the  production  of  a  hard-rubber  compound,  which  shall 
contain  a  much  larger  portion  of  sulphur,  and  which  can  be  made 
much  cheaper  than  by  any  previously  known  process.  It  then 
describes  the  process,  which  consists  in  grinding  the  sulphur,  and 
then  passing  it  successively  through  three  sieves,  each  finer  than 
the  preceding  one,  and  then  drying  it,  and  then  grinding  the  rub- 
ber and  placing  it  in  a  mixing  mill,  containing  two  rolls,  one  of 
them  heated,  to  which  the  rubber  adheres,  when  the  dry  sulphur 
is  applied  to  it  in  small  quantites  at  a  time  until  the  proper  quan- 
tity is  taken  up.  The  specification  then  says  that  the  quantity 
of  sulphur  ^^  should  never  be  less  than  a  pound  of  sulphur  to  one 
pound  of  rubber,"  and  may  be  "increased  to  twenty-two  ounces 
to  a  pound  of  rubber  when  a  still  cheaper  article  is  desired."  It 
then  describes  the  apparatus  for  heating,  and  slates  the  degrees 
of  heat  used,  which  are  within  the  range  covered  by  the  Good- 
year patents.  There  is  nothing  in  all  this  which  takes  the  pro- 
cess or  the  product  out  of  the  scope  of  the  Nelson  Goodyear 
patents,  or  enables  the  process  to  be  used  for  making  the  pro- 
duct, or  the  product  to  be  made  by  the  process  without  liability 
for  thereby  infringing  the  Goodyear  patents. 

The  defendant,  Mullee,  has  therefore  infringed  the  patents  and 
violated  the  injunction,  and  an  attachment  must  issue  against  him. 
He  has  made  and  sold,  in  violation  of  the  patents,  combs  made 
of  India  rubber  mixed  with  sulphur,  in  the  proportion  of  one 
pound  of  India  rubber  to  about  from  four  ounces  to  a  pound  of 
sulphur,  the  mixture  being  subjected  to  a  high  degree  of  artificial 
heat,  substantially  as  described  and  claimed  in  the  patents.  It  is 
true  that  he  disclaims  all  intention  of  disregarding  or  contemning 
the  process  of  this  Court,  and,  in  view  of  the  peculiar  language 
of  the  injunction,  it  is  possible  he  may  have  honestly  supposed 
that  if  he  used  more  than  a  pound  of  sulphur  to  a  pound  of  gum 
he  was  not  infringing  the  patents.  There  are  many  circum- 
stances, however,  in  the  case  which  militate  against  this  view, 
and  in  the  proceeding  on  the  attachment  an  opportunity  will  be 
28 
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afforded  to  both  parties  to  produce  further  testimony  on  this 
point  with  a  view  to  determining  as  to  what  punishment  shall  be 
awarded  for  the  contempt. 

In  regard  to  the  defendant  Miller,  he  has,  since  the  service  on 
him  of  the  injunction,  been  guilty  of  fitting  up  machinery  and 
keeping;  it  in  running  order  in  a  factory  in  Herkimer  county, 
New  York,  which  he  knew  was  making  hard  India  rubber  in 
violation  of  the  patents.  This  business  he  continued  for  some 
two  months.  He  has  been  guilty  of  a  clear  violation  of  the 
injunction,  and  an  attachment  must  issue  against  him.  He  at- 
tempts to  excuse  himself  by  alleging  that  before  he  entered  on 
this  business  he  took  the  advice  of  his  counsel,  and  was  informed 
that  he  could  rightfully  work  for  wages  in  the  factory  of  another 
person,  whether  the  product  of  the  factory  was  an  infringement 
of  the  Nelson  Goodyear  patent  or  not;  and  that  he  had  no 
intention  of  committing  a  contempt  of  the  process  or  authority 
of  this  Court.  The  advice  was  unsound,  and  there  is  much 
evidence  tending  to  show  that  the  excuse  is  a  mere  pretense  and 
ought  not  to  be  allowed.  But  the  point  will  be  disposed  of 
hereafter. 

LIt  attachments  issue  against  both  of  the  defendants. 


Reuben    Hoffheins,  Joseph    H.   Shireman,   et  al. 

vs. 
George  W.  Brandt.    In  Equity. 

The  current  of  decisions  of  the  last  few  yean  his  been  that  the  grant  of  jurtsdictioii 
in  patent  cases  is  as  full  in  equity  as  it  is  at  law. 

If,  in  any  case,  fraud  is  maintained,  no  court  will  grant  relief  to  the  party  on  whom  th« 
fraud  is  proven.  Fraud  contaminates  and  vitiates  every  transaction,  and  to  the 
guilty  party  completely  closes  the  door  of  redress. 

A  reissue  can  be  obtained  only  for  that  which  was  the  original  and  true  invention  of 
the  patentee,  but  which  he  failed  to  claim  or  describe  in  the  original  claim  and 
specification. 
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The  invention  must  be  shown  in  some  part  of  the  patent,  specification,  drawings,  and 
model,  or  it  can  not  be  covered  by  the  reissued  patent. 

All  that  the  law  requires,  as  to  utility,  is  that  the  invention  shall  not  be  frivolous  or  dan- 
gerous. It  does  not  require  any  degree  of  utilhy ;  it  docs  not  exact  that  the  subject 
of  the  patent  shall  be  better  than  anything  invented  before,  or  that  shall  come  after. 
If  the  invention  is  useful  at  all,  that  suffices. 

The  patent  itself  is  prima  facie  evidence  that  it  was  lawfully  issued,  and  that  the  party 
who  claims  it  is  the  original  inventor;  and  if  it  be  assailed,  the  proof  must  come 
from  the  party  calling  the  validity  in  question. 

The  reissued  patent,  unless  fraud  upon  the  Patent  Office  be  proved  (and  it  must  be  proved, 
never  inferred),  is  ^r/m^ytfr/V  evidence  that  there  has  been  no  abandonment  of  the 
invention  to  the  public,  and  the  burden  of  proof  is  on  the  defendant  to  show  that 
any  surrender  to  the  public  has  taken  place. 

The  reissue  furnishes  prima  facie  evidence  that  everything  necessary  to  justify  the  Com- 
missioner in  granting  the  reissue  bad  been  produced  before  the  grant  was  made. 

(Before  Giles,  J.,  District  of  Maryland,  July,  1867.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendant  from 
infringing  letters  patent  for  an  **  improvement  in  horse-rakes," 
granted  to  Harvey  W.  Sabin,  December  3,  1850,  extended  for 
seven  years  from  December  3,  1864,  to  Calesta  E.  Sabin,  admin- 
istratrix of  Harvey  W,  Sabin,  deceased  ;  by  her  assigned  to 
Charles  Mason,  Robert  W.  Fenwick,  and  De  Witt  C.  Law- 
rence; reissued  to  said  assignees,  March  28,  1865,  in  four  divi- 
sions, numbered  respectively  1912,  I9I3>  1914)  and  1915,  and 
by  them  assigned  to  complainants.  The  bill  charged  the  infringe- 
ment of  Reissues  1914  and  1915. 

The  claims  of  the  original  and  the  reissued  patents  in  contro- 
versy were  as  follows  : 

Original  patent,  December  3,  1850: 


*'  What  I  claim  as  my  invention  and  desire  to  secureby  letters  patent  in  my  improved 
borse-rake,  is  the  device  for  raising  the  teeth  simultaneously  to  clear  them  of  the  hay, 
and  dropping  them  again,  by  means  of  the  apparatus,  substantially  as  described,  being 
worked  by  the  draught  of  the  team  when  thrown  into  gear,  at  the  will  of  the  operator.** 

Reissue  No.  19 14: 

"First,  the  application  of  pressure,  at  the  will  of  the  operator,  to  metallic  spring  rake- 
teeth,  which  are  so  constructed  as  to  have  a  spring  action  within  themselves  from  their 
gathering  ends  to  the  point,  or  forward  thereof,  where  the  pressure  is  applied  to  hold  them 
down  to  their  work,  substantially  as  herein  described. 

"Second,  the  combination  of  independently  articulating  rake  teeth,  which  are  springs 
within  themselves,  and  a  pressure  contrivance  which  is  under  the  control  of  the  operator, 
substantially  as  and  for  the  purpose  herein  deKribed.** 
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Reissue  "No.  1915 : 

*'  Arranging  rake-teeth  on  articulating,  tubular  laterally-bracing  and  Tertically-support- 
ing  eye-bearings,  so  that  the  attaching  end  of  each  tooth  shall  cross  or  intenect  a  venical 
plane  passing  longitudinally  through  the  axis  of  the  bearings,  substantially  as  described.** 

yohn  H.  B.  Latrobe^  for  complainants. 

William  y.  Waterman  and  William  Schley^  for  defendant. 

Giles,  J. 

This  case  presents  some  interesting  questions.  They  have 
been  argued  with  that  ability  which  is  universally  recognized  as 
belonging  to  the  counsel  engaged  in  the  cause ;  and  I  have  tried 
to  do  justice  to  the  arguments  by  a  patient  review  of  the  author- 
ities to  which  I  was  referred,  and  by  a  thorough  examination  of 
the  evidence.  The  suggestion  was  made,  at  the  commencement 
of  the  hearing,  that  possibly  the  case  ought  to  go  to  a  jury,  as  it 
involved  the  question  of  the  originality  and  usefulness  of  the 
invention ;  but  an  examination  of  the  pleadings  and  evidence 
showed  that  the  case  had  been  prepared  to  be  submitted,  on 
final  argument,  here  for  trial  ;  and  the  grant  of  jurisdiction,  by 
the  act  of  1836,  seems  to  the  Court  to  be  as  full  in  equity  as  at 
law.  There  at  one  time  prevailed,  in  the  Circuit  Courts  of  the 
United  States,  the  idea  that  the  court,  as  a  court  of  equity, 
would  interfere  in  aid  of  a  patentee  only  where  his  patent  was 
sanctioned  by  general  acquiescence  for  many  years,  or  had  been 
maintained  at  law  by  the  verdict  of  a  jury  who  had  passed 
upon  the  novelty  and  utility  of  the  invention  when  called  in 
question.  But  I  think  that  the  current  of  decisions  of  the  last 
few  years  has  been  otherwise ;  and  that  courts  of  several  of  the 
circuits  have  held  (and  these  decisions,  too,  have  been  made  by 
the  presiding  judges  of  these  circuits,  who  are  members  of  the 
Supreme  Court)  that  the  grant  of  jurisdiction  is  as  full  in  equity 
as  it  is  at  law.  To  sustain  that  view,  I  refer  to  Jllen  v.  blunt^ 
I  Blatch.  486 ;  Nevins  v.  yohmon^  3  Blatch.  82  ;  Sanders  v.  Z^- 
gan^  Am.  Law  Reg.,  Vol.  9,  1861,  p.  475  (Vol.  II.,  p.  167). 

I  proceed,  then,  to  the  discussion  of  the  case  at  bar.  This  is 
a  bill  filed  on  the  equity  side  of  the  Circuit  Court  of  the  United 
States  for  the  District  of  Maryland,  praying  an  injunction  to 
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restrain  the  infringement  of  the  complainants'  patent  for  a  horse- 
rake,  and  asking  for  an  account.  I  would  here  incidentally 
remark,  that  while  the  jurisdiction  is  full  and  ample,  that  remedy 
only  can  be  granted  in  equity  which  a  court  of  equity  is  compe- 
tent to  give.  A  party  can  sue  at  law  for  damages  for  an  in- 
fringement, but  in  equity  he  can  obtain  no  such  damages.  His 
right  may  be  maintained  and  protected  for  the  future,  and  an 
account  mav  be  required.  I  recite  the  bill  as  it  should  have  been 
framed*.  A  slight  mistake  occurs  in  its  statements.  I  read  it  as 
corrected  by  the  counsel  at  bar.     It  states  that : 

"  Harvey  W.  Sabin,  who  was  at  the  time  the  original  and  first 
inventor  of  a  new  and  useful  improvement  in  horse-rakes,  and  a 
citizen  of  the  United  States,  made  application,  in  writing,  to  the 
Commissioner  of  Patents  of  the  United  States  for  letters  patent 
for  said  improvement,  and  having  then  and  thereafter  fully  com- 
plied with  all  the  requisitions  of  the  acts  of  Congress  in  such 
case  made  and  provided,  did  thereupon  obtain  letters  patent  of 
the  United  States  in  due  form  of  law,  bearing  date  on  the  third 
day  of  December,  in  the  year  1850,  granting  to  the  said  Harvey 
W.  Sabin,  his  heirs,  administrators,  or  assigns,  the  full  and 
exclusive  right  and  liberty  of  making,  constructing,  using,  and 
vending  to  others  to  be  used,  the  said  improvement  in  horse- 
rakes,  for  the  term  of  fourteen  years  from  the  said  third  day  of 
December,  in  the  year  1850. 

"  That  the  said  Harvey  W.  Sabin  having  departed  this  life, 
letters  testamentary  were  duly  granted  to  Calesta  £.  Sabin,  by 
the  prothonotary  of  Niagara  county,  in  the  State  of  New  York  ; 
and  that  the  term  of  fourteen  years  being  about  to  expire,  the 
said  Calesta  £.  Sabin,  administratrix  as  aforesaid,  made  applica- 
tion to  the  Commissioner  of  Patents  to  have  the  said  letters  patent 
extended  for  the  further  term  of  seven  years ;  and  the  said  Calesta 
£.  Sabin  having  brought  herself  within  the  scope  of  the  provisions 
of  the  act  of  Congress  authorizing  the  extension  of  letters  patent, 
and  complied  with  all  the  requisitions  of  the  acts  aforesaid,  the 
said  letters  patent  were  extended  by  the  said  Commissioner  of 
Patents  seven  years  from  December  3,  1854.'' 

That  subsequently  to  said  extension  : 

^^  The  said  Calesta  £.  Sabin,  by  an  assignment  duly  executed 
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and  recorded,  conveyed  all  the  interest  of  the  said  Harvey  W, 
Sabin,  his  heirs,  administrators,  or  assigns,  in  the  said  letters 
patent,  extended  as  aforesaid,  to  Charles  Mason,  Robert  W. 
Fenwick,  and  De  Witt  C.  Lawrence,  of  the  city  of  Washington." 

The  bill  further  states : 

"  That  the  said  assignees  having  surrendered  the  said  letters 
patent,  the  same  were  canceled  and  new  letters  were  ordered  to 
be  issued  to  the  said  assignees  on  four  amended  specifications, 
which  were  accordingly  issued,  bearing  date  on  the  twenty-eighth 
day  of  March,  in  the  year  1 865,  and  numbered,  respectively,  Nos. 
191 2,  1913,  19141  2ind  No.  1915,  as  will  appear  by  reference  to 
copies  of  said  reissues  duly  authenticated.  *  *  ♦ 

That  the  said  Mason,  Fenwick  &  Lawrence  did,  on  the  nine- 
teenth day  of  May,  1862,  by  an  instrument  duly  recorded,  assign 
to  "  the  complainants  "  all  their  right,  title,  and  interest  in  and  to 
the  letters  patent,  so  as  aforesaid  reissued  on  four  amended  speci- 
fications, by  which  said  assignment  "  the  complainants  ^^  became 
and  now  are  entitled  to  all  benefit  and  advantage  from  said  letters 
patent,  the  extension  and  reissues  aforesaid. 

*^That  ever  since  the  said  nineteenth  day  of  May  aforesaid, 
the  defendant,  well  knowing  the  premises,  and  fully  aware  of  the 
rights  of"  the  complainants, "  but  contriving  to  injure  them  and 
deprive  them  of  the  benefits  and  advantages  which  they  other- 
wise would  have  derived,  and  without  the  license  of"  the  com- 
plainants,, "and  wholly  without  any  authority  whatsoever,  have 
unlawfully  made,  constructed,  and  used,  as  well  as  vended  to 
others  to  be  used,  the  new  and  useful  improvements  in  those 
rakes,  which  are  particularly  specified  and  described  in  Reissues 
No.  1914  and  No.  1915  aforesaid. 

^t  ^m  a^  ^^  w^  ^^  *^* 

^'That  the  defendants  continue  to  manufacture  and  sell  said 
rakes,  though  warned  and  requested  to  desist  therefrom." 

And  the  complainants  therefore  pray  for  an  account,  and  a 
perpetual  injunction,  etc. 

The  answer  of  George  W.  Brandt  sets  up  several  defenses. 
First,  and  principally,  fraud  in  procuring  the  extension  of  said 
letters  patent,  and  in  surrendering  the  same  and  obtaining  the 
four  reissued  patents  for  the  invention,  made,  or  alleged  to  be 
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made,  by  Harvey  W.  Sabin.     The  circumstances  on  which  this 
charge  of  fraud  is  based  are  set  forth  in  the  answer  as  follows  : 

^^  That  said  Messrs.  Mason,  Fenwick  &  Lawrence  are  a 
firm  who  have  been  engaged  for  some  years  in  business  in  the 
city  of  Washington,  in  the  District  of  Columbia,  as  solicitors  for 
patents,  and  in  practice  generally,  as  patent  lawyers ;  and  that 
the  respondent  having  occasion  for  legal  advice  in  relation  to  his 
rights  and  interest,  as  assignee  of  a  certain  patent  previously 
granted  to  one  Randall  Pratt,  consulted  and  retained  said  iirm  as 
his  legal  advisers  in  that  behalf;  and  that  the  relation  of  attorney 
and  client  was  thus  created  between  said  Messrs.  Mason,  Fen- 
wick &  Lawrence  and  the  respondent,  and  said  relation  was 
subsisting  at  the  time  of  the  alleged  granting  of  letters  of  admin- 
istration on  the  estate  of  the  said  Harvey  W.  Sabin,  and  at  the 
alleged  assignment  to  the  said  Messrs.  Mason,  Fenwick  & 
Lawrence,  and  at  the  time  of  the  alleged  surrender  of  the  patent 
so  granted  to  the  said  Harvey  W.  Sabin,  and  at  the  time  of  the 
said  reissues,  marked  as  stated  in  said  bill.  No.  1912,  No.  1913, 
No.  1914,  and  No.  1915. 

^^  That  during  the  time  aforesaid,  and  after  the  retainer  by 
the  respondent  of  the  said  Mason,  Fenwick  &  Lawrence,  and 
the  payment  to  them  of  a  large  retaining  fee,  and  whilst  they 
were  possessed  of  the  said  patent  so  granted  as  aforesaid,  to  the 
said  Randall  Pratt,  and  whilst  employed  and  occupied  on  behalf 
of  this  respondent  to  procure  reissues  of  said  patent  so  granted 
to  said  Randall  Pratt,  and  assigned  as  aforesaid  to  the  respondent, 
and  whilst  reporting  to  the  respondent,  as  the  respoirdent  avers 
they  did  report,  that  there  was  nothing  to  interfere  with  the  right 
of  the  respondent  as  assignee  as  aforesaid,  and  nothing  to  invali- 
date in  any  degree  the  said  patent  so  granted  to  the  said  Randall 
Pratt,  the  said  Messrs.  Mason,  Fenwick  &  Lawrence,  in  utter 
disregard  of  their  obligations  to  this  respondent  as  their  client  and 
employer,  and  with  the  intention  to  procure  to  themselves  some 
rights,  actual  or  semblable,  adverse  to  the  respondent,  sought  out 
the  representatives  of  said  Harvey  W.  Sabin,  and  procured  in 
some  way  (but  whether  in  due  form  of  law  the  respondent  does 
not  know)  ieiters  of  administration  to  be  issued  on  his  estate, 
and  procured,  for  some  trifling  consideration,  an  assignment  to  be 
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made  to  them  of  said  letters  patent  granted  to  said  Sabin  by  the 
person  who  claimed  to  be  the  personal  representative  of  the  said 
Harvey  W.  Sabin  ;  and  afterward,  and  whilst  acting  as  attorneys 
for  the  respondent  as  such  assignee  of  the  said  patent  granted  to 
said  Sabin,  surrendered  said  patent  (just  previously  extended  by 
their  procurement,  and  whilst  acting  as  attorneys  for  the  respond- 
ent as  aforesaid),  and  procured  said  reissues  marked,  as  alleged, 
No.  1919,  No.  1913,  No.  1914,  and  No.  1915;  and  still 
continuing  to  act  as  attorneys  for  the  respondent,  procured  for 
the  respondent,  as  assignee  of  the  patent  of  the  said  Pratt,  the 
several  reissues  to  the  respondent  as  assignee  on  the  surrender 
of  the  said  letters  patent  granted  to  said  Pratt  (save  one  which 
has  since  been  granted  to  the  respondent  by  the  Patent  Office) ; 
and  when  asked  by  the  respondent  whether  there  was  anything 
discovered  which  could  interfere  in  any  way  with  the  rights  of 
the  respondent,  he  was  by  them  assured  that  they  had  made  a 
very  thorough  examination,  and  nothing  had  been  found  which 
at  all  interfered  with  the  reissued  letters  of  the  respondent.  That 
he  cheerfully  paid  to  them  all  charges,  expenses,  and  their  fees 
incurred  in  the  procurement  of  the  said  reissues  of  the  said  letters 
patent  of  the  said  Randall  Pratt.  That  the  said  complainants  had 
knowledge  of  all  these  facts,  and  he  avers  that  they  were  not 
bona  fide  purchasers  without  notice  from  the  said  Mason,  Fen- 
wick  &  Lawrence,  but  had,  in  fact,  at  the  time  they  purchased, 
and  before  payment  of  the  purchase-money,  full  and  actual  notice 
of  all  the  facts  aforesaid.  He  avers  that  no  better  title  vests  in 
complainants  than  vested  in  said  Mason,  Fenwick  &  Lawrence." 

The  fraud  charged  is  fraud  upon  the  defendant.  It  is  further 
charged  that  the  complainants  had  knowledge  of  all  these  facts 
when  they  purchased  said  reissued  patents. 

The  second  defense  denies  that  Sabin's  original  patent  was  for 
a  new  and  useful  improvement  in  horse-rakes,  or  one  that  could 
be  put  into  practical  operation. 

The  third  defense  is  a  denial  of  any  infringement  of  such 
patents,  even  if  they  be  good  and  valid. 

The  fourth  is  that  Sabin's  patent  had  been  surrendered  to  the 
public  by  Sabin's  failure  to  make  or  sell  any  rakes,  as  sec  forth 
and  described  in  said  letters  patent,  etc. 
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Fifth,  that  the  assignment  made  by  Mrs.  Sabin  to  Mason,  Fen- 
wick  &  Lawrence,  when  they  were  acting  *as  the  defendant's 
attorneys,  inured  to  his  benefit. 

I  shall  examine  these  defenses  in  the  order  in  which  they  have 
been  taken. 

The  first  is  the  charge  of  fraud.  This,  of  course,  is  entirely 
a  question  of  fact.  If,  in  any  case,  fraud  is  maintained,  no  court 
will  grant  relief  to  the  party  on  whom  the  fraud  is  proven. 
Fraud  contaminates  and  vitiates  every  transaction,  and  to  the 
guilty  party  completely  closes  the  door  of  redress.  This  charge 
has  in  the  argument  been  pressed  with  a  great  deal  of  ardor.  I 
have  read  and  re-read  the  testimony  upon  this  point.  Now,  it 
will  be  borne  in  mind  that  these  charges  are  not  responsive  to 
any  allegations  in  the  bill.  They  have  not,  therefore,  the  force 
of  evidence,  and  require  separate  and  independent  proof. 

And,  first,  were  Mason,  Fenwick  &  Lawrence,  attorneys  of 
defendant  in  all  matters  relating  to  his  patent,  or  were  they  em^ 
ployed  for  a  specific  purpose^  which  they  accomplished,  and  for 
which,  and  for  which  alone,  they  were  paid?  Let  us  examine 
the  evidence  on  this  subject.  Brandt's  own  testimony  will  be 
found  on  pages  45,  46,  and  47  of  the  printed  record.  He  says, 
in  answer  to  the  sixth  interrogatory : 

^^For  what  purpose  did  you  visit  them,  and  what  then  and 
there  occurred  ?     State  particularly. 

^•^  Answer. — I  visited  them  for  the  purpose  of  ascertaining 
whether  reissues  could  be  procured  on  the  patent.  I  showed 
them  my  title*papers«  Mr.  Fenwick  took  me  to  an  adjoining 
room,  and  introduced  me  to  a  gentlemen  whom  he  called  Judge 
Mason,  and  stated,  *  Here  is  the  owner  or  assignee  of  the  Pratt 
patent,  which  interfered  so  much  in  obtaining  patents  on  other 
rights.*  The  judge  replied  that  he  thought  the  owner  of  the 
Pratt  patent  would  wake  up  to  his  interests  some  day.  Mr. 
Fenwick  said  that  we  would  walk  over  to  the  Patent  Office,  and 
examine  the  patents.  Oa  the  way,  as  we  were  going  there,  Mr. 
Fenwick  stated  that  if  I  had  told  him  the  name  of  the  patent 
when  I  had  seen  him  before,  he  would  then  have  told  me  all 
about  it.  At  the  Patent  Office,  he  called  on  a  gentleman  who 
came  and  opened  the  cases  where  the  models  were.  We  got 
29 
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the  Pratt  model  and  looked  at  it,  and  Mr.  Fenwick  took  notes 
from  the  model." 

In  another  part  of  his  testimony  he  says : 

^^  I  asked  him  what  the  charge  would  be,  and  Judge  Mason 
said  it  would  depend  on  the  number  of  divisions ;  the  more 
divisions,  the  more  would  be  the  cost.  I  remarked  that  I  wanted 
the  reissue  in  the  most  secure  manner,  and  that  as  I  considered 
them  my  counsel,  I  would  leave  it  to  them.  Mr.  Fenwick  said 
that  he  would  not  have  less  than  four  divisions.  Judge  Mason 
then  said  that  if  it  were  in  four  divisions,  it  would  cost  two  hun- 
dred and  ninety  dollars,"  etc. 

Now,  if  the  question  stood  alone  upon  the  testimony  of  Mr. 
Brandt,  it  is  perfectly  patent  to  me  that  these  gentlemen  were 
employed  by  him  for  a  specific  purpose.  *  He  says  expressly  that 
he  went  to  them  to  get  a  reissue  of  the  Pratt  patent.  But  did 
he  dream,  or  did  any  other  man  dream,  that  getting  a  reissue  of 
the  Pratt  patent,  he  could  incorporate  with  it  any  other  improve- 
ment or  invention  than  the  Pratt  patent  itself  contained  ?  He 
says  he  went  to  them  to  procure  reissues  on  the  Pratt  patent; 
that  is,  to  procure  reissues  on  the  Pratt  patent  for  what  was  in- 
vented by  Pratt  and  shown  by  the  Pratt  model  or  drawings,  but 
which  the  specification  failed  to  claim.  That  is  all.  It  can  be 
nothing  more. 

It  is  to  be  remarked  here  upon  his  testimony  and  that  of 
Smedley — and  this  is  the  only  testimony  produced  by  the  de- 
fendant to  sustain  the  grave  charge  of  fraud,  which  is  not  only  to 
defeat  the  complainants  in  this  suit,  but  to  assail  the  character  of 
men  of  high  reputation,  engaged  in  the  business  of  patents,  and 
whose  success  in  business  depends  upon  the  maintenance  of  that 
high  character  not  only  for  skill,  but  for  integrity — it  is  to  be 
remarked  here  that  Mr.  Brandt  himself,  either  in  the  corres- 
pondence or  in  the  evidence,  is  nowhere  shown,  at  the  time  when 
these  parlies  notified  him  that  they  were  the  owners  of  the  Sabin 
patent,  ever  to  have  claimed  its  ownership. 

Mr.  Mason,  whose  testimony  on  the  subject  appears  upon 
page  12  of  the  printed  record,  states  that  his  firm  was  employed 
by  HofFheins  &  Co.,  and  also  by  the  defendant. 

It  appears  from  all  the  testimony  that  these  gentlemen,  as 
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patent  agents  in  Washington,  were  employed  by  Brandt,  the 
defendant,  to  procure  four  reissues  on  amended  specifications  of 
the  Pratt  patent ;  and  that  in  the  course  of  an  investigation  for 
another  party,  it  was  discovered  that  one  matter  claimed  in  his 
fourth  specification  had  been  covered  by  the  original  Sabin 
model.  What  is  his  complaint  to-day?  It  is  that,  with  this 
knowledge.  Mason,  Fenwick  &  Lawrenee  did  not  go  on  and 
practice  deceit  and  fraud  upon  the  Patent  Office,  by  concealing 
this  fact — which  might  have  escaped  the  eyes  of  the  examiners 
in  the  Office — and  have  this  claim  embraced  in  the  fourth  branch 
of  the  reissued  patent.  That  is  the  respondent's  defense.  Well 
might  he  have  charged  them  with  fraud  if  they  had  taken  part  in 
such  a  transaction !  But  as  soon  as  they  discovered  the  fact, 
they  told  him  they  could  not  procure  for  him  all  he  wanted  in 
these  four  reissues,  because  the  patent  of  Sabin  was  found  to 
interfere.  "We  can  not  do  it,"  they  said  in  substance;  "if  you 
do  not  think  it  proper  to  go  on,  if  you  think  your  other  reissues 
will  be  valueless,  we  will  hand  you  back  the  money  you  have 
paid  us  so  far,  and  stop  the  business."  He  thought  otherwise, 
and  proceeded  to  obtain  the  grants  covered  by  the  other  reissues 
of  the  patent.  The  whole  correspondence,  which  I  have  not 
now  time  to  read,  shows  this  state  of  facts.  It  shows  that  these 
parties  were  employed  for  a  specific  purpose,  which  they  accom- 
plishedy  in  procuring  for  Mr.  Brandt  reissues  of  all  he  had  a  right 
to  claim,  as  covered  by  the  original  patent,  models,  and  drawings 
of  Pratt.  I  can  find,  therefore,  in  the  whole  of  this  evidence, 
from  beginning  to  end,  nothing  whatever  to  sustain  the  charge 
of  fraud  so  gravely  made  and  so  strongly  pressed  in  this  case 
against  these  gentlemen. 

We  come  to  the  second  defense,  the  want  of  originality  and 
usefulness  in  the  Sabin  patent.     In  the  discussion  of  this  branch 
of  the  case,  we  must  first  settle  what  was  the  invention  of  Har- 
vey W.  Sabin  in  1850.     In  order  to  ascertain  that,  where  are     t 
we  to  look?     Are  we  to  look  at  the  specification  of  the  patent     ] 
alone  ?  or  have  we  not  a  right  to  look  also  to  the  drawings  which     j 
accompany  those  specifications,  and  are  referred  to  in  them,  and     ^ 
to  the  model  which  is  placed  in  the  Patent  Office?     I  hold  that 
we  clearly  have  a  right  to  look  to  any  of  these.     For,  under  the 
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true  construction  of  the  Patent  Act  of  1836,  a  reissue  can  be 
obtained  only  for  that  which  was  the  original  and  true  invention 
of  the  patentee,  but  which  he  failed  to  claim  or  describe  in  the 
original  claim  and  specification  in  such  a  manner  that  a  person 
skilled  in  the  art  could,  from  that  specification,  construct  the 
machine,  or  the  subject  of  the  patent,  whatever  it  might  be. 
The  invention  must  be  shown  in  some  part  of  the  patent,  speci* 
fication,  drawings,  and  models,  or  it  can  not  be  covered  by  the 
/  reissued  patent.  As  authority  for  this  canon  of  construction, 
^  see  Hogg  ct  aL  v.  Emerson,^  6  How.  485,  and  the  case  of  Stephens 
V.  Salisbury^  a  MS.  decision  of  Judge  Morsell,  in  the  District 
of  Columbia,  in  1855.    / 

We  look,  first,  then  at  the  claim  in  the  Sabin  patent.  Many 
of  the  distinctive  features  as  claimed  in  Reissues  Nos.ii9r4  and 
191 5,  are  not  set  forth  in  that  original  claim,  nor  are  they  set 
forth  in  the  specifications  of  the  original  patent.  But  do  they 
not  appear  by  the  drawings  ?  What  are  the  claims  in  Reissues 
Nos.  1914  and  1915?  That  of  No.  1914  comprises  the  elastic 
or  springy  teeth,  having  a  spring  action  within  themselves,  from 
their  gathering  ends  to  their  point  of  juncture  with  the  axis,  com- 
bined with  the  pressure-bar,  and  that  combined  with  separate 
articulation  upon  the  axis.  In  No.  19 15  is  claimed  the  arrange- 
ment of  these  teeth  on  tubular,  lateral,  as  well  as  direct  supports, 
and  the  tangential  connection  of  the  tooth  with  the  axis.  Look 
at  the  drawings  attached  to  the  original  Sabin  model.  What 
mean  those  flat  metallic  teeth  ?  The  teeth  must  be  metallic  and 
they  must  be  springy  from  their  gathering  points  to  their  tan- 
gential bearings  upon  the  axis.  A  pressure-bar  is  certainly 
shown ;  but  what  means  the  flat  metallic  teeth  ?  Look  at  the 
testimony  on  page  61  of  the  printed  record,  that  of  Mr.  Octa- 
vius  Knight,  the  expert  of  the  defendant. 

^'^Ihirty-third  Cross-  Interrogatory , — Looking  at  the  model,  as 
an  expert,  does  the  flatness  of  the  teeth  indicate  the  purpose  of 
the  inventor  to  make  them  operate  as  springs? 

*'  Answer, — In  my  opinion  it  does." 

These^  specifications  and  drawing  are  not  for  the  eye  of  the 
crowd ;  they  are  for  the  eye  of  an  expert,  of  a  skilled  mechanic. 
An  expert,  or  a  skilled  mechanic,  will  say :  ^^  Of  couse,  if  I  am 
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to  make  a  machine  upon  that  specification,  I  will  make  it  with  a 
spring  tooth,  for  the  inventor  has  intimated  that  to  me,  by  mak<- 
ing  the  teeth  metallic,  and  placing  them  flatwise." 

We  must  look  at  the  model,  which  is  as  much  a  part  of  the 
patent  as  the  specifications  and  drawings,  and  which  the  patent 
laws  require  to  be  preserved,  to  illustrate  anything  that  may  be 
doubtful  to  the  mechanic  who  undertakes  to  make  the  machine 
from  the  patent  after  the  patent  has  expired.  For  the  great 
object  of  the  patent  law  is  to  give  activity  to  the  ingenuity  of  the 
country,  granting  an  exclusive  privilege  for  seventeen  years  (as 
the  law  now  stands),  but  leaving  evidence  of  the  process  to  all 
who  may  thereafter  desire  to  copy  it,  and  leaving  that  evidence 
not  only  to  the  mind,  but  to  the  eye,  in  the  model,  for  the  benefit 
of  the  mechanic  who  comes  in  after  years  to  make  a  machine 
from  its  pattern.  Here  is  the  model  before  us.  Here  is  a 
pressure-bar  -,  here  is  a  separate  articulation  to  the  eye-bearings ; 
here  is  a  tooth  that  is  springy  from  its  gathering  end  to  its  tan- 
gential connection  with  its  axis. 

Now  what  says  Mr.  Edward  S.  Renwick,  the  expert  examined 
by  the  complainants,  upon  this  subject  ? 

'*  Third  Interrogatory. — Have  you  examined  letters  patent  of 
the  United  States,  granted  originally  to  Harvey  W.  Sabin  for  an 
improvement  in  horse-rakes,  which  was  reissued  in  four  parts, 
numbered  respectively  Nos.  1912,  1913,  19H)  ^^^  '9^5)  ^"^ 
especially  Nos.  1914  and  1915?  And  if  yea,  do  you  under- 
stand the  principle  and  mode  of  operation  as  described  in  said 
Nos.  1914  and  1915,  as  the  description  is  addressed  to  an  expert 
in  such  matters  ? 

^^  Answer, — I  have  examined  printed  copies  of  the  four  divis- 
ions or  reissued  patents  referred  to  in  the  question.  I  have  also 
examined  the  reissued  letters  patent  Nos.  19 14  and  1915,  referred 
to  in  the  question.  I  believe  that  I  understand  the  construction 
and  operation  of  the  machines  described  in  the  last  two  reissued 
patents  referred  to  in  the  question. 

**  Fourth  Interrogatory. — Look  at  the  model  now  shown  you, 
with  the  certificate  of  the  Patent  Office  attached  thereto,  and 
marked  'Frederick  Pinkney,  Commissioner,  No.  1,'  and  say 
whether  it  does  or  does  not  exhibit  the  inventions  described  in 
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Nos.  1914  and  1915  respectively,  in  their  principle  and  mode  of 
operation. 

^^  Answer. — I  have  carefully  examined  the  model  referred  to  in 
the  question,  and  find  that  it  correctly  represents  the  inventions 
described  in  the  reissued  patents  Nos.  1914  and  1915." 

It  being  perfectly  apparent,  then,  that  we  have  evidence,  full 
and  satisfactory,  that  the  reissued  patents  Nos.  I9i4and  1915 
were  reissues  of  inventions  shown  by  the  drawings  and  model  of 
the  original  Sabin  patent,  and  were  therefore  properly  reissued  by 
the  Commissioner  of  Patents,  we  now  come,  in  the  discussion  of 
this  defense,  to  inquire  whether  that  invention  was  original  with 
Sabin  in  1850.  Was  the  combination  of  these  features,  the 
springy  metallic  tooth,  the  pressure-bar,  the  separate  articulation 
of  the  teeth,  and  the  lateral  bracing,  new  in  the  year  1859,  and 
was  Sabin  the  first  inventor  of  that  combination  i  It  will  be 
borne  in  mind,  in  the  examination  of  this  question,  that  neither 
of  these  claims  are  for  a  particular  specific  invention  of  any  one 
thing.  For  instance,  the  separate  articulation,  or  the  independent 
eye-bearings,  were  not  new ;  but  it  is  the  combination  of  the 
pressure-bar  with  the  metallic  spring  teeth,  and  their  final  combi* 
nation  with  a  separate  articulation  and  with  lateral  bracings,  that 
is  claimed. 

I  would  here  remark  of  the  grant  of  this  reissued  patent,  as  of 
that  of  all  other  patents,  that  they  are  prima  facie  supposed  to  be 
correct.  Whatever  might  have  been  the  rule  under  the  Patent 
Act  of  1793,  since  1836,  before  a  patent  can  issue,  the  drawings 
and  the  model  have  to  be  filed  with  it,  and  it  has  to  be  examined 
by  a  board  before  it  can  be  granted  (and  the  reissues  go  through 
the  same  process).  The  patent  itself  is  prima  facie  evidence  that 
it  was  lawfully  issued,  and  that  the  party  who  claims  it  is  the 
original  inventor  ;  and  if  it  be  assailed,  the  proof  must  come  from 
the  party  calling  the  validity  in  question.  Corning  et  aL  v.  Bur- 
den^  15  How.  270  ;  Allen  v.  Hunter^  6  McLean,  304;  Philadel- 
phia and  Trenton  R.  R,  Co.  v.  Stimpson,  14  Peters,  458. 

"  But,"  says  the  counsel  for  the  defendant,  "  the  burden  of 
proof  being  upon  us  to  assail  the  originality  of  the  Sabin  patent, 
we  deny  its  originality ;  and  we  have  accordingly  offered  in  evi- 
dence six  patents,  or  applications  for  patents,  and  four  models. 
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all  of  which  we  hold  to  have  anticipated  Sabin's  claim."  The 
patents  are  Smith's  English  patent ;  the  Delano  patent  of  February 
27,  1849;  Milligan's  patent,  August  7,  1848;  Carlisle's,  May 
15,  1847;  ^'^  Saunders',  October  24,  1848;  and  Reed's  appli- 
cation, Januarys,  1850.  We  have  the  Landreth  machine,  as  it 
is  called,  the  full-sized  iron  machine,  which  is  said  to  be  made 
after  Smith's  patent ;  and  we  have  three  models  besides.  I  have 
looked  through  all  these  patents  very  carefully,  and  have  with 
the  same  care  examined  the  models.  Now,  I  do  not  want  any 
expert  to  illustrate  a  model  to  me.  I  feel  myself  competent  to 
form  my  opinion  when  I  see  a  model.  I  do  feel  the  great  benefit 
of  the  testimony  of  experts  when  we  come  to  examine  and  con- 
strue the  specifications  and  drawings  of  patents ;  for  I  do  not 
profess  to  be  skilled  in  the  technical  language  of  machinists,  but 
of  the  models  I  can  judge.  I  can,  after  patient  observation  of 
these  models,  find  none  of  them  that  has  metallic  teeth  having  a 
spring  action  in  themselves  from  their  gathering  ends  to  their 
bearing  upon  the  axis.  I  can  not  find  any  that  has  the  combina- 
tion of  the  pressure-bar  with  the  metallic  teeth. 

Saunders'  patent  is  for  an  improved  racket  or  shaft,  to  lift  up 
the  rake.  It  rests  on  the  axle,  and  is  so  arranged  as  to  relieve 
the  horse  of  its  weight. 

Carlisle's  patent  is  for  a  combination  box,  with  shafts,  for  the 
purpose  of  keeping  the  rake  down  to  its  work. 

Reed's  application  exhibits  no  elastic  teeth.  It  does  not  pre- 
tend to  possess  metallic  teeth  springy  throughout  their  entire 
length. 

Delano's  patent  has  an  independent  action  of  each  tooth,  and 
nothing  else ;  it  has  no  pressure-bar. 

The  English  patent  of  Smith  has  none  of  these  elements  what- 
ever, no  elastic  tooth  and  no  pressure-bar. 

In  Milligan's  model,  the  only  pressure-bar  is  the  head  of  the 
rake. 

I  look  in  vain  among  these  models  for  this  invention.  I  find 
in  one  the  pressure-bar,  in  another  the  separate,  independent 
articulation  of  the  tooth ;  I  find  the  tooth  made  in  different 
forms,  but  all  rigid,  with  no  elasticity,  except  that  in  one  of  the 
models  I  find  a  metal  elastic  spring,  about  one-eighth  the  length 
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of  the  tooth,  put  upon  the  top  of  it ;  but  in  none  of  the  models 
or  specifications  do  I  find  anything  that  approaches  the  Sabin 
invention  of  1850,  which  consisted  of  the  combination  of  the 
pressure-bar  acting  at  the  will  of  the  operator,  the  metallic  elastic 
tooth,  springy  from  its  gathering  end  to  the  point  of  connection 
with  the  axis,  and  these  combined  with  such  a  separate  articula- 
tion upon  the  axis  as  to  give  a  lateral  as  well  as  vertical  support 
where  the  teeth  are  connected  with  the  axis.  These  are  the 
elements  of  the  combination  claimed,  and  I  can  not  find  them 
combined  in  any  of  the  patents  offered  in  evidence  by  the  de- 
fendant. 

What  says  the  testimony  of  the  experts?  We  will  look  first 
at  that  offered  by  the  defendant,  because  he  is  bound  to  make 
out  the  existence,  in  some  of  these  machines,  of  the  features  of 
the  invention. 

Mr.  Knight  was  the  defendant's  only  expert,  and  Mr.  Ren- 
wick  the  only  one  called  on  behalf  of  the  complainants.  Mr. 
Knight's  testimony  commences  on  page  54: 

^^Interrogatory. — Look  at  the  first  claim  in  No.  i9T4,and  say 
if  vou  know  of  any  machine  earlier  than  Sabin's  answering  said 
claims  ;  if  yea,  what  is  it?     State  what  you  know. 

''^  Answer. — I  find  in  the  model,  which  is  certified  under  the 
seal  of  the  Patent  OfSce  to  be  a  true  copy  of  that  pertaining  to 
the  application  of  G.  M.  Milligan,  filed  in  the  Patent  Office,  of 
7th  August,  1848,  and  rejected  on  the  21st  of  September,  1848, 
metallic  spring  rake-teeth,  and  handles  attached  to  a  bar  which 
constitutes  the  head  of  the  rake,  and  is  hinged  to  the  frame  of 
the  implement.  I  find  that  these  handles  are  adapted,  and  man- 
ifestly designed,  to  enable  the  operator,  at  will,  to  exert  a  down- 
ward pressure  on  the  teeth  to  hold  them  to  their  work." 

That  is  not  the  contrivance  of  the  Sabin  model.  That  of  the 
Sabin  model  is  an  independent  pressure-bar. 

^^  I  further  find  that  the  metallic  spring  teeth,  in  this  model, 
have  a  spring  action  within  themselves  from  their  gathering 
points  to  the  points  at  which  the  downward  pressure  is  applied 
to  them  at  the  will  of  the  operator.  I  therefore  regard  this 
Milligan  model  as  illustrating  all  the  points  covered  by  the  first 
claim  in  No.  1914. 
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^'  I  also  find,  in  the  certified  copies  of  letters  patent  granted  to 
Charles  Carlisle,  on  15th  May,  1847,  ^  representation  of  a  rake 
having  metallic  spring  teeth,  and  a  means  of  applying  downward 
pressure  to  the  teeth  at  the  will  of  the  operator,  and  that  these 
teeth  have  an  elasticity  or  spring  action  within  themselves  from 
their  gathering  points  to  the  points  at  which  the  downward 
pressure  is  applied,  except " — 

Here  is  an  exception  that  kills  the  whole : 

^^Excipt  that  their  gathering  points  are  made  of  short  pieces  of 
wood,  to  admit  of  ready  repair  when  worn  or  otherwise  injured." 

That  needs  no  comment ;  that  destroys  itself. 

^'  I  also  find,  in  the  certified  copy  of  letters  patent  granted  to 
Eli  Saunders,  on  the  24th  October,  1848,  a  representation  and 
description  of  means  for  applying  downward  pressure,  at  the  will 
of  the  operator,  to  metallic  spring  rake-teeth,  to  hold  them  to 
their  work;  and  that  the  metallic  rake-teeth  here  represented 
have  a  spring  action  within  themselves  from  the  gathering  points 
to  the  points  at  which  the  pressure  is  applied.  I  am,  therefore,  of 
the  opinion  that  the  said  patent  of  Eli  Saunders  is  a  full  anticipa- 
tion of  the  invention  covered  by  the  first  claim  in  No.  1914/' 

Then,  as  regards  Reed's  machine : 

'^I  hold  in  my  hand  a  certified  duplicate  of  model  of  T.  B. 
Reed's  application,  filed  with  the  Patent  Office  on  January  i, 
1850,  and  rejected  March  6,  1850,  and  also  certified  copies 
of  the  drawings  and  specifications.  The  said  model  has  rake- 
teeth  which  are  springs  within  themselves,  and  are  hinged  or 
articulated  upon  a  common  axis;  it  also  has  a  pressure  con- 
trivance, under  the  control  of  the  operator,  by  which  the  said 
teeth  are  held  down  to  their  work.  Inasmuch  as  the  second 
claim  of  No.  1914  does  not  require  that  the  elasticity  of  the 
teeth  shall  extend  to  the  point  where  the  downward  pressure  is 
applied,  I  regard  the  invention  shown  and  described  by  Reed  as 
a  substantial  anticipation  of  that  covered  by  the  second  claim  in 
No.  1914." 

Let  us  see,  now,  what  this  gentleman  says  upon  the  cross- 
examination  : 

"  Fifteenth  Cross- Interrogatory. — Are  not  the  teeth  in  the  Mil- 
ligan  rake  attached  to  a  bar  or  block,  as  teeth  are  attached  to  a 
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common  rake,  save  in  the  particular  mode  of  attachment  and 
the  shape  of  the  teeth  ? 

"  Answer. — I  dech'ne  to  answer  the  question,  because  I  think 
that  the  mode  of  attaching  and  the  form  of  the  teeth  are  of  the 
essence  of  the  question. 

^1^^  ^^^  ^J#  V|^^  ^M^  ^^^  ^^^ 

^J*  ^^b  ^^  ^^  ^^fc  ^^^  ^^^ 

"  Seventeenth  Cross- Interrogatory. — Does  not  Milligan's  model, 
therefore,  represent,  save  in  the  mode  of  attaching  the  teeth,  and 
their  shape,  and  the  handles,  a  common  rake-head  attached  by 
hinges  to  the  carriage  represented  ? 

^'^^  Answer. — I  think  it  does. 

"  Eighteenth  Cross-Interrogatory. — Is  not  the  Milligan  machine 
without  an  axle-tree  or  wheels,  and  supposed  to  go  on  runners? 

^^  Answer. — It  is. 

"  Nineteenth  Cross- Interrogatory. — Is  there  any  pressure  applied 
on  the  teeth,  between  their  insertion  in  the  rake-head  and  their 
gathering  points,  in  the  Milligan  machine  ? 

^^ Answer. — Yes  -,  the  insertion  of  the  teeth  is  at  the  forward 
edge,  and  the  downward  pressure  is  applied  through  the  rear  edge 
of  the  flat  rake-head." 

The  difference  clearly  appears  there.  There  is  no  independ- 
ent pressure-bar.  The  pressure  is  applied  through  the  head  of 
the  rake. 

"  Twentieth  Cross-Interrogatory. — Is  not  the  entire  pressure  ap- 
plied due  to  the  movement  of  the  rake-head  ? 

^^  Answern. — It  is. 

"  Twenty-first  Interrogatory. — Look  at  the  drawing  of  the  Car- 
lisle patent,  and  say  whether  the  teeth  are  not  attached  firmly  to 
a  head  G,  figure  i,  and  whether  the  handles,  by  which  down- 
ward pressure  is  given  to  said  teeth,  are  not  also  attached  to  said 
rake-head ;  and  whether  the  pressure  on  the  teeth  is  not  due  to 
the  action  of  the  handles  on  the  rake-head. 

^^  Answer. — I  answer  in  the  affirmative. 

*^^  ^^  ^0  ^0  *J^  ^^f 

^^  ^^  ^»  ^^  ^I*  ^^ 

''  Thirty-fourth  Cross- Interrogatory. — Look,  now,  at  the  Lan- 
dreth  model,  and  say  whether  the  metallic  teeth  there  represented 
are  not  placed  edgewise,  and  not  flatwise  of  the  metal. 

^^^ Answer. — They  are ;  but  their  form  is  such  as  to  give  them 
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considerable  elasticity,  and  meet  the  requirements  of  flexibility 
and  strength  with  the  greatest  economy  of  materials. 

^'^^  Thirty 'fifth  Cross- Interrogatory, — Are  you  aware  of  any  hay- 
rakes  that  have  ever  been  built  upon  the  Landreth  model  ? 

"  Answer, — I  am  not. 

'*  Thirty-sixth  Cross- Interrogatory, — Have  you  ever  seen  Lan- 
dreth's  machine  in  operation  ? 

*'  Answer, — I  have  not." 

Now  what  says  the  witness,  Mr.  Renwick  ?  He  says,  in  his 
testimony : 

"  For  the  greater  part  of  the  last  seventeen  years  I  have  been 
engaged  in  my  present  occupation  "  [that  is,  the  procurement  of 
patents],  "  and  during  that  period  have  made  numerous  investi- 
gations into  the  history  of  the  useful  arts,  as  found  in  books  and 
patents.*' 

He  very  fully  describes  the  invention  of  Sabin,  as  set  forth  in 
the  reissued  patents,  and  is  then  asked,  page  6 : 

"  Interrogatory, — Have  you  examined  the  specification  of  an 
English  patent,  copied  from  the  records  of  English  patents,  in 
the  Patent  Office  at  Washington,  granted  to  Henry  Smith,  July 
3,  1844,  ^^^  hand  and  horse-rakes,  and  machinery  for  cutting 
vegetable  substances.  No.  10,241  ?  And  do  you,  or  not,  find 
described  therein  the  inventions,  or  either  of  them,  described 
and  claimed  in  the  reissued  patents,  or  either  of  them,  Nos.  1914 
and  I9I5>  already  referred  to?     State  particularly. 

^'^ Answer, — I  have  examined  what  purports  to  be  a  certified 
Patent  Office  copy  of  the  specification  and  drawing  of  the  patent 
granted  to  Henry  Smith,  July  3,  1844,  No.  10,241.  I  do 
not  find  therein  the  inventions  described  and  claimed  in  the 
reissued  letters  patent,  Nos.  1914  and  1915,  nor  either  of  said 


inventions." 


The  witness  goes  on  to  state  the  claim  and  description  of  the 
Smith  patent. 

The  conclusion  to  which  I  am  led  by  the  examination  of  these 
models,  and  a  thorough  reading  of  these  patents,  is,  that  none  of 
them  embrace  Sabin's  invention  of  1850;  that  is,  the  combina- 
tion shown  and  claimed  in  the  reissue. 

But  another  point  made  in  the  second  defense  is  the  want  of 
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Utility.  Now,  all  that  the  law  requires  is,  that  the  invention  shall 
not  be  frivolous  or  dangerous.  It  does  not  require  any  degree  of 
utility ;  it  does  not  exact  that  the  subject  of  the  patent  shall  be 
better  than  anything  invented  before,  or  that  shall  come  after. 
The  invention  shall  not  be  frivolous ;  if  it  is  useful  at  all,  that 
[suffices.  /  fVhitney  et  aL  v.  Emmett  et  aL  Baldw.  C.  C.  Rep. 
309;  fFilbur  V.  Beecherj  2  Blatch.  137  ;  McCormick  v.  Mantiy^ 
6  McLean,  556 ;  Earle  v.  Sawyer^  4  Mason,  6. 

The  third  defense  is  the  denial  of  infringement.  The  defendant 
says,  in  his  answer,  that  admitting  that  the  invention  of  Sabin, 
in  1850,  was  new,  original,  and. useful,  he,  the  defendant,  has 
not  infringed  it. 

To  judge  of  that  question  I  think  it  only  requires  an  inspection 
of  the  model.  Here  [in  the  model,  "No.  3,''  representing  the 
machine  sold  by  defendant]  are  the  pressure-bar  and  an  elastic 
metallic  tooth  ;  and  there  are  separate  articulation  and  eye-bear- 
ings. Here,  then,  is  the  combination.  The  only  point  in  which 
the  model  differs  from  that  of  Sabin's  machine  ["  No.  2  "]  is  that 
the  pressure  in  the  Sabin  machine  is  produced  by  the  hand  of 
the  operator,  which  causes  the  movement  of  the  pressure-bar ; 
whereas,  in  the  defendant's,  the  effect  is  produced  by  the  pressure 
of  the  driver's  foot,  or  by  raising  the  lever.  But  the  same  com- 
bination exists  ;  the  combination  of  the  pressure-bar,  the  metallic 
spring  teeth,  and  the  separate  articulation  on  the  axis.  What  is 
the  difference  ?  Only  that,  in  the  defendant's  machine,  the  teeth 
articulate  upon  an  axis  placed  over  the  axle  of  the  moving  hay- 
rake,  the  machinery  to  which  the  horse  is  attached,  and  that 
instead  of  the  operator  pressing  the  bar  down  or  up,  as  the  case 
may  be,  by  his  hand,  he  does  it  by  his  foot.  Is  that  a  substantial 
difference  i     What  is  the  rule  of  law  upon  the  subject  ? 

The  Supreme  Court,  in  Burr  v.  Duryee^  i  Wall.  573,  lay  down 
the  rule,  as  it  bad  been  before  declared,  adopting  the  language  of 
Curtis  on  Patents,  page  333  ; 

"  If  the  invention  of  the  patentee  be  a  machine,  it  will  be 
infringed  by  a  machine  which  incorporates  in  its  structure  and 
operation  the  substance  of  the  invention  \  that  is,  by  an  arrange- 
ment of  mechanism  which  performs  the  same  service  or  produces 
the  same  effect  in  the  same  wav." 
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The  effect  here  to  be  produced  is  the  pressure  to  keep  the 
teeth  down  to  their  work,  and  the  separately  articulating  action 
by  which  the  teeth,  when  meeting  an  obstruction  presented  to 
one  alone,  or  to  two,  are  enabled  independently  to  rise  over  the 
obstacle  without  lifting  up  the  rest  of  the  teeth. 

There  is  also  a  difference  in  another  particular,  viz:  that  in  the 
defendant's  machine  the  tooth,  after  being  lifted  to  a  certain 
height,  strikes  an  obstruction,  above  which  it  can  only  go  by  all 
the  other  teeth  being  taken  up.  The  teeth  are  thus  confined ; 
but  up  to  that  limit  they  play  in  exactly  the  same  manner.  Each 
tooth  can  rise  over  an  obstacle,  meeting  it  separately  in  the 
same  way  as  in  the  complainant's  model ;  and  the  pressure-bar 
is  applied  to  the  tooth  in  the  same  way — in  one  case  by  the  hand 
of  the  operator,  in  the  other  by  the  driver;  in  the  Sabin  machine 
the  operator  walks  behind  and  the  horse  is  driven  in  front ;  in 
Pratt's  model  he  sits  on  a  carriage  and  drives  and  works  the 
pressure  contrivance  by  his  foot  or  by  his  right  hand,  whenever 
he  wishes  to  lift  up  the  rake  and  drop  the  hay  accumulated. 
There  are  two  bars,  one  raising  up  the  rake  and  the  other  press- 
ing it  down.  But  here  exists  the  same  combination,  that  of  the 
metallic  spring  rake-tooth,  having  a  spring  in  itself,  from  its 
gathering  end  to  its  connection  with  the  axis,  with  a  pressure-bar 
and  separate  articulation  of  the  teeth  upon  the  axis,  by  means  of 
which  each  individual  tooth  is  lifted  to  meet  an  obstruction,  and 
is  enabled  thus  to  take  care  of  itself.  Mr.  Renwick*s  testimony 
on  the  subject  is  found  on  page  3 : 

"  Interrogatory. — Look  at  the  model  now  shown  you,  marked 
'  Frederick  Pinkney,  No.  3,'  and  say  whether  it  exhibits,  in  prin- 
ciple and  mode  of  operation,  the  invention  described  in  Nos. 
1,914  and  1,915  respectively,  or  either  of  them  ;  and  if  yea, 
please  describe  particularly  wherein  the  correspondence  with  or 
diversity  consists. 

*'  Answir. — In  my  opinion  it  does.  The  model,  '  Exhibt  No. 
3,'  corresponds  substantially  with  the  improvement  recited  in 
the  first  claim  of  reissued  letters  patent  No.  1,914,  in  the  re- 
spect that  the  said  model  contains  a  pressure-frame  so  constructed 
and  arranged  that  the  operator  can,  by  means  of  it,  apply  pressure  to 
metallic  spring  rake-teeth ;  also,  in  the  respect  that  the  said  model 
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contains  spring  rake-teeth  so  constructed  as  to  have  a  spring 
action  within  themselves  from  their  gathering  ends  to  the  point 
where  the  pressure  is  applied,  for  the  purpose  of  holding  them 
down  to  their  work. 

^^^  ^^^  ^^^  ^^^  ^^^  ^^^ 

^^The  said  model  is  also  substantially  like  the  improvement 
recited  in  the  second  claim  of  the  said  patent  No.  1,914,  in  the 
respect  that,  in  addition  to  having  a  pressure-frame  and  spring 
rake-teeth,  which  have  the  peculiarities  above  mentioned,  the 
rake-teeth  are  also  joined  or  articulated,  independently  of  each 
other,  to  the  frame  work  of  the  machine,  so  that  any  one  rake- 
tooth  can  rise  or  descend  by  moving  upon  its  joint,  independently 
of  and  without  affecting  the  remaining  rake-teeth.  The  model 
No.  3  contains  substantially  the  improvements  recited  in  the 
claim  of  the  reissued  patent  No.  1,915,  because  it  has  a  series  of 
rake-teeth  which  are  fixed  in  a  secure  manner  to  tubular  laterally 
bracing  and  vertically  supporting  bearings,  in  such  manner  that 
the  forward  parts  of  the  teeth  are  attached  tangentially  to  the 
bearings,  and  are  sustained  directly  upon  the  axial  rod  of  said 
bearings,  so  that  each  tooth,  from  the  point  of  attachment  to  the 
tubular  bearings  to  its  gathering  end,  is  a  spring." 

I  need  only  refer,  further,  to  the  testimony  of  Mr.  Knight, 
the  defendant's  expert,  as  found  on  page  58 : 

''  Thirteenth  Cross- Interrogatory, — Look,  now,  at  the  model  of 
the  defendant's  rake,  and  say  whether  it  does  not  comply  with 
the  claim  of  No.  1,915  in  all  particulars. 

"  Answer, — It  does." 

I  do  not  consider,  upon  an  examination  of  the  models  and  the 
testimony,  that  there  exists  any  substantial  difference  between 
these  two  models ;  in  other  words,  the  model  of  the  defendant, 
while  it  embraces  something  more,  does  substantially  embrace, 
so  far  as  it  goes,  the  combination  which  was  patented  in  Reissues 
Nos.  1,914  and  1,915*  I  have,  therefore,  no  doubt  as  to  the 
question  of  infringement.  I  found  no  difficulty  in  arriving  at 
this  conclusion. 

The  fourth  defense  is  that  Sabin's  patent  had  been  surrendered 
to  the  public  by  the  inventor  never  having  made  any  machines 
or  sold  any  rights  under  it.    For  the  law  upon  this  subject  I  refer 
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to  fVyeth  V.  Stone y  I  Story,  282  ;  Stimpson  v.  The  Westchester  R. 
R.  Co, J  4  How.  380  ;  Battin  etaL  v.  Taggari  et  aLy  17  How.  84. 
The  defense  charges  an  abandonment  of  the  original  patent. 
The  reissued  patents,  unless  fraud  upon  the  Patent  Office  be 
proved  (and  it  must  be  proved,  never  inferred),  are  prima  facie 
evidence  that  there  was  no  such  abandonment. 

Says  Judge  McLean,  in  Battin  et  aL  v.  Taggart  et  al.^  at  the 
close  of  his  remarks,  page  85  : 

''  The  jury  are  also  to  judge  of  the  novelty  of  the  invention, 
and  whether  the  renewed  patent  is  for  the  same  invention  as  the 
original  patent ;  and  they  are  to  determine  whether  the  invention 
has  been  abandoned  to  the  public.  There  are  other  questions  of 
fact  which  come  within  the  province  of  a  jury,  such  as  the  iden- 
tity of  the  machine  used  by  the  defendant  with  that  of  the  plain- 
tiffs, or  whether  they  have  been  constructed  and  act  on  the  same 
principle." 

The  reissued  patents  standing  as  prima  facie  evidence  of  every 
fact  necessary  to  bring  them  within  the  provisions  of  the  statute, 
the  burden  of  proof  is  on  the  defendant  to  show  an  abandon- 
ment, or  that  any  surrender  to  the  public  of  the  patent  had 
taken  place.  There  is  no  evidence  in  this  case  to  show  such 
surrender.  There  is  no  evidence  to  show  that  the  inventor  ever 
stood  by  and  permitted  others  to  make  hay-rakes  according  to  his 
patent  without  any  claim  or  opposition.  But,  on  the  other  hand, 
the  evidence  is  that  within  two  years  after  Mr.  Sabin  obtained  his 
patent  he  died.  That  is  all  set  forth  in  the  application  for  the  re- 
newal, as  is  shown  by  the  file-wrapper.  Sabin  was  a  poor  man, 
and  probably  had  not  the  means  to  start  his  invention  into  practical 
operation  and  set  it  before  the  public ;  and  before  he  could  per- 
fect any  of  his  machines  the  man  died,  and  died,  too,  in  indi- 
gent circumstances,  as  is  shown  by  the  testimony  upon  his  widow's 
application.  There  is,  therefore,  nothing  to  show  a  surrender 
to  the  public  of  the  original  patent,  no  abandonment.  An  entire 
abandonment  must  be  shown. 

The  fifth  defense  is  that  which  denies  that  Reissue  No.  1,915 
contains  any  patentable  novelty.  I  have  already  disposed  of  that 
question.  I  have  no  doubt  that  it  is  not  open  here.  See  Law's 
Dig.  617;   O^Reilly  et  aL  v.  Morse  et  tf/.,  15  How.  112  ;  Battin 
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et  aL  V.  Taggart  et  al.^  17  How.  82,  83,  which  is  a  case  I  have 
before  referred  to  as  showing  that  that  question  is  concluded  by 
the  action  of  the  Commissioner  after  an  examination. 

The  sixth  and  last  defense  is,  that  the  assignment  by  Mrs. 
Sabin  to  Mason,  Fenwick  &  Lawrence,  when  they  were  acting 
as  the  defendant's  attorneys,  inures  to  his  benefit.  I  think  I 
have  disposed  of  that  point  by  the  examination  of  the  question  of 
fraud,  the  first  defense  taken.  If  Mason,  Fenwick,  &  Law- 
rence were  not  the  defendant's  general  counsel,  but  were  acting 
for  him  only  for  a  specific  purpose,  and  procured  for  him,  as  the 
evidence  on  both  sides  shows  they  did,  all  that  he  had  a  right  to 
claim,  that  defense  is  disposed  of. 

A  good  deal  has  been  said  in  the  argument,  and  it  is  referred 
to  in  the  answer  also,  as  to  the  course  pursued  by  the  firm  of 
Mason  &  Fenwick  Lawrence,  in  obtaining  an  assignment  of 
the  rights  of  Mrs.  Sabin  before  she  applied  for  a  renewal. 
There  is  nobody  here  to  complain  of  that  that  has  any  right  to 
complain.  Mrs.  Sabin  is  not  here  complaining  that  a  fraud  was 
practiced  upon  her,  and  that  she  was  induced  to  sell  out  her  hus- 
band's right  for  much  less  than  its  value.  The  Government  is 
not  here  complaining  that  a  fraud  was  committed  upon  it.  It  is 
every  day's  practice  for  a  party  to  sell  his  right  before  he  obtains 
his  patent ;  and  contracts  of  that  kind  have  been  enforced  and 
will  be  enforced.  A  party  can  sell  his  inchoate  right  to  a  patent  i 
this  party  can,  therefore,  sell  her  inchoate  right  to  a  renewal. 
And  in  looking  at  the  circumstances  of  the  case,  to  the  fact  that 
Mr.  Sabin  had  obtained  so  long  ago  as  1850  a  patent  containing 
a  valuable  principle,  the  value  of  which  was  discovered  by  these 
gentlemen  in  Washington,  and  that  it  had  lain  idle  and  unprofit- 
able to  the  widow  during  all  the  interval,  I  think  she  ought, 
instead  of  complaining,  to  be  very  grateful  that  she  had  the 
expenses  of  the  extension  paid  and  received  five  hundred  dollars 
besides.  These  gentlemen  had  to  take  the  risk  of  putting  this 
patent  in  operation.  They  saw  that  the  original  patent  was  de- 
fective \  that  they  would  have  to  apply  for  reissues,  so  that  they 
might  have  granted  to  them  specially  what  was  shown  by  the 
model  and  drawings  of  Sabin,  but  not  by  his  claim ;  and  then, 
after  obtaining  the  extension  and  their  reissued  patents,  they  had 
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to  go  through  such  an  ordeal  as  we  have  witnessed  here,  where 
they  have  been  assailed  by  ingenious  counsel  fully  bent  upon 
showing  that  their  reissue  was  worthless,  and  that  they  got 
nothing  by  their  bargain.  I  do  not  think,  therefore,  that  Mrs. 
Sabin  had  any  right  to  complain.  But  whether  she  had  or  not, 
she  is  not  here  to  complain.  The  transaction,  so  far  as  the  Court 
judges  from  the  evidence,  was  fair.  She  accepted  what  these 
gentlemen  gave  her,  and  was  willing,  as  it  appears,  to  take  any- 
thing at  all,  and  certainly  to  release,  for  five  hundred  dollars, 
what  she  did  not  know  to  be  of  any  value  whatever. 

Mr.  Schley. — The  last  point,  to  which  your  Honor  did  not 
refer,  was  that  there  was  no  assignment  from  Mrs.  Sabin  to 
these  gentlemen. 

The  Court. — That  question  is  concluded  and  closed  by  the 
reissued  patents. 

Mr.  Schley. — The  file-wrapper  shows  there  was  no  assign- 
ment there.  ^^>^ 

The  Court. — ^The  reissued  patents  recite  that  the  patent  was 
assigned,  and  therefore  conclude  the  question,  leaving  open  only 
those  of  fraud,  and  of  the  identity  of  the  reissued  patents,  with 
the  original  invention.  I  have  examined  that  question.  These 
reissued  patents  are  prima  facie  evidence  that  they  were  lawfully 
granted,  and  that  these  parties  had  the  right  to  the  reissue. 
They  furnish  prima  facie  evidence  that  everything  necessary  to 
justify  the  Commissioner  in  granting  the  reissue  had  been  pro- 
duced before  the  grant  was  made.    ) 

Taking  the  view  that  I  have  of  the  case,  I  will  issue  an 
injunction  *,  and  if  the  parties  ask  it,  I  will  o.rder  an  account  to 
be  taken. 


/ 


A  perpetual  injunction  will  be  granted. 
31 
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Henry  B.  Goodyear,  Administrator  of  Nelson 
Goodyear,  Deceased,  and  Samuel  A.  Duncan 

vs. 

Thomas  G.  Wait.     In  Equity. 

The  patent  granted  to  Henry  B.  Goodyear  as  administrator  of  Nelson  Goodyear,  May  6, 
1851,  is  for  an  improvement  in  ttie  process  of  Charles  Goodyear  in  preparing  India 
rubber,  as  patented  to  him  June  15,  1844. 

The  improvement  consists  in  thoroughly  mixing  the  rubber  with  sulphur  in  the  propor- 
tion of  four  ounces  to  a  pound  of  sulphur  to  a  pound  of  rubber,and  then  subjecting 
the  same  to  a  high  degree  of  heat,  as  in  the  vulcanizing  process  of  Charla  Good- 
year, until  the  compound  shall  have  acquired  the  hard  and  tough  property  found  in 
ivory,  bone,  tortoise  shell,  and  horn,  and  the  spring-like  property  under  flexure  found 
in  whalebone. 

It  must  be  admitted,  as  a  general  proposition,  that  a  new  process  producing  a  useful  result 
or  product  is  patentable ;  and,  further,  that  a  new  composition  of  matter  or  sub- 
stance, which  is  useful,  is  also  patentable. 

The  inventor  is  entitled  to  separate  claims  for  the  process  and  the  product  which  it  pro- 
duces, and  while  such  claims  may  properly  be  embraced  in  one  patent,  it  is  a  matter 
within  the  discretion  of  the  Commissioner  so  to  include  them,  or  to  issue  separate 
patents  for  each. 

The  description  of  Nelson  Goodyear*s  invention  must  be  read  in  the  light  derived  from 
the  knowledge  that  existed  of  the  Charles  Goodyear  patent,  his  process,  and  the 
practical  use  of  the  same. 

Where  the  patentee  describes  the  proportions  of  his  mixture  as  **  about  from  four  ounces 
to  a  pound  of  sulphur  to  a  pound  of  rubber:  Held:  That  this  was  equivalent  to  a 
statement  that  any  proportion  of  sulphur  between  four  ounces  and  a  pound  to  a 
pound  of  rubber,  properly  mixed  and  subjected  to  the  required  heat,  will  produce 
the  substance. 

If  it  could  be  shown  that  the  mixture,  as  described,  when  properly  reduced  to  practice 
Ailed  to  produce  the  article,  the  patent  could  not  be  upheld. 

If  an  exact  and  fixed  proportion  was  given  and  the  inventor  confined  to  it,  the  patent 
would  not  be  worth  the  paper  on  which  it  was  written. 

The  specifications  of  the  Nelson  Goodyear  patents  are  sufliciently  clear  and  exact  to  enable 
a  workman  of  ordinary  skill  to  make  the  hard  rubber  without  experiment  or  further 
invention. 

The  application  of  hard  rubber  or  vulcanite  for  dental  purposes  has  not  been  abandoned 
or  dedicated  to  the  public  by  the  patentee  or  those  claiming  under  him. 

(Before  Nelson,  J.,  Southern  District  of  New  York,  August,  1867.) 
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This  wa5;  a  bill  in  equity,  filed  to  restrain  the  defendant  from 
infringing  letters  patent  for  an  ^improvement  in  the  manufac- 
ture of  India  rubber,"  granted  to  Nelson  Goodyear,  May  6, 
1 85 1,  reissued  in  two  divisions  numbered  556  and  557,  May  18, 
1858,  and  extended  for  seven  years  from  May  6, 1865,  to  Henry 
B.  Goodyear,  administrator  of  Nelson  Goodyear,  deceased. 

The  defendant  was  charged  with  infringing  the  patent  in  the 
manufacture  and  sale  of  plates  for  artificial  teeth,  substantially  as 
in  the  case  of  Goodyear  v.  Hills^  p.  134. 

The  facts  sufficiently  appear  in  the  opinion  of  the  Court. 

C.  F.  Blake ^  C,  M.  Keller ^  and  E.  W.  Stougbton^  for  com- 
plainants. 

S,  D.  Law^  and  G.  T,  Curtis^  for  defendant. 

Nelson,  J. 

The  bill  is  filed  in  this  case  to  restrain  the  defendant  from  an 
infringement  of  the  invention  of  Nelson  Goodyear  in  the  manu- 
facture of  hard  rubber  or  vulcanite.  The  patent  is  for  an  im- 
provement in  the  process  of  Charles  Goodyear  in  preparing  India 
rubber  (see  his  patent  reissued  December,  1849,  ^^  ^^^  surrender 
of  one  bearing  date  June,  1844).  The  improvement  consists  in 
thoroughly  mixing  the  rubber  with  sulphur  in  the  proportion  of 
four  ounces  to  a  pound  of  sulphur  to  a  pound  of  rubber,  and 
then  subjecting  the  same  to  a  high  degree  of  beat,  as  in  the  vulcan- 
izing process  of  the  said  Charles  Goodyear,  until  the  compound 
shall  have  acquired  the  required  hard  and  tough  property  found 
in  ivory,  bone,  tortoise  shell,  and  horn,  and  the  spring-like  prop- 
erty under  flexure  found  in  whalebone.  The  degree  of  heat 
suggested  is  not  less  than  from  260°  to  275°  of  Fahrenheit's 
scale,  in  a  steam  or  other  heater,  and  kept  there  about  six  hours 
or  more,  that  is,  until  the  compound  substance  has  obtained  the 
required  degree  of  hardness.  The  first  patent  to  N.  Goodyear 
was  issued  May  6,  1851,  and  surrendered  and  reissued  May  10, 
1858,  for  a  defective  specification.  On  the  surrender,  two 
patents  were  issued,  one  for  the  process,  and  the  other  for  the 
product  or  new  manufacture. 
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The  defendant  is  charged  with  having  been  engaged  in  making, 
using,  and  selling  a  large  amount  of  the  hard  rubber,  such  as  is 
described  in  the  patents,  for  dental  purposes ;  that  is,  in  the  man- 
ufacture of  plates  for  artificial  teeth,  and  in  the  sale  of  the  same, 
made  partly  with  and  from  the  rubber  aforesaid. 

The  first  objection  taken  to  the  patents  is,  that  they  are  void 
for  want  of  authority  in  the  Commissioner  to  issue  them.  It  rests 
mainly  on  the  ground  that  the  process  and  the  product,  which 
were  described  in  the  original  patent,  both  being  new,  constituted 
but  one  invention,  and  that  the  claim  for  either  in  a  patent  would 
protect  the  exclusive  right  to  both.  The  argument  is  certainly 
ingenious,  and,  in  connection  with  the  decision  of  Judge  Grier  in 
the  case  of  Goodyear  v.  The  Railroads^  2  Wall.  Jr.  360,  is  entitled 
to  consideration.  It  was  there  held,  at  the  Circuit,  that  the  new 
process  of  Charles  Goodyear  in  vulcanizing  India  rubber,  em- 
braced the  new  product,  and  that  the  claim  for  the  former  pro- 
tected the  latter ;  and  it  is  insisted,  on  the  part  of  the  learned 
counsel,  that  the  rule  applies  e  converso^  and  that  the  claim  for 
the  product  will  cover  and  protect  the  process;  and  as  the  claim 
in  the  original  patent  was  for  the  product,  which  covered  and 
embraced  within  it  the  process,  there  could  be  no  necessity  for 
the  surrender  and  reissue  of  the  two  patents.  We  think  the  counsel 
mistaken  in  supposing  the  original  patent  claimed  the  product  or 
substance;  it  was  ^^for  combining  India  rubber  and  sulphur,  etc., 
for  making  a  hard  and  inflexible  substance,  etc.,  substantially  as 
herein  set  forth."  A  claim,  we  are  strongly  inclined  to  think, 
for  a  process  instead  of  the  product.  But  this  does  not  affect 
the  force  of  the  argument,  which  is,  that  either  claim  excludes 
the  other. 

But  the  answer  to  this  view  seems  to  us  conclusive.  It  must 
be  admitted  as  a  general  proposition,  that  a  new  process  producing 
a  useful  result,  or  product,  is  patentable ;  and  further,  that  a  new 
composition  of  matter  or  substance  which  is  useful  is  also  patent- 
able. Indeed,  it  is  conceded  that  the  rule  is  not  applicable  to 
the  case  of  a  new  process  producing  an  old  and  useful  result. 
There  the  process,  must  be  claimed,  for  the  result  or  product 
being  old  can  not  be.  But  it  is  insisted  that  it  is  otherwise  if 
the  product  be  new.     We  doubt  the  soundness  of  the  distinction. 
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and  must  hold  that  the  inventor  is  entitled  to  the  allowance  of 
both  claims  in  either  aspect.  As  it  respects  the  decision  in  the 
case  of  Goodyear  v.  The  Railroads^  we  have  reason  to  know  that 
Judge  Grier  felt  considerable  embarrassment  in  making  it,  from 
which  he  would  have  been  relieved  if  there  had  been  a  claim  for 
the  product  or  substance. 

As  to  the  separate  patents,  we  agree  that  both  claims  might 
properly  have  been  embraced  in  one.  But  this  question  is  one 
that  is  very  much  left,  and  reasonably  so,  to  the  good  sense  and 
discretion  of  the  Commissioner.  It  is  often  a  nice  one,  and 
occasions  frequent  embarrassment  to  the  Department,  as  we 
know  from  conversations  with  some  of  the  most  eminent  men 
who  have  filled  the  place. 

Our  conclusion  on  this  point  is  that  the  original  patent  was 
properly  surrendered  in  order  to  amend  the  claim,  and  that  the 
reissue  of  two  patents  is  unobjectionable. 

The  next  objection  is  that  the  patents  do  not  describe  the 
invention  in  such  full,  clear,  and  exact  terms  as  to  enable  any  one 
of  ordinary  skill  in  the  art  to  make  the  hard  rubber  without  ex- 
periments or  further  invention.  This  is  partly  a  question  of  law 
and  partly  of  fact.  First,  as  to  the  question  of  law.  It  must 
be  remembered  that  the  invention  in  question  is  an  improvement 
in  the  process  of  preparing  India  rubber,  described  in  the  patent 
of  Charles  Goodyear,  that  had  been  issued  as  earljf  as  1844,  ^ 
process  well  known  to  those  skilled  in  the  art  at  the  time  of  the 
issuing  of  the  original  patent  to  Nelson  Goodyear  in  185 1,  and 
the  two  in  1858  to  Henry  B.  Goodyear  and  others.  The  main 
difference  between  Charles  Goodyear's  patent  and  these  consists 
in  the  different  proportions  of  the  mixture  of  rubber  and  sulphur. 
This  new  mixture  by  Nelson  Goodyear,  when  vulcanized,  pro- 
duced a  new  substance  not  only  distinct  from  that  of  Charles 
Goodyear,  but  applicable  to  entirely  different  and  distinct  uses 
and  purposes. 

Now,  the  description  must  be  read  in  the  light  derived  from 
the  knowledge  that  existed  of  the  Charles  Goodyear  patent,  his 
process,  and  the  practical  use  of  the  same. 

In  Charles  Goodyear's  patent,  the  least  amount  of  sulphur 
mixed  with  the  India  rubber  that  would  be  sufficient  to  produce 
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vulcanization  was  regarded  as  the  best  proportion ;  hence,  the 
quantity  did  not  usually  exceed  one  ounce  of  sulphur  to  the 
pound  of  rubber.  This  produced  what  may  be  called  the  soft 
vulcanized  rubber,  when  compared  with  the  invention  in  question, 
and  best  answered  the  uses  and  purposes  to  which  that  was  ap- 
plied by  the  inventor.  Nelson  Goodyear  increased  the  proportion 
of  sulphur  and  produced  his  new  substance.  And  after  referring 
to  Charles  Goodyear's  invention,  and  the  improvement  desired, 
to  wit :  producing  the  article  of  hard  rubber,  he  declares  the  im- 
provement to  consist  ^^  in  thoroughly  mixing  India  rubber,  or 
other  vulcanizable  gum,  with  sulphur,  whether  with  or  without 
auxiliary  ingredients,  in  the  proportion  of  about  four  ounces  to  a 
pound  of  sulphur  to  a  pound  of  the  gum,  and  then  subjecting  the 
same  to  a  high  degree  of  artificial  heat,  as  in  the  vulcanizing  pro- 
cess of  Charles  Goodyear,  until  the  compound  shall  have  acquired 
the  required  hard  and  tough  property,"  etc.  The  range  of  heat 
given  in  the  Charles  Goodyear  patent  is  from  212^  to  350°,  but 
for  the  best  effect  approaching  as  near  as  may  be  to  270®.  .  The 
range  given  by  Nelson  Goodyear,  in  another  part  of  his  patent, 
is  not  less  than  260°  or  275°  of  Fahrenheit.  He  also  states 
that  much  latitude  may  be  taken  in  the  proportional  quantity  of 
sulphur,  but  that  a  proportion  much  less  than  four  ounces  to  the 
pound  of  rubber  would  fail  to  produce  the  new  substance. 

This  question  is  not  a  new  one  in  court ;  it  was  very  fully 
considered  in  a  case  pending  on  the  same  patents  between  Good- 
year and  Poppenhusen  v.  The  N,  T.  Gutta  Percha  and  India  Rubber 
Vulcanite  Co.  and  others^  decided  in  October,  1862,  and  it  was 
there  held  that  the  descriptions  in  the  patents,  both  as  respects 
the  proportion  of  sulphur  and  rubber,  and  as  to  the  degree  of 
heat  to  which  the  compound  was  to  be  subjected  in  order  to 
produce  the  new  substance,  was  sufficiently  full  and  certain 
within  the  requirements  of  the  patent  law.  The  same  question 
had  been  decided  in  the  same  way  previously,  in  the  cases  pending 

on  the  Charles  Goodyear  patent  of  1849.  ^^  ^^  "°^  intend  to 
go  over  the  argument  again  that  led  us  to  the  conclusion  then 
arrived  at,  but  will  add  that  the  proofs  in  the  present  case,  in 
our  judgment,  confirm  the  correctness  of  the  former  decisions, 
as  already  stated.      The  proportions  of  the  mixture  are  about 
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from  four  ounces  to  a  pound  of  sulphur  to  a  pound  of  rubber, 
which  we  understand  as  meaning  any  proportion  of  sulphur  be- 
tween four  ounces  and  a  pound  to  a  pound  of  rubber,  properly 
mixed  and  subjected  to  the  required  heat,  will  produce  the  sub- 
stance. What  uncertainty  is  there  in  this,  or  necessity  of  exper- 
imenting, on  the  part  of  a  person  of  ordinary  skill  in  the  art,  to 
make  the  compound  ?  The  inventive  faculty  is  exhausted  in  the 
directions  given  to  make  the  article.  All  the  work  that  remains 
to  be  done  is  that  by  the  hand  of  the  skillful  workman.  We 
agree,  if  it  could  be  shown  that  the  mixture,  as  described,  when 
properly  reduced  to  practice,  failed  to  produce  the  article,  the 
patent  could  not  be  upheld.  But  that  is  a  different  question  from 
the  one  here  presented,  namely,  whether  the  description  is  suf- 
ficiently clear  and  certain. 

We  have  said  the  proofs  in  this  case  tend  to  confirm  our  con- 
clusion on  this  point  when  the  patents  were  formerly  before  us. 
It  appears  that  the  proportions  of  the  ingredients  composing  the 
compound  put  on  the  market  by  the  proprietors  of  these  patents 
for  dental  purposes,  were  twelve  parts  in  weight  of  rubber  and 
six  of  sulphur,  with  nine  of  vermilion  as  coloring  matter.  Thou- 
sands of  pounds  per  annum  of  this  compound  have  been  sold  to 
dentists  throughout  the  United  States,  and  it  was  and  is  regarded 
by  them  as  the  best  article  in  the  market,  and  has  been  in  almost 
universal  use  since  its  application  to  dentistry.  It  is  the  article 
that  has  been  used  by  some  three  thousand  licensees,  as  well  as 
by  the  infringers,  perhaps  a  still  greater  number. 

One  of  the  leading  witnesses  of  the  defendant  thinks  the  best 
proportion  to  be  sixteen  ounces  of  rubber,  eight  and  a  half  of 
sulphur,  and  seven  of  vermilion,  nearly  the  proportions  used  by 
the  complainants.  Another,  Mr.  Starr,  a  dentist  of  twenty-four 
years'  standing,  and  familiar  with  the  use  of  hard  rubber  for  dental 
purposes  from  its  first  application,  thinks  a  quarter  of  a  pound  to 
a  pound  of  rubber,  with  nine  ounces  of  vermilion,  the  best. 
This  adopts  the  minimum  of  sulphur  given  in  the  patent.  An- 
other, Mr.  Wildman,  a  professor  in  a  college  of  dental  surgery, 
that  the  proportions  of  forty-eight  parts  of  rubber,  twenty-four  of 
sulphur,  with  thirty-six  of  vermilion  (which  reduced  would  be 
six  parts  of  sulphur,  twelve  of  rubber,  with  nine  of  vermilion). 
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This  agrees  with  the  complainants'  article  in  common  use,  and 
it  will  be  seen  that  in  every  instance  the  proportions  are  within 
the  limit  given  by  the  patentee.  It  seems  to  be  supposed  by 
many  of  the  experts  on  the  part  of  the  defendant,  that  because 
the  patentee  has  given  a  margin  in  the  proportion  of  sulphur,  it 
requires  invention — experiment,  as  they  call  it — to  find  the  exact 
proportions,  although  he  instructs  them  to  take  any  proportions 
within  the  limit  mentioned.  And  for  aught  that  appears  in  the 
evidence  to  the  contrary,  any  such  proportion  would  make  the 
article.  Most  of  the  experts  agree  that  the  proportions  may  be 
varied,  and  yet  a  good  article  be  produced,  which  shows  that  if 
an  exact  and  fixed  proportion  was  given,  and  the  inventor  con- 
fined to  it,  the  patent  would  not  be  worth  the  paper  on  which 
it  was  written.  The  same  observations  are  true  as  it  respects 
the  range  given  of  heat ;  and,  in  addition,  the  degree  or  prolonga- 
tion of  heat  will  oftentimes  depend  upon  the  thickness  or  bulk  of 
the  compound,  and  perhaps  the  amount  of  sulphur.  But  all 
this  difficulty  an  intelligent  workman  will  soon  overcome  in  the 
manufacture  of  the  article.  The  heat  is  to  be  applied  until  the 
compound  has  acquired  the  requisite  hardness.  But  we  do  not 
intend  to  pursue  this  point  of  the  case,  as  we  regard  it  concluded 
by  the  two  decisions  already  referred  to,  so  far  as  this  Court  is 
concerned.  As  it  respects  the  vermilion,  or  other  coloring  mat- 
ter, the  kind  and  quality  depends  on  the  taste  of  the  party  using 
the  compound,  no  definite  rule  could  be  given  ;  the  mixture  doe^ 
not  vary  the  substantial  uses  of  the  article. 

The  next  objection  to  the  patent  is,  that  so  far  as  respects 
application  of  this  compound  for  dental  purposes,  it  has  been 
dedicated  to  the  public. 

We  shall  not  enter  upon  the  legal  question,  which  was  so  fully 
and  ably  discussed  on  the  argument,  whether  or  not  such  a  dedi- 
cation could  be  made,  as,  upon  a  careful  perusal  of  all  the  proofs 
in  the  case,  we  are  satisfied  that  no  such  dedication,  in  point  of 
fact,  can  be  maintained. 

The  subject  of  the  application  of  the  compound  of  hard  rubber 
to  dental  purposes,  engaged  the  attention  of  the  proprietors  as 
early  as  1854-55,  and  afterward  in  i857-'58.  The  application 
for  these  purposes  had  become  so  far  perfected,  that  agencies 
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were  established  for  the  vulcanization  of  dental  plates,  in  the 
city  of  New  York  and  elsewhere,  and  public  notice  given  of 
the  same  to  the  profession. 

Infringements  immediately  commenced.  Among  the  first,  the 
firm  of  L.  E.  Christopher  &  Co.  A  suit  was  brought  against  it 
for  an  infringement  by  the  American  Hard  Rubber  Company, 
which  then  had  acquired  this  interest  in  the  patent ;  and  circulars 
were  issued  to  the  dentists,  notifying  them  of  the  infringement. 
The  defendants  sold  out  to  E.  A.  L.  Roberts,  and  left  the  city 
of  New  York,  where  they  had  resided.  A  suit  was  then  com- 
menced against  Roberts,  and  in  October,  1859,  an  injunction 
was  obtained  against  him.  Other  suits  were  also  brought  against 
infringers,  who  were  enjoined.  This  company,  besides  issuing 
numerous  circulars,  proposing  to  vulcanize  for  dentists  cases  of 
teeth,  issued  a  quarterly  publication  called  the  "Vulcanite," 
which  was  commenced  in  May,  1860,  and  ended  May,  1862. 
The  numbers  of  each  quarter  varied — some  as  high  as  six  thou- 
sand, and  as  low  as  two  thousand.  These  numbers  were  sent 
free  to  all  the  dentists  in  the  United  States,  whose  addresses 
could  be  procured,  and  to  all  the  dental  depots,  surgical  instru- 
ment manufacturers,  and  dental  colleges.  We  have  the  number 
for  May,  1862,  before  us;  among  other  things,  it  contains  a  list 
of  the  names  of  the  agents  of  the  company,  located  in  different 
parts  of  the  country,  with  notice  that  the  agents  will  furnish  the 
compound  to  the  licensees  only ;  also,  a  list  covering  some  five 
pages,  closely  printed,  of  licensees,  residing  in  most  of  the  States 
of  the  Union. 

The  company  also  put  into  the  market  the  compound  at 
various  dental  depots  in  many  parts  of  the  country,  especially 
in  the  principal  cities,  which  was  made  in  sheets  and  put  up  in 
paper  boxes,  each  box  containing  one  pound,  on  the  cover  of 
which  was  a  label,  upon  which,  among  other  things,  was  stated 
that  "this  gum  is  furnished  to  our  agents  and  others  on  the  ex- 
press condition  that  it  shall  be  sold  only  to  our  licensees.'^ 

The  company  further,  at  the  same  time,  employed  traveling 
agents,  who  visited  the  dentists  at  their  homes  for  the  purpose 
of  selling  rights  under  the  patent,  and  who  succeeded  in  selling 
some  three  thousand. 

32 
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It  is  proper  also  to  remark  that  nearly  all  of  the  compound 
used  by  dentists  in  the  city  of  New  York,  or  elsewhere,  was 
purchased  by  them  from  the  depots  of  the  company  in  boxes 
having  this  label  upon  them. 

The  defendant,  who  was  a  witness  in  his  own  behalf,  admits 
he  purchased  his  compound  in  boxes  at  S.  S.  White's  depot, 
which  was  put  up  by  the  American  Hard  Rubber  Company, 
and  contained  the  label  above  mentioned.  This  was  one  of  the 
company  depots.  He  admits,  also,  there  was  a  restriction  on  the 
sale,  but  that  he  could  always  procure  it,  though  not  a  licensee. 
He  further  admits  that  in  1864  he  was  called  on  to  take  out  a 
license — that  he  replied  that  there  was  great  dissatisfaction 
among  the  dentists  at  the  way  the  company  had  managed — that 
the  licensees  were  not  protected,  and  that  he  offered  to  take  out 
a  license  if  the  company  would  protect  him,  and  prevent  infring- 
ers using  the  compound  at  the  next  door.  He  admits,  also,  hav- 
ing seen  the  circulars  issued  by  the  company,  warning  against 
infringements ;  also,  that  he  saw  several  numbers  of  the  publica- 
tion called  the  ''  Vulcanite,"  and  that  they  were  left  at  his 
office,  and  saw  in  them  articles  on  the  subject  of  vulcanizing 
dental  plates.  He  also  recollects  the  suits  against  Roberts,  and 
one  against  Toland,  a  dentist,  in  1861. 

We  could  extend  this  opinion  much  further  in  referring  to 
proof,  all  tending  to  show  great  and  extraordinary  exertions  on 
the  part  of  the  proprietors  of  this  branch  of  the  patent  to  get  the 
article  into  common  use  and  to  prevent  piracies,  by  means  of 
litigation  and  otherwise  ;  but  we  regard  the  examination  that  has 
already  taken  place  quite  satisfactory  to  show  that  no  dedication 
or  abandonment  of  their  right  has  been  established,  especially 
none  as  respects  the  present  defendant.  His  own  testimony  is 
abundantly  sufficient  to  repel  the  conclusion  as  to  himself. 

Decree  for  the  complainant,  and  reference  to  Clerk  as  United 
States  Commissioner,  and  permanent  injunction. 
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Henry  B.  Goodyear,  Adm*r.,  and  Samuel  A.  Duncan 

vs. 

M.  F,    HULLIHEN  ET  AL.       In    EqUITY. 

Section  17  of  the  Act  of  July  4,  1836,  provides  that  all  actions,  etc.,  under  the  patent 
laws,  shall  be  originally  cognizable,  as  well  in  equity  as  at  law,  by  the  Circuit  Courts 
of  the  United  States.  There  is,  therefore,  nothing  in  the  objection  to  the  jurisdic- 
tion of  the  court  in  equity,  that  the  complainant  could  obtain  redress  at  law. 

*The  reasons  which  exist  for  requiring  an  administrator,  in  ordinary  cases,  to  qualify  in 
the  State  in  which  he  sues,  do  not  apply  to  suits  brought  by  an  administrator  to 
whom  a  patent  has  been  granted  for  the  invention  of  his  intestate,  for  the  infringe- 
ment thereof. 

In  such  cases  tHe  adm.nistrator  is  a  trustee  holding  the  legal  title,  and  the  patent  is  not 
assets  in  his  hands  belonging  to  the  personal  estate  of  the  intestate,  but  is  a  franchise 
granted  to  the  administrator  for  the  benefit  of  the  heirs  at  law,  or  devisees  of  the 
deceased  inventor. 

Where  a  notary  public,  in  signing  a  jurat,  appended  to  his  name  the  words  **  notary  pub- 
lic,** and  affixed  a  seal  bearing  his  name  and  the  words  **  notary  public  :**  He/d : 
That  was  sufficient  compliance  with  the  act  of  September  16,  x86o. 

The  fact  that  a  person  was  an  assignee  under  the  original  term  of  letters  patent  furnishes 
no  presumption  that  he  is  interested  in  the  extended  term. 

An  inventor  may  bring  an  action  at  law,  or,  if  he  prefer  to  do  so,  he  may  in  the  first 
instance  seek  redress  in  equity  without  having  established  his  right  at  law. 

(Before  Jackson,  J.,  District  of  West  Virginia,  August,  1867.) 

These  were  motions,  on  the  part  of  complainants,  for  pro- 
visional injunctions,  to  restrain  the  defendants  from  infringing 
reissued  letters  patent  Nos.  556  and  557,  granted  to  Henry  B. 
Goodyear,  administrator  of  Nelson  Goodyear,  deceased.  May  6, 
1 85 1,  and  more  particularly  referred  to  in  the  report  of  the  case 
of  Goodyear  v.  Honsinger^  p.  147  j  and  on  the  part  of  the  de- 
fendants, for  postponement,  and  for  further  time  for  answer. 

The  defendants  were  charged  with  infringing  the  patents  by 
using  hard  rubber  for  dental  purposes,  and  the  facts  were  sub- 
stantially the  same  as  those  in  like  cases  heretofore  reported. 
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B.  Stanton  and  ff^,  Bakewell^  for  defendants. 

G.  H.  Lee^  M.  P.  Amiss^  J.  S.  ff^heat,  and  Z>.  Pecky  for  de- 
fendants. 

Jackson,  J. 

These  cases  came  before  me,  at  chambers,  on  a  motion  by 
complainants  for  preliminary  injunctions  to  restrain  the  defendants, 
who  are  dentists  in  the  city  of  Wheeling,  from  the  use  of  hard 
rubber,  or  vulcanite,  for  the  purposes  of  dentistry. 

The  complainants  base  their  claim  for  injunction  on  certain 
reissued  letters  patent,  Nos.  556  and  557,  granted  to  Henry  B. 
Goodyear,  administrator  of  Nelson  Goodyear,  deceased,  on  May 
18,  1858,  being  reissues  of  original  letters  patent,  granted  May 
6,  1 851,  to  Nelson  Goodyear,  for  improvement  in  the  manufac- 
ture of  India  rubber.  They  set  forth  in  their  bill  of  complaint, 
that  Samuel  A.  Duncan,  one  of  the  complainants,  is  the  exclu- 
sive owner  of  the  right  to  use  hard  rubber  for  dental  purposes, 
and  to  practice  such  invention  as  applied  to  dentistry,  under  said 
reissued  patents ;  that  suits  have  been  brought  in  other  circuits 
on  said  letters  patent,  and  that  the  validity  thereof  has  been  fully 
vindicated  and  sustained,  and  that  each  of  the  defendants  in  the 
three  several  bills  filed  has  infringed  said  letters  patent,  and  re- 
fuses to  make  compensation  therefor  to  the  owners  of  the  right 
thus  invaded. 

It  appears  from  the  statements  in  these  bills,  and  it  is  other- 
wise known  to  the  Court,  that  several  suits  have  been  brought 
for  infringement  of  these  reissued  patents,  Nos.  556  and  557, 
and  that  said  patents  have  been  thereby  sustained  and  their 
validity  and  sufficiency  fully  established.  This  question  I  may 
then  consider  as  settled,  and  regard  the  validity  of  these  patents 
as  beyond  all  question. 

At  the  hearing  of  the  motion  just  argued,  several  objections 
were  made  by  the  defendants'  counsel,  as  well  for  the  purpose  of 
showing  that  th^  complainants  are  not  entitled  to  a  preliminary 
injunction,  as  also  for  obtaining  further  time  in  which  to  answer 
the  bills  filed. 

The  first  of  these  objections  is,  that  the  complainants  could 
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obtain  all  the  redress  they  are  entitled  to  by  action  at  law  for 
infringement  of  their  patents,  and  are  therefore  not  entitled  to 
the  interposition  of  a  court  of  equity. 

The  fact  to  which  I  have  adverted,  that  these  patents  passed 
under  the  judicial  scrutiny  of  more  than  one  of  the  justices  of  the 
Supreme  Court  sitting  in  circuit,  and  of  other  Circuit  Courts  of 
the  United  States,  and  have  been  sustained,  takes  away  all  pos- 
sible reason  which  might  exist  for  requiring  that  the  complainants 
should  first  establish  their  right  at  law;  besides,  section  17  of 
the  Act  of  Congress  of  July  4,  1836,  settles  this  question  by 
enacting  that  ^^  all  actions,  suits,  controversies,  and  cases  arising 
under  any  law  of  the  United  States  granting  or  confirming  to 
inventors  the  exclusive  right  to  their  inventions  and  discoveries, 
shall  be  originally  cognizable,  as  well  in  equity  as  at  law^  by  the 
Circuit  Courts  of  the  United  States,  or  any  District  Court  having 
the  power  and  jurisdiction  of  a  Circuit  Court,  which  courts  shall 
have  power,  upon  a  bill  in  equity  filed  by  any  party  aggrieved,  in 
any  such  case,  to  grant  injunctions  according  to  the  course  and 
principles  of  courts  of  equity,  to  prevent  the  violations  of  the 
rights  of  any  inventor  as  secured  to  him  by  any  law  of  the  United 
States,  on  such  terms  and  conditions  as  said  courts  may  deem 
reasonable."  There  is  nothing,  therefore,  in  this  objection. 
-"OThe  next  point  made  by  the  defendants'  counsel  is  that  Henry 
B.  Goodyear  has  offered  no  proof  that  he  is  the  administrator  of 
Nelson  Goodyear,  deceased,  and  that,  even  if  that  fact  is  to  be 
taken  as  sufficiently  proven,  for  the  purposes  of  the  pending  mo- 
tion, by  the  allegations  of  the  bill,  it  is  necessary  that  the  admin- 
istrator should  take  out  letters  of  administration  in  this  State,  in 
order  to  entitle  him  to  sustain  a  suit  here  as  such  administrator.    I 

It  does  not  appear  to  me  that  this  point  is  well  taken ;   the   { 
reasons  which  exist   for  requiring  an  administrator,  in  ordinary   \ 
cases,  to  qualify  in  the  State  in  which  he  sues,  do  not  apply  to    , 
suits  brought  by  an  administrator  to  whom  a  patent  has  been 
granted  for  the  invention  of  his  intestate,  for  infringement  of  the    ' 
rights  thus  granted.     Under  the  Act  of  Congress  patents  arc    ' 
granted,  in  case  of  the  decease  of  the  inventor,  to  the  executor 
or  administrator  of  such  person,  in  trust  for  the  heirs  at  law  of 
the  deceased,  in  case  he  shall  have  died  intestate,  but  if  otherwise, 
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then  in  trust  for  his  devisees,  Act  of  July  4, 1836,  §10,  and  reissues 
are  also  granted  to  the  executor  or  administrator.  Act  of  July  4, 
1836,  §13.  In  such  cases  the  administrator  is  a  trustee  holding 
the  legal  title,  and  the  patent  is  not  assets  in  his  hands  belonging 
to  the  personal  estate  of  the  intestate,  but  is  a  franchise  granted  to 
the  administrator,  for  the  benefit  of  the  heirs  at  law,  or  devisees 
of  the  deceased  inventor.  There  is,  therefore,  no  reason  for 
requiring  him  to  qualify  in  this  State;  besides  which,  the  ques- 
tion may  be  considered  as  set  at  rest  by  the  authority  of  the 
following  cases,  cited  in  argument  by  complainants'  counsel:  ^^It 
is  not  necessary  in  an  action  by  an  administrator  that  he  should 
produce  his  letters  of  administration.  The  patent  being  renewed 
to  him  as  administrator  is  proof  that  he  had  satisfied  the  officer 
authorized  to  grant  a  renewal  of  his  being  administrator,  and  it 
is  not  competent  for  the  court  to  go  behind  that  decision." 
Woodworih  v.  Hall^  i  Woodb.  &  Min.  254.  "  An  administrator 
of  a  patentee  residing  in  one  State  may  commence  an  action  in 
the  United  States  Circuit  Court  of  another  State  for  the  recovery 
of  damages  for  an  infringement  of  a  patent,  without  taking  out 
letters  of  administration  in  the  latter  State."  Smith  v.  Mercer^  5 
Penn.  Law  Jour.  531.  ^ 

'  It  is  further  objected,  that  the  bills  filed  by  complainants  are 
not  sworn  to,  or  rather,  that  the  affidavits  annexed  to  the  bills 
are  not  properly  certified  by  the  notary  public  by  whom  the  oath 
in  each  case  was  administered. 

The  affidavits  have  the  following  caption : 

United  States  of  America^      \ 
District  of  Massachusetts^  \  ss. 
County  of  Suffolk^  J 

The  certificate  of  the  notary  and  the  seal    attached  are  as 
follows : 

Sworn  to  before  me  this  21  st  day  of  November,  a.  d.  1866. 
vT  .,,o^T.T  r»A„rro  N.  Austin  Parks, 

N.  AUSTIN  parks,  * 

Notary  Public, 

nota.by  public,  ^ 

Suffolk  Co.,  Mass. 
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It  is  claimed  that  the  officer  should  state  in  his  certificate  that 
he  is  a  notary  public,  and  that  such  certificate  is  given  under  his 
notarial  seal.    ^ 

Under  the  code  of  Virginia,  which  is  also  the  law  of  this  State, 
this  objection  might  probably  be  well  taken,  but  with  this  ques- 
tion we  have  here  no  concern,  as  the  sufficiency  of  the  cer- 
tificate rests  on  the  provisions  of  the  Act  of  Congress  and  not 
on  the  law  of  the  State. 

-OThe  Act  of  Congress  of  September  16,  i860,  §  i,  provides 
that  ^^in  all  cases  in  which,  under  the  laws  of  the  United  States, 
oaths  or  affirmations  or  acknowledgments  may  now  be  taken  or 
made  before  any  justice  or  justices  of  the  peace  of  any  State  or 
territory,  such  oaths,  affirmations,  or  acknowledgments  may  be 
hereafter  also  taken  or  made  by  or  before  any  notary  public  duly 
appointed  in  any  State  01  Territory  ;  and  when  certified  under 
the  hand  and  official  seal  of  such  notary,  shall  have  the  same 
force  and  effect  as  if  taken  or  made  by  or  before  such  justice  or 
justices  of  the  peace." 

The  certificate  in  this  case  is  signed  by  N.  Austin  Parks,  who 
appends  to  his  name  the  words  "  notary  public ;"  there  is,  there- 
fore, no  doubt  as  to  the  capacity  in  which  he  acted.  There  is  a 
seal  affixed,  and  this  seal  bearing  the  name  of  the  officer  who 
signs  the  certificate,  it  is  clearly  his  seal ;  it  also  has  on  it  the  words 
"  notary  public,"  and,  therefore,  sufficiently  sets  forth  his  official 
character.  Whether  an  ordinary  notarial  seal,  not  bearing  the 
officer's  name,  would  have  sufficed,  it  is  not  necessary  here  to 
decide,  as  the  seal  affixed  to  these  bills  relieves  the  question  of 
any  doubt  as  to  the  person  whose  seal  it  is,  and  his  official  char- 
acter. I  am,  therefore,  clearly  of  opinion  that  the  certificate  is 
sufficient.       ^ 

It  is  somewhat  remarkable  that  this  objection,  if  well  taken, 
has  not  been  raised  in  any  of  the  cases  of  litigation  under  these 
patents,  in  which  the  bills  and  certificates  to  the  affidavits  have 
been  precisely  like  those  now  under  consideration.  The  suit 
recently  brought  before  Justice  Nelson,  in  New  York,  was  man- 
aged for  the  defense  by  some  of  the  ablest  counsel  in  the  United 
States,  and  it  can  hardly  be  supposed  that  this  objection,  if  there 
were  anything  in  it,  would  not  have  been  made,  especially  as  the 
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chief  object  of  the  defendant  in  that  case,  as  in  all  the  others, 
seems  to  have  been  to  interpose  every  objection  that  would  delaj 
the  hearing.  This  general  acquiescence  of  the  bar  furnishes  a 
strong  presumption  that  the  form  of  affidavit  and  the  certificate 
have  been  deemed  sufficient. 

The  last  objection  to  the  sufficiency  of  the  bills  is,  that  they 
set  forth  that  Mr.  Poppenhusen  has  acquired  by  assignment  or 
otherwise  an  interest  in  these  patents,  giving  him  a  joint  interest 
in  the  subject  matter  of  the  suit,  and  that  it  is  therefore  necessary 
to  make  him  a  party  thereto. 

The  bills  recite  the  grant  of  letters  patent  to  Nelson  Goodyear 
on  May  6,  1851,  the  surrender  of  the  original  patent  and  reissue 
thereof  May  18,  1858,  in  two  patents,  and  that  Poppenhusen 
became  interested  in  such  reissued  patents.  But  the  original 
term  of  the  patent  and  reissues  thereof  expired  on  May  6,  1865, 
and  with  the  expiration  of  the  first  term  the  interest  of  all  parties 
holding  under  the  patentee  by  license  or  assignment  terminated  ; 
so  that  Poppenhusen  ceased  to  be  interested  in  these  patents  on 
May  6,  1865,  before  the  filing  of  these  bills  ;  and  it  is  not  alleged 
in  the  bill,  and  can  not  be  presumed  without  such  allegation  or 
other  proof,  that  he  has  any  interest  in  the  extended  term^  under 
which  the  present  complainants  claim. 

The  bills  being  filed  by  Henry  B.  Goodyear,  administrator,  to 
whom  these  patents  were  extended,  and  Samuel  A.  Duncan, 
claiming  as  sole  grantee  of  the  right  to  use  the  invention  for  the 
purposes  of  dentistry,  the  proper  parties  are  made  complainants, 
and  this  objection  also  falls  to  the  ground. 

This  disposes  of  all  the  formal  objections  made  to  the  bills 
filed  by  complainants,  and  it  remains  to  consider  the  reasons  set 
forth  by  all  these  defendants  in  their  affidavits  filed,  for  urging  a 
postponement  of  the  hearing  and  obtaining  further  time  to  answer 
the  bills. 

The  defendants  allege  that  they  are  not  prepared,  because  they 
can  not  procure  counsel  to  prepare  their  answers ;  that  the  prac- 
tice in  patent  cases  is  a  specialty  in  the  profession,  and  that  no 
attorneys  in  this  part  of  the  district  have  given  the  requisite 
attention  to  that  branch  of  the  law  to  qualify  them  for  preparing 
a  suitable  defense  or  answer. 
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Notice  of  the  motion  for  preliminary  injunction  was  served  on 
these  defendants  early  in  July  last ;  they  appeared  by  counsel  in 
the  United  States  District  Court,  held  at  Wheeling,  on  the  day 
fixed  for  hearing,  and  successfully  resisted  the  application  for  that 
term,  and  the  hearing  was  postponed  until  this  time,  of  which 
postponement  they  were  fully  advised,  and  to  which  they  assented. 
They  have  again  appeared  by  counsel,  who  have  ably  argued  the 
pending  motions,  so  that  I  am  not  able  to  perceive  any  want  of 
capacity,  on  their  part  to  apprehend  the  questions  involved.  Un- 
der all  these  circumstances,  the  absence  of  other  counsel,  whose 
attendance  they  desired,  but  were  unable  to  procure,  can  furnish 
no  ground  for  further  delay.  These  defendants  have  had  a  full 
month  in  which  to  prepare  their  defense  and  procure  counsel, 
and  no  further  time  can  reasonably  be  asked. 

For  these  reasons,  the  motion  made  on  the  part  of  the  defend- 
ants for  further  time  in  which  to  file  their  answers  is  overruled. 

This  brings  me  to  the  consideration  of  the  main  question  be- 
fore me,  whether,  upon  the  bills  of  complaint  and  accompanying 
affidavits,  the  complainants  are  entitled  to  the  preliminary  injunc- 
tion prayed  for. 

The  bills  filed  set  forth  that  Nelson  Goodyear  was  the  original 
and  first  inventor  or  discoverer  of  a  new  and  useful  improvement 
in  India  rubber,  known  as  hard  rubber  or  vulcanite,  for  which 
letters  patent  of  the  United  States  were  issued  to  him  on  May  6, 
1 85 1,  for  the  term  of  fourteen  years;  that  Nelson  Goodyear 
died  July  10,  1852,  and  his  brother,  Henry  B.  Goodyear,  was 
appointed  his  administrator,  September  20,  1852.  It  appears 
that  his  original  patent  was  inoperative  and  insufficient  to  afford 
full  security  to  the  invention,  by  reason  of  covering  two  separate 
and  distinct  inventions,  and  because  it  did  not  protect  against  the 
importation  of  articles  of  hard  rubber  from  foreign  countries, 
unless  it  could  be  proved  by  what  process  they  were  manufac- 
tured, which  could  not  be  done.  To  overcome  this  difficulty, 
the  Commissioner  of  Patents,  on  surrender  of  the  original  patent, 
and  a  careful  reexamination,  as  required  in  such  cases,  granted 
a  reissue  by  two  patents  (Reissue  Nos.  556  and  557),  dated  May 
18,  1858,  for  the  residue  of  the  original  term  of  fourteen  years 
from  May  6,  185 1,  which  were  issued  to  Henry  B.  Goodyear, 
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administrator  of  Nelson  Goodyear,  deceased,  one  covering  the 
process  of  making  the  hard  rubber,  and  the  other  the  product  of 
the  hard  rubber,  as  an  article  of  manufacture  previously  un- 
known. It  is  alleged,  and  is  in  evidence,  that  these  two  reis- 
sued patents,  Nos.  556  and  557,  were  on  May  5,  1865,  renewed 
and  extended  by  the  Commissioner  of  Patents  for  the  term  of 
seven  years  from  May  6,  1865. 

It  is  further  alleged  in  these  bills,  that  the  complainant,  Dun- 
can, obtained  on  July  17,  1866,  the  sole  and  exclusive  sight  and 
license  under  said  extended  patents,  to  manufacture,  use,  and 
sell,  and  to  grant  to  others  the  right  to  manufacture,  use,  and 
sell  hard  rubber  for  dental  purposes,  and  is  entitled  to  all  damages 
recovered  by  suits  against  parties  infringing  said  patents,  by 
the  use  of  hard  rubber  in  dentistry ;  that  the  owners  of  said  pat- 
ents have  been  diligent  in  prosecuting  their  rights  thereunder, 
have  brought  several  suits  against  parties  infringing  the  patents, 
and  have  obtained  final  decrees  sustaining  the  validity  thereof; 
and  that  they  have  granted  a  large  number  of  licenses  to  dentists 
for  the  use  of  said  invention. 

It  further  appears  by  the  allegations  of  the  bills,  and  by  the 
affidavits  filed  by  complainants,  that  the  defendants  are  infringing 
these  patents  by  the  use  of  hard  rubber  for  dental  purposes ;  and 
the  affidavits  of  the  defendants  themselves  state  that  they  are 
using  hard  rubber,  which  they  suppose  to  be  the  same  as  cov- 
ered by  the  patents  in  question. 

The  law  is  designed  for  the  encouragement  and  protection  of 
inventors,  to  secure  to  them  the  exclusive  right  in  their  inven- 
tions for  a  limited  term,  and  to  furnish  to  them  adequate  remedies 
for  the  invasion  of  their  rights.  An  inventor  may  bring  an  action 
at  law  against  parties  infringing  his  patent,  and  the  court  has 
power  to  treble  the  damages  awarded  by  the  jury,  or,  if  he  prefer 
to  do  so,  he  may  in  the  first  instance  seek  redress  in  equity,  with- 
out having  established  his  right  at  law ;  and  the  court  is  author- 
ized to  inhibit  and  restrain  the  further  infringement  of  the  patent, 
by  writ  of  injunction,  and  to  grant  a  decree  for  the  payment  of 
such  damages  as  the  patentee  may  be  found  to  have  sustained. 

In  the  present  instance,  the  complainants  have  elected  to  pur- 
sue their  remedy  in  equity,  and  have  prayed  for  an  injunctioo 
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and  account.  The  invention  which  forms  the  subject  matter  of 
these  patents  is  one  of  very  great  public  utility,  which  has  con- 
ferred incalculable  benefits  on  the  arts  and  sciences,  and  entered 
very  extensively  into  the  business  operations  of  a  very  large  por- 
tion of  the  community ;  it  therefore  commends  itself  very  strongly 
to  the  consideration  and  protection  of  courts  of  law  and  equity. 
The  complainants,  having  expended  large  sums  of  money  in  the 
introduction  of  this  invention  into  public  use,  and  in  necessary 
litigation  to  maintain  their  rights  against  those  who  seek  to  avail 
themselves  of  this  valuable  discovery  without  paying  for  its  use, 
have  a  right  to  look  to  the  courts  for  redress ;  and  it  is  my  duty, 
in  administering  the  law,  to  see  that  that  protection  and  re- 
dress, which  I  am  placed  here  to  afford  and  administer,  are  not 
withheld. 

I  regard  it  as  my  plain  and  imperative  duty  to  grant,  in  these 
cases,  the  relief  which  the  law  affords  to  the  owners  of  patents 
for  meritorious  inventions,  when  their  rights  appear  to  have  been 
disregarded  and  infringed.  It  is  therefore  ordered  and  decreed, 
that  a  preliminary  injunction  be  granted  against  the  defendant, 
M.  F.  HuUihen,  and  against  Charles  Wingerter,  and  against 
Thomas  Lunsford,  in  these  cases,  as  prayed  for  in  the  bills  of 
complainant;  such  injunctions  to  continue  until  the  further  order 
of  the  Court. 


Henry  B.  Goodyear,  Adm'r,  and  C.  Poppenhusen 


vs. 


William  Mullee  and  John  Miller.    In  Equity. 

The  owners  of  Nelson  Goodyear's  patent  are  not  limited  to  a  quantity  of  sulphur  not 
exceeding  one  pound  to  a  pound  of  gum. 

A  quantity  of  sulphur  as  great  as  twenty-two  ounces  to  a  pound  of  gum  is  within  the 
claims  of  the  patent  provided  the  substance  produced  has  the  qualities  of  the  sub- 
stance referred  to  in  the  patents. 
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The  defendant  having  been  taken  into  custody  under  an  attachment,  the  case  was  referred 
to  a  master  to  take  testimony  on  the  question  of  the  intention  of  the  defendant  in 
violating  the  injunction,  to  aid  the  Court  in  determining  the  punishment  to  be 
awarded. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  September,  1867.) 

This  was  a  motion  for  attachments  against  the  defendants, 
already  referred  to  in  the  report  of  the  case  of  Goodyear  v.  Mullee^ 
p.  209.  The  matter  having  been  referred  to  a  master  to  take 
testimony  as  to  the  intention  of  the  defendants  in  violating  the 
injunction,  the  case  came  up  upon  this  report. 

Ahhett  y  Fuller  and  Chas,  M.  Keller^  for  complainants. 

T.  Darlington^  E.  Pf^etmore^  and  Gardner  Springs  yr.^  for  de- 
fendants. 

Blatchford,  J. 

This  case  came  before  me  in  July  last,  on  separate  motions 
for  attachments  against  the  defendants  for  alleged  violations  of  an 
injunction.  The  injunction  was  a  perpetual  one,  issued  in  this 
suit  October  18,  1866,  in  pursuance  of  a  decree  made  on  a  final 
hearing  herein.  The  injunction  restrained  the  defendants  from 
*' making,  manufacturing,  and  selling,  in  violation  of*  letters 
patent  of  the  United  States,  reissued  May  18,  1858,  to  Henry 
B.  Goodyear,  as  administrator  of  the  estate  of  Nelson  Goodyear, 
deceased,  for  *'a  new  and  useful  improvement  in  the  manufac- 
ture of  India  rubber, "  and  known  and  distinguished  as  Reissues 
Nos.  556  and  557,  and  extended  for  seven  years  from  May  6, 
1865,  "any  combs  or  other  articles  which  are  made  and  manu- 
factured of  India  rubber,  or  other  vulcanizable  gum,  mixed  with 
sulphur,  or  any  equivalent  therefor,  either  with  or  without  auxil- 
iary ingredients,  in  the  proportion  of  one  pound  of  India  rubber, 
or  other  vulcanizable  gum,  to  about  from  four  ounces  to  a  pound 
of  sulphur,  and  then  subjecting  such  mixture  of  India  rubber,  or 
other  vulcanizable  gum  and  sulphur,  or  any  equivalent  therefor, 
to  a  high  degree  of  artificial  heat,  substantially  as  described  and 
claimed  in  the  said  two  reissued  letters  patent."  This  injunction 
was  served  on  the  defendant  Mullee,  November  6,  1866.     On 
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the  motion  against  Mullee  I  decided  that  he  had  infringed  the 
patents  and  violated  the  injunction,  and  that  an  attachment  must 
issue  against  him.  An  attachment  was  accordingly  issued,  and 
he  was  taken  into  custody  under  it  on  the  31st  of  July  last.  His 
bail  was  fixed  at  two  thousand  dollars,  but  he  has  not  given  bail, 
and  has  been  ever  since  and  still  is  in  custody.  On  the  6th  of 
August  he  was  brought  before  the  Court,  and  an  order  was  made 
referring  it  to  a  master  to  take  testimony  on  the  question  whether 
or  not  he  intended  to  violate  the  injunction  in  doing  the  acts,  or 
any  of  them,  referred  to  in  the  affidavits  of  James  Carton  and 
William  Ober,  made  herein  (and  which  were  the  foundation  of 
the  motion  for  attachment),  and  to  report  such  testimony  to  the 
Court.  The  master  has  taken  the  testimony,  and  the  case  now 
comes  up  on  this  report.  The  testimony  taken  covers  nearly  two 
hundred  manuscript  pages  of  foolscap,  and  was  not  submitted  to  * 
the  Court  until  September  nth.  The  reference  was  made  to 
aid  the  Court  in  determining  what  punishment  should  be  awarded 
for  the  violation  of  the  injunction.  Both  of  the  parties  to  the 
suit  have  examined  witnesses  on  the  question  of  the  intent  of 
the  defendant  in  doing  the  acts  mentioned  in  the  affidavits  re- 
ferred to. 

The  defendant  disclaims  all  intention  of  disregarding  or  con- 
temning the  process  of  the  Court.  He  avers  that  after  he  was 
served  with  the  injunction,  he  did  not  make  or  sell  any  hard 
rubber  combs  that  did  not  contain  more  than  sixteen  ounces  of 
sulphur  to  sixteen  ounces  of  India  rubber,  and  that  he  believed 
he  had  a  right  to  make  and  sell  hard  rubber  combs  containing 
more  than  sixteen  ounces  of  sulphur  to  sixteen  ounces  of  India 
rubber.  He  also  avers  that  the  combs  mentioned  in  the  affidavits 
of  Carton  and  Ober  were  made  of  a  compound  of  eighteen  ounces 
of  sulphur  to  sixteen  ounces  of  India  rubber.  A  great  deal  of 
testimony  has  been  taken  as  to  the  doings  of  the  defendant  at 
the  factory  at  Chesterville,  Pennsylvania,  where  he  was  engaged 
in  making  hard  rubber  combs  during  the  period  between  the  ser- 
vice on  him  of  the  injunction  and  the  service  of  the  papers  for 
the  motion  for  an  attachment.  This  testimony  is  directed  to 
the  point  as  to  the  relative  proportions  of  India  rubber  and  sul- 
phur used  by  the  defendant  during  that  time  in  the  manufacture 
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of  hard  rubber  combs.  The  defendant  claims  that  the  testimony 
shows  that  he  never  during  that  time  used  a  less  proportion  of 
sulphur  to  India  rubber  than  sixteen  ounces  of  sulphur  to  sixteen 
ounces  of  India  rubber.  When  the  case  was  before  me  on  the 
former  occasion,  I  held  that  the  patentee  was  not  limited  to  a 
quantity  of  sulphur  not  exceeding  one  pound  to  a  pound  of  gum, 
and  that  a  quantity  of  sulphur  as  great  as  twenty-two  ounces  to  a 
pound  of  gum  was  within  the  claims  of  the  patents,  provided  the 
substance  produced  had  the  qualities  of  the  substance  referred  to 
in  the  patents.  The  defendant  averred  that  he  supposed  the 
patents  to  be  limited  in  the  upward  range  to  a  quantity  of  sulphur 
not  greater  than  sixteen  ounces  to  sixteen  ounces  of  gum,  and 
that  he  had  acted  in  good  faith  on  that  supposition  in  making 
and  selling  the  particular  combs  complained  of.  It  does  not 
appear  when  these  combs  were  made.  The  affidavit  of  Carton 
sets  forth  that  the  defendant  sold  to  him,  at  New  York,  about 
fifty  gross  of  hard  rubber  combs ;  and  that  the  first  sale  was 
made  during  the  latter  part  of  June,  1867.  A  comb  forming 
one  of  the  fifty  gross  is  annexed  to  Carton's  affidavit.  The 
affidavit  of  Ober  sets  forth  that  the  defendant  sold  to  him  two 
gross  of  hard  rubber  combs  at  New  York,  in  June,  1867.  A 
comb  forming  one  of  the  two  gross  is  annexed  to  Ober's  affidavit. 
The  testimony  given  before  the  master,  on  the  point  as  to 
whether  the  defendant  used,  in  making  hard  rubber  combs  after 
the  service  on  him  of  the  injunction,  more  or  less  than  sixteen 
ounces  of  sulphur  to  sixteen  ounces  of  gum,  is  conflicting,  and  if 
the  case  stood  upon  the  testimony  of  the  witnesses  as  to  what 
the  defendant  did  at  the  factory  at  Chesterville  after  the  injunc- 
tion was  served  on  him,  it  would  perhaps  be  difficult  to  arrive  at 
any  satisfactory  conclusion  on  the  subject,  and  certainly  difficult 
to  say  that  it  was  clearly  shown  that  after  he  was  served  with 
the  injunction,  he  made  combs  containing  less  than  sixteen  ounces 
of  sulphur  to  sixteen  ounces  of  gum.  But  there  is  one  piece  of 
evidence  which  is  conclusive  to  show  that  the  defendant  violated 
the  injunction  knowingly  and  willfully.  The  defendant,  on  the 
motion  for  the  attachment,  produced  the  affidavit  of  Charles  A. 
Seely,  a  professional  chemist  of  eminence,  to  the  effect  that  it 
was  possible  to  detect  the  percentage  of  sulphur  in  any  given 
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quantity  of  the  compound  composed  by  mixing  India  rubber,  or 
other  vulcanizable  gum,  with  sulphur,  and  subjecting  such  mix- 
ture to  a  high   heat   under  pressure,  the  means   being  a  nice 
chemical  analysis  of  such  compound  in  the  manufactured  state. 
During  the   reference   before  the   master,  Professor  Seely,  on 
August  28,  1867,  by  consent  of  both  parties,  took  one  of  the 
two  combs  attached  to  the  affidavits  of  Carton  and  Ober,  for 
the  purpose  of  analyzing  it  and  ascertaining  the  proportions  of 
India  rubber  and  sulphur  in  it.     It  was  a  condition  of  the  consent 
that  the  results  of  the  analysis  should  be  subject  to  inspection  by 
either  party,  and  should  be  certified  to  the  Court.     An  affidavit 
made  by  Professor  Seely,  September  5,  1867,  states  that  he  has 
analyzed  the  sample  of  hard  rubber  comb  which  he  so  received ; 
that   it  contained   forty-five  and   fifty-nine  hundreds  per  cent. 
(45.59)  of  sulphur,  and  that  there  were  no  indications  from  which 
it  could  be  inferred  that  the  balance  of  the  compound  was  any- 
thing else  than  India  rubber.     This  gives  a   proportion,  in  the 
sample,  of  thirteen  ounces  and  four-tenths  of  an  ounce  of  sul- 
phur to  sixteen  ounces  of  rubber.     It  does  not  appear  whether  it 
was  the  comb  sold  to  Carton,  or  the  comb  sold  to  Ober,  which 
Professor  Seely  analyzed,  but  it  was  one  of  them.     This  analysis 
shows  that  the  defendant  has,  since  the  injunction  was  served  on 
him,  violated  it  by  selling  at  least  one  comb  of  hard  rubber  con- 
taining less  than  sixteen  ounces  of  sulphur  to  sixteen  ounces  of 
India  rubber.     The  analysis  is  not  gainsayed  or  questioned,  and 
the  clear  inference  from  Professor  Seely's  affidavit  is,  that  the 
only  ingredient  in  the  sample  besides  sulphur  was  India  rubber, 
and  that  all  which  was  not  sulphur  was  India  rubber.     The  un- 
answered and  satisfactory  testimony  of  this  analysis  contradicts 
and  overthrows  the  allegation  of  the  defendant  that  he  has  made 
no  sale  of  hard  rubber  combs,  since  he  was  served  with  the  in- 
junction, that  did  not  contain  more  than  sixteen  ounces  of  sulphur 
to  sixteen  ounces  of  India  rubber.     And  although,  as  I  stated  in 
my  former  opinion,  it  is  possible  that  the  defendant  may,  in  view 
of  the  peculiar  language  of  the  injunction,  have  honestly  sup- 
posed that  if  he  used  more  than  a  pound  of  sulphur  to  a  pound 
of  gum,  he  was  not  infringing  the  patents,  yet,  in  selling  the 
comb  analyzed  by  Professor  Seely,  the  defendant  was  guilty  of  a 
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clear  violation  of  the  plain  terms  of  the  injunction,  and  such 
violation  must  be  held  to  have  been  committed  willfully  and  with 
knowledge.  The  result  of  this  analysis  leads  strongly  to  the 
presumption  that  all  the  combs  sold  to  Carton  and  Ober,  as  set 
forth  in  their  affidavits,  would,  on  analysis,  show  like  results.  It 
becomes  unnecessary,  therefore,  to  consider  further  the  question 
of  the  intent  of  the  defendant  in  doing  the  particular  acts  com- 
plained of. 

The  defendant  is,  for  this  willful  violation  of  the  injunction  of 
this  Court,  amenable  to  punishment.  He  has  already  been  im- 
prisoned nearly  fifty  days.  He  has  not  given  the  bail,  which  was 
fixed  at  two  thousand  dollars,  and  the  giving  ^of  which  would 
have  secured  his  temporary  release,  and  it  is  stated  that  he  was 
unable  to  procure  such  bail.  He  has  a  wife  and  three  children, 
the  oldest  under  ten  years  of  age,  and  an  affidavit  made  by  his 
wife  sets  forth  that  he  has  no  property,  to  her  knowledge,  except 
a  little  household  furniture,  and  that  all  the  property  owned  by 
herself  or  her  husband,  to  her  knowledge,  including  all  moneys 
in  her  possession  or  held  to  her  credit,  does  not  exceed  in  value 
four  hundred  dollars.  A  severe  admonition  has  been  adminis- 
tered to  the  defendant,  and  although  the  plaintiffs  have  been  put 
to  a  large  expense  in  prosecuting  this  attachment,  which  the  de- 
fendant, if  possessed  of  the  means  of  doing  so,  ought  to  be  com- 
pelled to  reimburse,  a  requirement  to  that  effect  would,  in  this 
case,  if  such  reimbursement  were  made  a  condition  of  the  release 
of  the  defendant,  probably  result  in  a  continuance  of  his  imprison- 
ment for  an  indefinite  period.  While,  therefore,  I  am  not  dis- 
posed now  to  say  that  the  punishment  which  the  defendant  has 
received  is  adequate  to  the  offense,  and  to  discharge  him  absolutely 
from  the  attachment,  I  am  disposed  to  release  him  on  his  own 
recognizance  in  the  sum  of  two  thousand  dollars  for  his  appear- 
ance in  this  Court  whenever  ordered  to  appear,  further  proceed- 
ings on  the  attachment  to  be  suspended  indefinitely.  These 
proceedings  can  be  resumed  if  the  defendant  shall  hereafter  be 
guilty  of  violating  the  injunction,  or  on  other  good  cause  to  be 
shown. 

An  ORDER  will  be  entered  accordingly. 
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William  A.  Kirby  and  David  M.  Osborne 

vs. 
Alonzo  G.  Beardsley  et  al.      In  Equity. 

The  position  of  the  body  of  the  raker  on  a  seat  can  form  no  element  in,  or  material  quali- 
fication of  a  combination.  The  way  the  raker  faces  is  not  a  part  of  the  organized 
mechanism,  but  a  result  of  it. 

What  is  really  claimed  in  the  reissue  granted  to  Kirby  and  Osborne,  July  9,  1861,  is  an 
old  combination,  consisting  of  three  members,  placed  in  new  or  supposed  new  posi- 
tions, viz :  a  cutting  apparatus,  and  a  platform  having  a  side  delivery,  both  being 
placed  in  rear  of  a  line  drawn  through  the  front  of  the  main  wheel,  and  a  raker*s 
seat  located  at  the  side  of  the  platform,  and  behind  a  line  drawn  through  the  cut- 
ting apparatus,  substantially  as  described. 

The  restricted  location  of  the  seat  in  the  angle  between  the  finger-bar  and  the  side  of 
the  platform,  described  in  the  original  patent,  was  abandoned  in  the  reissue,  and  the 
claim  expanded  sufficiently  to  cover  a  seat  placed  in  rear  of  the  other  parts  of  the 
machine,  and  by  or  opposite  the  left  side  of  the  platform. 

Mere  changes  in  the  form  of  a  raker*s  seat,  to  enable  it  to  face  the  falling  grain,  are 
simple,  well  known,  and  the  common  property  of  the  race. 

Moving  a  seat  on  a  center,  freely  or  rigidly,  so  that  its  front  may  be  presented  at  any 
angle  most  convenient  to  the  worker,  is  no  more  patentable  than  revolving  the  seat- 
board  of  a  piano  stool,  or  changing  the  position  of  a  common  chair  on  the  floor  of  a 
parlor. 

The  change  necessary  to  present  the  front  of  a  seat  at  a  different  angle  would,  in  change 
ing  the  ordinary  mode  of  a  rigid  fastening,  or  changing  the  form  of  the  seat,  be 
mechanical,  but  such  a  change  would  involve  no  invention. 

It  is  often  no  easy  task  to  draw  the  true  line  of  distinction  between  invention,  the  pro- 
duct of  original  thought,  and  mere  obvious  manual  changes  following  the  beaten 
track  of  mechanical  experience. 

Bat  it  is  obvious  that  there  is  a  limit  beyond  which  mere  changes  can  not  and  ought 
not  to  receive  the  protection  of  letters  patent. 

The  combination  claimed  in  the  reissued  patent  of  Kirby  and  Osborne,  except  the  diag^ 
onal  position  of  the  raker^s  seat,  was  made  by  Cyrenus  Wheeler,  Jr.,  as  early  a« 
1864,  and  was  therefore  not  new. 

The  position  of  the  raker  on  the  seat,  fiicing  the  falling  grain,  is  no  part  or  qualification 
of  the  combination,  but  is  the  mere  result  of  the  angle  at  which  the  seat  is  adjusted 
on  its  support ;  and,  as  a  part  of  the  claim  of  the  reissue,  is  mere  superfluous 
description. 

(Before  Shipman,  J.,  Northern  District  of  New  York,  September,  1867.) 

34 
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This  was  a  bill  in  equity  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  "  improvements  in  combined  har- 
vesting machines,"  granted  to  William  A.  Kirby,  November 
15,  1859,  assigned  to  complainants  and  reissued  to  them,  July 
9,  1861. 

The  specification  annexed  to  the  original  patent,  after  referring 
to  the  different  parts  of  the  drawings,  says : 

'*  My  invention  relates  more  especially  to  that  class  of  mowing  and  reaping  machines 
known  as  combined  harvesters ;  that  is  to  say,  a  machine  which  possesses  within  itself 
all  the  necessary  elementn  to  make  it  either  a  mowing  or  reaping  machine,  as  circum- 
stances may  require.  The  general  characteristics  of  much  of  this  machine  may  be  found 
in  the  patent  granted  to  me  on  the  2d  day  of  September,  1856,  to  which  reference  is 
made  for  those  parts  not  more  clearly  and  distinctly  set  forth  in  this  spccilication. 

"The  nature  of  my  invention  consists,  first,  in  the  special  airangement  and  location 
of  the  ralcer^s  seat,  viz  :  in  the  angle  formed  by  the  delivering  side  or  edge  of  the  plat- 
form and  the  finger-bar. 

*'  And,  secondly,  in  placing  the  platform-bar  on  top  of  the  finger-bar  so  that  they 
may  mutually  support  each  other. 

*'  In  combined  reapers  and  mowers,  the  changes  that  are  made  to  convert  the  machine 
from  one  purpose  to  the  other  are  not  always  uniform,  and  therefore  the  machine  must 
have  such  susceptibilities  of  change  as  will  best  adapt  it  to  the  nature  and  condition  ot  the 
ground  and  of  the  crop.  In  cutting  grain,  the  reel,  as  a  general  thing,  is  always  used, 
but  when  the  grain  is  much  tangled  the  reel  becomes  comparatively  useless  from  its  ina- 
bility to  disentangle  the  stalks.  In  such  a  condition  of  the  crop,  I  remove  the  reel,  and 
the  grain  is  gathered  and  drawn  to  the  cutter  by  the  raker  from  his  seat,  who  reaches  for- 
ward with  his  rake  and  draws  the  grain  to  the  cutters  in  such  quantities  as  the  machine 
may  be  able  properly  to  sever.  This  condition  requires  the  raker  to  have  a  position  that 
will  give  him  the  necessary  facilities  for  duing  this  work.  But  when  the  grain  stands  m 
good  condition,  then  the  reel  is  used,  and  the  raker's  seat  must  then  be  in  a  good  position 
to  enable  the  raker  upon  it  to  clear  the  platform  of  the  cut  grain  and  leave  it  in  a  wind- 
row behind  the  machine  and  out  of  its  path  on  the  return  swath.  Another  and  impor- 
tant requisite  in  the  arrangement  and  location  of  the  raker*sseat,  and  beside  that  of  coun- 
terbalancing the  driver  on  his  seat,  and  the  giving  an  easy  motion  to  the  draft  of  the 
machine,  consists  in  giving  the  raker  such  advantages  of  holding  and  bracing  himself  in 
his  seat  as  that  the  sudden  jars,  to  which  the  machine  is  constantly  subjected  when  in 
operation,  shall  not  throw  him  forward  into  the  line  of  the  cutters;  a  matter  very  likely 
to  happen,  unless  proper  precaution  be  taken  to  avoid  it.*' 

The  specification  then  refers  to  the  condition  of  the  machine 
when  converted  into  a  mower,  and  to  the  fact  that  much  study 
and  experiment  was  required  of  the  inventor  to  so  arrange  and 
combine  the  mechanism  as  to  effect  that  object,  and  secure  a 
sufficiently  strong  and  well-balanced  machine  for  the  work 
demanded.  Directions  are  then  given  with  reference  to  the 
drawings  for  the  purpose  of  enabling  others  skilled  in  the  art  to 
make  and  use  the  invention  described.  The  specification  then 
concludes  with  the  fallowing  claims  : 

"  Having  fully  described  the  nature  and  object  of  my  invention,  what  I  claim  tbeitin 
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a»  new,  and  desire  to  secure  by  letters  patent,  is  .the  particular  arrangement  and  location 
of  the  ralcer^s  seat  in  the  angle  formed  between  the  finger-bar  and  the  side  of  the  plat- 
form, as  set  forth. 

"I  also  claim  the  placing  of  the  platform-baron  top  of  the  finger-bar  when  the  plat- 
form is  used,  so  that  they  shall  mutually  support  and  strengthen  each  other,  substantially 
as  herein  described.** 

The  Specification  of  the  reissued  patent  describes  the  nature 
and  object  of  the  invention  as  follows : 

'^The  duty  of  a  raker  upon  a  grain  harvesting  machine  being  a  laborious  one,  it  is 
important  that  he  should  be  in  such  a  position  as  to  enable  him  to  discharge  that  duty 
as  effectually  and  with  as  little  labor  as  possible  He  may  be  at  times  comp-rlled  to  reach 
into  the  grain  that  is  about  to  be  cut,  to  raise  it  up  or  disentangle  it.  He  often  must 
clear  the  outside  divider  of  the  cut  grain  that  is  apt  to  lodge  and  hang  upon  it,  and  must 
at  all  times  keep  the  platform  swept  clean  as  fast  as  sufficient  straw  has  accumulated  to 
form  a  gavel,  and  this  gavel  must  be  deposited  on  the  ground  in  good  shape  for  bind- 
ing, and  out  of  the  return  path  or  swath  of  the  machine.  To  find  a  location  upon,  or 
in  connection  with  a  grain-harvesting  machine  that  will  enable  the  raker  to  discharge 
these  duties  with  ease  to  himself,  was  the  purpose  and  object  of  William  A.  K.irby*s  in- 
vention, and  to  this  end,  without  impairing  any  of  the  other  operating  parts  of  the  ma- 
chine, he  devised  the  hereinafter  described  construction  and  operation  of  the  parts  to 
accomplish  the  desired  purpose: 

.  "  The  nature  of  the  invention  of  the  said  William  A.  Kirby  consists  in  combining 
with  a  cutting  apparatus  and  platform  having  a  side  delivery,  and  both  places  in  rear  of 
a  line  drawn  through  the  front  of  the  main  wheel,  the  raker*s  seat  located  at  the  side  of 
the  platform,  and  arranged  so  that  the  raker  sits  behind  the  main  frame  and  facing  the 
falling  grain,  from  which  location  he  can,  with  great  ease  to  himself,  watch  the  opera- 
tion of  the  cutting  apparatus,  take  off  the  grain  from  the  platform,  and  deliver  the 
gavels  in  good  shape  for  binding  upon  the  ground. 

'*  From  the  above  statement  of^  the  purpose,  object,  and  nature  of  the  said  Kirby*s 
invention,  it  will  be  perceived  that  there  are  several  restrictions  attaching  thereto,  but 
requiring  the  aggregate  of  the  whole  to  accomplish  the  purpose  aimed  at. 

"  In  the  first  place,  the  cutting  apparatus  must  be  placed  in  the  rear  of  a  line  drawn 
through  the  front  of  the  main  wheel  so  as  to  bring  the  cut  grain  as  near  the  place  of  de- 
livery as  possible,  which  is  in  rear  of  the  main  frame.  If  the  raker  had  to  reach  clear 
forward  to  the  front  of  the  machine  or  main  frame,  and  draw  the  gavel  to  the  rear  of 
it,  it  would  increase  his  labor  beyond  his  physical  endurance,  and  hence  the  cutting  appa- 
ratus and  platform  must  be  in  rear  of  that  line.  And  as  an  auxiliary  to  the  platform 
placed  as  above  described,  it  must  have  a  side  delivery,  sj  that  the  gavel  can  be  easily 
delivered  therefrom  in  good  shape  for  binding,  and  in  a  position  that  will  not  interfere 
with  the  next  or  return  swath  of  the  machine. 

**  In  the  next  place,  the  raker*s  seat  must  be  located  behind  aline  drawn  through  the 
cutting  apparatus,  so  that  he  may,  when  it  becomes  necessary,  reach  into  the  grain  about 
to  be  cut,  or  that  just  cut,  to  raise  it  up,  disentangle  it,  or  deliver  the  gavel  on  the  ground 
in  a  good  and  convenient  position.  If  the  raker  were  placed  in  or  too  near  the  line  of 
the  cutter,  he  could  not,  because  of  the  reel,  reach  to  the  outside  divider,  to  draw  the 
hanging  grain  from  it,  and  hence  the  location  of  the  seat  behind  the  cutting  apparatus, 
as  above  stated. 

''Again :  the  raker*s  seat  must  be  at  the  side  of  the  platform,  so  that  an  easy  and  short 
movement  of  his  rake  may  draw  the  grain  to  its  point  of  delivery.  If  he  were  on  the 
platform  his  weight  would  add  much  to  the  side-draught  of  the  machine,  which  of  itself 
is  a  sufficient  objection  to  placing  him  there,  but  he  could  not,  at  any  point  on  the  plat- 
foim,  rake  off  the  grain  without  a  greater  sweep  of  his  rake,  arms,  and  body  than  when 
at  the  side  of  it,  and  hence  the  location  of  the  seat  at  the  side  of  the  platform,  as  above 
stated.  * 

Again :  the  raker*s  seat  is  located  in  rear  of  the  main  frame  because  the  gavels  are 
delivered  at  that  point,  and  his  position  there,  while  it  does  not  interfere  with  any  of  his 
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other  duties,  enables  him  to  deliver  the  gavels  in  good  shape  for  being  bound  and  out 
of  the  path  of  the  machine  on  its  next  round. 

And  lastly,  the  raker*8  seat  located  so  that  the  raker  may  sit  upon  it  facing  the  falling 
grain.  This  enables  him  to  see  when  the  grain  is  entangled,  or  about  to  become  so,  and 
raise  it  up  or  draw  it  off  from  the  outside  divider,  and  in  every  respect  work  with  more 
ease  and  comfort  to  himself  than  when  he  sits  with  his  back  to  the  horses.** 

After  an  elaborate  description  of  the  way  to  make  and  use  the 
machine,  the  specification  adds : 

"  It  will  be  seen  that  by  the  peculiar  location  of  the  raker*s  seat  at  the  side  of  the 
platform,  and  the  manner  of  hanging  said  seat,  the  raker  can  deliver  the  gavel  at  any 
portion  of  the  side  of  the  platform  most  convenient  to  himself,  and  enabling  him  to 
change  his  point  of  delivery,  and  then  much  relieve  himself  by  changing  the  sweep  of 
his  body  and  arms  in  his  laborious  task.  It  also  enables  the  raker  to  more  readily  seice 
with  his  rake  the  cut  grain,  whatever  may  be  its  position  on  the  platform ;  for  when 
the  grain  leans  on  the  ground,  or  is  entangled,  it  will,  when  cut,  fill  sometimes  in  one 
position  on  the  platform,  and  at  other  times  in  different  positions;  but  in  all  or  any  of  its 
positions,  with  this  location  of  the  seat  and  the  facility  for  delivering  the  cut  grain,  the 
raker,  with  comparative  ease,  accomplishes  his  work. 

**  Having  fully  described  its  objects  and  purposes,  what  is  claimed  as  the  invention  of 
said  William  A.  Kirby,  is: 

"  In  combination  with  a  cutting  apparatus  and  a  platform  having  a  side  delivery,  and 
both  placed  in  rear  or  a  line  drawn  through  the  front  of  the  main  wheel,  the  raker*s 
seat  located  at  the  side  of  the  platform,  and  arranged  so  that  the  raker  sits  behind  the 
main  frame  and  facing  the  falling  grain,  substantially  as  described.** 

David  Wright^  for  complainants. 
Samuel  Blatchford^  for  defendants. 

Shipman,  J. 

On  November  15,  1859,  ^  patent  was  granted  to  William  A. 
Kirby  for  certain  new  and  useful  improvements  in  combined 
harvesting  machines.  This  patent  was  subsequently,  and  be- 
fore July  9,  1 86 1,  assigned  to  the  complainants  in  this  suit, 
and  on  the  last-named  date  they  received  a  reissue  of  the  same 
on  an  amended  specification. 

Upon  this  reissued  patent  the  present  bill  for  an  injunction 
and  an  account  is  founded. 

As  the  original  patent  was  referred  to  in  the  answer,  and  put 
in  evidence,  it  may  be  well  to  refer  to  its  contents  here,  in  con- 
nection with  the  reissue,  as  it  throws  some  light  on  the  true  con- 
struction of  the  latter.  It  will  be  seen  by  a  comparison  of  the 
two  specifications,  that  they  differ  in  their  description  of  the 
utility  of  the  invention  and  in  the  form  of  the  claim.     There 
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are  two  claims  in  the  original,  but  as  the  second  one  is  left  out 
of  the  reissue,  the  first  only  will  be  referred  to  here.  That 
claim,  as  stated  in  the  original,  was  as  follows :  **  What  I  claim  as 
new,  and  desire  to  secure  by  letters  patent,  is  the  particular  ar- 
rangement of  the  location  of  the  raker's  seat  in  the  angle  formed 
between  the  finger-bar  and  the  side  of  the  platform  as  set  forth." 
In  the  reissue,  this  claim  is  thrown  into  the  following  form :  ^^  In 
combination  with  a  cutting  apparatus  and  a  platform  having  a 
side  delivery,  and  both  placed  in  rear  of  a  line  drawn  through  the 
front  of  the  main  wheel,  a  raker's  seat  located  at  the  side  of  the 
platform,  and  arranged  so  that  the  raker  sits  behind  the  main 
frame  and  facing  the  falling  grain,  substantially  as  and  for  the 
purpose  described." 

By  a  comparison  of  the  claim,  as  originally  stated,  with  the 
drawings,  or  witht  he  stereoscopic  Exhibits  Nos.  9  and  10,  of  a 
machine  built  under  the  patent,  this  arrangement  and  location 
of  the  raker's  seat,  which  was  asserted  to  be  the  invention  sought 
to  be  protected  by  the  patent,  will  be  clearly  seen.  The  main 
frame  to  which  the  cutting  apparatus  was  attached,  and  from 
which  it  projected  to  the  right,  at  right  angles  to  the  path  of  the 
machine,  was  supported  by  one  large  wide-rimmed  driving  wheel. 
This  wheel  was  placed  toward  the  extreme  left  of  the  main 
frame,  and  the  driver's  seat  placed  directly  over  it.  The  edge 
of  the  delivery  side  of  the  platform  was  a  straight  line  extending 
backward  at  an  angle  of  about  eighty  degrees  to  the  finger-bar. 
The  line  of  the  finger-bar  extending  to  the  left  from  the  point 
where  the  edge  of  the' side  delivery  of  the  platform  joined  it  there- 
fore formed  an  angle  of  about  one  hundred  and  ten  degrees.  To 
the  rear  of,  at  a  greater  elevation  and  facing  the  apex  of  this  angle, 
the  raker's  seat  was  located.  The  original  patent  claims  this 
^^arrangement"  and  location  of  this  seat  in  this  angle  (or  facing 
this  angle).  But  no  vital  force  can  be  given  to  this  term  ^^ar- 
rangement," beyond  that  of  indicating  the  lelative  position  of  the 
seat  with  reference  to  the  other  parts  of  the  machine.  It  was 
secured  to  the  solid  and  weightier  parts  of  the  frame  by  ordinary 
and  well-known  mechanical  means.  The  whole  novelty  was  in 
the  particular  location  of  the  seat.  From  the  seat  so  located,  the 
original  specification  alleges,  the  raker  could  reach  forward,  dis- 
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entangle  the  uncut  grain  when  its  disordered  condition  required 
it,  and  draw  it  to  the  cutters  to  be  severed.  When  the  uncut 
grain  was  erect,  so  that  the  reel  would  bring  it  properly  to  the 
cutters,  the  raker  could,  from  this  location  of  his  seat,  sweep  the 
platform  of  the  cut  grain,  and  leave  it  in  a  windrow  behind  the 
machine  and  out  of  its  return  path  on  the  next  round.  The 
balancing  of  the  machine  and  the  bracing  of  the  raker  in  his  seat, 
by  placing  his  feet  in  the  stirrups,  are  also  referred  to  as  advan- 
tages gained.  But  it  is  not  important  to  dwell  on  these  latter 
features  here.  As  already  stated,  the  novelty  consisted  in  the 
location  of  the  raker's  seat,  and  was  well  described  in  the  first 
claim  of  the  original  specification. 

What  particular  difficulty  the  patentee  encountered  which  ren- 
dered his  patent  in  this  form  inoperative  to  secure  his  rights,  by 
which  a  reissue  became  necessary,  does  not  appear  very  clearly. 
Whether  it  was  feared  that  a  mere  new  position  of  one  of  the 
elements  of  an  old  combination  did  not  alone  furnish  tenable 
ground  upon  which  the  patent  could  stand ;  or,  whether  the  lan- 
guage of  the  claim  fixing  the  location  of  the  seat  'Hn  the  angle 
formed  between  the  finger-bar  and  the  side  of  the  platform," 
was  deemed  a  restriction  of  the  patent  within  narrower  limits 
than  the  invention  really  made ;  or,  whether  merely  a  diflFerent 
and  apparently  more  comprehensive  mode  of  stating  the  invention 
claimed  was  thought  more  desirable,  is  not  manifest.  For  some 
reason,  however,  a  reissue  was  deemed  ad  visable,  and  the  draughts- 
man of  the  specification,  after  enlarging  upon  the  difficulties  to 
be  overcome,  and  the  success  with  which  they  were  to  be  sur- 
mounted by  this  new  location  of  the  raker's  seat,  proceeded  to 
put  the  claim  in  the  form  of  a  combination,  consisting  of  three 
members,  viz:  a  cutting  apparatus,  a  side  delivery  platform,  and 
a  raker's  seat.  Here  he  was  confronted  with  a  difficulty — proba- 
bly the  same  one  which  deterred  the  draughtsman  of  the  original 
from  calling  it  a  combination  at  all — and  that  was,  that  the  com- 
bination was  old. 

In  order  to  remove  this  difficulty  it  was  apparent  that  some 
element  or  elements  of  novelty  must  be  introduced  in  order  to 
support  the  alleged  invention  as  a  new  combination.  The  first 
two  members,  the  cutting  apparatus  and  platform,  were  therefore 
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qualified  by  the  condition  that  they  were  both  to  be  placed  in 
rear  of  a  line  drawn  through  the  front  of  the  main  wheel.  The 
last  member,  the  raker's  seat,  was  to  be  located  at  the  side  of  the 
platform,  so  that  the  raker  should  sit  behind  the  main  frame  and 
facing  the  falling  grain.  It  is  also  clearly  inferable  from  the 
tenth  paragraph  of  the  specification,  that  it  was  intended  to  claim, 
in  regard  to  the  location  of  the  raker's  seat,  that  it  should  be 
behind  a  line  drawn  through  the  cutting  apparatus.  Indeed,  this 
inevitably  results  from  the  location  of  the  parts  of  the  machine. 

Now  it  is  perfectly  obvious  that  the  only  features  of  this  com- 
bination, as  thus  stated,  which  look  toward  novelty,  are  those 
which  relate  to  a  change,  or  supposed  change,  in  the  location  of 
the  members — the  first  two  in  rear  of  a  line  drawn  through  the 
front  of  the  main  wheel,  and  the  third  at  the  side  of  the  platform, 
and  behind  a  line  drawn  through  the  cutting  apparatus.  The 
form  and  angle  of  the  raker's  seat,  with  reference  to  the  way  the 
raker  is  to  sit  and  face  his  work,  may  be  laid  out  of  the  case. 
The  shape  of  the  seat  is  not  claimed,  nor  the  angle  at  which  it 
faces,  and  the  position  of  the  body  of  the  raker  on  the  seat,  can 
form  no  element  in  or  material  qualification  of  the  combination. 
The  way  the  raker  faces  is  not  a  part  of  the  organized  mechan- 
ism, but  a  result  of  it.  It  may  be,  and  doubtless  is,  one  of  the 
useful  objects  of  the  invention,  but  it  forms  no  part  of  the  inven- 
tion itself. 

I  do  not  overlook  the  fact  that  the  claim  states,  not  only  that 
the  raker's  seat  is  located  at  the  side  of  the  platform,  but  that  it 
is  ^^ arranged  so  that  the  raker  sits  behind  the  main  frame  and 
facing  the  falling  grain." 

The  relative  position  or  location  of  the  seat  being  fixed  upon 
where  it  is,  of  course  the  raker  sits  behind  the  main  frame.  This 
location  being  given,  whether  he  sits  facing  the  falling  grain  or 
not,  so  far  as  any  agency  of  the  machine  is  concerned,  depends 
upon  the  form  of  the  seat  and  the  angle  at  which  it  is  placed. 
The  fact  is,  he  sometimes  faces  the  standing  grain.  This  he 
does  when  he  reaches  forward  with  his  rake  to  raise  it  up  and 
bring  it  to  the  cutters.  Perhaps  it  would  be  more  accurate  to 
say  that  he  then  faces  the  standing  and  falling  grain.  When  the 
uncut  grain  is  erect,  and  he  can  devote  his  whole  attention  to 
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clearing  the  platform,  then  he  may  be  said  to  face  the  falling  grain. 
The  arrangement  referred  to  in  the  words  **  arranged  so  that  the 
raker  sits  facing  the  falling  grain/'  when  considered  apart  from 
the  location  of  the  seat,  or  as  qualifying  it,  can  include  nothing 
more  than  the  form  of  the  seat  and  the  angle  at  which  it  shall 
face  to  the  right.  As  already  stated,  the  form  is  not  claimed, 
nor  is  the  angle  at  which  the  seat  shall  be  placed,  within  any  fair 
construction  of  the  claim.  If  any  precise  angle  had  been  claimed, 
then  a  seat  at  a  different  angle  would  have  been  no  infringement. 

To  say  that  every  angle  on  the  right  half  of  a  circle  having 
its  center  in  the  center  of  the  seat  is  claimed  would  be  absurd. 
That  no  such  claim  was  intended  is  evident  from  the  fact  that  it 
was  designed  that  the  raker  should  sit  with  the  beam  which  sup- 
ports the  seat  between  his  legs,  with  his  left  foot  on  a  brace  (w 
in  the  drawings)  to  the  left  of  the  beam,  and  his  right  foot  on  the 
platform  at  a  point  (x  in  the  drawings)  near  the  point  where  the 
edge  of  the  platform  unites  with  the  finger- bar.  This  beam  runs 
forward  parallel  to  the  path  of  the  machine.  The  seat  could  not, 
therefore,  face  to  the  right  at  any  very  great  angle,  in  view  of  the 
arrangement  described  in  the  specification. 

But  we  shall  have  occasion  to  recur  hereafter  to  the  angle  at 
which  the  seat  is  to  be  placed,  and  its  legal  relation  to  the  subject 
matter  of  the  invention.  What  is  really  claimed  in  the  reissue 
is  an  old  combination,  consisting  of  three  members  placed  in  new 
or  supposed  new  positions,  viz :  a  cutting  apparatus,  and  a  plat- 
form having  a  side  delivery,  both  being  placed  in  rear  of  a  line 
drawn  through  the  front  of  the  main  wheel,  and  a  raker's  seat 
located  at  the  side  of  the  platform  and  behind  a  line  drawn 
through  the  cutting  apparatus,  substantially  as  described. 

Now,  assuming  for  the  purposes  of  this  case,  that  this  old  com- 
bination in  this  relation,  arrangement,  or  location  of  members,  is 
an  invention  within  the  meaning  of  the  Patent  Act,  I  will,  after 
briefly  referring  to  the  fact  of  infringement,  proceed  to  consider 
whether,  on  the  proofs,  the  complainant,  Kirby,  first  originated  it. 

As  to  the  infringement  by  the  respondents  there  can  be  no 
doubt.  They  are  engaged  in  the  manufacture  of  a  machine 
called  the  "  Cayuga  Chief,"  designed  by  Cyrenus  Wheeler,  Jr. 
This  machine  is  clearly  an  infringement  of  the  alleged  rights  of 
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the  complainants,  under  the  Kirby  patent  as  I  have  construed 
the  specifications  and  claim  of  that  patent.  The  "  Cayuga  Chief" 
contains  the  same  combination  of  three  members,  viz :  cutting 
apparatus,  platform  vtrith  a  side  delivery,  and  raker's  seat.  These 
are  all  arranged  and  located  in  substantially  the  same  manner  and 
positions  as  the  corresponding  parts  in  the  Kirby  machine  and 
for  the  purpose  of  accomplishing  the  same  ends.  The  cutting 
apparatus  and  platform  are  in  rear  of  a  line  drawn  through  the 
front  of  the  main  wheel  or  wheels,  and  the  raker's  seat  is  located 
at  the  side  of  the  platform  and  behind  a  line  drawn  through  the 
cutting  apparatus.  The  position  of  the  raker,  with  a  properly 
formed  and  adjusted  seat,  enables  him  to  do  precisely  what  the 
raker  on  Kirby's  can  do,  and  in  precisely  the  same  manner.  This 
is  conclusive  on  the  question  of  infringement. 

I  now  come  to  the  question  of  priority  of  invention.  The 
respondents  have  set  up  various  machines  of  Wheeler,  for  the 
purpose  of  antedating  Kirby  in  the  location  of  the  elements  or 
members  of  the  combination,  a  combination  which  the  machines 
of  both  always  embraced,  but  which  was  originated  by  neither. 
The  only  novelty  which  either  can  lay  any  claim  to  is  in  the 
location  of  the  parts.  The  date  of  Kirby's  alleged  invention  may 
be  fixed  at  1856.  Wheeler  built  his  first  combined  machine  in 
1854,  and  used  it  successfully  that  year.  He  took  out  a  patent 
for  it  in  February,  1855,  but  his  patent  did  not  claim  the  inven- 
tion now  in  controversy,  though  his  machine  clearly  had  all  the 
members  of  the  combination,  viz :  cutting  apparatus,  platform 
with  a  side  delivery,  and  a  raker's  seat,  separate  and  apart  from 
the  driver's  seat.  His  raker's  seat  and  platform  were  both  located 
in  rear  of  a  line  drawn  through  the  front  of  the  main  wheels. 
So  much  appears  by  a  glance  at  the  drawings  annexed  to  his 
patent,  dated  February  9,  1855.  But  these  drawings  represent 
the  location  of  the  raker's  seat  to  be  forward  of  a  line  drawn 
through  the  cutting  apparatus,  and  forward  of  the  platform, 
and  therefore  not  at  its  side.  But  the  respondents  introduced 
Wheeler,  the  inventor,  and  several  witnesses  who  assisted  him 
in  building  and  operating  the  machine  as  it  was  put  in  practice, 
and  others  who  witnessed  its  operations.  They  testify  that,  in 
point  of  fact,  the  machine,  as  built  and  used,  had  the  raker's  seat 
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located  behind  a  line  drawn  through  the  cutting  apparatus,  and 
at  the  delivery  or  left  side  of  the  platform,  and  that  this  machine 
was  used  also  in  1855,  the  only  change  in  it  being  the  removal 
of  the  castor  wheel  farther  back. 

Witnesses  further  testify  that  other  machines  were  built  by 
Wheeler,  and  put  in  operation  every  year  after  that,  and  that 
they  all  had  the  raker's  seat  in  the  same  relative  position^  The 
complainants  here  introduced  several  machines  built  by  Wheeler, 
commencing  with  the  "Old  Blue,"  or  Harvey  Morgan  machine* 
This  latter,  built  in  1857,  shows  conclusively  that  the  raker's 
seat  was  in  rear  of  a  line  drawn  tTirough  the  front  of  the  main 
wheel  behind  a  line  drawn  through  the  cutting  apparatus,  and  at 
the  side  of  the  platform,  though  farther  from  it,  and  not  exactly 
in  the  angle,  as  described  and  claimed  in  the  original  Kirby  patent. 
Other  machines  built  by  Wheeler,  and  introduced  by  the  com- 
plainants, show  the  same  relative  location  of  the  raker's  seat,  cut- 
ting apparatus,  and  platform.  The  respondents'  witness  say 
that  the  location  of  the  raker's  seat  relatively  to  the  other  parts 
of  the  machine  was  the  same  from  the  first  one  built  in  1854 
down.  Now,  it  is  insisted  by  the  complainants,  and  not  without 
force,  that  the  original  description  of  Wheeler's  machine  in  1854) 
as  presented  to  the  Patent  Office,  does  not  show  this  location  of 
the  raker's  seat,  but  does  show  the  reverse,  and  that  the  repre- 
sentations of  the  machine  then  put  in  tangible  form  to  the  eye, 
are  subjected  to  no  lapses  of  memory,  and  ought  to  prevail  over 
the  recollection  of  witnesses  who  testify  after  a  period  of  years 
has  intervened.  It  is,  however,  a  familiar  fact,  that  inventors, 
when  putting  their  machines  in  operation,  often  depart,  in  con- 
structing them,  from  the  precise  configuration  of  their  drawings 
and  models ;  especially  in  particulars  that  are  not  deemed  of  prime 
importance.  In  this  instance,  it  is  clear  that  the  particular  loca- 
tion of  the  raker's  seat  evidently  was  not  deemed  a  matter  of 
great  moment.  It  was  no  part,  or  at  least  was  not  claimed  as  a 
part  of  Wheeler's  invention,  and  we  find  that,  in  point  of  fact, 
this  location  of  the  raker's  seat,  as  shown  by  Wheeler's  drawings 
in  1854  was  departed  from  at  least  as  early  as  1857.  This,  the 
"Old  Blue"  machine,  already  referred  to  and  represented  in 
complainants'  stereoscopic  exhibits  Nos.  i   and   2,  conclusively 
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proves.  Now,  the  witnesses  for  the  respondents  already  referred 
to  swear  that  this  departure  took  place  at  the  start,  in  1854,  and 
has  so  continued.  Several  of  these  witnesses  testify  under  cir- 
cumstances which,  if  they  are  honest  men,  must  give  their  state- 
ments great  weight.  They  aided  in  the  construction  of  the 
machines,  and  in  operating  them  in  the  field.  Their  attention 
was  repeatedly  concentrated  on  the  manner  in  which  they  per- 
formed their  work  as  labor-saving  machines.  Some  of  them 
assisted  in  raking  o(F,  occupying  at  least  a  portion  of  time  the 
raker's  seat.  The  relative  position  of  the  seat  as  distinguished 
from  its  position,  as  shown  by  Wheeler's  drawings  annexed  to 
his  patent,  was  marked  and  striking.  These  machines  are  large 
objects,  and  present  the  difference  broadly  to  the  eye,  especially 
to  the  eye  of  one  operating  with  the  rake  from  the  seat.  The 
position  affects  the  raker's  manner  of  doing  this  work,  and  the 
exertion  and  fatigue  consequent  upon  performing  the  labor.  It 
is  difficult,  therefore,  to  see  how  they  can  be  mistaken  on  so 
prominent  a  feature  of  the  machine  with  which  they  were  so 
familiar.  This  change  of  the  location  of  the  raker's  seat,  from 
the  beam  over  and  forward  of  the  castor  wheel,  as  shown  in  the 
drawings  of  Wheeler's  patent  of  1855,  to  its  location  on  a  piece 
of  scantling  at  the  side  of  the  platform  and  considerably  behind 
a  line  drawn  through  the  cutting  apparatus,  as  we  find  it  in  the 
"Old  Blue"  machine  of  1857,  is  so  radical,  marked,  and  de- 
cided, that  the  time  of  this  change  must  have  been  remembered 
by  those  who  made  it  or  were  familiar  with  it,  if  it  were  made 
after  the  beginning  in  1854.  If  the  raker's  seat  were  occupied 
at  these  two  widely  different  points  in  harvesting,  the  operators 
could  not  have  failed  to  notice  and  remember  it.  Every  muscle 
in  their  bodies  would  have  conspired  to  impress  their  memories 
with  such  a  change. 

I  am,  therefore,  led  to  the  conclusion  that  Wheeler  did,  at  first, 
place  his  raker's  seat  substantially  in  the  position  that  we  find  it 
in  the  "Old  Blue"  or  Morgan  machine  in  1857.  ^^  ^^^  latter 
it  was  undeniably  in  rear  of  a  line  drawn  through  the  cutting  ap- 
paratus and  at  the  side  of  the  platform.  The  cutting  apparatus 
and  platform  arc  both  behind  a  line  drawn  through  the  front  of 
the  main  wheels.     Here  we  find  every  condition  embraced  in 
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the  reissued  Kirby  patent,  except  that  which  refers  to  the 
arrangement  of  the  raker*s  seat,  so  that  the  raker  sits  facing  the 
falling  grain,  which  has  already  been  discussed,  and  which  we 
will  refer  to  again.  It  is  true  that  the  raker's  seat  on  the  "Old 
Blue  "  or  Morgan  machine  can  not  be  exactly  said  to  be  in  the 
angle  formed  between  the  finger-bar  and  the  side  of  the  platform, 
as  claimed  in  Kirby's  original  specification.  It  is  rather  to  the 
left  of  this  angle.  But  that  restricted  location  was  abandoned  in 
the  reissue,  and  the  claim  expanded  sufficiently  to  cover  a  seat 
placed  in  rear  of  the  other  parts  of  the  machine,  and  by  or  oppo- 
site the  left  side  of  the  platform.  From  what  I  have  already 
stated,  it  will  be  seen  that  the  only  novelty  within  the  scope  of 
the  present  controversy,  which  it  is  possible  to  claim  for  Kirby's 
machine  over  that  of  Wheeler's,  as  shown  in  the  Morgan,  is  that 
which  describes  it  as  so  arranged  that  the  raker  sits  facing  the 
falling  grain.  (The  language  of  the  claim  includes  the  words, 
*^sits  behind  the  main  frame,"  but  this  is  an  inevitable  conse- 
quence common  to  both  machines  with  this  location  of  the 
raker's  seat.)  This  position  of  the  raker,  facing  the  falling 
grain,  is  deemed  important  by  the  complainant,  and  they  call 
attention  to  it  in  their  bill,  by  printing  this  part  of  the  language 
of  the  claim  in  italics  and  capitals. 

Now,  what  is  this  arrangement  of  the  seat  which  enables  the 
raker  to  sit  facing  the  falling  grain  ?  It  is  not  any  peculiar  man- 
ner in  which  the  support  of  the  seat  is  secured  to  the  main  frame, 
nor  any  peculiar  combination  of  this  support  with,  nor  any  pecu- 
liar relation  of  it  to  the  main  frame.  This  support  is  a  small 
beam,  slightly,  or  may  be  slightly,  curved,  with  its  forward  end 
bolted  to  the  solid  parts  of  the  main  frame  in  the  ordinary  way. 
On  the  rear  end  of  this  beam,  or  support,  the  raker's  seat  is 
located.  This  seat  on  the  Kirby  machine  is  and  was  so  adjusted 
on  the  end  of  the  support  that  it  faced  at  an  angle  more  or  less 
to  the  right  of  the  path  of  the  machine.  On  the  Wheeler  ma- 
chine, down  at  least  to  and  including  1857,  ^"^  ^  think  down  tO) 
but  not  including,  the  "Cayuga  Chief"  in  1861,  the  seat  faced 
forward  or  backward  of  both  in  a  line  parallel  to  the  path  of  the 
machine.  The  cleats  at  the  sides,  and  the  stirrup  or  footboard 
below,  on  the  Morgan  machine,  clearly  show  this.     (See  also 
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stcrescopic  exhibits  Nos.  3  and  4.)  By  these  latter  exhibits  we 
see  that  the  operator  cut  out  the  right-hand  cleat  and  into  the 
seat  a  place  to  receive  his  right  leg,  so  that  he  could  face  his 
work  by  a  less  twist  of  his  body.  It  is,  therefore,  clear  that 
Wheeler  originally  expected  the  raker  would  sit  either  with  his 
face  or  back  to  the  driver;  so  that  when  sitting  naturally  and 
unemployed  in  his  seat,  with  his  face  to  the  driver,  he  would  look 
forward  in  a  line  parallel  to  the  path  of  the  machine  -,  and  when 
with  his  back  to  the  driver,  he  would  look  backward  in  a  line 
parallel  to  the  path  of  the  machine.  Whatever  was  necessary  to 
enable  him  to  look  toward  the  falling  grain  was  not  provided  for 
in  the  form  of  a  seat,  nor  in  the  angle  at  which  it  was  placed, 
but  was  left  to  his  own  discretion,  and  to  the  voluntary  move- 
ments of  his  own  body  toward  whatever  point  his  work  demanded 
his  attention. 

Now,  it  will  at  once  be  seen  that  the  whole  question  of  novelty 
involved  in  this  part  of  the  case,  is  reduced  to  turning  the  front  of 
the  seat  more  or  less  toward  the  platform.  This  could  be  done 
^  cither  by  turning  it  on  a  bolt  through  its  center,  like  an  ordinary 
revolving  seat  or  turn-table,  or  by  simply  changing  the  form  of 
the  seat.  The  latter  was  done  in  a  rude  way  by  the  owner  or 
operator  of  the  machine,  represented  in  stereoscopic  exhibit  No. 
3.  So  far  as  any  changes  in  the  form  of  the  seat  necessary  to 
accomplish  the  object  are  concerned,  they  are  simple,  well  known, 
and  the  common  property  of  the  race.  The  same  may  be  said 
of  moving  the  seat  on  a  center,  freely  or  rigidly,  so  that  its  front 
may  b^  presented  at  any  angle  most  convenient  to  the  worker. 
Such  a  change  is  no  more  patentable  than  revolving  the  seat- 
board  of  a  piano  stool,  or  changing  the  position  of  a  common 
chair  on  the  floor  of  a  parlor.  The  change  of  the  raker's  seat  so 
that  it  may  face  any  particular  angle  is  an  act  of  purely  manual 
adjustment,  which  any  one  and  every  one  is  free  to  make.  It  is 
not,  strictly  speaking,  even  a  mechanical,  but  only  a  manual 
change,  where  the  fastening  is  by  a  single,  central  bolt.  The 
change  necessary  to  present  the  front  at  a  different  angle  would, 
in  changing  the  ordinary  mode  of  a  rigid  fastening,  or  changing 
the  form  of  the  seat,  be  mechanical ;  but  such  a  change  would 
involve  no  invention,  any  more  than  the  cutting  out  of  the  place 
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for  the  raker's  right  leg  in  the  machine  referred  to  would  be  an 
invention.  Such  changes  would  be  made  without  in  the  least  al- 
tering the  principles  of  the  mechanism  or  the  relative  arrangement 
of  its  parts.  Granting,  therefore,  that  Kirby  was  the  first  to  give 
the  front  of  his  seat-board  an  inclination  to  the  right,  I  do  not 
think  that  act  involved  any  element  of  novelty  or  invention  in 
the  eye  of  the  patent  law.  I  am  well  aware  that  it  is  often  no 
easy  task  to  draw  the  true  line  of  distinction  between  invention, 
the  product  of  original  thought,  and  mere  obvious  manual  changes 
following  the  beaten  track  of  mechanical  experience.  This  diffi- 
culty, in  connection  with  the  general  merit  of  inventors,  as  con- 
tributors to  the  material  interest  of  society,  has  inclined  courts  to 
give  a  liberal  construction  to  the  law,  so  as  to  protect  every  con- 
trivance that  can  be  called  new,  which  proves  at  all  useful.  Care 
has  been  taken  to  give  the  benefit  of  doubt,  as  to  originality  or 
creative  thought,  to  the  inventor,  so  as  to  nourish  inventive 
enterprise  by  lending  encouragement  to  every  degree  of  merit. 
This  is  the  more  important,  as  simple  contrivances,  the  offspring 
of  simple,  even  involuntary  thoughts,  often  produce  great  and 
beneficial  results,  while  complex  and  elaborate  ones,  the  product 
of  long  and  profound  cogitation,  not  unfrequently  prove  compar- 
'ativelv  or  whollv  abortive.  But  it  is  obvious  that  there  is  a  limit 
beyond  which  mere  changes  can  not  and  ought  not  to  receive 
this  protection.  I  think  the  law  never  intended  that  it  should 
cover  a  change  like  this,  of  merely  turning  a  seat  at  a  different 
angle,  regardless  of  the  means  by  which  it  is  to  be  accomplished. 
There  is  nothing  in  the  present  case  which  calls  for  any  struggle 
on  the  part  of  the  court  to  extend  the  protection  of  the  hw 
beyond  its  obvious  and  natural  limit.  Neither  Kirby  nor  Wheeler 
is  a  pioneer  in  this  field  of  invention.  ^They  are  both  gleaners 
where  others  have  gathered  the  principal  harvest.  The  heat  and 
burden  of  the  day  fell  on  those  who  first  surmounted  the  great 
difficulties  which  originally  confronted  inventors  in  their  efforts 
to  produce  successful  machines  for  harvesting. 
From  these  views  it  will  be  seen  that  I  hold  : 
First.  That  the  combination  of  a  cutting  apparatus  and  a  plat- 
form having  a  side  delivery,  both  placed  in  rear  of  a  line  drawn 
through  the  front  of  the  main  wheels,  with  a  raker's  seat  located 
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at  the  side  of  the  platform  and  behind  a  line  drawn  through  the 
cutting  apparatus,  substantially  as  described  in  the  reissued  Kirby 
patent,  was  made  by  Cyrenus  Wheeler,  Jr.,  as  early  as  1854. 

Second,  That  though  the  front  of  the  raker's  seat,  so  located 
and  combined,  was  first  shifted  on  its  support  by  Kirby,  and 
placed  at  an  angle  or  diagonally  across  the  path  of  the  machine, 
this  change  was  not  an  invention,  but  only  a  manual  change  in 
the  mode  of  use,  and  therefore  not  patentable. 

Third,  That  the  position  of  the  raker  on  the  seat,  facing  the 
falling  grain,  is  no  part  or  qualification  of  the  combination,  but 
the  mere  result  of  the  angle  at  which  the  seat  is  adjusted  on  its 
support,  and  as  a  part  of  the  claim,  is  mere  superfluous  description. 

A  DECREE  must  be  entered  dismissing  the  bill  with  costs. 


The   Yale   and    Greenleaf    Manufacturing    Com- 
pany AND  Linus  Yale,  Jr. 

vs. 

Frederick  H.  North.     In  Equity. 

Tumblers  set  separately  in  the  proper  position  by  a  key  or  its  eqatvalent,  or  by  hand,  at 
in  alphabetical  or  index  locks,  are  different  mechanical  devices  or  instruments  from 
those  which  are  set  at  one  time,  or  nearly  so,  by  the  action  of  a  key  or  bit. 

The  substitution  of  the  former  for  the  latter  in  a  lock  constitutes  a  new  and  patentable 
combination. 

The  claim  is  not  for  the  combination  of  the  mechanism  with  the  fact  or  act  of  setting 
the  tumblers  separately.     If  it  were,  it  would  be  an  absurdity  and  void. 

A  combination  of  mechanism  must  consist  of  distinct  mechanical  parts  having  some 
relation  to  each  other,  and  each  having  some  function  in  the  organism. 

The  combination  set  forth  in  the  first  claim  of  reissued  letters  patent  granted  Linus  Yale, 
Jr.,  April  28,  1863,  is  found  in  the  prior  patent  of  Henry  Isham,  dated  November 
12,  1845,  and  it  therefore  void. 

The  second  claim  of  the  reissue  is  valid  and  infringed  by  the  locks  manufactured  by 
defendant. 

As  judgment  was  rendered  for  each  of  the  parties  on  one  of  the  reissues,  no  costs  were 
allowed  to  either  party. 

(Before  Shipman,  J.,  District  of  Connecticut,  September,  1JS67.) 
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This  was  a  bill  in  equity  filed  to  restrain  defendant  from  in- 
fringing letters  patent  for  "  improvement  in  locks,"  granted  to 
Linus  Yale,  Jr.,  May  14,  1861,  and  reissued  to  him  April  28, 
1863,  the  sole  and  exclusive  right  to  the  use  of  which  was  granted 
to  the  Yale  and  Greenleaf  Manufacturing  Company,  September 

21,  1861. 

The  claims  of  the  original  patent  were  as  follows : 

"  I.  The  piece  E  (key)  or  its  equivalent  used  in  the  manner,  or  an  equivalent  man- 
ner, and  for  the  purpose  substantially  as  described. 

<*  a.  The  parts  Z>,  Z>,  Z>,  D  (tumblers),  or  their  equivalents,  receiving  motion  in  the 
manner  substantially  as  described. 

<*  3.  The  piece  C  (fence)  or  its  equivalent,  with  its  arm  jf,  for  the  purpose  and  object 
described.** 

The  specification  of  the  reissued  patent  was  as  follows : 

"  Be  it  known,  that  I,  Linus  Yale,  Jr.,  formerly  of  Philadelphia,  but  now  residing  at 
Shelburne  Falls,  Massachusetts,  have  invented  certain  new  and  useful  improvements  in 
that  class  of  locks  in  which  each  tumbler  is  set  separately  to  its  proper  position  by  a  key, 
or  its  equivalent,  or  by  hand  as  in  alphabetical  or  index  locks,  as  distinguished  from  or 
contrasted  with  that  class  of  locks  in  which  all  the  tumblers  are  set  at  one  time,  or  nearly 
so,  by  the  action  of  a  key  or  bit,  and  I  declare  the  following  to  be  a  full,  clear,  and  exact 
description  of  my  improvements,  reference  being  had  to  the  drawings,  in  which: 

"  Figure  i  is  an  elevation  of  the  lock,  one  side  of  the  case  being  removed. 

**  Figure  i  is  a  section  through  the  lock  on  the  line  x  y  of  figure  x. 

**  Figure  3  is  a  section  through  the  key  curb. 

**  Figure  4  is  a  detail  view  of  the  bolt  and  bolt-lever  or  keeper. 

**  Figure  5  is  a  plan  of  one  of  the  washers. 

"  In  this  lock  I  have  introduced  several  improvements,  the  principal  ones  relating,  first, 
to  the  method  of  operating  the  tumblers,  and,  secondly,  to  the  method  of  preventing  pick- 
ing. In  this  class  of  locks  difficulty  is  often  experienced  in  setting  the  tumblers  j  imper- 
fect sight  of  the  operator,  or  want  of  light,  or  a  wrong  position  of  the  eye,  preventing  the 
indices  usually  employed  from  being  brought  to  the  exact  spot  which  they  must  assume 
before  the  tumblers  are  adjusted,  and  the  lock  can  be  unlocked.  In  order  to  obviate  this 
defect  I  have  combined  a  tumbler  with  a  revolving  tooth  on  a  separate  shaft,  the  combi- 
nation being  such  that  a  whole  revolution  of  a  tooth  moves  the  tumbler  only  through  the 
angular  distance  between  two  of  its  consecutive  notches. 

**  Locks  of  this  class  have  also  been  picked  by  new  processes  impossible  to  describe  fully 
except  in  a  specification  of  inordinate  length,'but  depending  for  their  success  upon  distin- 
guishing one  tumbler  from  the  others,  and  the  difference  between  filseand  true  notches, 
or  either  of  them,  by  forcing  the  stump  against  the  tumblers,  and  noting  the  position  of  an 
index  attached  to  the  instrument,  whatever  it  may  be,  that  retracts  or  tends  to  retract  the 
bolt,  and  I  have  remedied  this  defect  in  this  class  of  locks,  by  combining  with  tumblers,  set 
or  adjusted  separately  and  in  succession,  a  bolt  and  vibrating  stump  or  fence  attached  there- 
to, said  fence  acting  to  stop  the  motion  of  the  bolt  at  one  and  the  same  point  irrespective 
of  the  precise  tumbler  or  precise  notch  of  a  tumbler  against  which  the  stump  is  forced. 

**  In  this  lock  the  bolt  is  shown  ac  B^  and  is  guided  as  usual  by  the  g-ate  in  the  rim, 
and  by  two  pins  ai,  ai.  In  the  bolt  is  an  aperture  ^,  permitting  it  to  slide  past  the  post 
a.  The  post  a  is  strongly  secured  to,  or  made  in  one  piece  with  the  lock-plate  j4,  and  is 
a  cylinder  with  one  side  flattened;  this  flattening  is  merely  to  prevent  the  washeri  i,  2, 
3,  4,  from  revolving.  Upon  the  post  are  packed  the  tumblers  D,  D,  D,  free  to  revolve 
thereon,  and  between  the  tumblers  are  the  wjshers,  the  whole  pack  of  washers  and  tum- 
blers being  held  in  place  by  a  stout  washer  H,  secured  by  a  spring  ring  /  taking  into  a 
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groove  on  top  of  the  post.  These  tumblers  are  gated  or  deeply  notched  as  at  Jy  for  the 
entrance  of  the  stump,  and  have  also  false  notches  surrounding  them  as  at  i^,  %^y  3'',  etc. 
Such  notches  also  serving  as  cog-teeth,  by  means  of  which  each  tumbler  can  be  revolved. 
These  notches  extend  all  around  the  tumblers,  except  at  one  spot,  as  at  d^^^  where  their 
original  rim  is  left  uncut,  so  as  to  secure  a  point  of  departure  from  which  to  count  the 
position  of  the  stump  notch  when  the  tumblers  are  revolved.  The  bolt  has  pivoted  to  it 
at  ^4  an  ordinary  guard  tumbler  Cr,  held  in  abutment  against  the  pin  a2,  which  serves  as  a 
stop  for  this  tumbler.  Upon  the  bolt  B  and  ^x  is  the  vibrating  safety  fence  C — part  of 
this  fence  at  c  serves  as  an  ordinary  stump,  and  inserted  in  the  bolt  is  a  spring-pin  ^5, 
which  bears  against  the  stump  and  holds  its  end  g  out  of  contact  with  the  top  a^:  if  the 
lock  is  put  on  the  door  with  the  side  at  x  upward  this  pin  is  unnecessary,  as  the  force  of 
gravity  will  then  keep  the  end  ^  depressed.  Near  the  tumblers  is  secured  in  the  lock  the 
key  curb  F,  free  to  revolve  and  bored  out  and  slotted  from  end  to  end,  for  the  passage  of 
the  revolving  tooth  which  sets  the  tumblers  and  also  serves  as  a  bolt  mover;  the  shape 
of  this  tooth  and  its  shaft  are  clearly  shown  in  the  drawings,  and  on  its  shaft  are  turned 
a  series  of  grooves  whose  distance  from  center  to  center  is  the  same  with  that  of  the  tum- 
blers, and  into  these  grooves  takes  a  spring-pin  attached  to  the  curb,  and  clearly  shown  in 
fig.  3.  This  pin  permits  the  key  to  be  shoved  out  and  in  within  the  case  of  the  lock, 
and  serves  to  determine  the  position  of  the  tooth,  so  that  the  tumbler  upon  which  it  is 
acting  may  be  known.  The  distances  between  the  true  notches  or  gates  into  which  the 
bolt  stump  must  enter  before  the  lock  can  be  unlocked,  and  the  blank  spot  on  the  periph- 
ery of  the  tumblers,  varying  in  each  tumbler,  and  the  number  of  tumblers  may  vary  from 
two  upward.  In  order  to  unlock  the  lock,  one  of  the  tumblers  is  to  be  turned  by  the 
revolving  tooth  operated  by  the  crank  until  the  blank  is  felt;  when  the  tooth  strikes  the 
blank,  further  revolution  in  the  same  direction  is  impossible.  The  key  is  then  to  be 
shoved  in  or  pulled  out  and  another  tumbler  set  in  the  same  way  until  all  the  blanks  lie 
over  each  other,  then  by  acting  on  each  tumbler  separately,  each  one  is  to  be  revolved  by 
the  crank  and  tooth  until  the  gate  or  true  notch  comes  opposite  the  stump  on  the  bolt; 
the  necessary  amount  of  revolution  being  known  and  depending  upon  the  construction  of 
each  tumbler,  or,  in  other  words,  the  number  of  notches  between  the  blank  spot  and  the 
true  gate.  The  key  is  then  shoved  in  and  turned  so  as  to  lift  the  guard  tumblers;  hold  it 
lifted ;  uke  into  the  talons  ^3  and  retract  the  bolt ;  in  so  doing  the  stump  c  will  enter 
the  true  notches.  Now,  it  will  be  noted  that  each  tumbler  is  moved  separately,  and  when 
adjusted  remains  in  the  position  for  the  stump  to  enter  without  being  held  in  place  by  the 
key,  thus  differing  from  that  class  of  locks  in  which  the  tumblers  are  lifted  all  at  once 
and  held  in  position  by  a  key  or  bits  while  the  lock  bolt  is  being  retracted.  It  will  also 
be  observed  that  a  whole  revolution  of  the  crank  and  tooth  only  turns  each  tumbler  one 
notch ,  no  index  on  the  crank  is  therefore  needed,  all  that  is  necessary  being  to  count  the 
turns  of  the  crank,  and  it  makes  no  difference  whether  the  crank  commences  to  turn 
from  a  precise  spot  or  finishes  its  revolution  at  a  precise  spot,  so  long  as  it  moves  through 
such  a  portion  of  a  rcvulution  as  will  turn  the  tumbler  upon  which  it  is  acting  through 
the  angular  distance  between  two  notches. 

"This  arrangement  therefore  dispenses  with  indices,  permits  opening  of  the  door  in  the 
dark  as  well  as  in  the  light,  and  obviates  the  difficulties  arising  from  imperfect  vision,  or 
false  position  of  the  eye  of  the  operator.  In  case  a  lock  is  attempted  to  be  opened  by  a 
person  not  knowing  the  true  set  of  the  tumblen  and  the  relative  angular  position  between 
the  blanks  d^'  and  the  true  notches,  he  must  endeavor  to  set  the  tumblers  experimentally, 
and  then  ascertain  whether  their  arrangement  is  correct  by  forcing  the  bolt  backward ; 
when  he  does  so,  the  stump  as  soon  as  it  touches  any  tumbler  will  compress  the  spring 
and  locate  its  long  end  (the  fence)  against  the  stop  a^,  thus  preventing  the  bolt  from  re- 
tracting further,  and  always  bringing  it  up  against  the  stop  a^  and  at  exactly  the  same 
point  of  retraction,  no  matter  what  tumbler  or  part  of  a  tumbler  it  touches.  This  pecu- 
liarity of  the  sameness  of  range  of  motion  of  the  bolt  when  forced  back  effectually  pre- 
vents a  lockpicker  from  distinguishing  between  the  different  tumblers,  or  discovering  their 
true  set,  or  that  arrangement  of  the  gates  which  will  alone  permit  the  bolt  to  be  retracted. 
In  locking,  the  bolt  is  to  be  shot,  and  the  tumblers  are  then,  by  means  of  the  tooth,  to 
be  moved  so  that  their  true  notches  are  no  longer  opposite  the  stump.  I  claim  as  of  my 
own  invention : 

'*  Firtt,  The  combination  of  a  revolving  tumbler  with  a  revolving  tooth ;  the  two  be- 
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ing  relatively  arranged  so  that  a  revolution  of  the  latter  moves  the  former  only  through 
the  angular  distance  from  one  of  its  teeth  to  the  next  in  succession,  the  combination  being 
substantially  such  as  described. 

^^  Second.  In  combination  with  a  pack  or  series  of  tumblers  set  separately  and  in  suc- 
cession, I  claim  a  vibrating  fence  and  a  bolt,  and  a  proper  stop  against  which  the  fence 
may  abut,  the  whole  being  and  operating  substantially  as  set  forth;  and,  lastly,  I  cliim  in 
combination  a  revolving  tooth,  a  pack  or  series  of  tumblers,  a  Tibratiog  fence  and  a  bol^ 
the  whole  operating  substantially  as  hereinbefore  specified. 

*'In  testimony  whereof,  I  have  hereunto  subscribed  my  name  on  this  seventeenth  day 
of  March,  a.  d.  1863.  LlNUb  YALE,  JR." 


C  M,  Keller  and  E.  fV.  Stoughton^  for  complainants. 
George  Gifford^  for  defendant. 

Shipman,  J. 

This  is  a  bill  for  an  injunction  to  restrain  the  respondent  from 
infringing  certain  alleged  rights  of  the  complainants,  and  is  founded 
upon  a  reissued  patent  numbered  1470,  granted  to  one  of  the 
complainants,  Linus  Yale,  Jr.,  and  dated  April  28,  1863.  The 
other  complainants,  the  Yale  &  Greenleaf  Manufacturing  Com- 
pany, are  the  sole  and  exclusive  licensees  of  Linus  Yale,  Jr., 
under  this  patent. 

The  patent  is  for  an  alleged  new  and  useful  improvement  in 
locks,  and  embraces  three  claims.  Only  two  of  these  claims 
are  involved  in  the  present  controversy,  and  the  main  struggle 
between  the  parties  relates  to  the  second.  The  object  of  the 
alleged  invention  embraced  in  this  second  claim  is  declared  in 
the  body  of  the  specification  to  be,  to  prevent  the  picking  of  the 
lock.     This  claim  is  stated  in  the  following  lan2:uao[e : 

^^In  combination  with  a  pack  or  series  of  tumblers  set  sepa- 
rately and  in  succession,  I  claim  a  vibrating  fence  and  a  bolt,  and 
a  proper  stop  against  which  the  fence  may  abut,  the  whole  being 
and  operating  substantially  as  set  forth." 

The  specification,  in  describing  the  state  of  the  art  at  the  date 
of  the  invention,  and  the  alleged  improvements  made  by  the 
patentee,  distinguishes  combination  locks  as  capable  of  being 
separated  into  two  classes — the  first  class  embracing  those  "locks 
in  which  each  tumbler  is  set  separately  in  the  proper  position  by 
a  key  or  its  equivalent,  or  by  hand,  as  in  alphabetical  or  index 
locks,"  the  second  class  embracing  those  'Mocks  in  which  all  the 
tumblers  are  set  at  one  time,  or  nearly  so,  by  the  action  of  a  key 


SEPTEMBER,   1 867.  283 

Yale  and  Greenleaf  Manafacturing  Co.  v.  North. 

or  bit,"  and  it  is  to  the  first  class  only  that  the  alleged  improve- 
ments of  this  patentee  are  declared  to  be  applicable. 

This  distinction  between  these  two  classses  of  locks  has  an  im- 
portant bearing  on  the  main  question  to  be  determined  in  this 
case.  It  is  set  forth  in  the  specification  and  was  insisted  on  by 
the  complainants  at  the  hearing,  for  the  purpose  of  making  the 
line  of  separation  between  what  is  alleged  to  be  a  new  combina- 
tion and  what  is  admitted  to  be  old.  The  novelty  of  the  inven- 
tion embraced  in  the  second  claim  therefore  depends  upon  the 
verity  and  validity  of  this  distinction,  as  will  be  seen  hereafter. 

Whether  the  combination  described  in  the  second  claim  is 
patentable,  when  considered  apart  from  this  question  of  novelty, 
is  another  and  different  matter,  and  will  be  discussed  when  we 
consider  that  point  as  separately  presented  by  the  respondent. 

We  think  that  locks  in  their  ordinary  construction  and  use  are 
susceptible  of  being  plainly  separated  into  two  classes— one  class 
(which,  for  convenience,  we  will  continue  to  denominate  the  first) 
in  which  the  tumblers  are  so  constructed  and  arranged  that  they 
are  set  separately  and  in  succession  by  bringing  the  gates  of  the 
tumblers,  one  by  one,  from  different  points  into  a  line  for  the 
fence  to  enter,  so  that  the  bolt  may  be  retracted.  This  setting 
of  the  tumblers  separately  for  the  retraction  of  the  bolt  of  course 
presupposes  that  the  tumblers  have  been  disarranged  after  locking 
upon  a  combination  fixed  by  and  known  to  the  locker.  Having 
thrown  forward  the  bolt  and  disarranged  the  tumblers  to  a  se- 
lected combination,  the  locking  is  complete,  and  whatever  security 
the  mechanism  affords  against  illicit  opening  is  attained.  By 
reversing  the  motion  of  the  tumblers  exactly  according  to  the 
same  combination,  the  gates  are  all  brought  again  in  a  line  when 
the  fence  and  the  bolt  can  be  retracted.  In  this  class  of  locks 
the  key-hole  is  dispensed  with.  No  aperture  is  left  in  the  case 
through  which  the  lock  can  be  picked  with  an  instrument,  or  into 
which  explosive  substances  for  blowing  it  open,  or  coloring  mat- 
ter for  taking  an  impression  of  its  internal  structure,  can  be  passed. 
There  is  no  key  to  be  lost  or  duplicated. 

In  this  class  of  locks  the  tumblers  may  be  said  to  be  passive, 
and  move  through  a  wide  range  of  motion  operated  by  a  locking 
instrument  or  the  human  hand,  uncontrolled  by  springs  or  catches. 
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The  operator  disarranges  and  sets  or  rearranges  them  accord- 
ing to  a  combination  formed  in  his  own  mind  and  by  bis  own 
discretion. 

The  second  class  of  locks  are  operated  by  a  key  or  bit  passed 
through  a  key-hole  in  the  lock  case.  This  key  takes  up  the 
tumblers  simultaneously,  or  nearly  so,  in  a  mass  and  carries  them 
forward  to  a  common  point  where  the  fence  can  enter  the  gate, 
and  the  bolt  be  thrown  forward  or  retracted,  when  the  key  is 
withdrawn  from  pressing  against  the  tumblers,  and  the  latter,  by 
force  of  gravity  or  springs,  are  carried  back  to  their  original  posi- 
tion. The  tumblers  are  carried  forward  to  one  fixed  point  by 
force  of  the  operating  hand,  and  return  to  the  other  fixed  point 
by  force  of  gravity  or  springs.  All  this  is  done,  not  in  accord- 
ance with  a  rule  originating  and  resting  alone  in  the  mind  of  the 
operator,  but  in  accordance  with  a  fixed  rule  resting  in  and  limited 
by  the  mechanism.  By  this  rigid  mechanical  law  the  tumblers 
are  both  set  and  disarranged.  The  discretion  or  intelligence  of 
the  operator  can  not  vary  the  operation  of  the  lock  except  by 
changing  the  wards  of  the  locking  instrument  to  a  different  com- 
bination. The  lock  is  more  or  less  accessible  through  the  hole 
in  the  case  or  door.  Through  this  aperture  picking  instruments 
can  be  introduced  by  the  thief,  or  explosive  materials  for  blowing 
it  off,  or  coloring  or  plastic  matter  for  the  purpose  of  obtaining 
an  impression  of  its  internal  construction  or  condition. 

In  the  first  class  of  locks  all  these  means  of  illicit  access  and 
information  are  cut  off  by  dispensing  with  the  key-hole  and  setting 
the  tumblers  separately  each  one  by  itself,  distributing  the  gates 
upon  a  combination  resting  wholly  in  the  knowledge  and  discre- 
tion of  the  operator,  and  not  in  the  mechanism  of  the  lock  or 
key.  Tumblers  of  this  character,  we  think,  are  different  mechan- 
ical devices  or  instruments  from  those  of  the  second  class,  and 
accomplish  very  different  and  more  complete  results.  They  arc 
flexible  and  obedient  servants  of  secrecy  and  intelligence  upon 
which  the  security  of  the  lock  greatly  depends. 

These  tumblers,  combined  with  various  other  parts  of  locks, 
are  old  and  well  known.  Their  introduction  formed  an  impor- 
tant era  in  this  branch  of  invention..  But  while  they  dispensed 
with  the  key-hole  and  removable  key,  and  thus  got  rid  of  several 
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means  through  which  the  bolt  could  be  illicitly  reached  and  con- 
trolled, it  is  said  that  they  did  not  always  baffle  the  thief,  and 
that  he  could  still  communicate  with,  and  draw  information 
from  the  interior  of  the  lock  by  the  senSe  of  feeling  applied 
directly  to  the  tumblers,  or  indirectly  through  the  parts  of  the 
lock  which  communicated  with  the  bolt  and  tumblers.  Even 
when  the  hand  of  the  burglar,  however  practiced  and  sensitive, 
when  applied  to  the  instrument  for  retracting  the  bolt,  could 
detect  no  variations  in  the  tumblers,  and  therefore  could  not 
bring  the  gates  into  line  and  present  them  to  the  fence,  it  is  said 
that  a  delicate  instrument,  capable  of  measuring  minute  varia- 
tions, could  be  attached  to  the  part  where  the  force  was  to  be 
applied  for  moving  the  bolt,  and  thus  the  position  of  each  notch 
or  gate  be  made  known  and  brought  to  the  place  necessary  in 
order  to  free  the  bolt  and  enable  the  operator  to  throw  it  back. 

It  is  obvious  that  to  overcome  this  defect  the  tumblers,  when 
any  attempt  is  made  to  feel  out  their  positions,  must  be  isolated 
from  all  those  parts  of  the  lock  which  have  any  connection 
either  directly  or  indirectly  with  the  hand  of  the  thief,  or  to 
which  a  measuring  instrument  can  be  applied. 

The  part,  or  connection  of  parts,  through  which  intelligence 
of  the  position  of  notches  on  the  tumblers  is  communicated  to 
the  operator  outside,  must  be  cut  somewhere.  To  accomplish 
this  was  the  object  of  the  combination  described  in  the  second 
claim  of  the  patent  now  in  question.  The  patentee  combined 
this  class  of  tumblers  with  a  vibrating  fence,  a  bolt,  and  a  stop, 
against  which  one  arm  of  the  fence  strikes  when  an  attempt  is 
made  to  retract  the  boi^.  After  the  bolt  is  thrown  forward,  the 
tumblers  disarranged,  and  the  locking  thus  completed,  an  attempt 
to  retract  the  bolt  brings  one  arm  of  the  fence  against  the  edge 
of  the  tumblers,  and  throws  the  other  arm  in  a  line  with  and 
against  the  stop  always  at  the  same  point  of  retraction.  This 
retracting  pressure  on  the  bolt,  by  which  one  end  of  the  vibra- 
ting fence  is  brought  against  the  stop,  relieves  the  pressure  of  the 
other  end  of  the  vibrating  fence  on  the  edge  of  the  tumblers. 

The  absence  of  pressure  and  the  uniformity  of  the  range  of 
motion  of  the  bolt  each  time  it  is  attempted  to  be  thrown  back, 
prevents  the  operator  from  distinguishing  one  tumbler  from  an- 
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other,  or  discovering  their  set,  or  the  relation  of  one  gate  to  the 
others.  He  has  nothing  left,  therefore,  to  guide  his  eflForts  to 
bring  the  gates  in  line  so  that  the  fence  will  enter  and  the  bolt 
pass  back  to  its  unlocked  position.  After  the  bolt  is  thrown 
forward  atid  the  tumblers  disarranged  to  a  combination  existing 
only  in  the  mind  of  the  locker,  every  eflFort  of  a  stranger  must 
result  only  in  retracting  the  bolt  through  uniform  motions  fixed 
by  the  stop  against  which  one  arm  of  the  fence  abuts.  No 
pressure  then  can  aid  him  in  his  attempts  to  distinguish  the  turn* 
biers,  for  the  fence  conveys  no  information  either  to  the  hand  or 
a  measuring  instrumetit  as  to  the  position  of  any  one  tumbler,  or 
its  relation  to  the  rest,  or  the  relative  position  of  any  one,  or  the 
whole,  to  the  point  where  all  must  come  in  order  to  effectually 
throw  back  the  bolt.  We  do  not  think  that  the  proofs  show 
that  this  combination  of  the  vibrating  fence,  bolt,  and  stop,  with 
this  class  of  tumblers,  was  ever  made  until  it  was.  done  by  this 
patentee.  Locks  with  this  class  of  tumblers,  having  various  com* 
binations  and  devices  intended  to  baffle  the  thief,  are  numerous. 
To  describe  and  discuss  them  would  prolong  this  opinion,  and 
shed  no  light  on  the  vital  point  of  this  controversy,  for  we  find 
in  none  this  simple  combination  of  the  tumblers,  fence,  bolt,  and 
stop,  so  arranged  as  to  check  the  backward  motion  of  the  bolt 
and  isolate  the  tumblers  at  the  same  time,  and  thus  protect  the 
tumblers  from  any  adjustment  by  a  stranger  that  would  enable 
him  to  pick  the  lock. 

On  this  question  of  the  discrimination  of  tumblers  into  two 
classes,  as  set  forth  in  the  patent,  proof  was  introduced  by  the 
respondent,  which  he  claimed  was  evidence  that  no  such  classifi- 
cation could  be  properly  made.  By  an  ingeniously  constructed 
key  for  locking  and  unlocking  locks  with  tumblers  of  the  second 
class,  these  tumblers  were  picked  up  separately,  one  by  one,  and 
carried  to  the  point  where  the  bolt  can  be  thrown  forward  and 
retracted,  and  held  there  by  the  key.  It  was  insisted  that  the 
success  of  this  experiment  demonstrated  that  the  tumblers  of  these 
locks  could  be  set  separately  and  in  succession,  and  that  therefore 
the  distinction  which  was  attempted  to  be  made  in  the  different 
classes  of  tumblers,  in  this  particular,  was  purely  imaginary. 

The  true  answer  to  this  is  to  be  found  in  the  fact  that  the 
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terms  ^^  set  separately  and  in  succession/'  as  used  in  the  second 
claim  of  the  complainants' patent,  as  well  as  similar  words  in  the 
body  of  the  specification,  refer  not  merely  to  their  separate  and 
successive  movement,  but  to  their  separate  movement  and  adjust-^ 
ment  under  the  exclusive  control  of  the  operator,  to  combinations 
resting  entirely  in  his  discretion.  The  tumblers  that  are  distin'^ 
guished  from  them  in  the  specification  are  those  which  are  con- 
trolled in  their  movements,  not  by  the  mere  discretion  of  the 
locker,  but  by  the  law  of  their  mechanism. 

Experiments  were  also  performed  to  show  that  the  tumblers 
in  the  complainants'  lock  could,  from  a  certain  point,  be  thrown 
forward  and  set  simultaneously.  But  they  had  to  be  first  picked 
up  separately  and  carried  to  a  given  point  before  the  mass  could 
be  operated  simultaneously.  In  practical  use,  one  class  have  al- 
ways been  set  simultaneously,  and  the  other  separately,  and  the 
descriptive  terms  of  the  patent '  followed  the  language  which 
naturally  had  grown  out  of  that  use.  The  ingenious  experiments 
here  referred  to  do  not  change  the  nature  or  functions  of  the  dif- 
ferent species  of  tumblers,  nor  obliterate  the  distinctions  which 
legitimately  pertain  to  them. 

It  was  insisted,  on  the  hearing,  that  the  reissued  patent  was 
false  and  fraudulent,  and  improperly  issued.  But  no  such  issue 
is  raised  by  the  pleadings,  nor  is  there  anything  in  the  proofs  that 
would  warrant  the  Court  in  sustaining  such  an  objection. 

A  more  important  point  urged  by  the  defense,  and  one  directly 
involved,  is  that  which  relates  to  the  construction  of  the  second 
claim  of  this  patent.  It  is  insisted  that  this  claim  purports  to  be 
for  a  combination  of  mechanism  for  preventing  the  picking  of  a 
lock,  with  the  fact,  or  act  or  means  of  setting  tumblers.  If  the 
claim  were  to  receive  this  construction,  it  would  fail,  for  it  would 
be  an  absurdity.  The  manner  of  setting  the  tumblers  can  form 
no  part  of  the  combination.  A  combination  in  mechanism  must 
consist  of  distinct  mechanical  parts,  having  some  relation  to  each 
other,  and  each  having  some  function  in  the  organism.  The 
combination  embraced  in  this  claim  consists  of  the  bolt,  vibrating 
fence,  stop,  and  tumblers.  These  four  distinct  parts  are  brought 
together  and  into  proper  relation  to  each  other  for  the  purpose  of 
attaining  more  perfect  security  against  any  illicit  opening  of  the 
lock. 
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But  it  is  claimed  that  this  construction  destroys  the  patent,  for 
this  combination  was  made  in  the  Edwards  and  Stephenson  lock, 
being  before  the  alleged  date  of  Yale's  invention.  This  would 
be  a  conclusive  answer  to  the  suit  were  not  the  tumblers  in  the 
Edwards  and  Stephenson  lock  different  mechanical  devices  from 
those  in  the  locks  of  the  patentee  and  North  the  respondent. 
The  respondent  insists  that  the  only  difference  is  in  the  mere 
fact  that  in  one  they  are  all  set  at  the  same  time,  or  nearly  the 
same  time,  and  in  the  other  they  are  set  one  by  one.  But  as 
already  intimated,  we  think  that  these  two  classes  of  tumblers 
are  constructed  and  operated  upon  different  principles,  reaching 
very  different  results.  One  is  constructed  to  and  does  operate  only 
upon  fixed  mechanical  laws,  limited  and  controlled  by  mechanical 
devices.  The  other  is  made  to  operate  at  the  discretion  of  the 
locker,  and  thus  becomes  the  secret  instrument  of  his  intelligence, 
controlled  alone  by  his  will  and  purpose.  The  latter,  therefore, 
are  sufficiently  unlike  the  former  to  form  a  novel  element  in  a 
combination  when  they  are  introduced  into  that  combination  for 
the  first  time.  We  think  the  proofs  show  that  Yale  was  the  first 
to  combine  such  a  pack  of  tumblers  with  a  bolt,  vibrating  fence, 
and  stop  for  the  fence  to  abut  against,  substantially  as  set  forth  in 
his  patent. 

This  combination  we  find  in  the  respondent's  lock  produced 
on  the  trial.     It  has  these  four  elements  in  the  same  combination. 
It  has  also  a  different  and  much  more  perfect  mechanism  for  set- 
ting the  tumblers  and  throwing  the  bolt.     Indeed,  the  lock  of  the 
respondent  is  in  every  way  a  much  superior  piece  of  mechanism 
to  that  of  the  complainants,  but  as,  in  our  judgement,  it  embraces 
the  precise  combination  first  introduced  by  Yale,  we  must  ad- 
judge it  an  infringement  of  his  second  claim. 
^hs  to  the  first  claim  of  the  complainants'  patent,  it  can  not  be 
sustained  in  its  present  form  at  least,  for  the  same  combination  is 
found  in  the  prior  patent  of  Isham.     Judgment  must  therefore 
:    be  rendered  for  the  respondent  upon  this  issue. 
\        As  the  complainants  and  respondent  are  each  to  have  judg- 
I  ment  in  their  favor  upon  one  issue,  no  costs  will  be  allowed  to 
either  party. 

The  determination  of  this  case  has  been  delayed  z,  long  time 
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since  the  hearing,  but  from  no  fault  of  the  Court.  This  delay 
has  been  the  result  of  circumstances  over  which  the  Court  had 
no  control  whatever,  however  much  that  delay  may  be  regretted. 

As  an  account  is  prayed  for,  the  Court  will  refer  the  matter 
to  a  master  to  take  the  proofs  and  report  the  amount  the  com- 
plainants are  entitled  to  recover. 

The  decree  for  an  injunction  will  be  withheld  till  the  coming 
in  of  the  master's  report. 


The   Fuzzard  Wadding   Manufacturing  Company 

vs. 
Thomas  N.  Dickinson  et  al.     In  Equity. 

The  patent  of  Fuzzard  and  Hatch  described  and  claimed  as  an  element  of  their  com- 
bination a  heated  pressure  roller:  Held:  That  a  machine  employing  all  of  the 
elements  of  their  combination,  except  the  heated  pressure  roller,  and  for  which  a 
pressure  roller  not  heated  was  substituted,  did  not  infringe  the  patent. 

A  roller  not  heated  can  not  under  any  reasonable  rule  of  construction  be  held  to  be  the 
equivalent  of  a  heated  pressure  roller,  so  described  and  claimed  by  the  patentee. 

The  fact  that  rollers  heated  and  non-heated  were  both  in  use  and  useful  in  the  art  to 
which  the  invention  related,  is  presumptive  evidence  that  the  patentee,  when  de- 
scribing a  heated  roller  in  his  machine,  did  not  mean  to  include  a  non-heated 
roller  within  his  claim  of  invention. 

(Before  Shipman,  J.,  District  of  Connecticut,  September,  1867.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  an  ''improved  machine  for  surface- 
sizing  fibrous  material/*  granted  to  William  Fuzzard,  January 
12)  1864,  assigned  to  William  Fuzzard  and  James  Hatch,  and 
reissued  to  them  April  5,  1864,  and  assigned  to  complainants. 

The  claims  of  the  patent  were  as  follows,  although  the  first 
one  only  was  in  controversy : 

'*  The  employment  or  use  of  a  heated  metallic  cylinder  By  or  one  having  a  metallic 
exterior  or  periphery,  in  combination  with  a  heated  pressure  cylinder,  one  or  more,  and  a 
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polishing  roller  G,  or  its  equivalent,  arranged  as  shown,  for  the  purpose  of  surfacing  and 
drying  simultaneously,  or  at  one  operation,  fibrous  nnarerials,  as  set  forth. 

'*  Also,  the  distributing  or  throwing  of  the  glazing  or  sizing  upon  or  against  the 
cylinder,  or  upon  or  against  a  web  without  a  cylinder,  by  means  of;i  brush,  substantially 
as  set  forth.** 

A  description  of  the  invention  and  of  the  defendants*  machine, 
so  far  as  involved  in  the  suit,  will  be  found  in  the  opinion  of  the 
Court. 

Brooks  &  Bally  for  complainants. 

C.  R,  Ingersoll  and  B,  F,  Thurston^  for  defendants. 

Shipman,  J. 

This  is  a  bill  for  an  injunction  and  account,  founded  upon  let- 
ters patent  reissued  to  William  Fuzzard  and  James  Hatch,  and 
dated  April  5,  1864.  The  alleged  invention  was  made  by  Will- 
iam Fuzzard.  The  patent  was  assigned  to  the  complainants  in 
this  suit,  a  corporation  organized  under  the  laws  of  Massachu: 
setts,  and  located  in  that  State.  There  is  no  controversy  about 
the  title. 

The  respondents,  who  are  engaged,  like  the  complainants,  in 
the  manufacture  of  wadding,  are  charged  in  the  bill  with  infring- 
ing the  rights  of  the  complainants  secured  by  this  patent.  The 
character  of  the  machine  used  by  the  respondents  was  clearly 
proved  on  the  trial,  and  in  order  to  determine  whether  or  not  it 
embraces  the  invention  of  Fuzzard,  we  must  look  into  the  speci- 
fication and  claim  of  the  parent  and  see  what  is  there  set  forth 
and  described  as  such  invention. 

The  object  of  the  alleged  new  device  is  described  in  the  body 
of  the  specification  to  be  "  for  applying  a  glazing  or  size  to  fibrous 
substances,  such  as  cotton  wadding,  etc.,  in  such  a  manner  that 
a  quite  thin  or  attenuated  sizing  may  be  used  and  applied  to  the 
web  or  material  to  be  glazed,  sized,  or  'surfaced,'  as  it  is  tech- 
nically termed,  and  said  material  dried  at  the  same  operation." 

''To  this  end  the  invention  consists  in  the  employment  and 
use  of  a  smooth  or  polished  metal  cylinder,  heated  by  steam  or 
otherwise,  over  a  portion  of  which  the  web  to  be  surfaced  passes, 
and  of  a  heated  pressure  roller  bearing  against  the  web  upon  the 
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metal  cylinder,  the  cylinder  or  web  having  thcj,  gazing  or  size 
previously  distributed  upon  it  by  means  of  a  revolving  brush,  or 
its  equivalent,  as  hereinafter  set  forth. 

The  machine  is  very  simple  and  may  be  briefly  described  as 
follows:  First,  a  solid  frame  of  suitable  dimensions,  near  the  cen- 
tral part  of  which  is  placed  a  hollow  metal  cylinder  of  large  size. 
This  cylinder  revolves  upon  a  hollow  shaft,  the  ends  of  which 
rest  upon  the  two  sides  of  the  frame,  and  is  heated  usually  by 
steam.  The  web  to  be  sized  is  placed  on  a  common  roller  at 
one  end  of  the  frame,  and  is,  during  the  operation  of  the  machine, 
made  to  pass  over  the  upper  portion  of  the  cylinder  and  oflF  on  to 
another  roller  which  receives  it  as  it  leaves  the  cylinder.  Be- 
tween the  roller  from  which  the  web  is  taken  to  the  cylinder  and 
the  cylinder  itself,  and  very  close  to  the  latter,  is  a  small  heated 
pressure  roller,  between  which  and  the  cylinder  the  web  passes, 
and  by  which  it  is  pressed  into  close  contact  with  the  cylinder. 
The  sheet  of  web  passes  under  this  pressure  roller  and  over  the 
cylinder,  and  the  former  is  so  adjusted  as  to  give  the  degree  of 
pressure  required. 

Underneath  the  cylinder  there  is  a  roller  attached  to  the  frame 
and  made  to  revolve  in  contact  with  the  cylinder.  This  is  called 
a  polishing  roller.  It  has  a  surface  of  felt  or  some  other  suitable 
material,  and  as  it  revolves  with  its  surface  in  contact  with  the 
surface  of  the  revolving  cylinder,  it  cleans  and  polishes  the  latter. 
Between  the  point  where  this  polishing  roller  and  the  cylinder 
come  in  contact,  and  the  point  on  the  cylinder  where  the  web 
first  reaches  it,  there  is  a  size  trough  in  which  another  roller 
wallows,  carrying  the  size  into  contact  with  a  revolving  brush 
which  takes  it  up  and  distributes  it  upon  the  surface  of  the  cylin- 
der. The  different  parts  of  the  machine  are  rotated  in  the  usual 
way,  by  cog  wheels  and  endless  aprons.  When  the  machine  is 
in  motion,  the  size  is  thrown  on  the  surface  of  the  cylinder  (or  it 
may  be  thrown  on  ^he  under  surface  of  the  web,  or  on  both  that 
and  the  cylinder),  and  the  web  passes  under  the  pressure  roller, 
on  to,  and  in  close  contact  with  the  cylinder,  from  which  it  is 
peeled  oiF  at  a  point  neaily  opposite  from  where  it  is  taken  on, 
and  wound  on  the  roller  which  receives  it  after  the  sizing  and 
glazing  are  completed.       By  this    combined   operation  of  the 
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machine,  sheets  or  webs  of  very  slight  strength  or  toughness  arc 
run  through  and  glazed  with  a  smooth  surface. 

I  have  thus  given  a  description  of  the  material  parts  of  the 
machine  and  its  mode  of  operation,  without  designating  the  parts 
by  letters  referring  to  the  drawings.  But  as  those  letters  arc 
introduced  into  the  claim,  it  will  be  well,  before  citing  that,  to 
say,  that  the  large  heated  cylinder  is  designated  as  B,  the  small 
heated  pressure  roller  as  C,  and  the  polishing  roller  as  G,  The 
claim  is  as  follows :  ''  The  employment  or  use  of  a  heated  me- 
tallic cylinder  5,  or  one  having  a  metallic  exterior  or  periphery, 
in  comoination  with  a  heated  pressure  cylinder  C,  one  or  more, 
and  a  polishing  roller  Cj,  or  its  equivalent,  arranged  as  shown,  for 
the  purpose  of  surfacing  and  drying  simultaneously,  or  by  one 
operation,  fibrous  materials  as  set  forth." 

There  is  a  further  claim,  touching  the  operation  of  the  revolv- 
ing brush,  but  that  is  not  in  controversy  here. 

Now,  the  frame  and  large  cylinder  of  the  respondents*  machine 
are  like  those  of  the  complainants.  The  respondents  also  use  a 
pressure  roller,  which  presses  the  web  into  contact  with  the  cyl- 
inder. In  place  of  the  polishing  roller  of  the  complainants,  the 
respondents  use  a  clearing  bar,  placed  across  the  frame  and  very 
nearly  in  contact  with  the  cylinder.  As  the  cylinder  revolves, 
this  bar  catches  and  takes  from  its  surface  any  poriion  of  the 
wadding  that  may  have  adhered  to  it.  A  packing  is  thus  soon 
formed  between  the  clearing  bar  and  the  cylinder,  which  wipes, 
and  to  some  extent  cleans  the  latter  as  ic  revolves.  It  can  hardly 
be  said  to  polish  it,  though  for  the  purposes  of  this  case  we  may 
assume  that  it  does. 

By  recurring  to  the  description  of  the  complainants*  invention, 
it  will  be  seen  that  it  consists  of  three  elements  in  combination^ 
viz :  a  heated  metallic  cylinder,  a  heated  pressure  roller,  and  a 
polishing  roller.  The  question  now  presents  itself  whether  the 
respondents  use  the  same  elements,  or  their  equivalents,  in  com- 
bination. If  they  do,  they  infringe  the  rights  secured  by  the 
complainants'  patent.  If  they  do  not,  then  they  do  not  infringe. 
The  respondents'  cylinder  is  the  same  as  the  complainants,  and 
we  will  assume,  for  the  purposes  of  this  case,  that  their  clearing 
bar  is  an  equivalent  for  the  complainants'  polishing  roller,  though 
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that  may  well  be  doubted.  We  have  then  two  elements  of  the 
invention  in  combination.  But  the  third  element  is  equally 
essential  to  the  infringement.  This  third  element  is  the  pressure 
roller.  In  the  specification  it  is  described  as  a  small  metallic 
cylinder,  and  in  that  as  well  as  the  claim,  it  is  described  as  a 
'^  heated  pressure  roller,"  or  cylinder.  This  heated  pressure 
roller  is  described  in  the  body  of  the  specification  as  performing 
two  functions,  viz:  drying  and  pressure,  ''The  cylinder  C 
(the  pressure  roller),  being  also  heated,  dries  off  the  steam  that 
passes  through  the  web  at  this  point  (the  point  of  contact  of  the 
web  with  the  main  cylinder),  and  the  web  passing  over  the  upper 
part  of  the  cylinder  5,  is  glazed  or  sized  and  dried,  the  two  pro- 
cesses being  performed  simultaneously,  and  finished  before  the 
web  reaches  the  point  where  it  leaves  the  cylinder  B,  The  cyl- 
inder C  (the  pressure  roller)  also  presses  the  web  to  the  cylinder 
5,  and  causes  it  to  adhere  to  the  glazing  or  sizing  on  the  cylinder 
B.     One  or  more  of  these  cylinders  C  may  be  used." 

Now,  the  respondents  use  for  a  pressure  roller  a  common  solid, 
wooden  cylinder,  not  only  not  heated,  but  not  constructed  so  as 
to  be  heated  in  any  practicable  way.  The  only  function  which 
it  performs  is  to  press  the  web  into  contact  with  the  large  metal 
cylinder,  in  order  to  make  the  sizing  adhere  to  and  glaze  the  sur- 
face of  the  sheet  of  wadding.  But  I  am  asked  to  hold  that  this 
roller  of  the  respondents  is  the  equivalent  of  the  heated  pressure 
roller  of  the  complainants.  This  can  not  be  done  under  any 
reasonable  rule  of  construction.  The  patentees  do  not,  either 
in  the  body  of  their  specification,  or  in  the  claim,  assert  their  ex- 
clusive right  to  any  combination  except  one  in  which  the  heated 
pressure  roller  forms  one  of  the  essential  elements.  Wherever 
they  describe  this  roller  they  call  it  a  heated  roller,  and  in  setting 
forth  its  functions,  they  describe  it  as  drying  off  the  steam  which 
passes  through  the  web.  It  is  true  that  they  also  say  that  it  per- 
forms the  other  function  of  pressing  the  web  against  the  cylinder. 
But  they  nowhere  intimate  that  they  claim  this  roller  where  it  is 
so  constructed  and  used  as  to  perform  only  the  duty  of  pressure. 
It  is  clear  to  my  mind,  in  view  of  the  state  of  the  art,  that  they 
deemed  it  essential  to  the  validity  of  their  patent  that  the  ele- 
ment of  heat  should  characterize  and  qualify  this  member  of  the 
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combination.  In  some  branches  of  the  wadding  manufacture, 
the  ordinary  non-heated  roller  is  nearly  or  quite  as  useful  as  the 
heated  roller  described  in  the  patent,  and  this  must  have  been 
perfectly  obvious  to  the  inventor  who  was  well  acquainted  with 
the  state  of  the  art.  It  is  incredible  that,  with  this  fact  before 
him,  he  should  have  omitted  to  claim  simply  a  pressure  roller, 
whether  heated  or  not,  had  he  deemed  it  within  the  scope  of  his 
invention.  But  whether  this  is  so  or  not,  the  specification  and 
claim  are  so  drawn  as  fairly  to  exclude  the  idea  that  any  except 
a  heated  pressure  roller  was  intended  to  be  claimed.  If  Fuzzard 
was  the  first  and  original  inventor  of  the  combination  of  c^^linder, 
polishing  roller,  and  pressure  roller,  whether  heated  or  not,  the 
specification  should  have  so  described  and  claimed  it.  As  it  does 
not,  either  expressly  or  by  fair  inference,  this  suit  fails,  for  the 
respondents  do  not  use  the  combination  described  and  claimed  in 
the  patent. 

The  bill  must  therefore  be  dismissed  with  costs. 


Eli  W.  Blake 

vs. 
Charles  W.  Stafford. 

The  privilege  of  sarrender  and  reissue  is  invaluable  to  inventors;  for,  without  it^  thej 
would  often  lose  that  protection  for  the  offspring  of  their  skill  and  labor  which  it  is 
the  immediate  object  of  all  patent  laws  to  afford. 

As  the  law  now  stands,  the  decision  of  the  Commissioner  is  final  and  conclusive,  in  cases 
uf  reissue,  unless  impeached  for  fraud  in  his  or  the  patentee*s  acts,  or  fariome irrtgu- 
larity  arising  on  the  face  of  the  papers,  or  a  clear  repugnance  between  the  origiDal 
and  reissued  patents. 

Under  the  act,  the  Commissioner  has  the  power  to  decide,  and  in  every  acceptance  of  sur- 
render and  reissue  does  decide,  that  the  original  patent  was  inoperative  and  invalid  by 
reaion  of  a  defective  speciticacion,  or  by  claiming  too  much,  and  that  the  error  aroce 
by  inadvertency,  accident,  or  mistake,  and  without  any  fraudulent  or  deceptive  ia- 
tention. 
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He  is  aaihorized  to  grant  a  new  patent  for  the  same  invention,  and  for  no  other;  and, 
when  he  grants  the  new  one,  the  presumption  is  that  it  embraces  the  same  invention 
as  the  original. 

The  bsue  of  fraud  can  only  be  raised  by  distinct  and  special  allegations  in  the  plea  or 
answer. 

The  allegation  that  the  "  claim  is  fraudulently  and  faUcly  made  broader  and  more  general 
and  comprehensive  than  his  invention,"  does  not  properly  present  any  material  ques* 
tion  of  fact,  or  raise  any  question  of  fraud. 

The  averments  that  the  specification  of  the  reissue  *'  is  vague,  ambiguous,  and  uncertain, 
dof  s  not  in  a  full,  clear,  and  exact  manner,  or  with  sufficient  certainty,  describe  the 
invention  of  the  said  Blake,  or  the  manner  of  making  the  machine  mentioned  in  hit 
declaration,  *  *  that  it  contains  more  than  is  necessary  to  produce  the  desired 
result,  ♦  *  that  the  claim  for  a  mode  of  breaking  stone  is  frivolous,  ♦  * 
and  that  for  divers  other  reasons  the  patent  is  void,**  do  not  raise  any  question  of  fact 
except  the  one  whether  the  construction  of  the  machine  is  sufficiently  described  to 
enable  one  skilled  in  the  art  to  make  it. 

The  office  of  the  claim  is  to  define  the  limits  of  the  patented  discovery  claimed  by  the 
inventor  as  his  exclusive  property. 

The  language  of  the  claim  need  not,  unless  the  peculiar  nature  of  the  subject  matter  re- 
quire it,  be  expressed  with  technical  exactness.  If  by  the  use  of  good  sense  and  the 
ordinary  rules  of  interpretation,  the  Court  can  clearly  see  the  nature  and  limits  of  the 
invention,  the  claim  will  be  upheld. 

If  the  claim  is  so  ambiguous  and  uncertain  that  its  true  meaning  can  not  be  made  out 
without  resorting  to  conjecture,  or  if  it  includes  that  which  is  old  and  therefore  net 
within  the  power  of  the  patentee  rightfully  to  claim,  then  the  patent  is  void. 

Whether  the  claim  is  vague  and  uncertain  is  a  question  of  law  to  be  determined  by  the 
rules  of  construction  applied  in  the  light  of  the  state  of  the  art.  Whether  it  claims 
too  much  is  a  question  of  law  to  be  determined  in  the  same  way.  The  element  of 
fraud  is  not  e»ential  to  the  determination  of  either  of  these  questions  by  the  Ccurrs. 

The  good  faith  of  the  patentee  is  a  material  question  for  the  Comrrissioner,  when  deciding 
on  the  surrender  and  the  reissue.  But  when  the  patent  is  brought  to  the  test  of  a 
litigation,  ambiguity  or  excess  in  the  specification  and  claim  is  to  be  determined  by 
construction. 

Ambiguity,  which  defies  construction  to  elucidate,  is  fatal,  and  it  is  unimportant  whether 
it  had  its  origin  in  the  malafidei  of  the  patentee,  or  in  the  haste  or  incompetency  of 
the  draftsman. 

A  claim  which  clearly  embraces  what  is  old  is  void,  whether  introduced  purposely  or  by 
mistake. 

The  fact  that  the  patent  is  ambiguous,  or  claims  too  much,  is  the  vital  test  of  its  validit)*, 
and  not  the  motive  or  circumstance  in  which  such  ambiguity  or  excessive  claim 
originated. 

The  rule  of  liberal  construction  rests  upon  public  policy,  and  not  upon  cases  of  individual 
merit. 

it  may  be  that  the  ground  covered  by  the  reissue  is  enlarged  beyond  that  embraced  in  the 
original.     But  the  true  question  is,  whether  it  is  broader  than  the  original  invention 
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The  question  is  not  whethsr  the  elements  of  the  patented  combination  are  new,  but 
whether  the  combination  is  new. 

Though  the  separate  parts  are  all  as  old  as  the  mechanic  arts,  if  they  are  organized  into  a 
new  machine  having  a  new  mechanical  operation,  and  the  organisation  of  this  new 
machine  involved  the  exercise  of  original  thought,  and  is  productive  of  useful  results, 
then  it  is  patentable. 

If  no  inventive  skill,  but  only  mechanical  dexterity  was  necessary  to  produce  the  machine, 
then  it  is  not  patentable. 

Blake*s  patent  for  machinery  for  breaking  stones,  granted  June  15,  1S58,  and  reissued 
January  9,  1866,  is  valid. 

(Before  Shipmak,  J.,  District  of  Connecticut,  September,  1867.) 

This  was  an  action  on  the  case,  tried  before  Judge  Shipman 
under  the  act  of  March  3,  1865,  permitting  issues  of  law  and 
fact  to  be  submitted  to  the  Court.  The  suit  was  brought  to 
recover  damages  for  the  infringement  of  letters  patent  for  "im- 
provement in  machinery  for  breaking  stones,*'  granted  to  Eli  W. 
Blake,  June  15,  1858,  and  reissued  January  9,  1866. 

An  abstract  of  the  original  patent,  the  claims  of  the  original 
and  reissue,  and  the  facts  involved  in  the  suit,  are  fully  set  forth 
in  the  opinion  of  the  Court. 

yohn  S.  Beach  and  Charles  M,  Keller^  for  plaintiiF. 

Charles  Ives^  for  defendant. 

Shipman,  J. 

This  is  a  suit  at  law  for  the  infringement  of  a  patent  for  an 
improvement  in  machinery  for  breaking  stones.  By  stipulation, 
under  the  recent  act  of  Congress,  a  jury  was  waived,  and  the 
issues  of  law  and  fact  submitted  to  the  Court.  On  June  15, 
1858,  the  plaintiff  took  out  a  patent  for  a  stone  breaker.  His 
specification  gave  the  following  general  description  of  the  mech- 
anism: 

''My  stone  breaker,  so  far  as  respects  its  principle,  or  its 
essential  characteristics,  consists  of  a  pair  of  jaws,  one  fixed  and 
the  other  movable,  between  which  the  stones  are  to  be  broken, 
having  their  acting  faces  nearly  in  an  upright  position,  and  con- 
vergent downward  one  toward  the  other,  in  such  manner  that 
while  the  space  at  the  top  is  such  as  to  receive  the  stones  that 
are  to  be  broken,  that  at  the  bottom  is  only  sufficient  to  allo\v 
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the  fragments  to  pass  when  broken  to  the  required  size,  and  giv- 
ing to  the  movable  jaw  a  short  and  powerful  vibration  through  a 
small  space,  say  one-fourth  of  an  inch,  more  or  less.  By  means 
of  this  form  and  arrangement  of  the  jaws,  and  this  motion  of  the 
movable  jaw,  when  a  stone  is  dropped  into  the  space  between 
them,  it  falls  down  until  its  further  descent  is  arrested  between 
their  convergent  faces ;  the  movable  jaw,  advancing,  crushes  it, 
then  receding,  liberates  the  fragments,  and  they  again  descend, 
and,  if  too  large,  are  again  crushed,  and  so  on  until  all  the  frag- 
ments, having  been  sufficiently  reduced,  have  passed  out  through 
the  narrow  space  at  the  bottom.  The  details  of  the  structure  of 
the  machine,  other  than  those  already  specified,  relating  to  the 
manner  of  supporting  the  jaws  in  their  proper  relative  position, 
and  giving  motion  with  the  required  power  to  the  movable  jaw, 
may  be  varied  indefinitely  without  affecting  its  principle  of  opera- 
tion.'* 

The  inventor  then  proceeds  to  give  a  detailed  description  of 
all  the  parts  of  the  machine,  and  concludes  with  the  following 
claim:  "What  1  claim  as  mv  invention  in  the  herein  described 
machine,  and  desire  to  secure  by  letters  patent,  is  the  combina- 
tion of  the  following  features  in  the  construction,  arrangement, 
and  movement  of  the  jaws,  to  wit : 

"  I.  Making  the  acting  faces  of  the  jaws  uprigbt^  or  so  nearly 
so,  that  stones  will  descend  by  their  own  gravity  between  them. 

*'2.  Making  the  acting  faces  of  the  jaws  convergent  in  such 
manner  that  while  the  space  between  them  at  the  top  is  sufficient 
to  receive  the  stones  that  are  to  be  broken,  that  at  the  bottom 
shall  be  only  sufficient  to  allow  the  fragments  to  pass,  when 
broken  to  the  required  size. 

**3.  Giving  a  short  vibratory  movement  to  the  movable  jaw. 

'*I  disclaim  the  above  three  features  severally^  and  limit  my 
claim  to  their  joint  cooperation,  as  herein  described,  in  a  machine 
for  breaking  stones  or  other  hard  substances." 

Subsequently,  the  plaintiff  surrendered  this  patent,  and  on  Jan- 
uary 9,  1866,  received  a  reissue,  upon  which  this  suit  is  founded. 

In  the  specification  of  the  reissue  the  general  description  above 
cited  from  the  original  is  enlarged  by  introducing  the  words: 
"  And  of  a  revolving  shaft  driven  by  steam  or  other  power,  which 

38 


298  DISTRICT    OF    CONNECTICUT. 

Blake  v.  StafFurd. 

is  made  to  impart  to  one  of  these  jaws  a  continual  vibratory 
movement,"  etc. 

There  are  some  other  unimportant  verbal  changes  in  this  part 
of  the  description.     The  claim  of  the  reissue  is  as  follows: 

"I.  The  combination  in  a  stone-breaking  machine  of  the  up- 
right convergent  jaws  with  a  revolving  shaft  and  mechanism,  for 
imparting  a  definite  reciprocating  movement  to  one  of  the  jaws 
from  the  revolving  shaft,  the  whole  being  and  operating  substan- 
tially as  set  forth. 

"  II.  The  combination  in  a  stone-breaking  machine  of  the 
upright  movable  jaw  with  the  revolving  shaft  and  fly-wheel,  the 
whole  being  and  operating  substantially  as  set  forth. 

^^III.  In  combination  with  the  upright  converging  jaws  and 
revolving  shaft,  imparting  a  definitely  limited  vibration  to  the 
movable  jaw,  so  arranging  the  jaws  that  they  can  be  set  at  dif- 
ferent distances  from  each  other  at  the  bottom,  so  as  to  produce 
fragments  of  any  desired  size." 

Thus  the  material  difference  between  the  specifications  of  the 
original  and  that  of  the  reissue  consists  in  introducing  into  the 
general  description  in  the  latter  the  revolving  shaft,  and  in  an 
entire  reconstruction  of  the  claim.  The  specification  and  claim 
of  the  reissue  arc  referred  to  in  the  answer,  or  rather  notice, 
filed  under  the  general  issue,  in  two  places,  and  in  different 
forms  of  allegation.  The  good  faith  of  the  plaintiff  in  surren- 
dering the  original  and  obtaining  the  reissue,  and  the  identity  of 
the  two,  were  questioned  on  the  argument.  As  the  questions 
attempted  to  be  raised  in  this  part  of  the  case  are  so  often  mooted 
in  suits  of  this  character,  I  deem  it  proper  to  recall  attention  to 
the  legal  status  of  reissued  patents  in  their  relation  to  the  origi- 
nals, and  of  questions  of  fraud  growing  out  of  imputed  motives 
for  obtaining  reissues,  as  well  as  out  of  alleged  corrupt  or  deceit* 
ful  practices  by  inventors  or  owners  of  patents,  in  availing  them- 
selves of  the  privilege  conferred  by  the  surrender  and  reissue 
clause  of  the  act  of  Congress. 

The  thirteenth  section  of  the  act  of  July  4,  1836,  provides 
that  when  a  patent  shall  be  inoperative  or  invalid,  by  reason  of 
a  defective  or  insufficient  description  or  specification,  or  by  reason 
of  the  patentee  claiming  in  his  specification,  as  his  own  invention, 
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more  than  he  had,  or  shall  have  a  right  to  claim  as  new,  if  the 
error  has  or  shall  have  arisen  by  inadvertency,  accident,  or  mis- 
take, and  without  any  fraudulent  or  deceptive  intention,  it  shall 
be  lawful  for  the  Commissioner,  upon  the  surrender  to  him  of 
such  patent,  and  the  payment  of  the  further  duty  of  fifteen  dol- 
lars, to  cause  a  new  patent  to  be  issued  to  the  said  inventor  for 
the  same  invention,  *  *  *  *  j^  accordance  with  the  pat- 
entee's corrected  description  and  specification." 

Under  this  section  patents  are  constantly  being  surrendered 
and  reissued ;  and  it  is  not  to  be  denied  that  the  practice  is  fre- 
quently attended  with  embarrassment  to  the  courts  and  the  public. 
Inventors  are  not  usually  sufficiently  skilled  in  the  art  of  nice 
composition  to  enable  them  to  accurately  draft  their  own  speci- 
fications. They  must,  therefore,  resort  to  others,  and  it  not 
unfrequently  happens  that  the  draftsman  employed  to  describe  a 
particular  invention,  either  through  want  of  skill,  or  from  haste 
or  ignorance  of  the  state  of  the  art,  gives,  in  the  specification,  a 
very  imperfect  description  of  the  thing  invented.  He  sometimes 
narrows  the  scope  of  the  inventor's  ideas  and  combinations,  and 
at  other  times  expands  them  over  instruments  and  devices  which 
are  not  the  product  of  his  original  thought.  He^may  fail  to  set 
forth  some  feature  of  the  invention  which  at  the  time  is  deemed 
unimportant,  and  which  subsequently  may  be  proved  to  be  vital, 
or  at  least  of  great  value.  If  the  invention  is  of  considerable 
pecuniary  consideration,  the  public  examine  it  with  scrutinizing 
eyes,  and  if  an  inch  of  ground  within  the  true  scope  of  the  dis- 
covery is  unoccupied  by  the  specification,  it  is  at  once  seized 
upon  by  parties  to  whose  business  the  new  improvement  has  a 
near  relation.  If  a  fatal  or  damaging  error  has  crept  into  the 
description,  that  fact  is  soon  ascertained  by  those  who  desire  to 
avail  themselves  of  whatever  improvement  has  been  discovered. 
The  privilege  of  surrender  and  reissue  is,  therefore,  invaluable  to 
inventors,  for,  without  it,  they  would  often  lose  that  protection 
for  the  ofl^spring  of  their  skill  and  labor  which  it  is  the  immediate 
object  of  all  patent  laws  to  afi^ord.  It  is,  indeed,  to  be  regretted 
that  so  great  a  disproportion  of  the  industry  and  intellectual 
acumen  expended  upon  patents  should  be  devoted  to  assailing, 
circumventing,  or  defeating  them,  rather  than  to  their  original 
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construction.  J^ut  the  greatest  skill  and  most  untiring  patience 
would  not  always  be  able  to  guard  against  all  error.  The  privi- 
lege of  surrender  and  reissue  is  therefore  necessary  for  the  pro- 
tection of  inventors,  and  the  act  of  Congress  has  explicitly  stated 
the  cases  to  which  it  shall  extend,  and  conferred  upon  the  Com- 
missioner the  power  of  determining  when  a  patentee  has  brought 
himself  within  its  provisions. '^  As  the  law  now  staqds,  I  regard 
the  decision  of  the  Commissioner  as  final  and  conclusive,  unless 
impeached  for  fraud  in  his  or  the  patentee's  acts,  or  for  some 
irregularity  arising  on  the  face  of  the  papers,  or  a  clear  repug- 
nance between  the  original  and  reissued  patents.  Under  the  act 
the  Commissioner  has  the  power  to  decide,  and  in  every  accept- 
ance of  surrender  and  reissue  does  decide,  that  the  original  patent 
was  inoperative  and  invalid  by  reason  of  a  defective  specification, 
or  by  claiming  too  much,  and  that  the  error  arose  by  inadver- 
tency, accident,  or  mistake,  and  without  any  fraudulent  or  de- 
ceptive intention.  He  is  authorized  to  grant  a  new  patent  for 
the  same  invention,  and  for  no  other,  and  when  he  grants  the 
new  one,  the  presumption  is  that  it  embraces  the  same  invention 
as  the  original.  The  jurisdiction  of  the  Commissioner  is  final 
and  conclusive,  unless,  as  already  stated,  fraud,  or  collusion 
somewhere  is  proved,  or  some  irregularity  is  apparent  on  the 
face  of  the  papers,  or  there  is  a  plain  repugnance  between  the  old 
and  new  specifications.  The  issue  of  fraud  can  only  be  raised 
by  distinct  and  special  allegations  in  the  plea  or  answer.  '  ff^ood^ 
worth  V.  Stone^  3  Story,  749-753  5  ^Uen  v.  Blunt^  3  Story,  742, 
743  ;  Potter  v.  Holland^  I  Fisher's  Pat.  Cases,  382,  388,  389  ; 
Railroad  Co.  v.  Stimpsoriy  14  Pet.  448  ;  Stimpson  v.  Railroad  Co,^ 
4  How.  380. 

Now,  the  allega-tions  in  the  notice  under  the  general  issue  in 
this  case  raise  no  question  of  fraud.  The  averments  that  the 
specification  of  the  reissue  ^^  is  vague,  ambiguous,  and  uncertain, 
does  not  in  a  full,  clear,  and  exact  manner,  or  with  sufficient 
certainty,  describe  the  invention  of  the  said  Blake,  or  the  manner 
of  making  the  machine  mentioned  in  his  declaration,  *  *  * 
that  it  contains  more  than  is  necessary  to  produce  the  desired  re- 
sult, *  *  *  that  the  claim  for  a  mode  of  breaking  stone  is 
frivolous,    ^     ^     ^    and  that  for  divers  other  reasons  the  patent 
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is  void,"  do  not  raise  any  question  of  fact  except  the  one  whether 
the  construction  of  the  machine  is  sufficiently  described  to  enable 
one  skilled  in  the  art  to  make  it.  Nor  does  the  allegation  that 
the  ^^  claim  is  fraudulenily  and  falsely  made  broader  and  more 
general  and  comprehensive  thap  his  invention,"  properly  present 
any  material  question  of  factX  The  office  of  the  claim  is  to  define 
the  limits  of  the  patented  discovery  claimed  by  him  as  his  exclu- 
sive property.  The  language  of  this  part  of  the  instrument  need 
not,  unless  the  peculiar  nature  of  the  subject  matter  require  it,  be 
expressed  with  technical  exactness.  If,  by  the  use  of  good  sense 
and  the  ordinary  rules  of  interpretation,  the  Court  can  clearly  see 
the  nature  and  the  limits  of  the  invention,  the  claim  will  be  up- 
held. If  it  is  so  ambiguous  and  uncertain  that  its  true  meaning 
can  not  be  made  out  without  resorting  to  conjecture,  or  if  ic 
includes  that  which  is  old  and  therefore  not  within  the  power  of 
the  patentee  rightfully  to  claim,  then  the  patent  is  void.  Lowell 
v.  Lewis^  I  Mason,  182;  Burrell  v.  Hall^  I  Mason,  447  ;  Moody 
v.  Fiske^  2  Mason,  1 12.  Whether  it  is  vague  and  unceitain  is  a 
question  of  law  to  be  determined  by  the  rules  of  construction 
applied  in  the  light  of  the  state  of  the  art.  Whether  it  claims 
too  much  is  a  question  of  law  to  be  determined  in  the  same  way. 
The  element  of  fraud  is  not  essential  to  the  determination  of 
either  of  these  questions  by  the  courts.  The  good  faith  of  the 
patentee  is  a  material  question  for  the  Commissioner,  when  decid- 
ing on  the  surrender  and  the  reissue.  But  where  the  patent  is 
brought  to  the  test  of  a  litigation,  ambiguity  or  excess  in  the  speci- 
fication and  claim  is  to  be  determined  by  construction,  and  the 
instrument  must  stand  or  fall  under  this  test.  Ambiguity,  which 
defies  construction  to  elucidate,  is  fatal,  and  it  is  unimportant 
whether  it  had  its  origm  In  the  mala  fides  of  the  patentee,  or  in  the 
haste  or  incompetency  of  the  draftsman.  /A  claim  which  clearly 
embraces  what  is  old  is  void,  whether  introduced  purposely  or  by 
mistake.  The  fact  that  the  patent  is  ambiguous,  or  claims  too 
much,  is  the  vital  test  of  its  validity,  and  not  the  motive  or  cir- 
cumstance in  which  such  ambiguity  or  excessive  claim  originated. 
It  might  be  said  that,  if  a  fraudulent  intent  to  make  the  specifi- 
cation or  claim  obscure,  were  proved  by  extrinsic  evidence,  the 
Court  ought  not  to  give  the  patentee  the  benefit  of  the  liberal  rule 
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of  construction  which  prevails  in  favor  of  inventors.  But  this 
rule  of  construction  rests  upon  public  policy,  and  not  upon  cases 
of  individual  merit.  Its  application  to  the  instrument  is  necessary 
before  it  can  be  determined  whether  or  not  the  alleged  defect  exists. 
To  withhold  its  application  would  be  to  punish  before  the  corpus 
delicti  is  proved.  It  follows  from  these  views  that  there  is  no 
question  of  fraud  in  fact  presented  in  this  case,  which  is  cogniza- 
ble by  the  Court.  The  propriety  and  validity  of  the  reissue  arc 
not  open  questions  in  the  present  state  of  the  pleadin8;s,  unless 
presented  on  the  face  of  the  papers.  No  irregularity  is  discov- 
ered in  the  written  proceedings  connected  with  the  surrender  and 
reissue ;  and  after  a  close  and  careful  comparison  of  the  original 
and  new  specification,  I  iind  no  such  repugnance  between  them 
as  would  warrant  me  in  saying  that  the  Commissioner  has  ex- 
ceeded his  jurisdiction  by  reissuing  the  patent  for  a  different  inven- 
tion from  that  embraced  in  the  original.  The  specification  of 
the  reissue  differs  of  course  from  that  of  the  original.  The  object 
of  the  surrender  was  to  modify  the  description,  or  claim,  or  both. 
It  may  be,  as  the  defendant  insists,  that  the  ground  covered  by 
the  reissue  is  enlarged  beyond  that  embraced  in  the  original.  But 
the  true  question  is,  whether  it  is  broader  than  the  original  inven- 
tion. The  first  branch  of  the  claim  is  for  "the  combination  in  a 
stone-breaking  machine  of  the  upright,  convergent  jaws,  with  a 
revolving  shaft  and  mechanism  for  imparting  a  definite  recipro- 
cating movement  to  one  of  the  jaws  from  the  rev^olving  shaft,  the 
whole  being  and  operating  substantially  as  set  forth."  The  sec- 
ond branch  claims  a  subordinate  combination  of  the  movable  jaw 
with  the  revolving  shaft  and  fly-wheel.  The  first  part  of  the 
third  branch  of  the  claim  purports  to  be  for  a  combination,  but 
the  whole  sentence  shows  nothing  more  than  the  arrangement  of 
the  jaws  and  their  adjustability,  so  that  they  can  be  set  at  different 
distances  at  the  bottom  in  order  to  fix  the  size  of  the  fragments 
to  which  the  stones  are  to  be  reduced.  The  whole  claim,  when 
read  in  the  light  of  the  specification  and  drawings,  discloses  plainly 
the  organized  mechanism  which  the  inventor  has  patented.  It 
consists  of  two  strong  upright,  or  nearly  upright,  convergent  jaws, 
fixed  in  a  suitable  frame,  one  of  the  jaws  being  stationary  and  the 
other  movable,  the  movable  jaw  being  connected  with  a  revolving 
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shaft  and  mechanism,  whereby,  when  the  motive  power  is  applied, 
a  definite  reciprocating  and  vibratory  movement  is  imparted  to 
the  movable  jaw  bv  which  it  alternatelv  advances  and  recedes 
from  the  fixed  jaw,  crushing  the  stones  as  it  advances  and  liber- 
ating them  as  it  recedes,  so  that  they  drop  out  from  between  the 
bottom  of  the  jaws  of  a  size  substantially  determined  by  the  dis- 
tance by  which  they  are  separated  when  the  movable  jaw  is 
drawn  back.  This  distance,  and  consequently  the  size  of  the 
fragments,  may  be  varied  by  adjusting  the  machine  as  described 
in  the  specification.  Now,  the  only  difference  that  I  can  discover 
between  the  mechanical  construction  of  the  vital  part  of  this  ma- 
chine and  that  of  the  defendant's  is,  that  every  part  of  the  mov- 
able jaw  of  the  latter  advances  and  recedes  through  an  equal 
range  of  motion,  while,  in  the  plaintiff's  the  movable  jaw  is  so 
hung  and  operated  that  the  range  through  which  it  moves  is  greater 
at  some  points  than  at  others.  In  both,  the  whole  body  of  the 
movable  jaw  advances  toward  and  recedes  from  the  fixed  jaw  at 
every  throw  of  the  machine.  By  this  advancing  and  receding 
motion  the  stones  are  alternately  crushed  and  liberated.  The 
intervening  mechanism  by  or  through  which  the  motive  power  is 
imparted  are  well-known  mechanical  equivalents,  and  the  com- 
mon property  of  the  mechanical  world.  But  the  Combination 
of  these  upright  convergent  jaws  so  constructed  and  adjusted 
with  a  revolving  shaft,  by  which  this  action  of  the  movable  jaw  is 
produced,  appears  upon  the  proofs  before  me  to  have  originated 
with  this  plaintiff,  and,  as  already  stated,  the  only  difference  in 
this  part  of  the  mechanism  between  his  machine  and  that  of  the 
defendant  is,  that  the  movable  jaw  of  the  former  is  both  vibratory 
and  reciprocating,  and  that  of  the  latter  reciprocating  only,  giving 
an  equal  range  of  motion  to  every  part.  It  may  be  that  the  simple 
motion  of  the  defendant's  jaw  is  preferable  to  the  combined  mo- 
tion of  the  plaintifPs.  But,  assuming  that  to  be  the  case,  it  is 
only  an  improvement  on  the  latter.  This  improvement  can  give 
the  defendant  no  right  to  use  what  the  plaintiff  first  discovered. 
In  my  judgment,  therefore,  the  machine  of  the  defendant  in- 
fringes on  the  grant  secured  to  the  plaintiff  by  his  patent. 

I  have  carefully  examined  the  various  patents,  drawings,  and 
models  of  other  machines  offered   in  evidence  to  antedate  the 
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plaintifPs  invention,  but  I  do  not  find  the  same  combination  and 
arrangement  of  parts,  nor  the  same  mode  of  operation.  I  will 
here  notice  some  of  them.  y 

The  ice  breaker  exhibited  on  the  trial  has  a  stationary  and  a/ 
movable  jaw,  but  the  latter  is  not  hung,  nor  does  it  operate  in  the 
way  that  the  plaintiff's  does.  It  is  pivoted  at  a  different  point,  and 
as  it  moves  forward  has  also  a  downward  motion.  It  is  provided 
with  sharp  teeth  for  penetrating  and  splitting  the  ice.  Neither  the 
whole  machine,  nor  the  movable  jaw,  is  combined  with  a  revolv- 
ing shaft.  Its  arrangement  and  organization  differ  widely  from 
the  plaintifTs,  and  could  not  perform  the  work  of  breaking  stone, 
as  does  the  latter. 

The  iron  squeezer,  or  allegator  jaws  for  compressing  puddle  balls 
and  expelling  their  impurities,  is  still  more  unlike  the  plaintifPs  ma- 
chine. It  operates  like  a  lemon  squeezer  reversed,  and  gradually 
compresses  the  material  partially  softened  by  heat.  It  has  none  of 
that  sudden,  definite  movement,  which  may  be  termed  a  compound 
of  pressure  and  blow  by  which  hard,  brittle  stones  may  be  nipped 
and  crushed  to  a  particular  size,  as  found  in  flake's  machine. 

In  Ohnmacht's  coal  breaker  the  two  portions  which  are  said  to 
resemble  the  jaws  in  the  plaintifPs  stone  breaker,  are  clearly  differ- 
ent, and  perform  their  work  in  a  different  way.  One  is  perforated 
with  holes,  and  on  the  other  opposite  the  holes  are  sharp  teeth, 
which  split  the  coal  and  force  it  through  the  opposite  apertures. 
The  coal  is  not  reduced  to  fragments  by  compression  between  two 
solid  surfaces,  as  in  the  stone  breaker,  but  by  teeth  projecting  from 
one  surface  driven  against  the  pieces  as  they  pass  over  the  open 
spaces  of  the  opposite  surface.  It  certainly  has  not  been  proved, 
and  it  may  well  be  doubted  if  it  could  be  proved,  that  this  coal 
breaker,  however  massive  and  strong  its  organization,  can  per- 
form successfully  the  work  which  the  plaintifPs  stone  breaker 
performs  and  performs  well.  Poor's  coal  breaker  has  still  less 
resemblance  to  the  plaintiff's  machine. 

Hamilton's  quartz  crusher  operates  upon  a  different  principle 
from  the  machine  of  this  plaintiff.  The  work  is  done  by  a  cyl- 
inder rotating  on  a  central  axis,  within  an  eccentric  stationary 
concave.  As  the  cylinder  oscillates,  the  stones  in  its  grooves  arc 
carried  round  and  pressed  in  between  the  cylinder  and  the  internal 
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surface  of  the  approaching  concave,  and  ground  or  crushed.  The 
oscillating  cylinder,  which  alone  can  perform  any  function  similar 
to  the  plaintiflfs  movable  jaw,  has  no  vibratory  or  reciprocating 
motion  carrying  it  toward  a  fixed  object.  Its  oscillations  describe 
the  segment  of  a  perfect  circle.  Its  surface  comes  near,  or  re- 
cedes from  that  of  the  concave,  solely  by  reason  of  the  eccentric 
sweep  of  the  latter.  It  is  hardly  necessary  for  me  to  say  that  I 
do  not  find  the  organized  mechanism  described  in  the  plaintifPs 
patent  in  this  machine  of  Hamilton's. 

Considerable  was  said  on  the  argument  touching  the  fact  that 
some  or  all  of  the  elements  included  in  the  plaintifPs  combination 
are  old.  But  this  is  not  material.  The  question  is  not  whether 
the  elements  are  new,  but  whether  the  combination  is  new. 
Though  the  separate  parts  are  all  as  old  as  the  mechanic  arts,  if 
they  are  organized  into  a  new  machine,  having  a  new  mechanical 
operation,  and  the  organization  of  this  new  machine  involved  the 
exercise  of  original  thought,  and  is  productive  of  useful  results, 
then  it  is  patentable.  If  no  inventive  skill,  but  only  mechanical 
dexterity  was  necessary  to  produce  it,  then  it  is  not  patentable. 
^Originality  is  the  test  of  invention.  If  that  is  successfully  exer- 
cised its  product  is  protected,  and  it  is  immaterial  whether  it  is 
displayed  in  greater  or  less  degree,  or  whether  the  new  idea  re- 
vealed itself  to  the  inventor  by  a  sudden  flash  of  thought  or  slowly 
dawned  on  his  mind  after  groping  his  way  through  many  and  du- 
bious experiments.  It  is  needless  to  remark  that  originality  may 
be  found  as  well  in  new  combinations  of  old  elements  as  in  the 
production  of  new  ones.  /  I  think  the  plaintiff's  machine  embod- 
ies a  new  combination.  The  utility  of  the  invention  is  clearly 
proved. 

No  specific  damages  are  proved,  and  they  are  therefore  assessed 
at  the  nominal  sum  of  one  dollar. 

Let  a  judgment  for  the  plaintiff  for  that  sum  be  entered  with 
costs. 

The  defendant  can  have  twenty  days  within  which  to  file  ex- 
ceptions and  a  motion  for  a  new  trial,  which,  if  he  desires,  will 
be  heard  by  a  full  Court. 

39 
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Joseph  J.  West 

vs. 

The  Silver   Wire  and  Skirt    Manufacturing 

Company. 

Whether  the  brass  wire  in  the  form  of  a  spiral,  having  a  thread  of  catgut  running  through 
it  and  forming  a  core,  and  used  as  a  hoop  foj  ladies*  skirts,  would  be  patentable, in 
view  of  the  fact  that  the  large  strings  of  bass  viols  were  previously  formed  in  the 
same  way,  except  that  the  wire  in  the  hoop  was  heavier  and  stiffer  than  that  in 
the  string  for  the  musical  instrument,  quare. 

The  patent  of  £.  F.  Woodward,  reissued  September  29,  1857,  claims  an  elastic  hoop 
consisting  of  a  spiral  formed  of  any  proper  material,  either  with  or  without  a  core. 

This  is  a  patent  for  a  hoop,  formed  by  the  spiral,  but  for  a  covering  for  a  hoop. 

A  hoop  consisting  of  a  steel  spring,  and  covered  with  a  fine 'spiral  wire,  which,  used  alone 
would  be  worthless,  and  which,  as  it  was  used,  was  obviously  designed  only  for  cov- 
ering, while  the  hoop  was  the  strip  of  steel,  is  not  an  infringement  of  Woodward'j 
patent. 

(Before  Shipman,  J.,  Southern  District  of  New  York,  September,  1867.} 

This  was  an  action  on  the  case  for  the  recovery  of  damages 
for  the  infringement  of  letters  patent  for  "  improvement  in  stif- 
fening ladies'  skirts  or  bustles,  and  other  articles  of  dress/'  granted 
to  Edward  F.  Woodward,  June  i6,  1857,  reissued  September 
29,  1857,  and  assigned  to  plaintiff.  The  case  was  tried  under  a 
submission  of  the  law  and  facts  to  Judge  Shipman  under  the 
act  of  March  3,  1865. 

The  claim  of  the  original  patent  was  as  follows : 

**  The  employment  of  the  spiral  or  cord  for  stiffening  ladies*  skirts,  etc.,  together  with 
the  saturation  thereof  in  the  manner  set  forth,  and  for  the  purpose  specified.** 

The  claim  of  the  reissue,  and  a  full  description  of  the  inven- 
tion, and  of  the  hoop  made  by  the  defendant,  will  be  found  in  the 
opinion  of  the  Court. 


y.  B.  Staples^  for  plaintiff. 
George  Gifford^  for  defendants. 
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On  June  16,  1857,  ^  patent  was  issued  to  Edward  F.  Wood- 
ward, of  Brooklyn,  New  York,  for  ''  certain  new  and  useful  im- 
provements in  stiffening  ladies  skirts  or  bustles,  and  other  articles 
of  dress."  This  patent  was  soon  surrendered  on  the  alleged 
ground  that  it  was  inoperative  because  of  a  defective  specfication, 
an  amended  specification  filed,  and  on  September  29,  1857,  ^ 
reissue  was  granted.  Afterward,  and  before  the  commencement 
of  this  suit,  this  reissued  patent  was  assigned  to  the  present 
plaintiff,  who  has  instituted  this  action  of  law  thereon,  charging 
the  defendants  with  infringement,  and  claiming  damages  therefor. 
The  defendants  pleaded  the  general  issue.  The  issue  was  closed 
to  the  Court  by  stipulation,  under  the  recent  act  of  Congress, 
authorizing  the  parties  thus  to  waive  a  jury  and  submit  the  ques- 
tion of  fact  as  well  as  of  law  to  the  Court. 

In  view  of  the  result  to  which  the  Court  has  arrived,  no  com- 
parison of  the  original  specification  with  that  of  the  reissue  is 
necessary  here.  The  case  will  therefore  be  considered  exclu- 
sively with  reference  to  the  latter.  This  specification  declares 
that: 

"  Heretofore  the  mode  adopted  in  the  present  fashion  of  hooped 
skirts,  to  set  them  off,  has  been  to  form  the  hoops  of  whalebone 
in  strips  curved  into  hoops,  or  rattan,  or  brass,  or  steel  strips,  and 
sometimes  coarser  and  heavier  materials.  All  of  these,  as  em- 
ployed before  my  invention,  were  defective.  They  were  rigid  in 
outline,  and  do  not  permit  an  easy  flow  of  the  drapery  of  a  lady's 
dress,  so  essential  to  the  beauty  of  costume,  and  when  a  dress 
thus  supported  is  acted  upon  by  the  wind,  such  hoops  show  con- 
spicuously and  inelegantly ;  besides  which  in  sitting  down,  it  is 
impossible,  with  such  hoops,  to  gather  the  dress  in,  and  by  severe 
compression  the  hoops  are  bent  or  broken,  so  as  to  spoil  their 
shape."  I  effectually  remedy  these  defects  by  my  improvements, 
and  form  a  light,  pliable,  elastic,  and  buoyant  hoop,  which  has  all 
the  necessary  powers  of  extension  for  the  purpose,  and  at  the 
same  time  an  elasticity  and  pliability  not  found  in  hoops  hereto- 
fore found  in  the  market. 

"The  nature  of  my  invention  consists  in  forming  hoops  of 
spiral  wire,  strips  of  rattan,  whalebone,  or  other  suitable  material, 
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either  with  or  without  the  interior  support  of  a  core  or  strip  of 
any  kind,  which  hoops,  when  inserted  in  ladies  skirts,  shall  have 
the  effect  of  expanding  said  skirts,  while  they  can  be  compressed 
or  bent  short  without  serious  injury  to  their  configuration. 

*'The  construction  is  as  follows:  I  take  thin  narrow  strips  of 
rattan  (calamus  rattan),  or  whalebone,  or  metallic  wire,  or  other 
stiff  elastic  material,  proper  for  the  purpose,  and  wind  it  round  a 
core  of  hemp  or  other  material,  or  I  form  it  into  a  spiral  on  a 
proper  mandrel  of  any  kind,  making  it  into  a  core  of  spiral  con- 
struction. *  *  *  *  The  center  of  this  hollow  spiral  may 
be  filled  with  such  material  as  shall  be  found  convenient,  or  it 
may  be  used  without  any,  though  I  deem  the  center  support 
best.  So  the  spiral  may  be  formed  of  one  or  more  strands  with- 
out changing  the  device. 

"Where  rattan  strips  are  used,  they  are  steamed  to  soften 
them  before  forming,  and  after  forming,  they  are  dried,  which 
sets  them  in  place.  To  render  the  core  thus  formed  water  proof, 
I  saturate  it  with  a  solution  of  gum  lac,  which  adds  increased 
stiffness  and  durability,  and  prevents  the  material  becoming  lim- 
ber by  wear. 

"  Having  thus  fully  set  forth  my  new  hoops  for  ladies'  skirts, 
and  the  various  modifications  thereof,  and  the  manner  of  making 
the  same,  what  I  claim  as  new,  and  desire  to  secure  the  exclusive 
right,  is  the  constructing  hoops  intended  for  ladies'  dresses  sub* 
stantially  as  and  for  the  purposes  set  forth,  consisting  of  a  spiral 
form  of  any  proper  material,  metallic  or  vegetable,  as  described, 
with  or  without  a  core  to  support  the  same,  which  can  be  bent 
into  the  form  of  a  hoop  and  inserted  into  ladies'  skirts  as  herein- 
before fully  made  known." 

The  above  paragraph  contains  all  that  is  material  to  cite  from 
the  specification.  It  will  be  seen  by  referring  to  the  description 
of  the  state  of  the  art,  and  the  defects  to  be  remedied  as  set  forth 
in  the  first  paragraph,  that  mere  steel,  brass,  whalebone,  or  rattan 
strips  formed  into  hoops,  or  combined  with  a  covering  of  any 
kind,  are  not  claimed.  Hoops  made  of  the  material  mentioned 
were  old  and  well  known.  These  materials  were  only  claimed 
when  curved  into  a  spiral  form,  either  with  or  without  a  core  or 
central  cone,  of  a  flexible  character.     The  specimen  presented 
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on  the  trial,  as  an  illustration  of  the  invention  covered  by  the 
patent,  was  a  brass  wire  in  the  form  of  a  spiral,  having  a  thread 
of  catgut  running  through,  forming  a  core.  Whether  such  a 
hoop  would  be  patentable,  in  view  of  the  state  of  the  mechanic 
arts,  need  not  now  be  determined.  But  it  may  be  remarked,  as 
it  is  familiarly  known,  that  the  large  strings  of  a  bass  viol,  and 
other  stringed  musical  instruments,  are  nearly  identical  with  this 
core  which  formed  the  hoop  of  the  skirt  presented  on  the  trial, 
as  one  manufactured  under  this  patent,  with  this  exception  :  the 
wire  of  the  skirt-hoop  was  heavier  and  stifFer  than  that  on  the 
viol  string,  and  therefore  more  elastic.  Both,  however,  had 
the  same  combination  and  the  same  mechanical  construction. 
Whether  such  an  article,  by  simply  using  a  stifFer  wire  and  in- 
serting it  in  a  lady's  skirt  in  circular  form,  could  be  legally  the 
subject  of  a  patent,  without  claiming  it  in  combination  with  some 
new  element,  or  as  part  of  some  new  combination ;  or  whether 
it  is  the  application  of  an  old  thing  to  a  new  use,  and  therefore 
not  patentable,  does  not  arise  properly  on  the  pleadings,  and  there- 
fore will  not  be  decided. 

As  already  stated,  the  article  presented  on  the  trial  as  an  illus- 
tration of  Woodward's  invention,  was  a  brass  wire  in  spiral  form, 
with  a  catgut  core.  The  elasticity  of  the  hoop  is  almost  wholly 
due  to  the  spiral  wire,  the  flexible  core  operating  merely  as  a  sup- 
port to  the  spiral  which  encircles  it.  The  core  gives  it  greater 
coherence  and  firmness,  and  would  tend  to  prevent  it  from 
stretching,  and  thus  opening  the  coil.  But  the  patent  does  not 
claim  the  core  as  an  element  of  the  invention.  It  contemplates 
the  use  of  the  spiral  without  the  core,  though  the  patentee  deems 
the  presence  of  the  latter  preferable.  The  patent  properly  claims 
an  elastic  hoop  consisting  of  a  spiral  formed  of  any  proper  mate- 
rial, either  with  or  without  a  core. 

The  body  of  the  infringing  hoop  is  made,  not  of  a  spiral  wire 
or  spring,  but  of  a  plain  strip  of  steel.  This  steel  is,  however, 
covered  with  a  fine  flexible  iron  wire  or  thread,  tinned  or  silvered, 
and  wound  round  it  spirally.  The  main  body  and  elasticity  of 
this  hoop  reside  in  the  steel  strip,  which  of  itself  forms  a  spring. 
This  strip  alone  constitutes  a  hoop  when  curved  in  a  circle.  In 
other   words,  as  the  defendants  use  it,  it  is  the  old  steel  hoop 
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covered  with  fine  tinned  or  silvered  wire.  This  hoop,  without 
the  covering,  is  recognized  in  the  specification  as  existing  prior  to 
the  invention  of  this  patentee. 

Now,  this  patent  is  for  a  hoop,  and  not  the  covering  of  a  hoop. 
What  was  new  in  the  alleged  invention,  if  anything  in  it  was 
new,  was  not  covering  hoops  already  well  known,  but  of  forming 
hoops  of  spiral,  made  from  metal  or  vegetable  strips.  In  such 
hoops  the  core  or  central  thread  was  no  essential  part  of  the 
invention,  for  they  were  to  be  made  with  or  without  it.  The 
spiral  wire  or  spring  was  the  principal  and  the  only  essential 
structure.  But  in  the  alleged  infringing  article  the  steel  strip  or 
spring  is  the  principal  thing.  Without  it,  the  wire  coating  it 
would  be  good  for  nothing  in  a  skirt.  It  would  be  spiral  in  form 
and  flexible,  but  it  would  have  almost  no  elasticity,  and  possess 
no  adequate  power  to  extend  the  skirt.  This  wire  coating  is  in 
no  just  sense  a  hoop  in  the  form  of  a  spiral  spring  bent  into  a 
circle.  It  is  only  an  appendage  or  covering  to  the  steel  strip, 
which  is  the  real  hoop.  It  gives  the  latter  greater  neatness  and 
finish,  but  does  not  add  appreciably  to  its  flexibility,  or  to  its 
elasticity  or  expanding  quality.  It  does  not  stand  in  the  same 
relation,  nor  possess  the  same  practical  qualities,  nor  perform  the 
same  functions  that  are  claimed  for  the  metallic  or  vegetable 
spirals  of  the  patentee,  and  is  therefore  no  infringement  of  the 
rights  of  the  plaintiff  under  this  patent. 

Judgment  for  the  defendants. 


William  T.  B.  Read  et  al. 

vs. 
James  A.  Miller  et  al. 

To  an  action  on  the  case  for  the  infringement  of  a  patent,  no  State  statute  of  limlta^on 
can  be  pleaded  in  bar. 

The  policy  of  the  National  Government,  in  putting  the  whole  subject  matter  of  pat^i*^ 
for  new  and  useful  improvements  and  inventions  under  the  control  of  Congress  ^ 
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the  United  States  Courts,  was,  evidently,  to  provide  a  uniform  rule  concerning  the 
same  throughout  the  United  States,  so  that  patentees  shall  everywhere  have  the 
same  rights  and  the  same  remedies. 

In  such  an  action  the  defendant  can  not  plead  the  general  issue  with  notice  of  special 
matter  of  defense,  and  also,  in  a  special  plea,  set  up  the  same  matter  in  bar. 

(Before  McDonald,  J.,  District  of  Indiana,  November,  1867.) 

This  was  a  demurrer  to  special  pleas  in  an  action  on  the  case 
for  the  infringement  of  letters  patent  for  *'an  improvement  in 
harvesters,"  granted  to  Jonathan  Read,  April  12,  1842,  and  ex- 
tended for  seven  years  from  April  12,  1856.  The  patent  expired 
April  12,  1863.  Suit  was  brought,  in  the  spring  of  1867,  to 
recover  damages  which  had  accrued  from  the  infringement  of 
the  patent  during  its  lifetime.  The  defendants  pleaded  the 
statutes  of  Indiana  and  Kentucky,  the  defendants  having  resided 
in  Kentucky  when  manufacturing  the  infringing  machines,  and 
in  Indiana  at  the  time  when  the  suit  was  brought.  To  these 
pleas  the  plaintiffs  demurred,  and  moved,  at  the  same  time,  to 
strike  off  the  fourth  special  plea  filed  by  defendants,  on  the 
ground  that  the  same  matters  were  set  up  in  the  special  notice 
under  section  fifteen  of  the  act  of  July  4,  1836,  which  accom- 
panied the  plea  of  the  general  issue.  The  motion  and  demurrer 
were  argued  together. 

Porter^  Harrison  55*  Fishback^  and  5.  5.  Fishery  for  plaintiffs. 

G.  M,  Lee^  for  defendants. 

McDonald,  J. 

This  is  an  action  on  the  case  for  the  violation  of  a  patent  right. 
The  defendants  have  pleaded  four  pleas : 

1.  The  general  issue  with  notice  of  special  defenses. 

2.  A  plea  of  the  statute  of  limitation  of  the  State  of  Kentucky, 
averring  that  the  supposed  cause  of  action  accrued  in  that  State, 
then  the  place  of  residence  of  the  defendants,  more  than  five 
years  next  before  the  commencement  of  this  suit. 

3.  A  plea  of  the  statute  of  limitation  of  Indiana,  denying  that 
the  cause  of  action  accrued  within  six  years  next  before  the 
bringing  of  this  action. 
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over  which  the  States  have  no  control.     Moreover,  it  should  be 

noted  that  section  34  of  the  Judiciary  Act  only  makes  the  laws 

,  of  the  several  States  rules  of  decision  in  the  National  courts  "i» 

I  casfs  where  they  apply.**     Now,  it  appears  to  me  that  these  State 

j  laws  do  not  apply  in  cases  over  which  State  governments  have  no 

1  control  whatever,  and  which  are  under  the  exclusive  control  of 

Hhe  General  Government.  / 

The  counsel  for  the  defendants  seems  to  rely  confidently  on 
the  case  of  McLuny  v.  Sllliman^  3  Pel.  270,  as  sustaining  the 
pleas  in  question.  But  I  think  that  case  not  in  point.  It  was 
an  action  against  Silliman,  a  land  officer,  for  official  misconduct. 
Over  the  subject  matter  of  it,  I  suppose  the  State  and  National 
courts  had  concurrent  jurisdiction.  If  so,  the  case  evidently  fell 
within  the  provisions  of  section  34  of  the  Judiciary  Act,  and  so  it 
was  decided  by  the  Supreme  Court.  In  that  case,  therefore,  the 
plea  of  the  statute  of  limitation  of  the  State  of  Ohio  was  very 
properly  held  to  be  a  good  bar  to  the  action. 

Upon  the  whole,  I  conclude  that  no  State  statute  of  limitation 

can  bar  this  action.     And  I  think  that,  should  a  State  legislature 

I  pass  an  act  in  express  terms  limiting  the  action  on  the  case  for 

I  violating  patent  rights,  a  thing  I  believe  never  yet  attempted  by 

j  any  State  legislature,  such  an  act  would  be  unconstitutional  and 

void.  ' 

The  demurrer  to  the  second  and  third  pleas  is  sustained. 

The  plaintiffs  move  to  strike  out  the  fourth  plea  on  the  ground 
that  it  merely  amounts  to  the  general  issue  as  accompanied  with 
notice  of  special  matter  of  defense. 

At  common  law  this  plea  would  undoubtedly  be  bad  as  amount- 
ing to  the  general  issue,  for  it  is  a  mere  denial  of  a  material  alle- 
gation in  the  declaration.  So  it  has  been  held  in  patent  right 
cases  in  England.     Curtis  on  Pat.,  §  271. 

But  section  15  of  the  Patent  Law  of  1835,  5  U.  S.  Stat,  at 
Large,  123,  appears  to  change  this  rule.  It  provides  that,  in 
actions  of  this  sort,  "  the  defendant  shall  be  permitted  to  plead 
the  general  issue,  and  to  give  this  act,  and  any  special  matter,  in 
evidence,  of  which  notice  in  writing  may  have  been  given  to  the 
plaintiff  or  his  attorney,  thirty  days  before  the  trial,  tending  to 
prove    *    *    *    that  the  patentee  was  not  the  original  inventor 
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or  discoverer  of  the  thing  patented."  It  seems  that  the  special 
matter  mentioned  in  this  section  can  not  be  given  in  evidence 
under  the  general  issue,  without  notice,  as  might  have  been  done 
at  common  law. 

Under  the  act  of  1793,  containing  a  provision  similar  to  that 
above  cited,  it  has  beeen  held  that  the  notice  accompanying  the 
general  issue,  Is  ^^  a  substitute  for  a  special  plea,  to  which  a  de- 
fendant is  not  bound  to  resort ;"  and  that  ^^  he  may  still  plead 
specially,  and  then  the  plea  is  the  only  notice  which  the  plaintiff 
can  claim."     Evans  v.  Eaton^  3  Wheat.  454. 

It  is  clear,  therefore,  that  the  defendant  may  specially  plead 
that  the  plaintiffs  are  not  the  original  inventors  of  the  thing  pat- 
ented as  alleged  in  the  declaration.  But  the  question  is,  may 
they  both  plead  the  general  issue  with  notice  of  special  matter  of 
defense,  and  a  special  plea  containing  exactly  the  same  special 
matter  of  defense  ?  If  the  matter  of  defense  stated  in  the  plea 
were  different  from  that  contained  in  the  notice,  I  think  the 
special  plea  might  be  added.  But  here  the  matter  is  the  same 
in  both. 

Although,  in  general,  every  defendant  may  file  as  many  pleas 
as  he  thinks  proper,  yet  he  is  not  permitted  to  file  several  pleas 
substantially  identical.  If  he  does  so,  he  must  either  elect  on 
which  one  he  will  rely,  and  abandon  the  rest,  or  the  Court  will 
strike  out  all  of  them  but  one. 

We  have  seen  that  the  notice  of  special  matter  of  defense, 
under  the  general  issue  is,  ^^  a  substitute  for  a  special  plea."  It 
must,  therefore,  be  deemed  equivalent  to  a  special  plea.  The 
defendants,  then,  have  on  file  what  are  virtually  two  special 
pleas,  exactly  alike  as  to  matter  of  special  defense.  The  second 
one  can  not  benefit  them  ;  and  it  can  only  serve  to  cumber 
the  record. 

The  fourth  plea  must,  therefore,  be  stricken  from  the  files. 
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The  American  Wood  Paper  Company 

vs. 
J.  D.  Heft  et  al.       In  Equity. 

The  two  reissues  granted  to  Ladd  &  Keen,  April  7,  1863,  of  original  patent  granted  to 
Watt  Sc  Burgess,  July  18,  1854,  for  improvement  in  manufacture  of  paper  pulp 
firom  wood,  are  illegal  and  void. — Grikr,  J. 

The  letters  patent  granted  to  M.  A.  C.  Mellier,  May  26,  1857,  for  improvement  in 
manufacture  of  paper  from  straw,  is  intended  for  strata  alone,  et  similia. — Gftixa,  J. 

Mellier  was  not  the  first  to  succeed  in  the  enterprise  of  making  paper  from  straw. — 
Grikr,  J. 

Mellier*s  patent  must  be  construed  by  taking  a  view  of  all  its  parts. — Grikr,  J. 

Mellier  says  his  invention  consists  in  subjecting  straw  to  a  pressure  of  at  least  seventy 
pounds  to  a  square  inch — prefers  eighty.  The  process  used  by  defendants  dott  not 
come  up  to  the  minimum  claimed  by  Mellier. — ^Grikr,  J. 

The  letters  patent  granted  Morris  L.  Keen,  September  13,  1859,  is  for  a  combination 
of  devices  which  is  not  used  by  defendants. — Grikr,  J. 

The  letters  patent  granted  Morris  L.  Keen,  June  16,  1863,  claims  a  perforated  dia- 
phragm of  which  he  was  not  the  inventor. — Grikr,  J. 

The  arrangement  of  a  discharge  pipe,  with  stop-cock,  is  what  every  one  using  a  vertical 
boiler  might  use  without  invention,  and  was  not  open  to  be  monopolised  by 
Keen. — Grikr,  J. 

The  phrase  **  preparatory  process,"  as  applied  to  the  process  of  Watt  &  Burgess,  is  satis- 
fied by  a  process,  which,  Although ^nisAing  the  pulp  for  making  brown  paper,  requires 
the  further  process  of  bleaching  to  make  the  pulp  suitable  for  white  paper. — Cad- 

WALADKR,  J. 

If  it  was  otherwise,  the  objection  to  the  use  of  this  phrase  might  be  removed  by  a  dis- 
claimer.— Cadwalaokr,  J. 

The  legal  question  under  a  reissue  is  not  what  the  patentee  intended  to  patent,  but  what 
he  had,  in  fact,  invented. — Cadwaladkr,  J. 

The  invention  of  Watt  8e  Burgess,  described  in  the  reissues  of  1863,  not  having  been 
made  in  1854,  when  the  original  patent  was  granted,  the  reissues  are  void. — Cad- 
waladkr, J. 

The  patent  of  Mellier  is  maintainable  for  wood  as  well  as  straw. — Cadwaladkr,  J. 

Where  the  complainants  filed  a  bill  on  five  patents,  and  the  Court  found  for  the  defend- 
ants on  four,  but  the  judges  disagreed  as  to  the  fifth  :  HeU:  That  the  bill  matt  be 
dismissed,  but  without  costs. — Cadwaladkr,  J. 
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If  the  decree  had  been  for  the  complainants  on  the  fifth  patent,  it  should  have  been  with- 
out costs. — Cadwauidxk,  J. 

(Before  GmzA  and  Caowaladsk,  JJ.,  Eastern  District  of  Pennsylvania,  November,  1 867. ) 

This  'was  a  bill  in  equity  filed  to  restrain  the  defendants  from 
infringing  the  following  letters  patent,  which  had  been  assigned 
to  complainants : 

L  Letters  patent  for  ^^improvements  in  pulping  and  disinte- 
grating vegetable  substances,"  granted  to  Charles  Watt  and  Hugh 
Burgess,  July  18,  1854,  for  fourteen  years  from  August  10, 1853, 
when  the  same  invention  was  patented  in  England,  assigned  to 
William  F.  Ladd  and  Morris  L.  Keen,  reissued  to  them  October 
5,  1858,  and  again  reissued  te>  them,  April  7,  1863. 

This  invention,  as  described  in  the  original  patents,  was  sub- 
stantially as  follows :  The  wood  was  reduced  to  shavings  (the 
finer  the  better),  boiled  in  a  solution  of  caustic  alkali  (time  and 
strength  to  suit  the  wood),  washed  and  pressed,  and  exposed  to 
the  action  of  chlorine,  or  any  composition  of  chlorine  and  oxygen, 
either  gaseous  or  aqueous,  washed  and  pressed  again,  using  occa- 
sionally mechanical  aid,  and  then  placed  in  a  weak  solution  of 
caustic  alkali,  when  it  will  assume  the  form  of  a  brown  pulp. 
The  latter  is  freed  from  alkali  by  washing,  and  then  bleached  in 
the  usual  way* 

The  claim  of  the  original  patent  was  as  follows : 

<*  The  pulping  and  disintegrating  of  shavings  of  wood,  and  other  similar  vegetable  mat- 
ter for  making  paper,  by  treating  them  with  caustic  alkali,  chlorine,  simple  or  its  com- 
pound with  oxygen  and  alkali,  in  the  order  substantially  as  described.** 

The  claim  of  the  two  reissues,  Nos.  1448  and  1449,  granted 
April  7,  1863,  were  as  follows : 
Reissue  No.  1448 : 

<<  A  pulp  suitable  for  the  manufacture  of  paper,  made  from  wood  or  other  vegetable 
substances  by  boiling  the  wood  or  other  vegetable  substance  in  an  alkali  under  pressure, 
substantially  as  described.** 

Reissue  No.  1449 : 

*'  FirUf  the  process  of  treating  wood  or  other  vegetable  substance  by  boiling  in  an  alkali 
under  pressure,  as  a  process,  or  preparatory  process,  for  making  pulp  for  the  manufacture 
of  paper  from  such  woods  or  other  vegetable  substances  substantially  as  described. 

**•  Second^  the  process  of  treating  resinous  woods  by  boiling  in  an  alkali  under  pressure, 
and  treating  the  product  with  chlorine  and  its  compounds  with  oxygen,  for  making  white 
pulp  for  the  manufacture  of  paper  from  such  woods,  substantially  as  described.** 
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II.  Letters  patent  for  ^^improvement  in  making  paper  pulp," 
granted  to  Marie  Amedie  Charles  Mellier,  May  26,  1857,  ^^^ 
fourteen  years  from  August  7,  1854,  when  the  same  invention 
was  patented  in  France. 

The  specification  of  this  patent  is  given  in  full  in  the  report  of 
the  case  of  Buchanan  v.  Howland  (Vol.  II.,  p.  341).  The  in- 
vention had  ^^for  its  object  a  peculiar  process  for  the  treating  of 
straw  and  other  vegetable  fibrous  materials  requiring  like  treat- 
ment, preparatory  to  the  use  of  such  fibers  in  the  manufacture  of 
paper  \  and  the  improvement  consists  in  subjecting  straw,  or  such 
other  fibrous  materials,  to  a  pressure  of  at  least  seventy  pounds 
on  the  square  inch,  when  boiling  such  fibrous  matters  in  a  solu- 
tion of  caustic  alkali." 

The  disclaimer  and  claims  of  the  patent  were  as  follows : 

*'  Having  thus  described  the  nature  of  my  said  invention  and  the  manner  of  perform- 
ing the  same,  I  would  have  it  understood  that  I  do  not  claim  the  general  use  of  caustic 
alkaline  solution,  nor  the  employment  generally  of  a  close  boiler  for  boiling  straw,  or  other 
vegetable  fibrous  substances.  But  what  I  claim  as  my  invention,  and  desire  to  secure  by 
letters  patent,  is  the  use  of  a  solution  of  caustic  soda  (JV/i  O)  in  a  compartment  of  a  rotary 
vessel  separate  from  that  which  contains  the  steam  heat,  substantially  as  described. 

*'  I  also  claim  the  within  described  process  for  bleaching  straw,  consisting  in  boiling  it 
in  a  solution  of  pure  caustic  soda  (N a  0)  from  two  to  three  degrees  Beaume,at  a  temper- 
ature of  not  less  than  three  hundred  and  ten  degrees  Fahrenheit;  after  it  has  been  soaked 
and  cleansed,  and  before  submitting  it  to  the  action  of  a  solution  of  chlorine  of  lime,  from 
one  to  one  and  a  half  degrees,  substantially  as  described.** 

III.  Letters  patent  for  ^'  improvement  in  boilers  for  making 
paper  pulp  from  wood,"  granted  to  Morris  L.  Keen,  September 
13,  1859. 

The  claim  of  this  patent  was  as  follows : 

*'  A  boiler  for  boiling  under  pressure  wood  and  ligneous  materials  for  making  paper 
pulp,  constructed  with  an  expansion  chamber,  stirrers,  and  discharge  valve  or  oxk, 
arranged  for  the  purposes  and  in  the  manner  substantially  as  stated.** 


IV.  Letters  patent  for  **  improved  boiler  for  making  paper 
pulp,"  granted  to  Morris  L.  Keen,  June  i6,  1863. 
The  claims  of  this  patent  were  as  follows : 

**  First,  a  boiler  provided  with  a  perforated  diaphragm  and  well,  or  th«r  substantial 
equivalents,  arranged  in  the  manner  and  for  the  purpose  described. 

<*  Also,  in  combination  with  the  boiler,  the  arrangement  of  the  discharge  pipe  and  valve, 
for  the  purpose  of  blowing  out  or  discharging  the  contents  of  the  boiler  under  pressure, 
subsuntially  as  and  for  the  purpose  set  forth.** 
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The  defendants  relied  upon  the  invalidity  of  the  reissues  of  the 
Watt  &  Burgess  patent,  insisting  that  they  were  not  for  the  same 
invention  as  the  original.  They  also  insisted  that  Mellier's  pat- 
ent was  limited  to  the  use  of  caustic  soda  at  a  temperature  due 
to  a  pressure  of  seventy  pounds,  claiming  that  the  patentee  had 
repeatedly  stated  in  his  specification  that  a  pressure  of  seventy 
pounds  was  equivalent  to  310°  Fahrenheit. 

The  defendants  used  a  pressure  not  exceeding  sixty  pounds. 

Thomas  A.  yenckes^  for  complainants. 
George  Harding^  for  defendants. 

Grier,  J. 

That  the  reissued  patents  of  1863  are  illegal  and  void  requires 
no  further  reasons  than  those  alleged  in  the  answer  and  clearly 
substantiated  by  the  evidence. 

Mellier's  patent  is  intended  for  straw  alone,  et  similia. 

He  was  not  the  first  to  succeed  in  this  enterprise. 

His  patent  must  be  construed  by  taking  a  view  of  all  its  parts. 

He  says  his  invention  consists  in  subjecting  straw  to  a  pressure 
of  at  least  seventy  pounds  to  the  square  inch — prefers  eighty, 

*>^  I  have  found  by  experiment  that  it  is  essential  that  a  tempera- 
ture equivalent  to  seventy  pounds  must  be  employed." 

The  only  practical  method  of  determining  the  temperature  of 
the  liquid  is  by  noting  the  pressure  on  the  boiler — testimony  of 
Burgess. 

Accordingly  the  patentee  describes  seventy  pounds  as  synonym 
mous  with  310°  Fahrenheit.  Again,  he  describes  it  at  seventy  to 
eighty-four  pounds.  The  claim  uses  the  term  not  less  than  310° 
Fahrenheit  which  he  has  before  defined  by  seventy  pounds  to 
the  square  inch. 

The  claim  of  this  patent  was  sustained  only  against  those  who 
went  beyond  the  seventy  pounds  in  New  Yoik. 

The  process  used  by  defendants  does  not  come  up  to  the  mini- 
mum  claimed  by  Mellier. 

The  defendants  do  not  use  over  sixty  pounds  to  the  square  inch. 

There  is  no  proof  that  defendants  infringe  either  of  Keen's 
boiler  patents,  that  of  1859  ^^  '^^3* 
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Keen's  patent  of  1859  ^^  ^'^^  ^  combination  of  devices  which  is 
not  used  by  defendants. 

His  patent  of  1863  claims  a  perforated  diaphragm  of  which  he 
was  not  the  inventor — see  Martin  Nixon's  patent,  1853. 

Nor  was  he  first  to  use  a  discharge  pipe  and  valve  for  the  pur- 
pose of  blowing  out  or  discharging  the  contents  of  the  boiler  under 
pressure. 

The  arrangement  of  a  discharge  pipe,  with  stop-cock,  is  what 
every  one  using  a  vertical  boiler  might  use  without  invention, 
and  is  not  open  to  be  monopolized  by  ECeen. 

The  combination  of  devices  in  defendant's  Dixon  patent  has 
more  claim  to  originality  and  invention,  and  does  not  infringe 
either  of  Keen's  patents. 

The  bill  ought  to  be  dismissed. 

Cadwalader,  J. 

As  to  the  patents  for  alleged  improvements  in  the  boiler,  or  its 
appendages,  it  may  suffice  it  to  say,  that  so  far  as  the  alleged 
inventions  may  have  been  patentable  and  new,  they  have  not 
been  infringed. 

The  other  patents  on  which  the  bill  is  founded  require  careful 
consideration.  I  regret  that  the  early  departure  of  the  Circuit 
Judge  for  Washington  renders  a  decision  so  soon  after  the  argu- 
ment necessary. 

Watt  &  Burgess,  practical  chemists,  on  August  19,  1853, 
obtained  a  patent  in  England.  On  July  18,  1854,  they  obtained 
one  from  the  United  States,  for  the  same  alleged  invention,  for 
fourteen  years  from  the  date  of  their  English  patent.  The  patent 
from  the  United  States,  and  a  reissued  patent  which  was  substi- 
tuted for  it,  have  been  successfully  surrendered,  and  a  second 
reissue  has  been  obtained.  This  reissue  was  in  two  patents, 
dated  April  7,  1863,  Nos.  1448  and  1449.  ^^ch  describes  a 
process  for  boiling  fine  shavings,  or  cuttings  of  wood,  or  other 
vegetable  substances,  in  a  solution  of  caustic  alkali,  in  a  close 
vessel,  under  a  high  pressure,  in  order  to  obtain  a  pulp  fit  for 
making  paper,  the  length  of  the  time  of  boiling,  and  the  strength 
and  heat  of  the  solution  jgfaduated  respectively  to  one  another, 
and  to  the  more  or  Icsi  refractory  nature  of  the  vegetable  sub- 
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Stance  to  be  thus  treated  ;  the  duration  of  such  boiling  from  four 
hours  to  twelve  ;  the  strength  of  the  solution  from  17°  to  12° 
or  10°  T.  (corresponding  with  12°  to  8J°  or  yj®  Beaume); 
and  the  heat  ordinarily  *'  at  near  or  above  "  300°  Fahrenheit, 
which  might,  however,  be  raised  to  500^.  This  means  a  mini- 
mum heat,  not  much  below  that  indicated  on  the  steam-gauge 
as  due  to  a  pressure  of  fifty  pounds  to  the  square  inch,  which 
heat  might  be  increased  as  required.  The  pressure  appears,  from 
the  evidence,  to  be  no  further  useful  than  as  the  required^eat  of 
the  liquid  above  212^  can  not  be  imparted  except  under  pressure, 
nor  measured  otherwise  than  by  the  degree  of  pressure  as  indi- 
cated on  the  steam-gauge.  The  specification  implies,  that  the 
graduation  of  the  heat,  the  strength,  and  the  duration  were  to  de- 
pend, in  a  great  measure,  upon  experience,  not  restricted  within 
any  narrow  limits.  Their  graduation  to  the  nature  of  the  vege- 
table substance,  whatever  it  might  be,  is  expressly  required  in  the 
specification.  Their  adjustment  or  graduation  to  one  another,  as 
occasion  might  require,  though  not  expressed,  is  obviously  implied. 

The  claim  in  the  specification  of  No.  1448  is  of  the  invention 
of  a  pulp  suitable  for  the  manufacture  of  paper  made  from  wood, 
or  other  vegetable  substances,  by  boiling  in  an  alkali,  under  press- 
ure substantially  as  described.  The  claim  in  the  specification  of 
No.  1449  is  the  invention  of  treating  wood,  or  other  vegetable 
substances,  by  boiling  in  an  alkali,  under  pressure,  as  a  process^  or 
preparatory  process^  for  making  pulp  for  the  manufacture  of  paper 
substantially  as  described. 

The  invention  claimed  in  these  two  patents,  whether  that  of  a 
product,  or  that  of  a  process,  depends  wholly  upon  boiling  in  an 
alkaline  solution  in  a  close  vessel,  with  such  graduation  of  heat, 
strength,  and  time  to  one  another,  and  to  the  refractoriness  of 
the  material,  as  may  produce  a  suitable  pulp  at  one  operation. 

The  question  is  whether  Watt  &  Burgess  invented  either  the 
product  or  the  process  at  or  before  the  date  of  their  English 
patent  of  August  19,  1853,  ^^  which  the  American  patents  relate. 

Before  this  date,  and  before  any  maturity  of  their  previous 
experiments,  a  pulp  fit  for  making  paper  had  been  obtained  by 
others  from  such  fibrous  substances  as  wood  and  straw,  through 
the  use  of  different  processes  for  disintegration  of  the  fibers.     In 
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every  such  case,  the  process  had  been  one  of  successive  stages. 
The  substances  had  been  boiled  in  an  alkali,  strong  or  weak, 
in  open  vessels  and  in  close  ones,  under  pressure  and  without 
pressure.  The  process  had  never  been  such  as  to  produce  the 
pulp  at  one  operation.  In  some  cases  the  boiling  itself  had 
been  repeated.  In  all  of  them,  there  had,  besides  mere  soaking 
and  cleansing,  been  a  succession  of  mechanical  or  of  chemical 
treatments,  or  of  both,  with  applications  of  heat.  But,  as  I 
have  already  said,  a  suitable  pulp,  that  is  to  say,  cellulose  approx- 
imately pure,  had,  through  some  of  these  former  processes,  been 
obtained  from  both  wood  and  straw.  It  is  thus  very  clear  that 
Watt  &  Burgess  did  not,  nor  did  either  of  them,  invent  or  dis- 
cover the  product  as  distinguished  from  the  process. 

As  to  the  process^  it  was,  on  the  part  of  the  defendants,  assumed 
that  the  case  must  be  decided  upon  the  patent  No.  1449  alone; 
and,  independently  of  the  question  whether  the  process  in  itself 
was  new,  the  argument  was  urged  that  this  patent  was  invalid 
because  it  claimed  too  much.  The  claim  in  it  is  for  the  inven- 
tion of  a  process,  or  preparatory  process.  The  novelty,  if  there 
was  any,  consisting  wholly  in  the  singleness  of  the  process,  it 
could  not,  according  to  the  argument,  be  considered  new  as  a 
preparatory  process.  Perhaps  the  phrase  preparatory  process^  in  the 
specification  of  this  patent,  has  not  precisely  the  meaning  which 
this  argument  attributes  to  it.  Pulp  which  is  already  fit  for 
making  brown  paper  requires  bleaching  in  order  to  render  it 
suitable  for  making  brown  paper.  If  no  further  treatment  than 
suiEces  to  whiten  the  pulp  is  required  for  the  latter  purpose,  the 
same  process  which  suffices  to  finish  the  pulp  for  making  brown 
paper  is  thus,  in  a  relative  sense,  preparatory  as  to  white  paper. 
If  this  were  otherwise,  the  objection  to  the  patent  could  be 
removed  by  a  disclaimer,  as  was  done  in  Morse's  case.  15  How. 
120,  121.  It  is,  therefore,  unnecessary  to  inquire  whether  the 
difficulty  might  not  also  be  avoided  by  recurring  to  the  patent 
No.  1448,  which  is  not  simply  for  a  product,  but  for  the  product 
as  made  by  the  single  process  described. 

The  specification  will  therefore  be  considered  as  including  a 
legally  sufficient  claim  of  the  invention  of  the  process  of  boiling 
in  an  alkaline  solution  in  a  close  vessel,  with  such  a  graduation 
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and  adjustment  of  heat,  strength,  and  time  as  will  produce  the 
pulp  at  a  single  operation.  That  the  process  thus  claimed,  if 
actually  invented  by  Watt  &  Burgess  at  any  time  not  later  than 
the  date  of  their  English  patent,  was  new^  is,  I  think,  on  the 
evidence,  unquestionable.  Therefore,  if  they  had  invented  it 
by  August  19,  1853,  ^^^  reissued  patent  must  be  sustained. 

The  evidence  upon  the  question  of  fact  as  to  the  alleged  inven- 
tion of  this  date,  consists  of  the  testimony  of  Mr.  Burgess,  and 
his  manuscripts,  which  have  been  preserved  ;  the  specifications 
of  the  English  patent,  and  of  the  first  patent  obtained  from  the 
United  States ;  the  correspondence  and  other  papers  on  file  in 
the  Patent  OfSce,  and  the  specimens  deposited  there.  Let  us 
consider  first  the  documentary  evidence,  and  afterward  the  testi- 
mony of  Mr.  Burgess. 

It  is  quite  clear,  from  all  the  writings  which  are  not  of  date 
subsequent  to  the  American  patent  of  July,  1854,  that  what  was 
patented,  and  what  it  was  intended  to  patent  in  1853  ^^^  ^^54) 
was  an  alleged  invention  of  a  process  of  successive  stages,  one 
of  which  was  boiling  in  an  alkali,  and  that  such  boiling  might  be 
under  pressure,  but  that  it  was  optional.  The  patentees  did  not 
intend  to  describe,  or  to  claim,  any  process  completed  at  one 
operation,  to  which  boiling  under  pressure  was  indispensable.  It 
may  be  said  that  there  is,  nevertheless,  no  absolute  impossibility 
that  they  had  invented  such  a  process;  and  that  the  legal  ques- 
tion under  the  reissue  is  not  what  they  had  intended  to  patent, 
but  what  they  had,  in  fact,  invented.  This,  in  the  abstract,  is 
true.  But  its  mere  legal  truth  does  not  lessen  the  immense 
improbability  that  they  had,  in  fact,  invented  or  discovered  the 
process. 

Nor  is  this  improbability  diminished  by  the  testimony  of  Mr. 
Burgess,  that  economical  considerations  may  have  influenced  the 
patentees  to  suppress,  at  the  time,  a  part  of  their  supposed  inven- 
tion. His  testimony,  as  given  to  this  effect  at  this  late  day,  does 
not  go,  by  any  means,  to  the  extent  assumed  in  the  argument 
for  the  complainants.  If  the  matured  invention  had  been  fully 
conceived  by  him,  it  is  probable  that  motives  of  economy  would, 
on  the  contrary,  have  suggested  the  idea  of  elevating  the  tem- 
perature in  order  to  reduce  the  quantity  of  alkali  used.     The 
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experiments  of  Watt  &  Burgess,  in  England,  were  begun  in  1851, 
and  there  is  nothing  in  the  testimony  of  Mr.  Burgess  to  induce  a 
belief  that  by  August  19,  1853,  ci^^^r  of  them  had  made  any 
experiment  with  a  view  to  such  a  simultaneous  graduation  of  the 
time  of  boiling,  and  graduation  of  the  heat  and  of  the  strength  of 
the  solution,  as  was  required  for  a  process  of  only  a  single  stage. 
He  testifies  that  in  a  laboratory,  in  1852,  he  produced  a  pure  pulp  by 
boiling  in  a  caustic  alkaline  solution.  But  how  long  it  was  boiled 
he  does  not  state,  nor  of  what  strength  was  the  liquid.  He  says 
that  he  had  not  the  means  at  his  disposal  for  determining  the 
pressure  used.  How  many,  or  what  were  the  stages  of  the  pro- 
cess, be  does  not  mention.  He  left  England  for  the  United 
States  in  the  early  part  of  1854.  The  single  previous  experi- 
ment in  which  he  made  a  pulp  at  one  operation  occupied  only 
about  twenty  minutes,  when  he  was  alone  in  the  laboratory. 
On  this  occasion  he  put  about  a  pound  of  pine  wood  into  a 
wrought  iron  mercury  bottle  of  the  size  of  about  fourteen  by  six 
or  eight  inches.  He  could  not  recollect  the  strength  of  the  solu- 
tion, and  had  no  means  of  determining  the  pressure.  There  was 
no  ascertainment  or  estimate  of  strength,  or  heat,  or  time,  much 
less  graduation  or  adjustment  of  them;  nor  was  there  any  attempt 
at  either,  unless  it  consisted  in  the  simple  use  of  extreme  heat. 
From  the  shortness  of  the  time,  the  pressure  must  (if  the  material 
was  crude)  have  been  very  high,  far  above  the  extreme  of  tension 
for  any  working  purpose.  He  does  not  appear  to  have  had  any 
mental  conception  of  such  a  practical  process  as  the  patents  of 
1863  describe. 

Great  care  in  referring  the  different  parts  of  his  testimony  to 
the  proper  periods  must  be  observed,  or  it  may  be  misapplied. 
In  1854,  after  the  American  patent  of  July  in  that  year,  he  re- 
commenced experiments  in  this  country,  and  before  the  end  of 
the  same  year  had  approximately  matured  them.  Whether  he 
then  attained  a  sufficient  knowledge  of  the  process  afterward 
described  in  the  reissued  patents  of  1863  can  not  be  material. 
If  such  was  the  fact,  and  if  Mellier  had  not  obtained  his  patent 
in  the  mean  time,  it  would  be  the  misfortune  of  the  complainants 
that  Mr.  Burgess  did  not  apply  for  an  independent  patent  in  the 
latter  part  of  1854,  instead  of  referring  his  new  invention,  by  the 
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reissues,  to  the  patent  of  August,  1853.  ^"^  ^^^  misfortune 
could  not  be  judicially  remedied.  No  such  invention  bad  been 
made  at  that  time,  and  consequently  the  bill,  so  far  as  it  rests 
upon  the  patents  of  reissue,  must  be  dismissed. 

The  remaining  question  is,  whether  the  bill  can  be  maintained 
on  the  patent  to  Mellier,  which  is  also  vested  in  the  complainants. 
A  patent  granted  to  Ladet,  in  France,  on  August  7,  1854,  appears 
to  have  been  obtained  by  him  for  this  Mellier.  The  patent  from 
the  United  States  was  obtained  by  Mellier  himself  on  May  26, 
1857,  f^^  fourteen  years  from  the  former  date,  August  7,  1854. 
He  had,  in  the  meantime,  1855,  obtained  a  patent  in  England. 
The  first  claim  and  many  parts  of  the  specification  of  his  Amer- 
ican patent  are  applicable  to  the  subject  which  is  here  of  no  im- 
portance. Hereafter,  when  his  claim  is  mentioned,  it  will  be 
understood  as  the  second  claim.  He  describes  the  invention  as 
a  process  for  the  treating  of  straw  and  other  vegetable  fibrous 
materials  requiring  like  treatment  preparatory  to  the  use  of  such 
fibers  in  the  manufacture  of  paper.  The  improvement,  he  says, 
consists  in  subjecting  straw  or  such  other  fibrous  materials  to  a 
pressure  of  at  least  seventy  pounds  on  the  square  inch,  when 
boiling  such  fibrous  matters  in  a  solution  of  caustic  alkali.  For 
this  purpose  the  straw  or  fibrous  matters  are  cut,  soaked,  and 
cleaned,  and  then  placed  in  a  suitable  boiler.  He  prefers  a  tem- 
perature to  produce  at  or  above  eighty  pounds  on  the  square  inch 
in  the  boiler  containing  the  fibrous  materials  ;  but  says  that  so  high 
a  temperature  is  not  absolutely  necessary,  for  he  has  found  by 
experiment  a  temperament  equivalent  to  seventy  pounds  on  the 
square  inch  essential.  The  quantity  of  alkali  used  is  at  the  rate 
of  about  sixteen  per  cent,  of  the  straw  or  fibrous  substance  under 
treatment.  In  describing  the  details  of  the  process,  he  says  that 
the  heat  is  to  be  raised  to  such  a  degree  as  to  attain  and  maintain 
for  a  time  an  internal  pressue  equal  to^  or  exceeding^  seventy  pounds 
on  the  square  inch,  that  is,  about  310^  Fahrenheit,  by  which  a 
considerable  saving  of  alkali^  as  well  as  time  and  fuel,  results,  as 
compared  with  former  means  of  using  a  caustic  alkali,  in  preparing 
straw  and  other  fibers  for  paper  makers.  He  adds,  that  by  sub- 
mitting the  straw  or  similar  fibrous  materials  to  a  pressure  of 
between  seventy  and  eighty-four  pounds  on  the  square  inch  insidt 
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of  the  boiler^  he  can  reduce  considerably  the  proportion  of  alkali, 
and  that  the  solution  which  he  preferred  to  use  was  to  be  from 
2^  to  3^  Beaume,  and  at  the  rate  of  about  seventy  gallons  to 
each  hundred  weight  of  straw  or  other  fibrous  vegetable  mat- 
ters requiring  like  treatment  \  and  that  he  found  it  desirable  to 
keep  up  the  heat  and  pressure  during  about  three  hours  after  the 
above  pressure  obtained.  After  further  washing,  the  straw  or  fiber 
may,  he  says,  be  bleached  in  the  ordinary  manner,  and  this  will 
be  found  to  be  accomplished  by  a  comparatively  small  quantity 
of  chloride  of  lime. 

He  declared  that  he  did  not  claim  the  general  use  of  caustic 
alkaline  solutions,  nor  the  employment  generally  of  a  close  boiler 
for  boiling  straw  or  other  vegetable  fibrous  substances,  but 
claimed  the  process  for  bleaching  straw  consisting  in  boiling  it 
in  a  solution  of  pure  caustic  soda  from  2^  to  3^  Beaume,  at  a 
temperature  not  less  than  310^  Fahrenheit,  after  it  has  been 
soaked  and  cleaned,  and  before  submitting  it  to  the  action  of  a 
solution  of  chloride  of  lime  from  i^  to  i^^  substantially  as 
described. 

In  this  claim  and  in  the  body  of  the  patent,  the  word  bleaching 
is  used  with  applications  chemically  the  same,  but  practically 
somewhat  different,  through  diflFerence  in  degree.  The  word 
signifies,  in  the  claim,  a  disintegrating^  and  in  the  body  of  the 
patent  a  mere  whitening  process. 

The  reason  for  giving  so  full  an  abstract,  almost  a  transcript, 
of  the  material  parts  of  the  specification,  with  some  of  its  repeti- 
tions of  the  same  phrases,  will  appear  as  we  proceed. 

In  the  meantime,  we  may  remark  that  wherever  the  number 
of  pounds  of  pressure  is  mentioned  by  Mellier,  he  means  the 
internal  pressure,  exceeding  by  fourteen  and  seven-tenth  pounds 
the  pressure  as  indicated  on  the  steam-gauges  here  in  use,  the 
diflFerence  being  the  weight  of  the  atmosphere.  This  difference 
must  always  be  considered  in  comparing  this  French  expression 
of  the  measure  with  the  usual  expression  of  it  in  this  country. 
Thus  the  measure  of  seventy  pounds  in  the  specification  of  Mel- 
lier corresponds  with  about  fifty-five  pounds  on  the  steam-gauge 
here  in  use.  His  French  patent  mentions  a  pressure  of  five  or 
six  atmospheres.     From  the  less  extreme,  five  atmospheres,  the 
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deduction  of  one  for  this  difference  leaves  the  minimum  four 
atmospheres,  not  quite  fifty-nine  pounds.  An  observation  of 
less  importance  is  that  the  tables  used  by  him,  according  to  which 
the  degrees  of  heat  are  tested  by  the  pressures,  must  have  been 
somewhat  inaccurate.  Thus,  in  the  specification  of  his  Ameri- 
can patent,  he  gives  seventy  pounds,  or,  as  indicated  on  our 
steam-guages,  about  fifty-five  pounds  as  the  pressure  due  to  a 
heat  of  310°  Fahrenheit.  The  pressure  due  to  such  a  heat 
should  have  been  stated  as  internally  about  seventy-four  pounds, 
or,  as  indicated  on  the  steam-gauges,  about  fifty-nine  pounds. 
So,  in  his  English  patent,  he  mentions  eighty  pounds  on  the 
square  inch  as  the  pressure  due  to  a  heat  of  about  322^  Fahren- 
heit, whereas  the  internal  pressure  due  to  such  a  heat  is  about 
eighty-seven  pounds,  and  the  pressure  as  indicated  on  our  steam- 
gauges  about  seventy-two  pounds.  These  comparisons  are  facil- 
itated by  the  tables  annexed  to  Dr.  Rand's  testimony. 

It  is  argued  for  the  defendant  that  the  process  described  in  this 
patent  applies  to  straw  alone,  or  is  limited  to  it  by  the  claim ; 
that  the  patentee  was  not  the  first  person  who  succeeded  in  ap- 
plying the  process  even  to  straw,  and  that  if  he  was,  the  claim 
is  limited  to  the  use  of  a  temperature  not  below  310^  Fahrenheit, 
which  he  defines  as  seventy  pounds  to  the  square  inch,  internal 
pressure  (corresponding  with  a  pressure  of  about  fifty-five  pounds 
as  indicated  on  the  steam-gauge)  ^  that  the  pressure  used  by  the 
defendants  is  below  this,  and  that  consequently  they  do  not  in- 
fringe the  patent. 

I  do  not  think  any  part  of  this  argument  maintainable.  As  I 
understand  the  specification,  it  describes,  in  substance,  the  pro- 
cess afterward  claimed  in  the  reissued  patents  of  1863,  as  the 
invention  of  Watt  &  Burgess.  If  so,  Mellier  would  appear  to 
have  been  the  first  person  who  discovered  that  the  temperature 
and  strength  of  the  solution,  and  the  duration  of  the  boiling, 
could,  in  practice,  be  so  graduated  and  adjusted  as  to  produce 
the  pulp  at  one  operation. 

The  claim  does  not,  in  the  apparent  purpose  of  that  part  of  it 
which  mentions  straw,  resemble  in  all  respects  the  claims  ordi- 
narily found  at  the  foot  of  specifications  of  patents.  If  it  did,  it 
would  limit  the  application  of  this  patent  to  straw  alone.     But 
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there  is,  in  this  respect,  very  little  resemblance  to  such  ordinary 
claims.  The  intended  subjects  of  the  process  patented  are  ex- 
plicitly and  repeatedly  designated,  in  the  specification,  as  straw 
and  other  fibrous  vegetable  substances  requiring  like  treatment 
for  the  purpose  in  view.  This  treatment  is  exemplified  with  the 
requisite  descriptive  precision  in  the  type  case  of  straw.  The 
description  of  this  application  of  the  treatment  suffices  to  enable 
a  skillful  person  to  apply  it  to  other  substances  requiring  like 
treatment.  Such  a  person  ought  to  know,  and  if  he  did  not, 
passages  in  the  specification  would  instruct  him,  that  with  a  crude 
fibrous  vegetable  substance,  more  refractory  than  straw,  a  stronger 
alkali,  or  a  greater  heat,  or  a  longer  time  of  boiling,  would  be 
necessary.  In  the  application  of  the  treatment  to  such  a  sub- 
stance, the  proportions  which  were  as  yet  untaught  by  science 
would  be  tested  by  future  experience.  The  case  of  straw  best 
exemplified  the  ^^considerable  saving  of  alkali  as  well  as  time," 
etc.,  which  the  specification  mentions.  But  a  solution  in  which, 
at  a  certain  temperature,  straw  could  be  made  into  a  pulp  in  a  cer- 
tain time,  would,  if  the  strength  were  increased,  and  the  time  of 
boiling  prolonged,  serve  to  make  wood  into  pulp,  in  the  same 
close  vessel,  with,  or  perhaps  without,  an  elevation  of  tempera- 
ture. With  an  elevation  of  temperature  the  wood  might  be 
made  into  a  pulp  in  the  same  time  as  the  straw,  or  in  a  time 
somewhat  longer,  and,  perhaps,  in  a  solution  of  somewhat  greater 
strength.     Experience  would  furnish  and  test  the  standards. 

The  substances  must,  indeed,  be  such  as  require  like  treatment 
with  straw  for  the  purpose  in  view.  But  what  is  this  purpose? 
It  is  to  obtain  cellulose  approximately  pure  by  disintegration. 
A  fibrous  vegetable  substance,  which  is  ligneous,  is  not  the  less 
an  object  of  this  purpose  because  it  is  ligneous,  if  the  treatment 
of  it  should  be  similar,  and  differing  only  in  graduation  and 
adjustment. 

That  the  treatment  required  for  straw  and  for  wood  are  not 
otherwise  different  appears,  beyond  a  doubt,  from  the  answer  of 
the  defendants  in  this  case,  and  from  the  sworn  report  of  the 
viewers  who  witnessed  the  processes  at  the  defendant's  manufac- 
tory. Their  answer  describes  the  process  then  and  previously 
used  by  them  in  making  pulp  for  paper  from  wood,  and  also  in 


NOVEMBER,     1 867.  329 


American  Wood  Paper  Co.  v.  Heft. 


making  it  from  straw.  They  at  first  treated  wood  with  a  solu- 
tion of  caustic  alkali  of  the  strength  of  12°  Beaume ;  but  after- 
ward found  a  strength  from  4°  to  6°,  say  5°,  to  answer  best. 
For  straw  they  state  that  they  have  used  a  strength  of  about  3° 
Beaume.  For  both  wood  and  straw  they  state  the  pressure  as 
between  fifty  and  sixty  pounds,  not  exceeding  sixty  pounds.  In 
the  subsequent  experiments  at  the  manufactory,  they  used  a 
pressure  generally  somewhat  lower,  but  with  a  more  than  cor- 
responding increase  in  the  strength  of  the  solutions. 

The  claim  of  Mellier  sums  up  the  specification  so  far  as  it  had 
exemplified  the  application  of  the  general  process  in  the  specific 
treatment  of  straw,  which,  when  boiled  in  a  solution  of  only  2° 
or  3°  Beaume,  requires  a  temperature  of  at  least  310°  Fahren- 
heit, if  this  heat  of  the  liquid  is  to  be  maintained,  as  he  suggests, 
for  only  three  hours.  But  in  a  solution  of  greater  strength,  like 
that  used  by  the  defendants  for  straw,  with  a  cooking  process 
continued  for  a  longer  time,  as  theirs  was  in  the  experiments  wit- 
nessed by  the  viewers,  the  specification  implies  that  a  lower  tem- 
perature would  suffice.  In  Mellier's  French  patent  the  time  of 
boiling  mentioned  is,  instead  of  three,  six  or  eight  hours,  and  the 
strength  of  the  solution,  instead  of  2°  or  3°,  is  3°  or  4°  Beaume. 
The  French  patent  described  the  process  as  consisting  in  the 
production  of  a  pulp,  either  white  or  of  a  color  fit  for  the  manu- 
facture of  paper  from  straw  or  other  fibrous  vegetable  matters ; 
and,  in  describing  the  details,  occasionally  mentioned  straw  with- 
out mentioning  other  materials. 

Independently  of  recurrence  to  Mellier's  French  patent,  I  think 
his  patent  from  the  United  States  maintainable  as  to  both  wood 
and  straw.  I  also  think  that  the  defendants  have  infringed  as  to 
each,  and  that  if  the  patent  were  limited  to  straw,  there  should  be 
still  a  decree  for  the  complainants.  But  I  am  not  of  opinion  that 
such  an  absolute  restriction  is  within  the  fair  import  of  the  speci- 
fication. The  difference  of  opinion  upon  the  bench  applies  to  this 
patent  only.  But  it  prevents  a  decree  for  the  complainants.  Their 
bill  must  be  dismissed  in  order  that  they  may  be  enabled  to  appeal. 
The  dismissal  should  be  without  costs.  If  the  decree  had  been 
in  their  favor,  it  should,  I  think,  have  been  without  costs. 

42 


330  NORTHERN  DISTRICT  OF  ILLINOIS. 


Turrill  v.  Illinois  Central  R.  R. 


Samuel  H.  Turrill  and  Charles  Wormley 

vs. 
The  Illinois  Central  Railroad  Company. 

Letters  patent  granted  to  Joseph  D.  Cawood,  September  9,  1856,  for  an  "improTement 
in  repairing  railroad  bars,"  are  valid,  the  invention  being  both  new  and  usefiil. 

Use  by  the  defendants  is  evidence  of  utility. 

Combinations  of  fixed  and  movable  press  blocks,  in  angle  iron,  bayonet,  anchor,  and  rail- 
road iron  machines,  which  could  not  be  successfully  used  to  produce  the  effect  pro- 
duced by  the  patented  machine,  do  not  anticipate  the  invention  of  the  patentee. 

A  modification  of  the  parts  of  a  combination  by  which  a  new  result  is  obtained  may  be 
the  subject  of  letters  patent. 

(Before  Davis  and  Drummond,  J  J.,  Northern  District  of  Illinois,  November,  1867.) 

This  was  an  action  on  the  case,  tried  by  the  Court  without 
the  intervention  of  a  jury,  to  recover  damages  for  the  infringe- 
ment of  letters  patent  for  ^improvement  in  repairing  railroad 
bars,"  granted  to  Joseph  D.  Cawood,  September  9,  1856,  and 
assigned  to  plaintiffs. 

The  disclaimer  and  the  claim  of  the  patent  were  as  follows: 

"  1  do  not  claim  the  anvil  bar  or  its  recesses;  but  I  claim  the  movable  press  block  i), 
having  its  edge  formed  to  the  side  of  the  rail  (7,  in  combination  with  another  block  D, 
with  its  edge  of  a  similar  but  reversed  form,  the  movable  block  to  be  operated  by  two 
cams,  or  in  any  other  convenient  manner,  for  the  purpose  of  pressing  between  them  a  T 
or  otherwise  shaped  rail,  thereby  facilitating  the  difficult  operation  of  welding  or  renewing 
the  ends  of  such  rails  after  they  have  been  damaged,  in  the  manner  described  and  for  the 
purpose  set  forth." 

The  facts  are  sufficiently  stated  in  the  opinion  of  the  Court. 

Beckwith  tsT  Kales^  E.  W.  Stoughton^  and  5.  R.  Curtis^  for 
plaintiffs. 

y,  N,  ynuetty  S.  D.  Cozzens^  and  y,  H,  £,  Latrobty  for  de- 
fendants. 

Drummond,  J. 

This  is  an  action  at  law  against  the  defendants  for  the  violation 
of  a  patent  of  the  plaintiffs,  which  they  hold  as  assignees  of  Joseph 
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D.  Cawood,  and  which  was  issued  to  him  September  9,  1856, 
for  a  new  and  useful  improvement  on  the  common  anvil  or 
swedge-block,  for  the  purpose  of  welding  up  and  reforming  the 
ends  of  railroad  rails  when  they  have  become  injured  by  wear. 

The  questions  of  law  and  fact  have,  by  arrangement,  been  sub- 
mitted to  the  Court,  and  we  have  had  all  the  assistance  in  their 
investigation  which  the  very  able  arguments  of  the  counsel  on 
both  sides  could  furnish. 

The  patent  has  already  come  before  the  Supreme  Court  for 
examination,  and  a  construction  has  been  given  to  the  specifica- 
tions by  that  Court  which  is  a  guide  to  us  on  this  occasion. 
Turrill  V,  Railroad  Company^  I  Wall.  491. 

The  specifications  set  forth  the  manner  of  constructing  the  ma- 
chine. There  is  a  bed  sill,  on  which  there  is  an  anvil  or  swedge- 
block  of  iron.  There  are  dies  across  the  face  of  the  shape  of  the 
side  of  the  rail.  There  is  a  raised  solid  block,  making  a  part  of  the 
anvil.  There  is  then  a  movable  press  block,  operated  back  and 
forth  by  eccentric  cams.  The  sides  of  the  raised  block  and  the 
movable  press  block  are  made  to  fit  and  receive  the  rail,  so  that 
when  they  are  pressed  together  by  the  motion  of  the  press  block, 
they,  in  conjunction  with  the  anvil  beneath,  hold  the  rail  firmly 
for  the  purpose  of  welding  and  reforming  the  ends  of  the  rails. 
The  machine  and  its  mode  of  operation  are  particularly  described, 
the  foregoing  being  a  mere  sketch. 

The  Supreme  Court  say,  in  the  case  just  referred  to ;  **  Ob- 
viously it  is  not  a  claim  for  any  kind  of  movable  press  block, 
combined  and  operating  in  any  way,  with  any  kind  of  fixed  block 
to  accomplish  any  purpose  or  effect  any  kind  of  result.  *  *  * 
The  invention  was  of  such  a  movable  press  block  as  is  described, 
having  its  edge  formed  to  the  side  of  the  rail,  in  combination  with 
such  other  block  as  is  described,  with  its  edge  of  similar  but 
reversed  form,  arranged  as  described,  and  operating  in  the  par- 
ticular way  described,  for  the  special  purpose  of  effecting  the 
described  result." 

With  this  construction  of  the  patent  before  us,  the  inquiry  is, 
whether  any  of  the  machines  introduced  by  the  defendants  are 
substantially  the  same  as  that  of  the  plaintiffs. 

The  infringement  is  admitted,  but  it  is  insisted  that  the  machine 
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of  the  plaintiffs,  in  all  essential  particulars,  is  identical  with  sev- 
eral machines  previously  well  known,  viz:  the  bayonet  machine, 
as  used  in  the  United  States  armory  at  Springfield,  Massachusetts, 
for  the  construction  of  bayonets ;  the  angle-iron  machine,  as 
used  at  Cincinnati  for  the  construction  of  the  frame  of  locomo- 
tive engines ;  and  the  machine  described  in  the  English  patent 
of  William  Church,  issued  in  1846. 

The  bayonet  machine  was  one  form  of  a  common  vice,  oper- 
ated by  a  treadle  and  elastic  spring;  the  jaws  of  the  vice  having 
dies  cut  in  them  of  the  contour  of  that  part  of  the  bayonet  and 
socket  which  they  were  to  hold«  while  the  welding  or  hammering 
process  was  going  on. 

If  the  machine  of  the  plaintiffs  were  no  more  than  this,  then 
the  patent  would  fail.  We  are  inclined  to  agree  with  the  defend- 
ants' witnesses,  that  as  soon  as  the  jaws  of  a  vice  are  cut  to  the 
form  of  any  instrument  to  be  held,  the  idea  would  naturally  be 
suggested  that  they  might  be  changed  to  suit  any  shape.  But 
the  Cawood  machine  is  something  more  than  a  vice  with  jaws 
shaped  to  receive  the  thing  to  be  held.  It  has  what  is  in  some 
respects  similar  to  the  jaws  of  a  vice  adjusted  to  the  thing  ;  but 
there  was  a  modification  of  some  of  the  elements  of  the  bayonet 
machine,  so  as  to  change  the  mode  of  operation  and  to  produce 
a  new  result.  And  to  properly  appreciate  the  difference,  we 
must  regard  its  adaptation  of  means  to  ends,  and  ascertain 
whether  there  is  not  something  new,  in  this  respect,  in  the 
patented  machine.  We  think  there  is,  and  that  to  hold  other- 
wise would  very  much  limit  the  field  of  discovery  confessedly 
within  some  of  the  elements  and  combinations  of  the  bayonet 
machine. 

The  angle-iron  machine  bears  a  stronger  analogy  to  the  Ca- 
wood machine.  In  the  angle-iron  machine  there  is  the  main 
anvil  beneath,  and  above,  a  fixed  anvil,  and  at  the  side  of  the 
latter,  and  upon  the  lower  anvil,  is  a  movable  press  block.  The 
sides  of  the  fixed  anvil  were  rounded,  and  the  two  bars  of  Iron 
were  flattened  or  brought  to  any  desired  shape  and  welded  to- 
gether by  means  of  the  fixed  anvil  and  the  press  block,  the  result 
of  the  hammering,  under  these  circumstances,  being  the  welding 
of  the  iron  so  as  to  produce  the  angle  iron,  with  a  fillet,  as  it  was 


NOVEMBER,     1 867.  ^33 


Turrill  v.  Illinois  Central  R.  R. 


termed,  at  the  angle,  thereby  strengthening  the  iron  to  be  used 
for  the  frame  work  of  the  locomotive.  The  press  block  in  this 
machine  was  moved  toward  the  fixed  anvil  by  a  cam,  but  moved 
back  by  hand  or  other  force  in  that  way  applied.  Now,  it  is 
clear  that  this  machine  can  not  be  successfully  used  to  produce  the 
effect  caused  by  the  operation  of  the  Cawood  machine.  In  the 
latter  the  structure  of  the  side  of  the  anvil  and  press  block  is  dif- 
ferent and  adjusted  to  the  rail.  The  rail  in  the  act  of  hammer- 
ing and  welding  is  held  by  the  press  block  and  raised  solid  block, 
and  at  the  same  time  supported  by  the  main  anvil.  The  forming 
process  is  effected  differently.  In  the  angle-iron  machine  the 
relation  of  the  parts  of  the  machine  to  the  thing  to  be  constructed 
was  not  the  same.  The  fixed  anvil  performed  a  different  func- 
tion, and  the  anvil  beneath  took  no  part  directly  in  the  working 
of  the  iron.  The  angle-iron  machine  would  not  effectually  per- 
form the  function  of  mending  rails.  A  change  was  made  in  that 
machine.  There  was  a  modification  of  some  of  the  various 
parts,  and  in  consequence  of  that  the  other  result  is  attained.  It 
may  be  said  that  the  change  here  is  not  very  great,  and  that  the 
plaintifPs  patent  has  somewhat  narrow  ground  to  stand  on ;  but 
not  more  so,  we  think,  than  many  patents  that  have  been  sus- 
tained by  the  courts.  A  slight  change,  sometimes,  of  a  known 
machine,  or  in  some  of  its  parts,  will  effect  surprising  results,  and 
to  protect  a  party  who,  by  inventing  such  change,  has  produced 
a  new  and  useful  result,  was  certainly  one  of  the  objects  of  the 
patent  laws. 

The  English  patent  of  William  Church,  though  in  one  part 
it  described  a  machine  for  holding  railroad  rails  during  a  certain 
working  process  therein  set  forth,  it  is  clear  does  not  contain,  in 
substance,  the  machine  of  Cawood's,  applying  it  to  Church's 
specifications. 

There  are  jaws  to  hold  the  rail  in  Church's  machine,  and  there 
is  what  has  been  termed  a  press  block,  but  it  is  manifest,  we 
think,  that  it  would  not  be  a  practical  machine  for  producing  the 
results  effected  by  Cawood's ;  beside,  there  is  no  evidence  be- 
fore us  that  Church's  machine  has  ever  been  used  for  any  practical 
purpose  having  a  bearing  on  the  machine  of  the  plaintiffs,  nor, 
indeed,  for  any  practical  purpose  whatever. 
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The  question  in  this  case  is  mainly  one  of  fact,  and  we  have 
not  gone  into  details  as  to  the  differences  between  the  three  ma- 
chines relied  on  by  the  defendants  and  the  Cawood  machine,  but 
have  only  referred  to  them  in  a  general  way.  And  we  have 
rather  given  our  conclusions  than  the  reasoning  upon  which  they 
are  founded. 

We  have  had  the  benefit  of  the  testimony  of  several  eminent 
experts,  but,  as  is  not  uncommon  in  difficult  cases,  they  do  not 
agree  in  their  opinions  as  to  what  are  matters  of  form  and  what 
matters  of  substance,  and  we  have  been  obliged  to  draw  our  own 
inferences,  aided  by  them  and  the  arguments  of  counsel,  chiefly 
from  an  inspection  of  the  machines  and  the  models  which  have 
been  produced  before  us.  And  applying  the  construction  of  the 
plaintifPs  patent,  as  given  by  the  Supreme  Court,  to  the  three  ma- 
chines introduced  by  the  defendants,  we  think  they  are  not  sub- 
stantially the  same  as  the  machine  of  the  plaintiffs,  and  therefore 
that  the  Cawood  patent  is  valid. 

By  stipulation  between  the  parties,  it  seems  there  were  repaired, 
between  August  20,  i860,  and  June  20,  1861,  three  thousand 
and  forty-one  bars  of  railroad  iron,  the  average  length  of  weld 
being  17.4  inches  per  bar. 

There  is  great  conflict  in  the  evidence  as  to  the  utility  and 
value  of  the  Cawood  machine,  as  designed  and  used  by  the  inven- 
tor ;  but  we  think  the  weight  of  the  testimony  is  that  it  is 
both  useful  and  valuable,  and,  indeed,  under  the  circumstances, 
the  defendants,  having  made  use  of  it  so  long,  can  hardly  ques- 
tion it. 

On  the  whole,  we  have  fixed  the  actual  damages  sustained  by 
the  plaintiffs,  for  the  infringement  of  their  machine  by  the  de- 
fendants, during  the  time  above  mentioned,  at  the  sum  of  twelve 
hundred  and  ninety-two  dollars. 
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Mark  W,  House 

vs. 

Jennie  Young. 

Where  the  plaintiff  put  in  evidence  his  letters  patent,  and  the  defendant,  by  way  of  de- 
fense, offered  Reissued  letters  patent  for  the  same  invention,  bearing  date  after  the 
patent  of  the  plaintiff,  but  being  a  reissue  of  an  original  of  earlier  date  than  the 
plaintiff^s  patent:  Held:  That,  upon  the  face  of  the  papers,  the  reissued  letters 
patent  related  back  to  the  date  of  the  original,  and  the  plaintiff  could  not  recover. 

The  legal  presumption  is  that  the  invention  at  described  in  a  reissued  patent  was  made 
at  the  date  of  the  original  patent ;  and  upon  this  point,  the  decision  of  the  Com- 
missioner of  Patents  is  conclusive,  unless  fraud  is  shown. 

(Before  Shbrman,  J.,  Northern  District  of  Ohio,  December,  1867.) 

This  was  one  of  several  actions  upon  the  case,  tried,  upon 
submission,  by  Judge  Sherman,  and  brought  to  recover  damages 
for  the  infringement  of  letters  patent  for  ''  improvement  in  elec- 
tric baths,"  granted  to  plaintiff.  May  5,  1863. 

The  defendant  claimed  under  letters  patent  for  ^^  improvement 
in  electro-magnetic  bathing  apparatus,"  granted  to  her  husband, 
James  Young,  May  14,  1861,  and  reissued  June  28,  1864. 

The  facts  are  sufficiently  stated  in  the  opinion  of  the  Court. 

Ranney  ^  Bolton^  for  plaintiff. 
Willey  ^  Cary^  for  defendant. 

Sherman,  J, 

This  is  an  action  of  trespass  for  the  infringement  of  letters 
patent  for  new  and  useful  improvements  in  the  application  of 
electro-magnetism  to  bathing  tubs. 

The  plaintiff  introduces  the  letters  patent  to  him,  dated  May 
5,  1863,  and  there  rests  his  cause.  The  introduction  of  the  let- 
ters patent  is  prima  facie  evidence  of  a  new  and  useful  invention, 
and  thatythe  patentee  is  the  first  inventor. 

The  defendant  restis  her  defense  on  the  ground  that  her  de- 
ceased husband.  Dr.  James  Young,  under  whon)  she  plaims,  was 
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the  first  inventor,  and  relies,  along  with  other  evidence,  upon  a 
patent  issued  to  Dr.  Young,  dated  May  14,  1861,  and  a  new 
patent  reissued  thereon,  dated  June  28,  1864. 

If  the  defense  relied  only  on  the  first  patent  of  May,  1861, 
there  would  not  be  much  difficulty  in  arriving  at  a  conclusion. 
The  specifications  and  claims  are  so  defective  and  indefinite  that 
it  is  almost  impossible  to  understand  them,  and  it  is  exceedingly 
doubtful  whether  an  apparatus  or  machine  could  be  constructed 
under  them,  that  would  in  any  manner  be  useful  and  practical, 
especially  when  it  is  contrasted  with  the  ingenious  and  lucid 
statements  of  Dr.  House's  patent. 

But  it  is  claimed  by  the  defendant  that  Dr.  Young*s  reissued 
patent  of  June,  1864,  relates  back  to  the  date  of^his  first  patent 
of  May,  1 86 1,  and  hence  by  that  relation  it  covers  the  defects 
of  that  patent,  and  establishes  that  he  was  the  first  inventor. 

That  a  reissued  patent  does  relate  back  to  the  date  of  the 
original  patent  is  well  established. 

^^  In  case  of  a  surrender  of  a  patent  for  a  defect  arising  from 
inadvertence  or  mistake,  and  a  reissue,  the  new  patent  and  the 
proceeding  on  which  it  issues,  have  relation  to  the  original  trans* 
action."     Grant  v.  Raymond^  6  Peters,  244. 

**  Under  section  13  of  the  act  of  1836,  a  second  patent,  with 
corrected  specifications,  has  relation  back  to  the  emanation  of 
the  first  patent  as  fully,  for  every  legal  purpose,  as  to  causes  sub- 
stantially accruing,  as  if  the  second  patent  had  been  issued  at  the 
date  of  the  first  one."     Stanley  v.  fVhippU^  2  McLean,  37. 

^^  If  a  patent  which  was  invalid  by  reason  of  defective  speci- 
fications, is  surrendered,  and  a  new  one  taken  out,  the  second 
patent  relates  back  to  the  date  of  the  original  patent."  Smith  v. 
Pearce^  2  McLean,  176. 

How  far  the  court  can  go  back  of  the  reissue  and  determine 
whether  it  was  properly  reissued,  or  whether  the  reissue  is  not 
broader  than  the  original  patent,  and  covers  a  new  invention,  is 
a  question  often  raised  and  as  often  decided. 

The  doctrine  on  this  subject  is  thus  stated  in  Curtis  on  Pat- 
ents, 277 : 

^^  The  question  has  been  raised,  how  far  the  decision  of  the 
Commissioner  of  Patents  upon  the  existence  of  a  defect  in  the 
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specification,  arising  from  inadvertence,  accident,  or  mistake,  is 
reexaminable  elsewhere.  It  becomes  important,  when,  in  an 
action  under  the  reissued  patent,  the  defense  is  set  up  that  the 
reissue  is  for  a  different  invention  from  that  described  in  the  sur- 
rendered patent. 

"Under  the  act  of  1832,  the  Supreme  Court  held  that  the 
reissue  of  a  patent  by  the  Commissioner  vfz%  prima  facie  evidence 
that  the  proofs  of  defects  required  by  the  statute  had  been  regu- 
larly furnished  and  were  satisfactory.  Subsequently,  under  the 
act  of  1836,  the  same  court  seems  to  have  considered  the 
granting  of  the  new  patent  as  so  far  conclusive  upon  the  question 
of  the  existence  of  error  in  the  original  patent,  arising  from 
inadvertency,  accident,  or  mistake,  that  nothing  remained  open 
but  the  fairness  of  the  transaction.  That  the  question  of  fraud 
might  be  raised,  but  that  unless  the  surrender  and  renewal  were 
impeached  by  showing  fraud,  the  reissue  must  be  deemed  con- 
clusive proof  that  the  case  provided  for  by  the  statute  existed." 

The  author  to  support  bis  text  cites  14  Peters,  448,  and  3 
Story,  742. 

In  the  case  of  Allen  v,  Blunt^  3  Story,  742,  which  was  a  case 
at  law,  after  reciting  section  13  of  the  act  of  1836,  under  which 
the  Commissioner  of  Patents  is  authorized  to  make  reissues, 
Judge  Story  says : 

"  Now  the  specification  may  be  defective  or  insufficient  either 
by  a  mistake  of  law,  as  to  what  is  required  to  be  stated  therein,  in 
respect  to  the  claim  of  the  inventor,  or  by  a  mistake  of  fact,  in 
omitting  things  which  are  indispensable  to  the  completeness  and 
exactness  of  the  description  of  the  invention,  or  the  mode  of 
construction,  or  making  or  using  the  same.  Whether  the  inven- 
tion claimed  in  the  original  patent,  or  that  claimed  in  the  new 
amended  patent,  is  substantially  the  same,  is  and  must  be  in  many 
cases  a  matter  of  great  nicety  and  difficulty  to  decide.  It  may 
involve  considerations  of  fact  as  well  as  of  law.  Who  is  to 
decide  the  question.  The  true  answer  is,  the  Commissioner  or 
Patents,  for  the  law  intrusts  him  W/th  the  authority,  not  only  to 
accept  the  surrender,  but  to  grant  the  new  amended  patent. 

"  No  one  can  well  doubt  that  in  the  first  instance,  therefore,  he 
is  bound  to  decide  the  whole  law  and  facts  arising  under  the 
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application  for  the  new  patent.  I  very  much  doubt  whether  his 
decision  is  or  can  be  reexaminable  in  any  other  place  or  tribunal, 
unless  his  decision  is  impeached  on  account  of  gross  fraud  or 
connivance  between  him  and  the  patentee,  or  unless  his  excess 
of  authority  is  manifest  on  the  very  face  of  the  papers.  In  other 
cases,  it  seems  to  me  that  the  law  having  intrusted  him  with 
the  authority  to  ascertain  the  facts  and  to  grant  the  patent,  bis 
decision,  bona  fide  made,  is  conclusive.  It  is  like  many  other 
cases  where  the  law  has  referred  the  decision  to  the  sound  discre- 
tion of  a  public  officer — his  decision  becomes  conclusive." 

Again,  in  Fotter  v.  Holland^  i  Fisher's  Pat.  Cases,  388,  the 
Court  say : 

^^The  power  and  duty  of  granting  a  new  patent  for  the  original 
invention,  when  a  lawful  surrender  of  the  old  patent  is  made,  are, 
by  law,  expressly  confided  to  the  Commissioner.  The  decision 
made  by  him  in  this  case,  is  that  the  reissued  patents  are  for  the 
same  invention  originally  discovered  and  intended  by  the  pat-^ 
entee  to  be  secured  by  the  original  patent.  That  decision  the 
law  has  confided  to  his  judgment.  The  court  must  take  that 
decision  as  a  lawful  exercise  of  his  authority.  It  is  not  reexam- 
inable here  unless  it  is  apparent  upon  the  face  of  the  patent  that 
the  Commissioner  has  exceeded  his  authority,  or  unless  there  is 
a  clear  repugnancy  between  the  old  and  new  patents,  or  unless 
the  new  one  has  been  obtained  by  collusion  between  the  Com- 
missioner  and  the  patentee." 

It  will  be  seen  from  these  authorities  that  the  validity  of  the  new 
or  reissued  patent  can  only  be  inquired  into  in  three  particulars: 

Fint.  Was  there  fraud  and  collision  between  the  Commis- 
sioner and  Dr.  Young? 

This  is  not  pretended  or  claimed. 

Second.  Is  there  apparent  on  the  face  of  the  patents  an  excess 
of  authority  on  the  part  of  the  Commissioner  ? 

This  is  said  to  be  applied  only  to  cases  where  there  is  a  mani- 
fest difference  in  the  character  of  the  invention  \  for  instance, 
when  the  first  patent  was  for  a  chemical  combination,  and  the 
reissue  for  a  machine. 

Third,  Was  there  a  clear  repugnance  between  the  new  and 
the  old  patent  ? 
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As  I  understand  this  case,  the  matter  of  infringement  claimed 
and  proved  is  the  use,  by  the  defendant,  of  the  movable  metallic 
side  electrodes  of  which  the  plaintiff  claims  to  be  the  first  inventor 
and  patentee.  By  a  recurrence  to  the  first  patent  of  Dr.  Young, 
he  claims  in  his  specifications  a  side  electrode.  It  is  not  set  out 
and  described  as  fully  as  in  the  specifications  and  claims  of  the 
reissued  patent,  or  in  Dr.  House's  patent.  But  he  clearly  in- 
tends to  describe  a  side  electrode.  It  is  not  movable  or  sliding. 
It  is  not  metallic,  but  he  mentions  that  their  design  and  use  is  to 
pass  currents  through  certain  parts  of  the  body  of  the  patient. 
The  reissued  patent  describes  more  particularly,  and  in  more 
precise  terms,  the  side  electrodes,  and  that  they  are  sliding  on 
metallic  rods.  You  may  refine  and  reason  very  plausibly  that 
they  are  two  distinct  inventions  y  but  it  seems  to  me  that  the 
idea  of  side  electrodes,  by  which  to  pass  the  current  through  dif- 
ferent parts  of  the  body  of  the  patient,  was  in  the  mind  of  Dr. 
Young,  and  intended  by  him  in  his  specifications  and  claims  for 
the  first  patent,  and  that  by  his  reissued  patent  he  used  different 
language  and  methods  to  describe  and  carry  out  the  same  idea, 
and  that  these  methods  were  not  so  radically  different  as  to  pre- 
vent the  Commissioner  from  making  a  reissue  to  him.  At  all 
events,  there  is  not  such  a  clear  repugnancy  between  the  old  and 
new  patents,  in  the  language  of  the  authorities,  as  to  justify  us  in 
reversing,  or  even  reviewing  the  decision  of  the  Commissioner. 

I  therefore  hold  that  the  reissue  of  Dr.  Young's  patent  related 
back  to  his  first  patent,  and  that  the  decision  of  the  Commissioner 
of  Patents,  in  the  reissue,  is  conclusive,  and  that  this  Court  can 
not  go  back  of  that  decision.  Therefore,  the  defendant  is  not 
guilty  of  the  infringement  of  Dr.  House's  patent  as  complained. 

This  view  of  the  case  does  not  render  void  nor  set  aside  all  of 
Dr.  House's  patent.  It  contains  many  excellent  and  ingenious 
devices,  highly  creditable  to  him  as  an  inventor,  that  are  not 
named  or  claimed  in  Dr.  Young's  patent,  and  which,  in  connec- 
tion with  his  double  batteries  and  currents,  and  effective  and 
scientific  mode  of  conducting  electricity  into  the  bathing  tub, 
render  his  invention  highly  useful,  and,  with  the  exception  of  the 
side  electrodes,  are  not  an  infringement  of  Dr.  Young's  patent. 


Judgment  for  defendant. 
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JosiAH  Brammer 


vs. 


Warren  W.  Jones,  John  Benedick,  and  William 

Steele.     In  Equity. 

upon  a  motion  to  dissolve  an  injunction,  informality  in  the  service  of  the  notice  of 
the  motion  for  the  injunction  is  cured  by  the  appearance  of  the  defendant. 

The  object  of  all  injunctions  is  to  prevent  anticipated  mischief.    They  are  not  intended 
as  a  remedy  for  past  evils  or  grievances. 

If  the  defendant,  at  the  time  of  the  filing  of  the  bill,  has  parted  with  all  interest  in  the 
infringing  machine,  no  injunction  should  be  granted  against  him. 

A  licensee  may  proceed,  by  bill  in  equity  filed  in  his  own  name,  to  enjoin  any  party 
who  has  infringed  his  rights  under  the  license. 

(Before  Liavitt,  J.,  Southern  District  of  Ohio,  December  x8,  1867.) 

This  was  a  motion  to  dissolve  an  injunction  granted  to  restrain 
the  defendants,  Jones  and  Benedick,  from  infringing  letters  patent 
for  'improvement  in  machines  for  cutting  staves,"  granted  to 
William  Steele,  October  19,  1858.  On  February  18,  1867, 
Steele,  in  consideration  of  four  hundred  dollars,  ^'bargained"  to 
complainant  the  exclusive  right  to  use  his  patented  stave-cutting 
machinery  in  Meigs  county,  Ohio,  and  Mason  county.  West 
Virginia.  By  the  terms  of  the  grant,  Steele  covenanted,  upon 
the  receipt  of  the  consideration,  which  was  to  be  paid  at  a  future 
day,  that  he  would  make  further  conveyance  to  Brammer.  The 
infringement  charged  was  the  use  of  a  stave-cutting  machine  in 
Mason  county.  West  Virginia,  by  Jones  and  Benedick,  but  it 
appeared  by  the  separate  answer  of  Benedick,  that  he  had  sold 
his  interest  in  the  machine  to  his  co-defendant  on  the  day  before 
the  filing  of  the  bill. 

The  notice  of  the  motion  for  a  preliminary  injunction  was 
served  upon  Benedick,  but  not  upon  Jones.  No  one  appearing, 
the  injunction  was  granted  against  both.     Subsequently,  both 
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defendants  appeared,  filed  separate  answers,  and  moved  to  dis- 
solve the  injunction. 

*J antes  Moore^  for  complainant. 
King  &  Thompson^  for  defendants. 

Leavitt,  J. 

The  plaintiff  claims  that  he  is  entitled  to  the  exclusive  right  of 
manufacturing  and  selling  a  machine  for  cutting  staves.  The 
patent,  he  alleged,  had  been  assigned  to  him  by  William  Steele, 
who  was  made  one  of  the  defendants ;  and  the  territory  assigned 
included  Meigs  county,  Ohio,  and  Mason  county,  West  Vir- 
ginia. The  defendants,  Jones  and  Benedick,  are  charged  with 
having  infringed  upon  this  right  by  using  the  machine  in  Mason 
county.  The  bill  asks  for  an  account,  and  an  injunction  to 
restrain  the  defendants  from  the  further  use  of  the  machine. 
Upon  this  application  the  Court  allowed  a  preliminary  injunction. 
There  was  no  appearance  by  the  defendants,  and  no  resistance 
made  to  the  motion ;  and  the  Court,  under  the  supposition  that 
the  parties  had  been  duly  notified,  almost  as  a  matter  of  course, 
granted  the  injunction. 

Jones  and  Benedick  now  come  into  court  and  move  to  dis- 
solve the  injunction.  It  appears  from  the  papers  that  there  has 
been  some  informality  in  regard  to  the  service  of  the  notice,  but 
that  informality  is  removed  by  the  appearance  of  the  defendants, 
and  the  fact  that  they  have  each  filed  their  answers  in  the  case. 
Under  these  circumstances,  objection  on  account  of  informality, 
or  even  necessity  of  notice,  is  waived.  The  authorities  are  all 
to  this  effect.  The  defendants  in  their  answer  deny  that  the 
complainant  Brammer  has  any  assignment  of  the  right  to  use 
this  machine  in  the  counties  referred  to.  The  defendant  Ben- 
edick says  that  he  has  sold  out  and  transferred  his  interest  in  the 
machine,  which  it  is  admitted  the  two  were  using,  to  his  co- 
defendant,  Jones,  and  before  the  filing  of  the  bill.  The  answer 
is  sworn  to,  and  this  averment  of  the  sale  will  be  taken  for 
granted  as  true.  ^The  question  then  arises,  whether  if  this  de- 
fendant did  sell  out  his  interest  in  the  machine  prior  to  the  filing 
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of  this  bill,  an  injunction  can  be  sustained  as  against  him.  The 
authorities  referred  to  by  counsel  on  this  point  do  not  meet  the 
question.  In  this  case  the  defendant,  Benedick,  had  no  interest 
in  the  patent ;  he  was  not  in  fact  an  infringer  at-  the  time  the  bill 
was  filed,  and  there  was  nothing  on  which  the  injunction  could 
operate.  There  was  no  more  propriety  in  making  him  a  party 
than  any  other  individual.  The  object  of  all  injunctions  is  to 
prevent  anticipated  mischief.  They  are  not  intended  as  a  remedy 
for  past  evils  or  grievances.  If  this  defendant  had  no  interest  in 
this  machine  at  the  time  of  the  filing  of  the  bill,  it  can  have  no 
effect  or  operation  as  to  him.  Upon  this  ground  the  Court  is 
perfectly  clear  that  the  injunction  against  Benedick  must  be  dis- 
solved. ^ 

As  to  the  other  defendant  there  is  a  question  arising  involving 
some  difficulty,  on  the  point  of  what  the  plaintiff  calls  an  assign- 
ment of  the  right  to  use  this  machine  by  the  patentee,  Steele. 
Looking  at  that  instrument,  and  giving  it  a  fair  construction,  it 
does  not  appear  to  be  an  assignment  of  the  machine,  or  of  the 
right  to  use  it.  It  is  not  an  assignment  which  has  yet  taken 
effect ;  it  is  simply  a  contract  to  assign.  The  patentee  assigns 
to  the  complainant  the  right  to  use  this  machine  upon  the  con- 
dition that  he  shall  pay  four  hundred  dollars  within  one  year  from 
the  date  of  the  instrument  of  writing.  It  can,  in  no  aspect,  be 
regarded  as  an  assignment  until  after  the  performance  of  that 
condition,  and  then  the  patentee  contracts  and  obligates  himself 
to  make  a  full  and  perfect  grant  of  the  right.  It  is  a  license  to 
Brammer  to  use  the  machine  for  one  year  until  the  party  makes 
his  final  conveyance  of  the  right  under  the  contract.  Then^he 
/question  arises  whether  the  mere  licensee  of  the  patentee,  in  case 
that  right  is  infringed,  can  obtain  an  injunction.  It  would  be 
competent,  unquestionably,  and  perhaps  more  proper,  that  the 
patentee  himself  should  have  applied  for  an  injunction.  His 
name  is  used  in  this  bill,  but  as  a  defendant,  not  as  complainant. 
The  authorities  are  very  clear  that  a  licensee  may  proceed  by  a 
petition  in  equity  to  enjoin  any  party  who  has  actually  infringed 
his  right  under  the  license.  The  Court  is  of  the  opinion  that,  as 
a  licensee,  Brammer,  has  the  right  to  enjoin  the  infringement  of 
his  right  to  his  patented  machine,'and  particularly  because  neither 
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Jones  nor  Benedick  set  up  any  right  to  the  use  of  the  machine. 
They,  in  fact,  virtually  admit,  or  the  defendant  Jones  admits, 
that  they  have  infringed  upon  the  rights  of  the  licensee.  Under 
these  circumstances,  while  the  injunction  must  be  dissolved  as  to 
Benedick,  there  is  no  reason  apparent  for  dissolving  it  as  to  the 
other  defendant,  who  is  to  this  day  in  the  use  of  the  patented 
machine.  The  injunction  will  be  allowed,  and  the  complainant 
required  to  give  bond  in  the  sum  of  one  thousand  dollars  to  in- 
demnify the  defendant  in  the  event  that  the  right  of  the  plaintiff 
shall  not  be  sustained  upon  the  final  hearing. 


Alexander  Swift  and  Joseph   Kinsey 

vs. 
Amos  Whisen,  Jesse  Green,  et  al. 

A  reissue  may  be  granted  to  an  assignee  of  an  assignee  of  letters  patent. 

A  reissue  may  be  granted  to  an  assignee,  upon  his  application,  without  the  consent,  ap- 
probation, or  knowledge  of  the  original  patentee. 

It  is  the  uniform  doctrine  of  all  the  courts  of  the  United  States  that  they  will  presume 
that  the  law  has  been  complied  with ;  and  they  refuse  to  go  into  any  inquiry,  back 
of  the  grant  by  the  Commissioner,  except  in  cases  of  fraud. 

If  facts  appear  which  are  sufficient  to  satisfy  the  jury  that  there  has  been  fraud  in  the 
procurement  of  the  reissue,  either  actual  fraud,  or  circumstances  which  may  be  sup- 
posed to  amount  to  constructive  fraud,  the  reissued  patent  will  be  void. 

There  may  be  a  constructive  firaud,  where  it  is  made  manifest  that  the  reissued  patent  is 
firaudulently  extended  beyond  the  claims  of  the  original  patent  for  a  deceptive  purpose. 

If  a  certain  feature  of  the  original  invention  was  the  invention  of  the  patentee  which  he 
omitted  to  claim  in  his  specification  and  claim,  upon  the  surrender  of  the  patent, 
by  himself  or  an  assignee,  he  has  a  right  to  incorporate  that  element  in  the  claims 
a  reissued  patent. 

If  the  drawings  show  an  element  of  the  invention  which  the  patentee  has  not  included 
specially  in  his  claim,  it  is  evidence,  nevertheless,  that  it  Was  a  part  of  his  invention, 
and  he  or  his  assignee  has  a  right  to  incorporate  that  element  in  a  reissued  patent. 

The  fact  that  the  original  patent  has  been  reissued  three  times,  and  that  the  original 
patent  had  been  thus  three  times  submitted  to  the  investigation  of  the  Patent  Office, 
would  be  a  presumption  in  favor  of  tKe  fairness  of  the  transaction. 
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Upon  an  application  for  an  extension  of  a  patent,  the  law  requires  a  very  rigid  scrutiny 
into  the  original  claim  of  the  patentee  as  to  the  novelty  and  utility  of  the  invention. 

An  extension  strengthens  the  presumption  of  the  novelty  and  utility  of  the  patent 

Courts  are  reluctant  to  declare  a  patent  void  on  the  ground  of  vagueness  or  ambiguity, 
unless  it  be  very  clear  and  unmistakable. 

A  claim  for  a  bolt  to  be  placed  in  a  position,  **  vertical  or  nearly  so,**  is  ^e  firom  ambi- 
guity. It  calls  for  a  bolt  in  a  vertical  position,  with  permission  to  the  builder  to 
give  it  a  slight  inclination  if  necessary,  in  his  discretion. 

In  all  descriptions  of  patented  machines  something  must  be  left  to  the  judgment  and  dis- 
cretion of  the  mechanic  who  constructs  the  machine. 

An  ambiguity  in  the  description  may  be  removed  by  reference  to  the  drawings,  which  may 
be  examined  to  determine  the  dimensions  of  the  parts,  when  dimensions  become 
material. 

All  the  parts  of  a  combination  must  co-act  in  producing  the  result  claimed  from  thdr 
combination. 

If  a  machine  be  invented  and  used  in  a  foreign  country,  but  not  patented  or  described  in 
any  publication  or  work,  such  use  will  not  affect  the  right  of  a  bona  fide  American 
inventor  to  a  patent. 

There  is  no  kind  of  testimony  that  is  more  reliable  in  regard  to  the  true  character  of  a 
machine  than  an  accurate  model ;  it  is  a  witness  that  can  not  lie. 

If  a  machine,  although  designed  to  separate  smut  ftom  wheat,  embodies  the  principle  of 
a  machine  afterward  patented  to  separate  flour  ftom  bran,  and,  without  the  exercise 
of  invention,  could  be  changed  so  as  to  perform  the  same  functions  as  the  latter,  in 
substantially  the  same  way,  the  patent  would  be  void. 

If  a  prior  machine  were  merely  got  up  for  the  purpose  of  experiment,  and  was  not  practi- 
cally tested,  it  would  not  constitute  a  practical  invention. 

(Before  Lsavitt,  J.,  Southern  District  of  Ohio,  December,  1867.) 

This  was  an  action  on  the  case,  tried  before  Judge  Leavitt 
and  a  jury,  brought  to  recover  damages  for  the  infringement  of 
letters  patent  for  ^^  improvement  in  machinery  for  separating  flour 
from  bran,"  granted  to  Issachar  Frost  and  James  Monroe,  Feb- 
ruary 27,  1849,  reissued  to  them  March  13,  1855,  assigned  to 
H.  A.  Burr,  J.  D.  Condit,  A.  Swift,  D.  Barnum,  and  J.  M. 
Carr,  and  reissued  to  the  assignees  May  ii,  1858,  assigned  to 
Alexander  Swift  and  reissued  to  him  February  25,  1862,  ex- 
tended to  the  original  patentees,  upon  their  application,  for  seven 
years  from  February  27,  1863,  and  on  the  same  day  assigned  to 
the  plaintiffs. 

The  disclaimer  and  claim  of  the  original  patent  were  as  follows: 

^  Having  thus  fully  described  the  construction,  s^rrangement,  and  operation  of  the 
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leveral  parts  of  our  machine,  we  will  now  add  thac  we  do  not  mean  to  claim  to  be  the 
original  inventors  of  a  cylinder,  nor  of  a  combined  punched  and  reticulated  cylinder,  nor 
of  a  cylinder  covered  with  strips  of  punched  sheet  iron  and  strips  of  leather  filled  with 
tacks,  such  as  are  used  in  smut  machines,  nor  the  arrangement  of  gearing  by  which  the 
machine  is  propelled ;  but  we  do  claim  to  be  the  original  and  first  inventors  of  the  com- 
bination and  arrangement  of  the  external  upright  stationary  close  cylindrical  case  B,  with 
the  internal  combined  punched  and  reticulated  upright  stationary  scourer  and  bolt  Bi,  £3, 
and  revolving  cylindrical  scourer  and  blower  C,  constructed,  arranged,  and  operated  in  the 
manner  and  for  the  purpose  herein  fully  set  forth,  by  which  the  fine  flour  that  usually  ad- 
heres to  the  bran,  after  being  subjected  to  the  first  bolting  operation,  is  now  completely 
separated  from  the  bran  and  collected  in  the  annular  space  between  the  cylindrical  bolt 
and  cylindrical  case,  from  whence  it  descends  through  the  segmental  openings  in  the 
horizontal  base,  upon  which  th?  said  bolt  and  case  rest,  into  conducting  spouts  as  afore- 
said, whilst  the  bran  is  blown  from  the  interior  of  the  bolt  through  a  spout  leading 
through  the  external  case  as  aforesaid,  in  the  mashes  of  the  bolting  cloth,  being  kept  open 
by  the  pressure  of  air  produced  inside  tlie  combined  cylindrical  scourer  and  bolt,  by  the 
manner  in  which  the  oblique  and  radial  and  parallel  wings  are  arranged  on  the  revolving, 
scouring,  and  blowing  cylinder,  as  above  set  forth.** 

The  claims  of  the  reissue  of  1855  were  as  follows: 

"  I  claim  fjirst,  the  platform  D  (always  at  right  angles  with  the  sides  of  the  bolt  when 
not  made  conical),  or  close  horizontal  bottom,  when  used  in  connection  with  upright 
stationary  or  revolving  bolt  for  flouring  purposes. 

**  Second.  The  openings  at  D^j  for  the  admission  of  a  counter  current  of  air  through 
the  bottom  and  into  the  bolt,  and  the  opening  and  bran  spout  F,  as  described  in  com- 
bination with  the  platform  D. 

*'  Third,  The  upright  stationary  bolt  and  scourer  combined  with  its  closed  up  top, 
except  for  air  and  material;  or,  in  combination  with  claims  first, second,  and  fourth,  or 
either  of  them,  or  the.r  equivalents,  to  produce  like  results  in  the  flouring  process. 

"  Fourth.  The  use  of  the  revolving,  distributing,  scouring,  and  blowing  cylinder  of 
beaters  and  fans,  by  which  the  material  is  distributed,  scoured,  and  the  flour  blown 
through  the  meshes  of  the  bolting  cloth.** 


The  claims  of  the  reissue  of  1858  were  as  follows : 

•*  We  claim, ^rx/,  the  vertical,  or  nearly  vertical  position  of  the  bolt. 

**  Second,  A  surrounding  case  forming  a  chamber  or  chambers  round  the  bolt,  sub- 
stantially as  and  fur  the  purpose  specified,  and  provided  withsuitable  means  for  the  de- 
livery i;f  the  flour,  as  specifted. 

«  Third,  A  rotating  distributing  head  at  or  near  the  upper  end  of  the  bolt,  subEtantially 
as  described. 

'<  fourth.  Rotating  beaters  or  fans  within  the  bolt,  substantially  as  and  for  the  purposes 
specified. 

"  We  also  claim,  in  combination  with  the  first,  second,  and  fourth  features  of  the  com- 
bination first  claimed,  the  closed  up  top  of  the  bolt,  except  an  aperture  or  apertures  for 
the  admission  of  the  material  and  air,  substantially  as  and  for  the  purpose  specified. 

"  We  also  claim,  in  combination  with  the  first,  second,  and  fourth  features  of  the  com- 
bination first  claimed,  the  closed  up  bottom  of  the  bolt  proper,  except  an  aperture  or  aper- 
tures for  the  discharge  of  the  bran,  substantially  as  and  for  the  purpose  specified,  whether 
the  said  bottom  be  or  be  not  specially  provided  with  an  aperture  or  apertures  for  the  ad  - 
mission  of  air  as  specified. 

<*  We  also  claim,  in  combination  with  the  third  combination  claimed,  or  the  equivalent 
of  the  features  thereof,  the  employment  of  rotating  arms,  or  wings,  moving  in  close 
proximity  with  the  inner  surface  of  the  closed  up  bottom,  substantially  as  and  for  the 
purpose  specified. 

'*  And  finally,  we  claim  the  combination  of  all  the  features  herein  specified  as  essential 
features,  substantially  as  described,  or  any  equivalents  for  any  or  all  the  said  features.** 
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The  reissue  of  1862,  which  was  granted  to  Alexander  Swift, 
upon  his  application,  described  seven  essential  features  of  the 
invention,  which  were  substantially  as  follows:  i.  The  vertical 
or  nearly  vertical  position  of  the  bolt.  2.  The  surrounding  case, 
forming  a  chamber  outside  of  the  bolt.  3.  The  rotating  cylinder 
armed  with  beaters,  pins,  or  fans.  4.  The  distributing  head  on 
the  top  of  the  rotating  cylinder.  5.  The  closed  up  top  to  the 
bolt  proper.  6.  The  closed  up  bottom  to  the  bolt  proper;  and 
7.  Rotating  wings  or  bran  scrapers  to  clear  the  bottom  of  the 
bolt  and  discharge  the  bran. 

The  claims  were  as  follows  : 

"  First.  The  combination  of  the  essential  features  severally  described  and  severally 
numbered  i,  2,  3,  and  4,. or  their  equivalents,  substantially  as  described;  and  fur  the 
purposes  specified  in  the  several  numbers. 

^^  Second.  The  combination  of  the  essential  features  severally  described  and  severally 
numbered  i,  2,  and  5,  or  their  equivalents,  substantially  as  they  are  described;  the  pur- 
pose of  the  combination  being  substantially  as  set  forth  in  number  5. 

^^  Third.  The  combination  of  the  essential  features  severally  described  and  severally 
numbered  i,  2,  and  6,  or  their  equivalents,  substantially  as  they  are  described;  the  pur- 
pose of  the  combination  being  substantially  as  set  forth  in  number  6. 

**  Fourth*  The  combination  of  the  essential  features  severally  described  and  severally 
numbered  I,  2,  6,  and  7,  or  their  equivalents,  substantially  as  they  are  described;  the 
purpose  of  the  combination  being  substantially  as  set  forth. 

"  Fifth,  The  combination  of  the  essential  features  severally  described  and  severally 
numbered  i,  2,  4,  5,  6,  and  7,  or  their  equivalents,  substantially  as  described;  the  pur- 
pose of  the  combination  being  substantially  as  severally  set  forth.** 

i/.  F.  Perry  and  5.  5.  Fisher^  for  plaintiffs. 

G.  R.  Sagi^  E.  B.  Forbush^znd  E.  W.Stoughton^fov  defendants. 

Leavitt,  J.,  charged  the  jury  as  follows : 

This  suit  is  brought,  gentlemen,  by  the  plaintiffs.  Swift  &  Kin- 
sey,  against  the  defendants,  charging  an  infringement  of  a  patent 
of  which  they  claim  to  be  the  owners  or  proprietors,  which  was 
originally  issued  to  P'rost  &  Monroe,  February  27,  1849,  P"^" 
porting  to  be  for  a  new  and  useful  improved  machine  for  sepa- 
rating flour  from  bran,  and  designated  as  a  bran  duster. 

The  plaintiffs  assert  their  ownership  to  this  patent  by  assign- 
ment. There  have  been  three  reissues  upon  this  original  patent: 
The  first  was  on  March  13,  1855,  "P^"  the  application  of  the 
original  patentees.  Frost  &  Monroe.  They  surrendered  the 
patent  and  obtained  the  reissue  with  an  amended  specification. 
The  patent  seems,  then,  to  have  been  assigned  by  the  origiiuJ 
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patentees  to  Burr  and  others,  and  on  May  11,  1858,  was  again 
surrendered  and  a  reissued  patent  was  granted  to  those  assignees. 
They  assigned  the  patent,  it  would  appear,  to  one  Alexander 
Swift,  and  it  was  reissued  to  him  on  February  25,  1862,  and  this 
last  reissued  patent  was,  on  February  27,  1863,  extended  to  the 
original  patentees,  on  their  application,  for  the  term  oT  seven 
years,  and  by  them  assigned  to  Swift  &  Kinsey,  the  present 
plaintiffs.  The  extended  term  has  not  yet  expired,  and  of  course 
the  patent  is  still  in  force.  It  will  expire  in  three  years — a  little 
more  than  three  years — when  the  improvement  will  be  free  to 
the  public,  without  let  or  hinderance. 

There  are  several  grounds  of  defense  to  this  action,  to  which 
I  propose,  very  briefly,  to  call  your  attention.  And  the  first 
involves  a  legal  question  or  proposition,  viz:  that  the  reissue  is 
void  for  several  reasons,  to  which  I  shall  advert  hereafter. 

In  the  second  place,  that  the  invention,  the  original  invention 
of  Frost  &  Monroe,  was  not  a  new  one,  and  therefore  not  pat- 
entable, and  not  having  the  character  of  novelty,  the  patent  itself 
is  void. 

Then,  in  the  third  place,  the  infringement  of  this  patent  is 
denied  by  the  defendants. 

These  are  the  issues,  gentlemen.  The  two  last  are  issues  of 
fact ;  that  is,  the  novelty  of  this  invention  and  the  question  of 
infringement,  upon  which  you  are  to  pass  upon  the  evidence 
adduced. 

The  questions  as  to  the  validity  of  the  reissue  are  for  the 
Court,  and  upon  these  questions — for  there  are  several  of  them — 
I  propose  to  state  my  conclusions,  very  briefly,  however,  not 
intending  to  go  into  an  elaborate  discussion  of  these  propositions, 
some  of  which  are  very  important  and  very  interesting.  For 
the  purposes  of  the  present  trial  it  is  unnecessary.  All  that  the 
jury  and  the  parties  want,  upon  these  questions  of  law,  is  a  mere 
statement  of  the  conclusions  of  the  Court,  and  then,  if  the  views 
stated  by  the  Court  arc  erroneous,  the  counsel  knew  very  well 
how  they  can  avail  themselves  of  the  remedy,  and  take  the  proper 
course  to  correct  the  errors.  But,  of  course,  it  would  not  be 
expected  of  me,  that  upon  these  questions  of  law  which  have  been 
submitted  and  extensively  argued,  I  should  present  to  the  jury  an 
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elaborate  exposition,  with  a  reference  to  all  the  authorities ;  there 
is  no  necessity  that  I  should  detain  the  jury  by  such  an  exposition. 

I  proceed,  therefore,  to  refer  to  the  points  raised. 
^The  first  is,  that  this  reissued  patent,  upon  which  these  plain- 
tiffs sue,  is  void  because  the  right  of  reissue  was  not  assignable 
to  Alexander  Swift ;  that,  in  short,  an  assignee  of  an  assignee 
has  no  right,  under  the  law,  to  surrender  a  patent  and  obtain  a 
reissue. 

It  is  admitted,  by  the  learned  counsel  for  the  defendants,  that 
the  immediate  assignee  of  the  patentee  could  make  a  valid  sur- 
render and  a  valid  patent  could  be  issued  to  him.  He  claims, 
however,  that  a  second  or  third  assignee  can  not  make  a  valid 
surrender,  because  the  statute  does  not  give  the  right  to  such 
an  assignee  to  make  a  surrender  of  the  patent^  No  authority 
was  cited  by  the  counsel  in  support  of  this  proposition ;  nothing 
to  show  that  there  was  any  such  limitation  upon  the  right  of 
surrender  and  reissue  of  a  patent  as  the  counsel  claim.  There 
was  a  reference  merely  to  an  opinion  delivered  many  years 
ago,  by  the  late  Chief  Justice  Taney,  when  he  was  Attorney 
General  of  the  United  States,  during  the  administration  of 
General  Jackson.  But  this  decision,  or  opinion,  is  not  judicial 
authority  ;  it  is  not  the  action  or  decision  of  any  court,  and  there- 
fore not  obligatory  upon  this  Court.  If  the  point  had  been 
before  the  Supreme  Court  of  the  United  States,  and  had  been 
decided  there,  it  would  have  been  imperative  upon  this  Court  to 
follow  it,  to  adopt  it  as  the  law  of  the  case.  But  no  such  de- 
cision has  been  referred  to,  and  I  am  not  aware  that  any  such 
exists. 

The  thirteenth  section  of  the  Patent  Act  of  1836  is  relied 
upon  as  sustaining  the  proposition  urged  by  the  learned  counsel 
for  the  defendants.  I  will  not  trouble  you  to  read  this  section, 
for  it  has  been  repeatedly  read  in  your  hearing,  and  it  may  be 
presumed  that  you  are  familiar  with  its*  main  provisions.  That 
section  authorizes  the  surrender  of  a  patent  where  the  description 
of  the  invention  is  defective  or  insufficient,  and  the  error  has 
arisen  from  inadvertence,  accident,  or  mistake,  and  without  any 
fraudulent  or  deceptive  intention,  and  the  same  section  contains 
a  provision  giving  this  right  of  surrender  and  reissue  to  executors 
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and  adminstrators  when  the  patentee  is  deceased,  and  to  assignees. 
There  is  nothing,  therefore,  in  the  terms  of  the  statute,  which 
limits  the  right  of  reissue  to  the  patentee  or  first  assignee.  So 
far  as  the  statute  is  concerned,  there  may  be,  at  least  by  strong 
implication,  a  right  of  reissue  by  subsequent  assignees.  And  it  is 
very  well  known  that  this  is  the  construction  which  has  been 
uniformly  given  to  this  statute  by  the  Patent  Office.  There  are, 
as  was  observed  by  counsel,  a  large  number  of  patents  now  in 
force,  having  full  validity,  and  patents,  too,  of  the  greatest  public 
interest  and  importance,  that  have  been  second  and  third  reissues, 
and  it  is  every  day's  practice  thus  to  grant  these  reissues.  And 
here  I  am  called  upon  to  remark  that  the  doctrine  and  principles 
involved,  and  to  which  I  am  now  calling  your  attention,  have  been 
adjudicated  upon  in  this  Court  by  my  learned  brother.  Judge 
S  WAYNE,  who,  when  present,  is  the  presiding  judge  of  this  Court, 
and  to  whose  opinion  upon  all  legal  questions  I  always  yield  a 
most  implicit  respect.  This  point  was  before  him,  was  fully  \ 
argued,  and  it  was  held  that  a  reissue  to  a  second  assignee  was  ) 
valid.    / 

^The  next  point  urged  as  an  objection  to  the  validity  of  this 
reissued  patent  is,  that  the  original  patentees,  if  living,  must  join 
in  the  surrender  of  the  patent  and  the  application  for  a  reissue, 
and  that  a  reissue  to  an  assignee,  without  the  concurrence  and 
approbation  of  the  original  patentee,  is  void.  )^  This  objection, 
too,  is  covered  by  the  decision  to  which  I  have  referred,  made  in 
this  Court  by  my  learned  brother.  Judge  Swayne.  And  in  refer- 
ence to  this  point,  too,  I  may  observe  that  the  practice  of  the 
Patent  Office  at  Washington  has  been  uniform.  So  far  as  I 
know  and  am  informed,  it  has  been  the  practice  of  that  depart- 
ment, ever  since  the  enactment  of  the  law  of  1836,  to  grant  re- 
issued patents  to  assignees  without  requiring  the  concurrence 
and  assent  of  the  original  patentee.  And  thus,  as  I  remarked  a 
little  while  ago.  there  may  be  thousands  of  patents  in  the  United 
States  that  have  been  issued  under  these  circumstances ;  they 
have  been  reissued  upon  the  application  of  an  assignee  or  as- 
signees of  a  previous  assignee.  And  it  would  be  obvious  to  the 
jury  that  the  result  of  a  contrary  doctrine,  under  existing  circum- 
stances, would  be  exceedingly  injurious  to  the  public  interest,  as  the 
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effect  would  be  to  invalidate  all  the  patents  that  have  been  reissued 
under  the  circumstances  to  which  I  have  adverted.  And,^s  there 
is  no  limitation,  there  is  no  provision  in  the  act  which  denies  to 
assignees  this  right  of  surrender  and  reissue ;  no  provision  requiring 
that  the  patentee  should  assent  to  the  reissue,  there  is  no  necessity 
devolved  upon  the  court  to  declare  that  the  grant  of  such  a  reissue 
by  the  Commissioner  of  Patents  is  unauthorized.; 

And  without  going  further  into  this  question,  I  may  say  that 
until  the  Supreme  Court  of  the  United  States  shall  have  had  this 
point  before  them  and  shall  have  decided  adversely  to  the  usage 
and  practice  of  the  Patent  Office,  and  the  views  to  which  I  have 
referred,  I  shall  feel  compelled  to  regard  the  statute  as  author- 
izing a  reissue  to  an  assignee  of  an  assignee,  and  that  without  the 
consent,  or  approbation,  or  knowledge  of  the  original  patentee. 
If  he  is  dead,  of  course  his  consent  and  approbation  can  not  be 
procured  ;  the  statute  is  express  in  declaring  that  the  reissue  may 
be  to  the  executor,  or  administrator,  or  to  the  assignees — ^the 
holders  and  owners.  It  is  very  true  that  there  are  some  consid- 
erations that  would  operate  in  the  mind  of  a  judge,  if  it  were  a 
new  question,  in  the  other  direction  and  to  the  effect  that,  unless 
the  application  for  the  reissue  was  made  with  the  knowledge  or 
consent  of  the  original  patentee,  a  second  or  third  reissue  should 
not  be  valid.  There  does  seem  to  me  some  inconsistency  in 
requiring  the  assignee,  in  sustaining  his  application  for  a  reissue, 
to  go  before  the  Commjujoner  and  to  make  oath  in  regard  to  the 
invention  covered  by  the  reissue,  and  to  show  that  it  has  the  same 
invention  covered  by  the  original  patent.  But,  as  I  said  before, 
there  is  no  prohibition  in  the  statute  to  this  effect,  and,  as  there 
are  no  judicial  decisions  to  the  contrary,  and  as  it  has  been  the 
uniform  usage  of  the  Patent  Office  to  grant  reissues  under  these 
circumstances,  the  Court  would  not  now  feel  authorized  to  say 
that  the  patent  in  question,  the  patent  upon  which  you  are  to 
pass,  is  invalid  upon  the  ground  referred  to. 

The  third  legal  question  raised  and  relied  upon  by  the  counsel 
for  the  defendants  is,  that  this  patent  is  void  as  being  for  a  different 
invention  from  that  covered  by  the  original  patent  to  Frost  & 
Monroe.  There  is  no  question,  gentlemen,  that  the  thirteenth 
section  of  the  statute  to  which  I    have  referred  does  require 
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that  the  reissue  shall  be  for  the  same  invention  covered  by 
the  original  patent.  But  the  statute  makes  it  the  special  duty 
of  the  Commissioner  of  Patents  to  examine  closely  every  appli- 
cation for  a  reissue,  and  he  is  vested  with  no  authority  to  grant 
a  reissue  except  under  circumstances  where  the  statute  has  been 
complied  with.  It  is  to  be  supposed,  in  support  of  the  exercise 
of  the  authority  of  the  Commissioner  of  Patents  under  the  law, 
that  all  the  requisites  of  the  statute  have  been  complied  with, 
and  hence  it  is  the  uniform  doctrine  of  all  the  courts  of  the 
United  States,  that  they  will  presume  that  the  law  has  been  com- 
pled  with,  and  they  refuse,  except  under  special  circumstances 
referred  to  in  the  act,  to  go  into  any  inquiry  back  of  the  grant  by 
the  Commissioner  of  Patents,  of  these  reissues;  in  other  words, 
to  a  certain  extent  they  consider  the  action  of  the  Commissioner 
upon  the  right  of  parties  to  a  reissue  to  be  conclusive ;  presuming 
that  all  the  requirements  of  the  law  have  been  enforced,  have 
been  complied  with,  in  the  case.  The  decisions  upon  the  gen- 
eral doctrine  to  which  I  have  referred,  namely  :  to  the  effect  that 
the  action  of  the  Commissioner  is  conclusive  upon  the  question 
of  the  identity  of  the  inventions  embraced  or  described  in  the 
reissue  and  in  the  original  patent,  would  seem  to  be  harmonious. 
There  is  no  case,  that  I  am  aware  of,  in  conflict  with  this  genial 
proposition,  and  these  decisions  rest  upon  the  fact  that  in  deciding 
whether  the  reissue  is  for  the  same  invention,  the  Commissioner 
of  Patents,  who  acts,  of  course,  under  |tie  obligation  of  an  oath, 
acts  in  that  particular  in  a  judicial  capacity.  His  decisions, 
therefore,  on  points  of  that  kind,  have  the  force  and  effect  of 
judicial  decisions,  and  courts  are  reluctant  to  go  back  of  those 
decisions  and  to  inquire  whether  the  reissue  has  been  properly 
granted  or  not,  except  in  cases  where  it  is  made  apparent  that 
the  reissue  was  obtained  by  fraud,  or  for  the  purposes  of  decep- 
tion and  imposition.  But  if  any  facts  appear  in  the  progress  of 
a  trial,  which  are  sufficient  to  satisfy  a  jufry  that  there  has  been 
fraud  in  the  procurement  of  a  reissue,  either  actual  fraud,  or  cir- 
cumstances which  may  be  supposed  to  amount  to  constructive 
fraud  the  reissued  patent  will  be  held  invalid.  There  is  a  plain 
distinction  between  actual  fraud  and  constructive  fraud.  The 
statute  refers,  specially,  to  cases  of  collusion — fraudulent,  corrupt 
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collusion  between  the  applicant  for  the  patent  and  the  Commis- 
sioner of  Patents.  If  it  is  apparent  that  there  has  been  any  im- 
proper collusion  between  them,  and  that  the  patent  has  been 
granted  corruptly,  then,  of  course,  that  is  an  act  of  positive  fraud 
that  will  invalidate  any  patent  to  which  it  applies.  And  there 
may  be  also  constructive  fraud,  where  it  is  made  manifest  that 
the  reissued  patent  is  fraudulently  extended  beyond  the  claims  of 
the  original  patent  for  a  deceptive  purpose,  for  the  purpose  of 
imposition  upon  the  public,  and  where  there  is  no  just  foundation 
for  such  a  claim  in  the  original  patent;  where^  in  fact,  the  reissue 
goes  altogether  beyond  the  scope  of  the  original  invention  and 
incorporated  an  element  that  was  not  contemplated  or  intended 
by  the  original  patentee  in  his  original  patent.  Cases  of  this 
kind  have  occurred  in  the  progress  of  the  execution  of  the  patent 
laws  of  the  country  where  reissues  have  been  fraudulent ;  that  is, 
where  they  have  been  tainted  with  this  constructive  fraud ;  where 
it  appeared  that,  for  a  deceptive  purpose,  a  party  applying  for  a 
reissue  had  sought  to  embrace  an  element  in  the  reissued  patent 
that  was  not  claimed  and  did  not  pertain  to  the  original  invention, 
for  the  purpose  of  taking  advantage  of  other  parties  in  the  com- 
munity who  were  using  that  element  which  he  had  fraudulently 
made  a  part  of  his  original  invention.  It  will,  therefore,  be  com- 
petent, in  my  judgment,  for  the  jury  to  inquire  in  the  present 
case,  whether  there  is  anything  that  will  amount  to  constructive 
fraud  on  the  part  of  the  last  assignee  in  the  obtainment  of  the 
reissued  patent  upon  which  this  action  is  founded.  Some  decis- 
ions of  the  courts,  perhaps,  go  to  the  extent  of  saying  that  even 
this  is  a  proper  inquiry  for  the  court,  and  not  to  be  submitted  to 
the  jury.  My  strong  inclination,  however,  is  to  the  opinion  that 
this  question  may  be  fairly  left  to  the  jury  for  their  decision. 
There  is  no  claim,  in  the  present  case,  that  there  was  any  actual 
fraud  in  the  obtaining  of  this  reissue,  and  the  only  ground  upon 
which  it  is  asked  that  the  jury  should  presume  fraud,  as  claimed 
by  the  counsel  for  the  defendants,  is  the  fact  asserted  by  them 
and  insisted  upon,  that  the  claim  of  the  reissued  patent  are 
broader  than  those  of  the  original  patent.  On  this  subject,  I 
may  remark  in  deciding  what  a  party  may  claim  under  a  reissued 
patent,  there  has  been  a  tendency  to  great  liberality  in  the  action 
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of  the  courts,  and  it  has  been  held  that  whatever  was  the  inven- 
tion of  the  original  patentee,  whether  expressly  claimed  in  the 
original  patent  or  not,  when  incorporated  in  the  reissued  patent, 
will  be  held  to  be  within  the  claim  of  the  original  patent,  and 
that  it  is  the  right  of  the  assignee  or  holder  of  the  patent  to 
claim  everything  that  was  claimed,  or  everything  which  be- 
longed rightfully,  by  fair  construction,  to  the  original  patentee. 
I  may  not  be  understood.  If  there  is  evidence  that  the  original 
patentee  claimed,  as  a  part  of  his  invention,  a  certain  feature,  or 
that  a  certain  feature  was  a  part  of  his  invention  which  he 
omitted  to  claim  in  his  specification  and  claim,  upon  the  sur- 
render of  that  patent  by  himself,  or  by  an  assignee,  he  has  a  right 
to  incorporate  in  the  reissued  patent  that  element,  though  not 
claimed  specially  in  the  first  patent.  And  in  determining  this 
question,  that  is,  the  substantial  identity  of  the  invention  covered 
by  the  original  patent  with  that  covered  and  described  in  the  reis- 
sued patent,  it  is  competent  for  the  jury  to  look  into  the  drawings 
of  the  original  patent  to  determine  whether  the  inventions  are 
the  same.  The  drawings,  as  well  as  the  specifications,  are  to  be 
looked  to  in  giving  a  construction  to  the  claims  of  a  patent,  in 
determining  what  was  the  invention  of  the  original  patentee.  If, 
for  instance,  the  drawings  show  an  element  of  the  invention 
which  the  patentee  has  not  included  specially  in  his  claim,  it  is 
evidence,  nevertheless,  that  it  was  a  part  of  his  invention,  and  he 
or  his  assignee  has  a  right  to  incorporate  that  element  in  the  reis- 
sued patent.  It  will  be  proper,  therefore,  upon  this  point,  for  the 
jury  to  look  to  all  the  evidence  upon  the  question  whether  the 
invention  included  in  the  reissued  patent  is  identical  with  that 
patented  to  Frost  &  Monroe,  and  in  doing  this,  as  I  remarked 
just  now,  it  will  be  proper  for  them  to  look  to  the  drawings  and 
to  the  evidence  of  Mr.  Knight  and  Mr.  Clough,  who,  if  I 
remember  rightly,  stated  that  the  drawings  of  the  original  patent 
to  Frost  &  Monroe  were  precisely  the  same  as  those  accompa- 
nying the  specifications  of  the  reissued  patent. 

It  will  be  proper  to  remark  here,  that,  in  my  judgment,  very 
clear  and  decisive  evidence  wou4d  be  required  in  order  to  invali- 
date this  patent  upon  allegation  of  fraud  in  the  reissue.  In 
the  first  place,  the  grant  of  the  original  patent  affords  a  presump- 
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tion  that  it  was  for  something  new  and  useful  ;  that  the  claim  of 
the  patentees  bad  been  fully  and  critically  examined  by  the  officers 
of  the  Patent  Office,  and  that  upon  clear  conviction  of  the  right- 
fulness of  the  patent,  it  was  granted  to  them.  Then  the  fact 
that  there  have  been  three  reissues  of  this  patent,  and  that  the 
original  claim  has  thus  been  three  times  submitted  to  the  investi- 
gation of  the  Patent  Office,  would  be  a  presumption  in  favor  of 
the  fairness  of  the  transaction  ;  and  lastly,  the  Bict  that  this  patent 
has  been  extended  for  seven  years  beyond  the  duration  of  the 
period  for  which  it  was  originally  granted.  The  law  upon  the 
subject  has  been  adverted  to  by  counsel.  I  will  not  read  it,  but 
upon  an  application  for  the  extension  of  a  patent,  the  law  requires 
a  very  rigid  scrutiny  into  the  original  claim  of  the  patentee  as  to 
the  novelty  of  the  invention,  its  utility,  and  whether  the  patent 
was  fairly  granted.  The  Commissioner  is  required  by  law  to  give 
public  notice  to  all  concerned  that  a  hearing  will  be  had  before  him 
on  the  question  whether  the  patent  shall  be  extended  or  not.  He  is 
required  to  investigate  the  originality  and  novelty  of  the  invention 
to  ascertain  whether  the  patent,  originally,  was  properly  granted, 
and  then  he  has  further  to  inquire  whether  the  patentee  has  been 
sufficiently  remunerated  by  the  benefits  or  the  emoluments  which 
he  has  reaped  from  it  during  the  period  that  it  has  run,  and,  if 
satisfied  on  all  these  points,  then  the  patent  is  extended,  as  this 
patent  has  been. 

There  is  another  point  raised  by  the  counsel  for  the  defendants, 
and  it  is  that  this  reissued  patent  is  void  for  vagueness  and  uncer- 
tainty in  the  specification.  There  is  an  express  provision  in  the 
statute  that  every  patentee  shall  define  or  describe  his  invention 
in  such  full,  clear,  and  exact  terms  that  any  mechanic,  skilled  in 
that  department,  would  be  able  to  construct  the  machine,  or  to 
make  the  improvement  covered  by  the  patent.  It  is  not  contro- 
verted in  this  case,  I  believe,  that  a  skillful  mechanic  could  take 
the  specifications  and  the  drawings  in  the  original  patent  and 
construct  the  machine,  the  bran  duster,  as  claimed  by  Frost  & 
Monroe.  And  one  of  the  witnesses,  Mr.  Knight,  a  gentleman 
very  well  skilled  in  mechanics,  has  said  that  the  machine  could 
be  constructed  from  the  specification  and  drawings  accompanying 
the  reissued  patent.     But  the  counsel  for  the  defendants  insist 
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that  there  is  a  fatal  defect  that  vitiates  the  patent ;  first,  in  claim- 
ing the  bolt  of  the  machine,  or  bran  duster,  as  vertical,  or  nearly 
so.  ^The  argument  is  that  here  is  such  an  uncertainty,  so  much 
of  vagueness  and  ambiguity,  that  a  machine  could  not  be  con- 
structed under  it  without  experiment.  Now,  in  construing  the 
claim  of  patents,  the  specifications,  and  drawings,  it  has  been 
the  usage  of  the  courts  of  the  United  States,  who  are  vested  with 
the  sole  jurisdiction  in  the  administration  of  the  patent  law,  to  exer- 
cise great  liberality.  Courts  have  avowed  it  to  be  a  rightful  object 
to  carry  out,  if  possible,  the  purposes  of  the  inventor  in  the  patent 
which  has  been  granted  to  him  ;  and  unless,  therefore,  the  objec- 
tion on  the  ground  of  vagueness  or  ambiguity  is  very  clear  and 
unmistakable,  courts  are  reluctant  to  declare  a  patent  void  on  this 
ground.  /I  do  not,  for  myself,  see  that  there  is  such  vagueness  in 
the  description  referred  to,  requiring  the  bolt  to  be  vertical,  or 
nearly  so,  as  would  invalidate  this  patent.  I  think  the  clear  under- 
standing of  every  one  who  reads  the  patent  would  be,  that  while 
the  vertical  or  perpendicular  position  was  claimed,  distinctly  and 
clearly,  it  was  left  to  the  discretion  of  the  builder  to  incline  it  in  a 
very  slight  degree  from  the  vertical  position,  if  he  judged  that  would 
be  the  preferable  mode  of  setting  the  machine.  But  where  the 
upright  position  is  claimed,  distinctly  and  clearly,  as  a  way  by 
which  the  machine  may  be  successfully  operated,  it  does  seem  to 
me  that  the  expression  ''  vertical  or  nearly  so,"  is  free  from  all 
ambiguity  or  vagueness  that  would  invalidate  the  patent  on  the 
ground  claimed.  It  may  be  remarked  here,  as  it  has  been  very 
often  remarked  by  judges  of  much  more  learning  and  experience 
in  the  patent  right  law  than  myself,  that  in  all  descriptions  of 
patented  machines,  something  must  be  left  to  the  judgment  and 
discretion  of  the  mechanic  who  constructs  the  machine.  It  will, 
perhaps,  rarely  happen,  even  where  the  utmost  vigilence  and  care 
are  observed,  that  the  machine  or  structure  will  be  so  accurately 
described  as  that  the  description  can  be  literally  and  strictly  fol- 
lowed in  every  praticular.  The  skillful  mechanic  will  see  that 
in  some  particulars  there  is  some  vagueness,  and  some  discretion 
is  required,  but  that  fact  will  not  invalidate  the  patent. 

It  is  urged,  moreover,  as  a  ground  of  defense  to  this  action — 
as  a  reason  why  this  patent  should  be  declared  void — ^that  it  fails 
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to  describe  the  place  or  the  size  of  the  apertures  in  what  is  called 
the  "  closed  up  top."  One  or  more  apertures,  as  the  jury  will 
recollect,  are  called  for  in  the  specification,  and  they  are  required 
to  be  upon  the  inner  periphery,  if  I  remember  rightly,  of  the 
upright  cylinder,  but  the  size  of  those  apertures  is  not  described 
in  the  specification.  It  is  stated  by  the  counsel  for  the  plaintiff 
who  last  addressed  the  jury,  that  these  apertures,  though  not 
especially  described  in  the  specification,  are  nevertheless  shown 
in  the  drawings.  I  have  not  examined  the  drawings  with  a  view 
to  that  point,  but  if  that  be  the  fact,  it  undoubtedly  removes  any 
objection  on  the  ground  of  vagueness  or  uncertainty  in  the  de- 
scription, which  might  be  occasioned  by  not  stating  the  exact  size 
of  these  apertures.  The  jury,  on  their  retirement,  can  examine 
these  drawings  with  a  view  to  this  question.  If  they  find  these 
apertures  are  there,  with  an  intimation,  from  the  drawing  itself, 
as  to  their  position  and  their  size,  it  would  undoubtedly  be  an 
answer  to  the  objection  which  has  been  urged  by  the  counsel  for 
the  defendant. 

I  did  not  intend,  gentlemen,  to  detain  you  so  long  with  my 
remarks,  but  there  are  still  some  other  points  to  be  presented. 
This  patent,  as  the  jury  will  have  clearly  understood,  is  for  five 
different  combinations  of  various  elements,  constituting  fiv6  dif- 
ferent inventions.  Now,  there  is  no  question  but  what  the  law 
does  authorize  a  patent  for  inventions  of  this  kind.  The  jury 
will  observe  that  there  is  no  claim  that  any  one  of  the  elements 
of  these  several  combinations  is  new.  The  entire  claim  of  the 
original  patentee,  and  so  of  the  reissues,  is  that  these  elements, 
when  combined  in  a  certain  way,  are  new,  and  that  in  that  com- 
bination they  do  produce  a  new  and  useful  result.  If  this  propo- 
sition is  sustainable  in  the  minds  of  the  jury,  there  is  no  question 
as  to  the  patentability  of  the  combinations.  The  object  of  this 
invention  you  all  clearly  understand,  and  it  is  hardly  necessary, 
therefore,  to  detain  you  by  stating  the  object,  as  it  is  set  forth  in 
the  specification  connected  with  this  reissued  patent.  They  say : 
^^  Our  invention  consists  in  forming  new  combinations  for  pro- 
ducing the  results  desired  and  for  remedying  the  defects  enumer- 
ated in  prior  machines,"  etc.  Then  follows  a  minute  or  full 
description  of  the  different  combinations  which  are  claimed  in  the 
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reissued  patent.  Now,  to  one  uninitiated,  it  is  very  possible 
that  there  would  be  something  unintelligible  or  not  clear  in  these 
claims  to  combination.  If  I  were  called  upon,  as  I  am  unac- 
quainted with  practical  mechanical  science,  I  should  certainly 
have  some  difficulty  in  ascertaining  and  defining  precisely  the 
elements  of  these  five  separate  combinations.  The  machine,  as 
a  whole,  as  it  is  admitted,  is  undoubtedly  a  practical  and  efficient 
machine.  It  works  well,  and  the  experts  who  have  been  exam- 
ined upon  that  point  have  testified  to  the  jury  that  they  find,  in 
the  claim  of  the  patent,  all  the  parts  and  elements  of  these  five 
several  combinations.  There  are,  probably,  mechanics  upon  the 
jury  who  will  understand  this  subject  better  than  I  do,  and  who 
will  be  able  to  examine  for  themselves,  and  I  doubt  not  the  jury 
will  give  due  credit  and  weight  to  the  opinions  of  the  learned 
experts  who  have  testified  upon  this  subject  to  the  effect,  as  I 
just  stated,  that  the  several  combinations  are  all  included  in  the 
specifications  which  accompany  the  reissued  patent.  If  the  jury 
find,  therefore,  that  these  combinations  are  there,  that  they  are 
parts  of  this  working  and  efficient  and  practical  machine,  there 
would  be  no  reason  for  a  conclusion  unfavorable  to  the  claims 
of  this  patent. 

There  are  two  instructions  that  have  just  been  submitted  to 
the  Court  by  one  of  the  counsel  for  the  defendants.  I  do  not 
know  that  there  is  any  objection  to  stating  them  to  the  jury. 
The  Court  is  asked  to  say  to  the  jury  that,  as  a  matter  of  law, 
all  the  parts  or  devices  of  the  combination  claimed  must  co-act  to 
produce  a  given  result  in  order  to  form  a  legitimate  combination, 
and  if  the  jury  find  that  the  surrounding  case  does  not  co-act  with 
the  vertical  position  of  the  bolt  and  closed  up  bottom  to  the  bolt 
proper  for  the  purpose  of  discharging  the  bran,  as  stated  in  the 
third  claim  of  the  reissued  patent  upc^n  which  this  suit  is  brought, 
then  such  claim  is  void  for  want  of  unity  and  cooperation  of  its 
several  parts ;  and  the  Court  is  requested  to  charge  the  same  in 
respect  to  the  combinations  of  the  fourth  and  fifth  claims  of  the 
patent.  I  suppose  the  entire  meaning  of  this  is,  that  each  sepa- 
rate combination  claimed  by  the  patentee  in  the  reissued  patent 
must  be  what  it  is  described  to  be ;  that  all  the  parts  must  be 
found  there,  and  that  all  those  parts  must  co-act  in  producing 
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the  result  claimed  for  the  combination.     That  instruction  may 
be  given  to  the  jury. 

If  the  jury  are  satisfied  that  this  is  a  valid  patent — that  the 
various  objections  to  which  I  have  referred  do  not  exist — ^the 
next  question  which  will  be  submitted  for  their  consideration 
will  be  the  novelty  of  the  invention,  as  claimed  by  the  original 
patentees.  Frost  &  Monroe  j  and  here,  the  inquiry  for  the  jury 
will  be,  does  the  patent  describe  and  claim  a  combination  not  be- 
fore known.  Now,  it  is  a  very  familiar  principle  with  which,  no 
doubt,  every  juror  is  perfectly  acquainted,  that  novelty  is  an 
essential  element  of  a  patented  invention  ;  that  the  law  only  au- 
thorizes a  patent  for  an  invention  that  is  new  and  useful  in  its 
result.  The  presumption  of  novelty  is  a  presumption  arising 
upon  the  emanation  of  the  patent  itself,  and  from  the  fact,  to 
which  I  have  adverted,  that  the  patent  has  been  extended  after 
the  rigid  and  scrutinizing  examination  of  the  Patent  Office.  But 
it  is  still  the  right  of  a  party  sued  for  an  infringement  to  prove 
the  want  of  novelty,  and  if  that  position  is  sustained  by  the 
evidence,  the  patent  is  undoubtedly  invalidated.  It  is  a  good 
objection  to  every  patent,  that  there  was  no  novelty  in  the  inven- 
tion. This  is  a  question  exclusively  for  the  jury.  There  arc  two 
machines  here  which  have  been  relied  upon  by  the  defendants 
as  showing  a  want  of  novelty  in  the  invention  of  Frost  &  Mon- 
roe ;  to  show,  in  other  words,  that  they  were  anticipated  in  the 
invention  which  they  claim  in  their  patent.  The  first  is  the 
Ashby  machine,  a  machine  patented  in  England  to  William 
Ashby  in  1846,  and  prior  in  date  to  the  patent  of  Frost  &  Mon- 
roe. If  the  jury  are  satisfied,  from  all  the  evidence,  that  that 
machine,  as  invented  by  and  patented  to  Ashby  in  England  in 
1846,  is  substantially  identical  with  that  covered  by  the  claims 
and  invention  of  Frost  &  Monroe,  it  would  be  a  full  answer  to 
the  present  action.  The  law  of  identity  in  regard  to  mechanical 
structures,  I  presume  the  jury  are  acquainted  with.  It  does  not 
look  merely  to  the  form  of  a  structure,  or  its  dimensions,  or 
appearance,  but  the  question  is,  as  has  been  fully  settled  by  the 
courts,  whether  the  two  involve  the  same  mechanical  principle 
in  their  operation.  Now,  this  invention  of  Ashby,  if  it  had  not 
been  patented  in  England,  or  described  in  a  foreign  publication, 
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even  if  the  jury  should  be  of  opinion  that  it  was  identically  the 
same  machine  covered  by  the  Frost  &  Monroe  patent,  would  be 
no  bar  to  their  patent.  If,  for  instance,  Ashby  had  merely  in- 
vented a  machine,  but  had  never  patented  it,  and  it  had  not  been 
described  in  any  publication  or  work  in  that  country,  a  man 
here,  who  had,  by  his  invention,  discovered  the  same  machine, 
would  not  be  barred  from  a  patent  in  this  country,  and  his  right 
to  a  patent  would  not  be  affected.  But  where  an  invention  has 
been  patented  in  a  foreign  country,  or  has  been  described  in  a 
public  work,  then  a  man  claiming  to  have  been  the  inventor  in  this 
country  is  presumed,  in  the  eye  of  the  law,  to  have  been  acquainted 
with  that  invention  as  it  was  known  in  the  foreign  country. 

It  is  for  you  to  inquire  whether  this  Ashby  machine,  as  it  is 
proved  before  you  by  the  models,  is  identical  with  the  machine 
of  Frost  &  Monroe,  whether  it  contains  all  the  separate  elements 
and  combinations  which  are  included  in  their  machine.  Upon 
that  subject  there  is  some  discrepancy  in  the  testimony.  Mr. 
Knight  and  Mr.  Clough  are  very  clear  and  unequivocal  in  the 
expression  of  their  opinion  that  they  are  dissimilar  in  all  their 
essential  characteristics ;  while,  as  I  remember,  Mr.  Blanchard  and 
Mr.  Forbush,  witnesses  for  the  defendant,  give  it  as  their  opinion 
that  there  is  a  substantial  identity  between  the  two  machines. 

It  is  not  my  purpose  to  go  into  a  critical  analysis  of  these  ma- 
chines as  they  are  described  and  claimed  in  the  specifications,  or 
as  they  are  described  and  shown  in  the  mills  before  the  jury.  I 
will  observe,  however,  that  the  jury  will  be  greatly  assisted  in  all 
these  inquiries  by  a  reference  to  the  models.  Indeed,  there  is  no 
kind  of  testimony  that  is  more  reliable  in  regard  to  the  true  struc- 
ture and  character  of  a  machine  than  an  accurate  model.  It  is 
a  witness  that  can  not  lie  ;  the  jury  may  rely  on  it,  and  it  will  be 
for  the  jury,  if  they  find  it  necessary,  to  institute  a  comparison 
from  the  models  of  these  two  machines,  and  then  decide  whether 
they  are  identical.  And  then,  as  I  said  before,  the  question  will 
be,  not  whether  there  may  not  be  elements  in  the  Ashby  machine 
which  belong  to  this  machine  of  Frost  &  Monroe,  but  whether 
they  find  in  the  Ashby  machine  all  the  combinations  claimed  by 
the  patent  to  Frost  &  Monroe,  and  embraced  in  the  specifications 
of  the  reissued  patent. 
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It  appears,  by  reference  to  the  specification,  that  the  parties 
who  applied  for  this  reissue  were  familiar  with  the  Ashby  ma- 
chine, for  they  refer  to  it  specially  in  their  specification  ;  point 
out  what  they  regard  as  defects  in  that  machine,  and  it  is  their 
professed  object  to  remedy  the  defects  which  they  hold  to  apply 
to  the  Ashby  machine. 

Then,  there  is  another  machine  introduced,  the  Bradfield  smut 
machine,  which,  it  is  claimed,  embraces  the  same  principles  as  the 
Frost  &  Monroe  machine.  And  being  older  in  point  of  inven- 
tion, for  it  was  invented,  it  appears,  in  1839  and  patented  in  1840, 
if  the  jury  find  that  machine  to  be  identical  with  the  one  covered 
by  the  plaintiffs'  patent,  of  course  that  would  be  fatal  to  the  nov- 
elty of  the  Frost  &  Monroe  invention.  And  here,  I  may  observe, 
that  that  machine  was  intended  and  invented  for  an  entirely  dif- 
ferent purpose  from  that  of  FVost  &  Monroe.  But  if  the  jury 
should  come  to  the  conclusion  that  that  machine,  although  a  smut 
machine,  and  designed  originally  to  separate  smut  from  wheat, 
embodies  the  same  principles  with  the  plaintilFs'  machine,  and 
that,  without  the  exercise  of  invention,  it  could  be  changed  so  as 
to  produce  all  the  useful  results  of  the  Frost  &  Monroe  machine, 
it  would  have  precedence  undoubtedly,  in  point  of  novelty,  over 
the  machine  invented  by  Frost  &  Monroe,  provided  the  Bradfield 
machine  was  actually  perfected  and  brought  into  use.  If  it  was 
merely  got  up  for  the  purpose  of  experiment  and  not  practically 
tested,  it  would  not  be  regarded  as  a  perfected  invention.  As 
has  been  well  said  by  counsel,  that  which  a  person  perfects,  or 
invents  and  applies  to  a  practical  use,  that  is  to  be  regarded  as  the 
invention,  and  the  mere  knowledge  by  an  individual  of  a  prior 
mechanical  structure  smiliar  to  the  one  patented,  which  has  not 
been  used  practically,  would  not  be  an  answer  to  the  novelty  of 
the  later  patent.  I  do  not  know  that  I  ought  to  detain  you  with 
further  remarks  in  regard  to  the  invention  of  Bradfield ;  it  has 
been  so  much  discussed  by  counsel. 

Mr.  Sage. — The  Straub  smut  machine  was  also  introduced 
for  the  defense,  your  Honor.  • 

The  Court. — Yes,  sir ;  there  was  a  patent  put  in  evidence. 
I  think,  therefore,  gentlemen,  that  after  the  thorough  discussion 
which  has  been  had,  and  the  able  counsel  on  both  sides  who 
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have  dissected  and  analyzed  those  inventions,  and  with  the 
knowledge  too,  that  some  of  the  jury,  at  least,  have  a  practical 
acquaintance  with  nnechanics,  I  think  I  may  safely  leave  the 
question  of  the  novelty  of  the  Ashby,  and  the  Bradfield,  and  the 
Straub  inventions  with  you,  and  leave  it  to  you  to  decide  whether, 
upon  the  principles  that  I  have  indicated,  any  of  them  anticipate 
the  invention  of  Frost  &  Monroe. 

There  is  another  matter  to  which  it  will  be  necessary  for  me 
to  direct  your  attention,  and  that  is  the  question  of  infringement. 
Upon  that  there  has  been  very  little  controversy.  It  is  conceded 
that  the  machine  used  by  the  defendants  in  this  action,  and  which 
is  claimed  to  be  an  infringement  of  the  invention  covered  by  the 
reissued  patent,  is  the  Ashby  machine,  with  the  addition  of  cer- 
tain features  or  elements  claimed  to  be  taken  from  the  Frost  & 
Monroe  machine  and  applied  to  that  machine.  It  is  not,  I  be- 
lieve, controverted,  that  if  the  jury  should  find  the  patent  to  be  a 
valid  patent,  and  that  it  is  not  impeached  for  want  of  novelty,  there 
is  an  infringement  of  it  by  the  use  of  this  machine.  It  will, 
however,  be  for  the  jury  to  say  whether  the  machine  that  is  be- 
fore them  and  used  by  the  defendants  is  substantially  identical 
with  that  covered  by  the  Frost  &  Monroe  invention.  It  is  in- 
cumbent on  the  plaintiffs,  upon  this  issue  of  infringement,  to 
make  it  appear  affirmatively,  and  to  the  satisfaction  of  the  jury, 
that  their  machine  has  been  infringed.  If  the  jury  find  the 
issues  for  the  plaintiffs  to  which  I  have  adverted,  there  will  then 
be  the  inquiry  as  to  damages ;  but  that,  as  I  am  informed,  is  a 
very  immaterial  inquiry.  The  damages  in  this  case  will  only 
amount,  as  claimed  by  the  plaintiffs,  to  some  sixty  dollars,  it  ap- 
pearing from  the  testimony  that  the  defendants  have  manufactured 
only  five  hundred  bushels  of  flour  by  this  machine.  It  is  claimed, 
however,  and  is  doubtless  the  fact,  that  collaterally  this  case  may 
be  of  great  interest  and  importance,  not  only  to  the  plaintiffs  in 
this  action,  but  to  other  parties  elsewhere.  The  struggle,  on  the 
part  of  the  plaintiffs,  and  that  on  the  part  of  the  defendants,  un- 
doubtedly is,  not  with  a  view  to  the  damages  to  be  recovered  in 
this  present  action,  but  to  have  a  finding  by  the  jury  as  to  the 
validity  of  this  patent. 

The  jury  found  a  verdict  for  the  defendants. 
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The  American  Wood  Paper  Company 

vs. 
The  Fiber  Disintegrating  Company.     In   Equity. 

A  decision  of  a  court  of  equity  upon  final  hearing,  in  relation  to  the  Taiidity  of  letters 
patent,  furnishes  an  authority  for  the  action  of  courts  of  co-ordinate  jurisdiction. 

It  appears  impossible  to  consider  that  to  be  a  new  material,  patentable  as  new  pnodact, 
which  is  simply  a  substance  long  well-known  to  exist  in  wood  and  other  substances, 
left  in  a  state  nearly  pure,  and  consequently  fit  for  the  manufacture  of  paper  on 
being  bleached  by  the  removal  from  it  of  the  intercellulose  with  which  it  is  found 
to  be  combined  in  wood. 

The  last  clause  of  the  claim  of  the  letters  patent  of  Mellier  is  not  such  a  formal  sum- 
ming up  and  defining  of  the  limits  of  the  invention,  as  to  restrict  the  patent  to  the 
single  substance  there  meYitioned,  '*  other  vegetable  fibrous  materials,**  having  been 
referred  to  in  the  body  of  the  specification. 

Upon  the  question  whether  wood  is  a  **  similar  substance  **  to  straw  in  the  manufacture  of 
paper  :  He/ii :  That  as  wood  is  a  fibrous  vegetable  substance,  requiring  the  like  treat- 
ment with  straw,  treated  by  the  respondents  in  the  same  way  and  for  the  same  pur- 
pose, it  must  be  held  to  be  a  **  similar  substance  **  within  the  meaning  of  the  Mellier 
patent. 

The  principle  which  Mellier  discovered  was,  that  the  effect  of  a  solution  of  a  pure  caustic 
soda  on  certain  vegetable  substances  could  be  increased  by  it,  under  pressure,  at  a 
temperature  of  not  less  than  310°,  so  as  to  result  in  the  production  of  nearly  pore 
fiber  without  resort  to  any  other  chemical  process,  thereby  saving  both  alkali  and  time. 

If  the  defendants  used  a  process,  involving  the  same  principle,  to  produce  the  same 
result  in  substantially  the  same  way,  they  can  not  escape  the  patent  by  a  previoos 
shivering  of  the  material  into  shreds,  or  by  a  previous  boiling  it  in  an  open  vessel  in 
spent  alkali,  or  by  putting  it  through  a  beating  engine,  and  then  calling  the  Mellier 
patent  a  "  one-st.ige  process,*'  and  the  defendants*  a  *•  two-dtage  process.** 

The  pressure  of  seventy  pounds,  as  spoken  of  in  the  Mellier  patent,  means  seventy 
pounds  according  to  the  French  tables  from  which  one  atmosphere  must  be  deducted 
to  obtain  the  pressure  indicated  upon  the  steam-gauge. 

The  patent  No.  25,418,  granted  to  Keene,  is  for  a  combination  of  which  the  stirrers 
described  are  a  material  part.  If  no  stirrers  are  used  by  the  defendants,  there  can  b: 
no  infringement. 

The  second  patent.  No.  38,901,  is  for  a  combination  of  which  the  diaphragm  and  well 
are  material  parts,  and  as  the  defendants  charge  their  boiler  below  the  diaphragm, 
and  use  no  well,  they  do  not  infringe. 

(Before  Bxnxoict,  J.,  Eastern  District  of  New  York,  January,  1868.) 
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This  was  a  bill  in  equity  filed  to  restrain  the  defendants  from 
infringing  the  five  letters  patent  relating  to  the  manufacture  of 
paper  pulp  from  wood  and  straw,  which  will  be  found  fully 
described  in  the  report  of  the  case  of  American  PVood  Paper  Co. 
V.  Heft  (p.  316). 

The  facts  of  the  case  are  substantially  the  same  as  those  set 
forth  in  that  report. 

Thomas  A,  Jenckes^  for  complainants- 

George  Gifford^  for  defendants. 

Benedict,  J. 

This  is  a  suit  in  equity  founded  upon  five  different  patents 
relating  to  the  production  of  pulp  fit  for  the  manufacture  of 
paper,  which  patent,  it  is  alleged,  the  respondents  have  infringed. 

The  questions  raised  in  the  case  are  so  similar  to  those  already 
considered  in  other  actions  founded  upon  the  same  patents,  and 
especially  in  an  action  brought  by  the  same  complainants  in  the 
Circuit  Court  for  the  Eastern  District  of  Pennsylvania,  and  there 
decided  since  the  commencement  of  the  present  suit,  that  I  feel 
relieved  of  much  of  the  responsibility  which  I  should  otherwise 
feel  in  disposing  of  questions  of  this  character.  In  the  light  of 
these  decisions,  my  way  to  a  correct  determination  is  not  obscure. 

As  to  two  of  the  patents  sued  on,  the  patents  reissued  to 
Watt  &  Burgess,  numbered  1448  and  1449,  the  determination 
of  the  Court  in  the  case  referred  to  furnishes  an  authority  from 
which  I  should  not  feel  at  liberty,  had  I  the  inclination^  to  dissent. 
In  accordance  with  that  authority,  it  must  here  be  held  that  the 
Watt  &  Burgess  patent,  No.  1448,  which  is  for  a  pulp  suitable 
for  the  manufacture  of  paper,  made  from  wood  or  other  vegetable 
substances  by  boiling  the  wood  or  other  substances  in  an  alkali, 
under  pressure,  as  described,  can  not  be  sustained  as  a  valid 
patent  for  a  new  product*.  Aside  from  that  authority^  I  should 
feel  bound  to  say  that  it  appears  impossible  to  consider  that  to 
be  a  new  material,  patentable  as  a  new  product,  which  is  simply 
a  substance  long  well-known  to  exist  in  wood  and  other  sub- 
stances, left  in  a  state  "nearly  pure,"  and  consequently  fit  for 
the  manufacture  of  paper  on  being  bleached  by  the  removal 
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from  it  of  the  intercellulose  with  which  it  is  found  to  be  com- 
bined in  wood.  The  patent,  No.  1448,  is  for  such  a  material  as 
a  new  product,  in  the  production  of  which,  under  the  patent,  if 
there  be  anything  new,  it  is,  as  it  seems  to  me,  the  process,  not 
the  product. 

The  same  authority  must  also  dispose  of  the  compIainant^s 
case,  so  far  as  it  rests  upon  the  Watt  &  Burgess  patent.  No. 
1449,  which  is  for  the  process  of  producing  this  material  from 
wood  and  other  vegetable  substances  as  described. 

As  regards  this  patent,  the  learned  judge  of  the  District  Court, 
who  took  part  in  the  decision  of  the  Pennsylvania  case,  in  his 
opinion,  as  delivered,  makes  the  case  turn  upon  the  question  of 
fact  whether  the  process  described  in  the  reissued  patent  was 
invented  by  Watt  &  Burgess  prior  to  the  issue  of  their  original 
patent  in  1853,  ^"^  ^^  finds  upon  evidence,  in  substance  the 
same  as  the  evidence  before  me  in  this  case,  that  this  process 
had  not  then  been  invented  by  Watt  &  Burgess.  Such  is  also 
my  conclusion ;  and  I  am  also  of  the  opinion  that  the  reissued 
patent  is  for  a  process  substantially  different  from  any  described 
in  the  original  patent.  So  far,  then,  as  the  bill  rests  upon  the 
two  Watt  &  Burgess  patents,  1448  and  1449,  it  must  fail. 

But  the  complainants  have  not  based  their  action  upon  the 
Watt  &  Burgess  patent  alone;  they  have  also  averred  and 
proved  the  ownership  of  a  patent  issued  to  one  Mellier  on 
August  7,  1857,  *"^  numbered  17,387.  This  patent  is  for  the 
use  of  a  vessel  of  a  peculiar  description  for  heating  the  material 
in  the  manufacture  of  paper  pulp,  and  also  for  a  process  of  dis- 
integrating vegetable  matter  for  the  purpose  of  producing  pure 
cellulose  fit  for  the  manufacture  of  paper.  It  is  the  latter  claim 
alone  which  is  called  in  question  here.  This  patent  also  was 
brought  to  the  consideration  of  the  Court  in  the  Pennsylvania 
case  referred  to,  where  the  judges  differed  in  opinion  respecting 
it.  It  has  likewise  been  considered  and  passed  upon  by  the  Cir- 
cuit Court  of  this  circuit,  in  the  case  of  Buchanan  v.  Howland^ 
decided  in  Albany,  March  23,  1863,  Hall,  J.     (Vol.  II,  p. 

341.) 

To  the  claim  based  upon  the  patent  of  Mellier,  the  first 

ground  of  defense  taken  here  is,  that  the  evidence  does  not 
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show  Mellier  to  have  been  the  first  inventor  of  the  process  de- 
scribed in  his  patent.  The  same  point  was  taken  in  the  Pennsyl- 
vania case  referred  to,  and  there  Judge  Cadwalader  held  with  the 
complainant  and  Mr.  Justice  Grier  the  contrary.  In  the  Albany 
case,  however,  the  patent  was  sustained  by  the  Court  as  for  a  new 
and  useful  process  described  by  Mellier.  The  evidence  before 
me  upon  the  point  in  question  differs  somewhat  from  the  evidence 
presented  in  the  Albany  case,  but  is  substantially  the  same  as  that 
offered  in  the  Pennsylvania  case.  I  have  considered  it  with  care, 
and  see  nothing  in  it  which  should  lead  to  a  different  conclusion 
from  that  arrived  at  by  those  experienced  judges  who  have  here- 
tofore sustained  the  parent. 

The  next  ground  of  defense  is,  that  the  Mellier  patent  is  for 
a  method  of  treating  straw,  and  does  not  cover  bamboo,  which 
is  the  material  mostly  used  by  the  respondents.  This  point  I 
can  not  consider  to  be  free  from  doubt.  In  the  opinion  delivered 
by  Judge  Hall  in  the  Albany  case,  the  patent  is  always  spoken 
of  as  a  patent  relating  to  straw ;  but  in  that  case  the  infiingement 
proved  was  in  regard  to  straw,  and  the  Court  had  no  occasion  to 
consider,  and  expressed  no  opinion  as  to  whether  the  patent 
extended  to  any  other  substance. 

In  the  Pennsylvania  case  the  point  was  fairly  raised,  and  upon 
it  Judge  Cadwalader  expressed  the  opinion  that  the  patent  would 
cover  any  fibrous  vegetable  substance  requiring  like  treatment 
with  straw  for  the  purpose  in  view,  and  that  wood  was  within 
its  scope,  while  Mr.  Justice  Grier  considered  the  patent  to  be 
confined  to  straw  et  similla.  It  appears  to  me  quite  manifest, 
from  the  language  of  the  specification,  that  the  patentee  con- 
sidered his  process  as  applicable  and  beneficial  in  the  treatment, 
not  only  of  straw,  but  also  of  other  vegetable  substances.  He 
uses  throughout,  the  phrase  ^^  straw  and  other  vegetable  fibrous 
materials  requiring  like  treatment."  His  description  of  his  pro- 
cess nowhere  limits  it  to  the  single  article  of  straw,  and  his  patent 
is  for  his  process  as  described ;  but  he  does,  in  the  last  clause  of 
his  specification,  say  :  '*  I  also  claim  the  within  process  for  bleach- 
ing straw,  consisting,  etc.  *  *  *  substantially  as  described." 
Now,  his  process  described  is  not  a  process  for  bleaching,  in  the 
ordinary  acceptation  of  that  term,  nor  is  it  a  process  for  treating 
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Straw  alone.  No  person  looking  at  the  whole  paper  would  fail 
to  see  that  the  patented  discovery  related  to  other  material  as 
well  as  straw  ;  and  in  view  of  the  peculiar  phraseology  of  the 
last  clause,  which  is  called  the  claim,  and  of  the  intention  mani* 
fest  elsewhere  in  the  instrument,  I  incline  to  the  opinion  that, 
according  to  the  principles  applicable  in  the  construction  of  the 
patent,  the  last  clause  should  not  be  held  to  be  such  a  formal 
summing  up  and  defining  of  the  limits  of  the  invention  as  to 
restrict  the  patents  to  the  single  substance  there  mentioned,  and 
this  must  have  been  the  conclusion  of  Mr.  Justice  Grier  as  well 
as  of  Judge  Cadwalader.  If,  then,  the  patent  extends  to  any 
other  substance  than  straw,  in  the  common  and  limited  significa* 
tion  of  the  word,  the  respondents  are  within  its  scope  by  reason 
of  their  treatment  of  bamboo.  They  appear  at  times  to  have 
treated  common  straw,  but  their  principal  article  is  bamboo, 
which  they  use  for  the  purpose  of  producing  from  it  the  desired 
pulp  for  the  manufacture  of  paper,  the  stalks  of  this  plant,  which 
is  the  gigantic  grass  of  the  tropics,  belonging  to  the  same  botan- 
ical order  as  wheat,  oats,  etc.  The  defendants,  by  means  of  a  pe- 
culiar process  of  t heir  own,  shiver  the  bamboo  into  a  mass  of  tendril* 
like  shreds  or  strips  very  like  a  mass  of  straw,  which  they  then  boil 
in  caustic  alkali,  under  pressure,  sometimes  having  previously 
boiled  it  in  spirit  alkali,  in  open  vessels,  and  sometimes  not.  It 
is  certainly  a  fibrous  vegetable  substance  requiring  like  treatment 
for  the  purpose  in  question.  It  was  treated  by  the  respondents 
in  the  same  way  that  they  treated  straw,  and  for  the  same  pur* 
pose,  and  is  in  form  and  substance  so  very  like  to  the  commoo 
straw,  that  it  must,  in  my  opinion,  be  held  to  be  within  the  scope 
of  the  Mellier  patent. 

But,  again,  it  is  said  that  the  Mellier  patent  is  claimed  to  be  a 
patent  for  a  single-stage  chemical  process  resulting  in  the  produc- 
tion of  pulp  fit  for  paper,  in  which  case  the  respondents  do  not  in- 
fringe it,  because  their  treatment  is  a  two*stage  process. 

The  principle  of  the  Mellier  discovery  was  that  the  effect  of  a 
solution  of  pure  caustic  soda  upon  certain  vegetable  substances 
could  be  increased  by  the  use  of  it,  under  pressure,  at  a  tempera- 
ture not  less  than  about  310^,  so  as  to  result  in  the  production 
of  nearly  pure  fiber  without  resort  to  any  other  chemical  process, 
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thereby  saving  both  alkali  and  time.  The  final  process  used  by 
the  defendants  is,  as  I  understand  the  evidence,  a  process  which 
invokes  the  same  principle  to  produce  the  same  result,  and  in 
substantially  the  same  way.  If  this  be  so,  they  do  not  escape 
the  patent  by  a  previous  shivering  of  the  material  into  shreds,  or 
by  a  previous  boiling  it  in  an  open  vessel  in  spent  alkali,  or  by 
putting  it  through  a  beating  engine.  The  material  so  previously 
treated,  is  still  a  fibrous  vegetable  substance,  requiring  to  be 
treated  by  the  Mellier  process  to  produce  the  pulp  desired ;  and 
when  the  defendants  apply  that  process  to  it  they  infringe.  But 
the  respondents  insist  that  they  do  not  infringe  the  Mellier  patent 
because  they  use  a  pressure  lower  than  the  minimum  pressure 
required  by  the  Mellier  process,  which  they  claim  to  be  the 
pressure  represented  by  seventy  pounds  upon  the  steam  gauge. 
Upon  this  point  I  concur  with  Judge  Cadwalader,  in  the  opin- 
ion that  the  minimum  pressure  of  the  Mellier  patent  is  the  pres- 
sure indicated  by  fifty-five  pounds  upon  the  steam  gauge  instead 
of  seventy  pounds.  It  is  true  that  the  patent  designated  seventy 
pounds,  but  it  says  internal  pressure,  and  gives  310^  Fahrenheit 
as  the  corresponding  temperature.  Now,  310°  Fahrenheit  is 
not  a  temperature  corresponding  with  seventy  pounds,  as  indi* 
cated  by  the  steam  gauge  ;  and  it  is  quite  evident,  I  think,  that 
the  patentee,  in  mentioning  seventy  pounds,  had  in  his  mind  the 
French  tables,  which  differ  from  the  American  tables,  and  ac- 
cording to  which  the  weight  of  one  atmosphere,  14.7,  must  be 
deducted  to  give  the  gauge- pressure  intended  to  be  indicated. 
Nor  does  the  statement  in  the  specification  that  ^^a  steam  gauge 
properly  fixed  will  enable  one  to  ascertain  when  the  pressure  had 
attained  the  required  degree,"  appear  to  me  to  be  inconsistent 
with  this  construction.  Any  skillful  person  must  see  from  the 
specification  that  the  internal  pressure  was  to  be  considered,  and 
that  pressure  he  would  ascertain  by  adding  an  atmosphere  to  the 
reading  of  the  gauge.  According  to  the  evidence,  the  respond- 
ents have,  at  times,  used  an  external  pressure  of  sixty  pounds, 
equivalent  to  an  internal  pressure  of  seventy-five  pounds,  run- 
ning down,  it  is  true,  at  times  as  low  as  forty  pounds ;  but  their 
claim  is  to  the  right  to  any  rate  of  pressure,  which,  according 
to  the  views  here  expressed,  is  untenable. 
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So,  too,  in  regard  to  the  strength  of  caustic  alkali  used.  The 
respondents  must  be  considered  within  the  Mellier  patent,  which 
designated  for  straw  a  strength  of  from  2°  to  3°  Beaume.  The 
testimony  of  the  respondents'  witness,  as  explained  by  the  respond- 
ents, gives  a  strength  of  less  than  3^^  Beaume,  and  used  by  them, 
which  would  bring  them  fairly  enough  within  the  scope  of  the 
patent  in  question. 

I  have  thus  considered  the  principal  objection  made  to  the 
complainants'  demand,  as  based  upon  the  Mellier  patent,  and  my 
conclusion  is,  that  the  decree  must  be  in  favor  of  complainants 
so  far  as  that  portion  of  their  claim  is  concerned. 

There  remains  to  be  considered  the  two  boiler  patents  which 
are  set  out  in  the  bill,  as  to  which  it  seems  sufficient  to  say  that 
the  first  boiler  patent  of  Keen,  No.  25,418,  is  for  a  combination 
of  which  the  stirrers  described  are  a  material  part ;  the  evidence, 
however,  shows  that  the  stirrers  are  not  used  by  the  respond- 
ents; not  using  the  complainants'  combination,  thev  do  not 
infringe  his  patent.  The  second  boiler  patent  of  1863,  No. 
38,901,  is  also  for  a  combination  of  which  the  diaphragm  and 
well  are  material  parts.  The  respondents  use  no  well  with  the 
diaphragm,  but  charge  their  boiler  below  the  diaphragm.  There 
is,  then,  no  use  of  the  defendants'  combination  secured  by  the 
patent.  So  far  as  the  complainants'  case  rests  upon  these  two 
boiler  patents,  it  must  fail. 

The  decree  must  accordingly  be  in  favor  of  the  complain- 
ants, the  terms  of  which  may  be  settled  on  notice  to  the  oppo- 
site party,  when  I  will  also  dispose  of  the  question  of  costs. 
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William  E.  Doubleday  and  John  Stewart 

vs. 
Frederick  Sherman  and  Henry  Boas.     In  Equity. 

The  inTcntion  covered  by  letters  patent  issued  to  William  Oiborn,  August  19,  1856, 
and  reissued  May  29, 1866,  consists  in  shaping,  by  means  of  heated  dies,  the  whole 
of  a  bonnet  frame  or  other  similar  article,  to  be  worn  upon  the  head,  at  one  opera- 
tion instead  of  requiring  several  successive  operations,  as  had  been  previously  practiced. 

Prior  to  the  invention  of  Osborn  the  forming  of  the  flaring  face-piece  and  side-crown  of 
a  bonnet,  jointly,  at  one  operation,  had  never  been  effected. 

(Before  Blatcmfosd,  J.,  Southern  District  of  New  York,  January,  1868.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  an  "  improvement  in  machines  for 
pressing  bonnets,  bonnet  frames,"  etc.,  granted  to  William  Os- 
born, August  19,  1856,  reissued  to  him  February  17,  1857,  ^"^ 
again  March  27,  i860,  assigned  to  complainants  and  reissued  to 
them  May  29,  1866. 

This  patent  was  before  the  Court  in  the  case  of  Doubleday  v. 
Bracheo  (Vol.  II,  p.  560).  The  claims  of  the  original  patent  and 
the  reissues  of  1857  ^^^  '^^^  ^'^  ^^  found  in  the  report  of 
that  case.  The  claims  of  the  reissue  of  May,  1866,  are  as 
follows : 

"  I.  Manufacturing,  stretching,  or  shaping,  by  means  of  heated  dies,  the  whole  of  the 
bonnet  frame  (or  similar  article,  to  be  yvorn  upon  the  head),  at  one  operation,  substantially 
as  specified. 

"  II.  Manufacturing  by  stretching,  forming,  or  shaping,  by  heated  dies,  the  flaring  face- 
piece  and  side-crown  of  a  bonnet,  or  similar  article,  to  be  worn  upon  the  head,  jointly, 
at  one  operation,  substantially  as  specified.** 

D.  S.  Riddle^  for  complainants. 
y.  fV.  R.  Bromfyy  for  defendants. 

Blatchford,  J. 

This  is  a  final  hearing  on  a  bill  in  equity,  founded  on  letters 
patent  reissued  to  the  plaintiffs,  May  29, 1866,  for  an  ^^  improve- 
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ment  in  machines  for  pressing  bonnets,  bonnet  frames,"  etc. 
The  original  letters  patent  were  issued  to  William  Osborn, 
August  19,  1856.  They  were  reissued  to  Osborn,  February 
17,  1857,  ^"^  again  reissued  to  Osborn,  March  27,  i860.  The 
invention  consists  in  shaping,  by  means  of  heated  dies,  the  whole 
of  a  bonnet  frame,  or  other  similar  article,  to  be  worn  upon  the 
head,  at  one  operation,  instead  of  requiring  several  successive 
operations,  as  had  been  previously  practiced.  In  the  apparatus 
of  Osborn,  there  is  a  given  die  of  marble,  or  other  material,  and 
an  upper  die  of  cast  iron,  or  other  material,  the  latter  so  arranged 
with  a  rim  or  flange  around  the  lower  edge  as  to  hold  heaters  all 
around  it  to  make  it  hot  enough  to  press  the  articles.  The 
bonnet  frame  is  put  on  to  the  lower  die,  and  the  upper  die  is 
brought  against  the  frame  by  mechanism,  and  the  frame  is  thus 
pressed  all  over  at  the  same  time  by  one  impression.  Prior  to 
the  invention  of  Osborn,  the  forming  of  the  flaring  face-piece 
and  side-crown  of  a  bonnet,  jointly,  at  one  operation,  had  never 
been  effected.  The  patent  disclaims  forming  or  shaping  the  tip 
and  side-crown,  or  crown,  separately,  and  forming  the  brim  or 
flaring  face-piece  separately.     The  claims  are  : 

^^  I.  Manufacturing,  stretching,  or  shaping,  by  means  of  heated 
dies,  the  whole  of  the  bonnet  frame,  or  similar  article,  to  be  worn 
upon  the  head,  at  one  operation,  substantially  as  specified. 

^^  II.  Manufacturing  by  stretching,  forming,  or  shaping,  by 
heated  dies,  the  flaring  face-piece  and  side-crown  of  a  bonnet  or 
similar  article,  to  be  worn  upon  the  head,  jointly,  at  one  opera- 
tion, substantially  as  specified." 

The  proof  is  clear  that  the  defendants  have  infringed  the 
patent  by  using,  for  the  making  of  bonnet  frames  at  one  opera- 
tion out  of  a  single  piece  of  material,  the  same  means  that  are 
covered  by  the  claims  of  the  patent.  There  has  been  no  attempt 
on  the  part  of  the  defendants  to  prove  any  of  the  defenses  of 
want  of  novelty  set  up  in  the  answer. 

A  DECREE  must  be  entered  for  a  perpetual  injunction  against 
the  defendants  from  further  infringing  the  patent,  and  for  a  refer- 
ence to  a  master  to  ascertain  and  report  the  profits  which  have 
accrued  to  them  from  their  infringement. 
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William  Doubleday 

vs. 

Frederick  Sherman  and  Henry  Boas.     In  Equity. 

The  InTention  described  in  letters  patent  granted  to  Frank  S.  Siblef^  October  9,  i860, 
consists  in  employing  a  rope,  strap,  or  band,  to  turn  up  or  curl  the  brims  of  hats, 
in  combination  with  upper  and  lower  heated  dies,  which  press  a  flat  sheet  of 
material  between  them  to  form  a  hat. 

(Before  Blatchpord,  J.,  Southern  District  of  New  York,  January,  1868.) 

This  was  a  bill  in  equity  filed  to  restrain  defendants  from  in- 
fringing letters  patent  "  for  an  improvement  in  curling  hat 
brims,"  granted  to  Frank  S.  Sibley  and  the  complainant,  as  as- 
signees of  Sibley,  October  9,  i860,  and  subsequently  assigned  to 
plaintiff. 

The  claim  of  the  patent  was  as  follows: 

"  The  rope,  strap,  or  band  c,  in  combination  with  the  dies  a  and  ^,  for  drawing  upon 
and  curling  the  material  forming  the  hat  brim,  as  specified.** 

D,  S.  Riddle^  for  complainant. 

y.  W.  R,  Bromley y  for  defendants. 

Blatchford,  J. 

This  is  a  final  hearing  on  pleadings  and  proofs  on  a  bill  filed 
on  letters  patent  granted  to  Frank  S.  Sibley  and  the  plaintiff,  as 
assignees  of  Sibley,  the  inventor,  October  9,  i860,  for  an  "  im- 
proved method  of  curling  hat  brims."  The  patent  has  been 
assigned  to  the  plaintiff.  The  invention  consists  in  employing  a 
rope,  strap,  or  band,  to  turn  up  or  curl  the  brims  of  hats,  in 
combination  with  upper  and  lower  heated  dies,  which  press  a  flat 
sheet  of  material  between  them  to  form  a  hat.  The  lower  die 
has  a  curved  rim  near  the  edge,  and  as  the  pressing  progresses 
the  rope  is  laid  around  the  edge  of  the  lower  die  and  drawn  in, 
which  gathers  the  cloth  around  the  edges  of  the  upper  die  and 
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holds  it  there  while  being  dried  or  pressed,  and  causes  the  brim 
of  the  hat  to  assume  a  curled  form  corresponding  to  the  shape  of 
the  die.  The  infringement  is  clearly  proved,  and  nothing  is 
shown  in  defense. 

There  must  be  a  decree  for  a  perpetual  injunction  restraining 
the  defendants  from  further  infringement,  and  a  reference  to  a 
master  to  ascertain  and  report  the  profits  which  have  accrued  to 
them  from  the  infringement. 


Marcus  Ormsbee 


vs. 


John  Wood.     In  Equity. 

The  invention  described  in  the  letters  patent  granted  to  Albert  S.  Soothworth,  April 
lo,  1855,  reissued  September  25,  i860,  consists  in  bringing  successfully  into  the 
field  the  lens  of  a  camera,  the  difl^rent  portions  of  a  single  plate,  or  sereral 
smaller  plates. 

(Before  Blatchtord,  J.,  Southern  District  of  New  York,  January,  1868.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendant  from 
infringing  letters  patent  for  a  ^^  plate  holder  for  cameras,"  granted 
to  Albert  S.  Southworth,  April  10,  1855,  reissued  September  25, 
i860,  assigned  to  Simon  Wing  and  complainant,  December  8, 
i860.  On  the  same  day,  the  exclusive  right  for  the  State  of 
New  York  was  conveyed  by  Wing  to  complainant. 

The  invention  is  fully  described  in  the  case  of  ^ng  v.  Rich- 
ardson  (Vol.  II,  p.  535). 

ff^.  J.  A.  Fuller^  for  complainant. 
N.  AppUtoHy  for  defendant. 
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Blatchford,  J. 

This  is  a  final  hearing  on  pleadings  and  proofs  on  a  bill  filed 
upon  letters  patent  reissued  to  Albert  S.  Southworth,  of  Boston, 
Massachusetts,  September  25,  i860,  for  a  ^^  plate  holder  for 
cameras/*  The  original  patent  was  issued  to  Southworth  as 
inventor,  April  10,  1855.  The  reissued  patent  was  assigned  by 
Southworth  to  Simon  Wing  and  the  plaintiff,  December  8,  i860, 
and  on  the  same  day  Wing  conveyed  to  the  plaintiff  the  exclu- 
sive right  under  the  same  for  the  city  of  New  York.  The 
alleged  infringement  took  place  in  the  city  of  New  York. 
The  invention  covers  what  is  commonly  known  in  the  photo- 
graphic art  as  the  multiplying  camera  or  plate  holder.  Before 
this  invention,  it  was  customary  to  use  a  separate  plate  for  each 
impression;  the  plate  being  removed  from  the  camera  and  replaced 
by  another  when  several  impressions  of  the  same  objects  were  to 
be  taken.  This  invention  consists  in  bringing  successively  into 
the  field  of  the  lens  of  the  camera  the  different  portions  of  a  single 
plate,  or  several  smaller  plates.  This  is  done  by  a  peculiar 
arrangement  of  a  frame  in  which  the  plate  holder  is  permitted  to 
slide,  the  position  of  the  plate  holder  being  definitely  indicated  to 
the  operator  so  that  he  can  quickly  and  accurately  adjust  the  palet 
or  plates.  The  claim  of  the  reissued  patent  is:  ^^  Bringing  the 
different  portions  of  a  single  plate,  or  several  smaller  plates,  suc- 
cessively into  the  field  of  the  lens  of  the  camera,  substantially  in 
the  manner  and  for  the  purpose  specified." 

Various  defenses  are  set  up  in  the  answer  of  the  defendant, 
but  no  testimony  has  been  taken  to  sustain  them ;  they  are  sub- 
stantially the  same  defenses  that  were  set  up  in  the  suit  in  equity 
of  ff^ing  V.  Richardson^  decided  in  the  Circuit  Court  of  the  United 
States  for  the  district  of  Massachusetts,  in  June,  1865,  by  Mr. 
Justice  Clifford  (Vol.  II,  p.  535),  which  was  a  bill  founded  on 
the  same  reissued  patent.  In  that  case  it  was  decided:  i.  That 
the  patentee  invented  the  improvement  claimed.  2.  That  the 
reissued  patent  was  for  the  same  invention  as  that  described  in 
the  original  patent.  3.  That  the  defense  of  abandonment  was 
not  proved.  4.  That  the  patent  was  not  open  to  objections  as 
patenting  a  principle  or  result.  5.  That  the  patentee  was  the 
first  inventor  of  the  improvement. 
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The  infringement  in  the  present  case  is  proved. 

There  must  be  a  decree  for  a  perpetual  injunction  in  accord- 
ance with  the  prayer  of  the  bill,  and  for  a  reference  to  a  master 
to  take  and  state  an  account  of  the  profits  derived  by  the  defend- 
ant from  the  infringement. 


Henry  B.  Goodyear,  Adm'r,  and  The   Vulcanite 

Jewelry  Company 


vs. 


Richard  J.  Allyn  and  Samuel  T.  Phelps. 

Section  13  of  the  act  of  March  2, 18  61,  does  not  require  that  the  bill  should  avertha^ 
the  patentee  had  marked  the  articles  made  or  vended  under  the  patent  as  required 
by  the  htatute. 

To  prevent  the  lecovery  of  damages  under  that  statute,  it  must  appear,  either  from  the  bill 
or  in  the  proofs,  that  the  patentee  has  made  or  vended  the  articles  under  the  patent. 

The  burden  of  proof  is  upon  the  defendant  to  show  a  failure  on  the  part  of  the  patentee 
to  mark,  as  required  by  the  statutes  articles  made  or  vended  under  the  patent  If 
this  be  shown,  the  burden  of  proof  is  upon  the  pttentee  to  show  chat  before  suit 
was  brought,  the  defendant  was  notified  that  he  was  infringing  the  patent,  and  that 
he  continued,  after  such  notice,  to  make  and  vend  the  patented  article. 

The  penalty  imposed  by  the  statute  for  a  failure  to  mark  patented  articles  is  only  the 
taking  away  of  the  right  to  recover  damages  in  the  suit.  It  does  not  afiect  the 
right  to  an  injunction,  either  perpetual  or  provisional. 

Whether  the  statute  applies  to  a  suit  in  equity,  or  any  other  suit,  except  an  action  brought 
under  section  14  of  the  act  of  July  4,  1836,  fuare. 

The  plaintiff  in  a  suit  in  equity  does  not  recover  damages. 

The  practice  is  well  settled  that  it  is  proper,  in  a  suit  in  equity  on  a  patent,  to  join  at 
plaintiff  with  the  owner  of  a  legal  title  to  the  patent,  the  party  who  is  immediately 
injured  by  the  infringement,  and  who  is  equitably  entitled  to  the  fruits  of  the  re- 
covery in  the  suit. 

The  bill  may  be  verified  by  the  equitable  owner  of  the  patent,  and  a  verification  by  the 
holder  of  the  legal  title  is  not  necessary. 

(Before  BLATCMroRD,  J.,  Southern  District  of  New  York^  January^  1868.) 
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This  was  a  motion  for  a  provisional  injunction  to  restrain  the 
infringement,  by  the  defendants,  of  two  letters  patent,  being  reis- 
sues of  a  patent  for  an  "improvement  in  the  manufacture  of 
India  rubber/'  granted  to  Nelson  Goodyear,  May  6,  1861,  reis- 
sued in  two  divisions  to  Henry  B.  Goodyear,  administrator  of 
Nelson  Goodyear,  deceased.  May  18,  1858,  and  extended  to  the 
administrator  for  seven  years  from  May  6,  1865. 

The  claims  of  the  patents  and  a  description  of  the  invention 
will  be  found  in  the  report  of  the  case  of  Goodyear  v.  New  Tork 
Gutta  Percha  Comb  Co.  (Vol.  II,  p.  312.) 

fV,  y.  A.  Fuller^  for  complainants. 

P.  Van  Antwerp^  for  defendants. 

Blatchford,  J. 

This  is  a  motion  for  a  provisional  injunction  to  restrain  the 
infringement  of  two  reissued  letters  patent  granted  to  Henry  B. 
Goodyear,  administrator  of  Nelson  Goodyear,  deceased.  May 
18,  1858,  for  an  ^improvement  in  the  manufacture  of  India 
rubber,"  and  numbered  556  and  557.  They  are  reissues  of  an 
original  patent  granted  to  Nelson  Goodyear,  May  6, 1851.  The 
patent  as  reissued  was  extended  May  5, 1865,  for  seven  years  from 
May  6,  1865.  The  reissues  relate  to  what  is  commonly  known 
as  "  hard  rubber,"  or"  vulcanite,"  No.  556  being  for  the  process, 
and  No.  557  for  the  product.  Henry  B.  Goodyear,  administra- 
tor, is  the  owner  of  the  legal  title  to  the  reissues.  The  Vulcan- 
ite Jewelry  Company  is  the  owner  of  an  exclusive  license  under 
the  reissues  in  and  for  the  whole  of  the  United  States,  to  make,  use, 
and  vend  bracelets,  ear-rings,  brooches,  beads,  chains,  charms,  pins, 
and  necklaces,  designed  to  be  worn  about  the  person  for  orna- 
ment, and  also  watch-cases  and  watch-keys.  The  bill  avers  that 
the  Vulcanite  Jewelry  Company  is  in  the  full  enjoyment  of  the 
rights  and  interests  acquired  by  it,  and  that  this  suit  is  brought 
for  its  benefit ;  but  it  does  not  aver  that  the  company  has  ever 
made  or  vended  any  article  under  the  patent.  The  bill  is  veri- 
fied by  the  president  of  the  company,  and  the  jurat  contains  an 
averment  that  the  deponent  verily  believes  Nelson  Goodyear  to 
have  been  the  first  and  original  inventor  of  the  improvements 
claimed  in  the  reissued  letters  patent. 
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These  reissued  patents  were  fully  sustained  in  a  final  hearing 
in  a  suit  in  equity  in  this  Court,  Goodyear  v.  The  New  Tork 
Gutta  Percha  and  India  Rubber  Vulcanite  Co,  in  1862  (Vol.  II.  p. 
312),  against  all  defenses  of  invalidity  and  want  of  novelty. 
On  the  present  application  the  defendants  do  not  deny  the  in- 
fringement alleged,  but  they  take  three  objections  to  the  plain- 
tiffs' bill. 

By  section  13  of  the  act  of  March,  2,  1861,  12  U.  S.  Stat,  at 
Large,  249,  it  is  provided  that  ^^  in  all  cases  where  an  article  is 
made  or  vended  by  any  person  under  the  protection  of  letters 
patent,  it  shall  be  the  duty  of  such  person  to  give  sufficient  notice 
to  the  public  that  said  article  is  so  patented,  either  by  fixing 
thereon  the  word  ''  patented,"  together  with  the  day  and  year 
the  patent  was  granted,  or  when,  from  the  character  of  the  article 
patented,  that  may  be  impracticable,  by  enveloping  one  or  more 
of  the  said  articles  and  affixing  a  label  to  the  package,  or  other- 
wise attaching  thereto  a  label  on  which  the  notice,  with  the  date, 
is  printed,  on  failure  of  which,  in  any  suit  for  the  infringement  of 
letters  patent  by  the  party  failing  so  to  mark  the  article,  the  right 
to  which  is  infringed  upon,*  no' damage  shall  be  recovered  by  the 
plaintiff,  except  on  proof  that  the  defendant  was  duly  notified  of 
the  infringement,  and  continued,  after  such  notice,  to  make  or 
vend  the  article  patented."  The  objection  taken  is  that  the  bill 
does  not  aver  that  the  plaintifi^s,  or  either  of  them,  marked,  as  re- 
quired by  the  statute,  the  articles  made  or  vended  under  the  patent. 
There  are  several  answers  to  this  objection  :  i.  It  does  not  ap- 
pear by  the  bill  that  the  plaintiffs,  or  either  of  them,  have  ever 
made  or  vendcrd  any  articles  under  the  patent,  and  that  fact  is  not 
shown  by  the  defendants.  2.  If  that  fact  did  appear  either  by 
the  bill  or  otherwise,  it  would  be  for  the  defendants  to  show  a 
failure  by  the  plaintiffs  to  mark,  as  required,  the  articles  made  or 
vended,  and  then  the  burden  of  proof  would  be  on  the  plaintiffs 
to  show  that  before  suit  was  brought  the  defendants  were  duly 
notified  that  they  were  infringing  the  patents,  and  that  they  con- 
tinued, after  such  notice,  to  make  or  vend  the  article  patented. 
3.  The  penalty  imposed  by  the  statute  for  a  failure  to  mark 
patented  articles  is  only  the  taking  away  of  the  right  to  recover 
damages  in  the  suit.     It  does  not  affect  the  right  to  an  injunction, 
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either  perpetual  or  provisional,  as  a  remedy.  4.  It  is  questionable 
whether  the  statute  applies  to  a  suit  in  equity,  or  to  any  other 
suit,  except  an  action  on  the  case  for  damages  brought  under 
section  14  of  the  act  of  July  4,  1836,  5  U.  S.  Stat,  at  Large, 
123,  that  beirg  the  only  species  of  suit  in  which  the  plaintiff 
can  recover  damages  for  the  infringement  of  a  patent.  The 
plaintiff,  in  a  suit  in  equity  on  a  patent,  does  not  recover  dam- 
age^. Livingston  v.  IVoodworthy  15  How.  546—559. 
/it  is  also  objected  that  the  plaintiffs  are  improperly  joined,  and 
that  it  is  not  proper,  in  a  suit  in  equity  on  a  patent,  to  join  as 
plaintiff  with  the  owner  of  the  legal  title  to  the  patent  a  party 
who  is  a  mere  licensee.  The  practice  is  well  settled  that  it  is 
proper,  in  a  suit  in  equity  on  a  patent,  to  join  as  plaintiff  with  the 
owner  of  the  legal  title  to  the  patent  the  parly  who  is  imme- 
diately injured  by  the  infringement,  and  who  is  equitably  entitled 
to  the  fruits  of  the  recovery  in  the  suit.  '  Goodyear  v.  The  New 
Jersey  Central  R.  R.  Co,^  before  Mr.  Justice  Grier,  I  Fisher's 
Pat.  Cases,  blb-bic)  ;  Thompson  v.  Rogers^  before  Judge  Inger- 
soLL,  Law's  Dig.  269,  sec.  19.  '  It  is  averred  in  the  bill  that  the 
Vulcanite  Jewelry  Company  is  entitled  to  sue  for  and  receive  to 
its  own  use,  in  the  name  of  Goodyear,  administrator,  and  itself, 
all  the  damages  occasioned  by  infringements  of  the  reissues  by 
the  manufacture,  sale,  or  use  of  articles  covered  by  the  license  to 
it,  made  in  violation  of  the  reissues,  and  that  this  suit  is  brought 
for  its  benefit.  This  suit  is,  therefore,  properly  brought  in  the 
name  of  those  who  are  joined  as  plaintiffs  in  it. 

The  objection  is  also  taken  that  the  bill  is  not  verified  by 
Goodyear.  The  president  of  the  company  is,  on  the  facts,  the 
proper  party  to  verify  it,  and  he  has  done  so,  and  the  verification 
contains  the  proper  averments. 

The  infringement  is  made  out  by  the  affidavits  on  the  part  of 
the  plaintiffs,  and  is  undefended,  and  a  provisional  injunction 
must  issue  according  to  the  prayer  of  the  bill. 

48 
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Robert  C.  Haselden 


vs. 


Robert  Ogden. 

If  an  invention  is  made  and  used  in  a  private  way,  and  then  thrown  aside  and  not  given 
to  the  public,  a  patent  granted  to  a  subsequent  inventor  would  be  a  valid  patent- 

If,  in  the  use  of  an  invention  by  the  first  inventor,  although  private,  a  subsequent  in- 
ventor had  access  to  it  and  could  have  had  knowledge  of  it,  the  patent  subse- 
quently issued  to  the  second  inventor  would  be  void. 

It  is  for  the  jury  to  say  whether  the  patent  Is  for  such  an  article  as  requires  and  demands 
for  its  production  the  genius  of  an  inventor  as  distinguished  from  the  ordinary  sicill 
of  a  mechanic,  if  it  might  have  been  produced  by  the  latter  only,  the  patent 
would  not  be  valid. 

It  is  an  infringement  to  manufacture  a  patented  article  though  it  is  never  used  by  the 
maker,  or  to  use  a  patented  article  though  made  by  another,  or  to  sell  to  others  the 
article  manufactured  by  another. 

The  claim  governs  the  patent,  and  in  order  to  ascertain  what  is  patented,  reference  most 
be  had  to  the  claim. 

The  patent  of  James  Suggett,  granted  March  29,  1864,  was  for  a  **  combination  of  a 
perforated  iron  pipe  and  pointed  plug,  in  the  shape  of  and  to  be  used  as  a  drill,  and 
a  common  pump.** 

The  manufacture  and  sale  of  a  pump  and  drill  without  a  perforated  pipe,  or  of  a  per- 
forated pipe  and  drill  without  a  pump,  would  be  no  infringement. 

(Before  Sherman,  J.,  Southern  District  of  Ohio,  March,  x86S.) 

This  was  an  action  on  the  case  tried  before  Judge  Sherman 
and  a  jury,  to  recover  damages  for  the  infringement  of  a  patent 
for  an  "improvement  in  pumps,"  granted  to  James  Suggett, 
March  29,  1864,  the  exclusive  right  under  which,  for  Mont- 
gomery county,  Ohio,  was  assigned  topIaintiflF.  The  invention 
was  entitled,  in  the  patent,  "a  new  and  improved  method  of 
putting  down  and  operating  bored  wells."  This  method  con- 
sisted in  boring  a  well  in  the  earth  to  the  desired  depth,  with  any 
ordinary  drill,  of  the  same  or  larger  size  than  the  pipe  to  be  used 
for  drawing  the  water.  The  drill  was  then  entirely  withdrawn, 
and  an  iron  pipe,  pointed  at  the  lower  end  and  provided  with 
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numerous  perforations  for  twelve  or  eighteen  inches  above  the 
point,  was  driven  down  in  the  hole  prepared*  by  the  drill,  and 
sections  added  as  it  was  forced  down,  until  the  perforated  por- 
tion reached  the  water.  Any  ordinary  pump  was  then  screwed 
or  soldered  to  the  upper  end  of  the  pipe^  and  the  well  was  ready 
for  use. 

The  claim  of  the  patentee  was  as  follows : 

"  The  perforated  pipe  0,  with  the  pointed  end  ^  constructed  as  a  drill,  and  united 
with  a  pump,  all  substantially  as  shown  and  described.** 

Upon  the  trial,  the  defendant  produced  pipes  with  pointed  ends 
which  had  been  united  with  pumps,  and  used  in  open  wells  for 
many  years  prior  to  the  invention  of  Suggett,  and  insisted  that 
the  patent  of  Suggett  was  not  for  a  process  of  sinking  the  well, 
but  for  an  instrument,  and  that  the  instrument  being  old,  al- 
though used  in  connection  with  open  wells,  the  plaintiff  could 
not  recover. 

George  M.  Lee^  for  plaintiff. 

Samuel  S.  fisher^  for  defendant. 

Sherman,  J.,  charged  the  jury  as  follows : 

This  is  an  action  of  trespass  brought  to  recover  from  the  de- 
fendant damages  for  the  infringement  of  a  patent  for  bored  wells, 
owned  by  plaintiff. 

To  sustain  his  action,  the  plaintiff  produces  in  evidence  a  pat- 
ent issued  to  one  James  Suggett,  and  by  the  patentee  assigned 
to  the  plaintiff.  The  laws  of  the  United  States  require  that, 
before  such  a  patent  shall  issue,  the  proper  officer  shall  be  satis- 
fied that  the  invention  claimed  is  new  and  useful.  Novelty  and 
utility  are  necessary  requisites  to  a  patent.  The  issuing  of  the 
patent  by  the  proper  officer,  and  the  production  of  it  in  courts,  is, 
therefore,  prima  facie  evidenc  of  the  utility  and  novelty  of  the 
invention.  In  other  words,  you  are  to  assume  that  the  inven- 
tion claimed  is  new  and  useful  until  the  contrary  is  proved. 

It  is  claimed  by  the  defendant  that  the  invention  for  which 
this  patent  issued  was  substantially  used  by  him  and  the  public 
years  before  the  invention  of  Suggett,  at  different  places  named 
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in  the  notice.  This  is  a  matter  for  you.  The  law  not  only 
refuses  a  patent,  or  if  one  is  granted  it  will  be  decided  invalid,  if 
it  is  shown  that  the  subject  matter  of  the  patent  had  been  publicly 
used  before  the  alleged  invention,  or  if  it  had  been  described  in 
any  printed  publication  either  in  this  or  a  foreign  country,  or  if 
the  patentee  was  not  the  original  or  first  inventor.  The  prior  use 
of  an  alleged  invention  must  be  a  public  use  and  not  a  private  use. 
If  an  invention  is  made  and  used  in  a  private  way,  and  then 
thrown  aside  and  not  given  to  the  public,  a  patent  granted  to  a 
subsequent  inventor  would  be  a  valid  patent.  But  if  in  the  use 
of  the  invention  by  the  first  inventor,  the  second  inventor  had 
access  to  it  and  could  have  had  knowledge  of  it,  then  the  patent 
subsequently  issued  would  be  void  and  invalid.  Again,  if  the 
article,  or  what  is  substantially  the  same  article,  has  been  in 
general  use  by  the  dtfendant  or  the  public  before  the  issuing  of 
the  patent,  the  patent  would  be  invalid.  Of  this  you  are  the 
judges.  It  is  for  you  to  decide,  from  the  evidence,  whether  the 
article  that  is  admitted  to  have  been  used  by  the  defendant  for 
years  is  substantially  the  same  as  that  described  in  the  patent. 

It  is  also  for  you  to  say  whether  the  patent  in  question  is  for 
such  an  article  as  requires  and  demands  for  its  production  the 
genius  of  an  inventor,  as  distinguished  from  the  ordinary  skill  of 
a  mechanic.  If  it  might  have  been  produced  by  the  latter  only, 
the  patent  would  not  be  valid. 

If,  therefore,  from  a  consideration  of  the  whole  evidence,  you 
come  to  the  conclusion  that  the  patentee  was  not  the  first  and 
original  inventor  of  the  device  or  article  described  in  the  patent; 
or  if  the  same  thing,  or  what  is  substantially  the  same  thing,  was 
used  by  the  defendant,  or  by  others,  publicly,  for  years  before; 
or  the  article  patented  did  not  requre  the  genius  of  an  inventor, 
but  only  the  ordinary  skill  of  a  mechanic,  then  your  inquiries  may 
here  stop,  and  you  will  render  a  verdict  for  the  defendant.  But 
if  you  find  that  the  patentee  was  the  first  and  original  inventor, 
that  the  article  was  a  new  and  useful  one,  and  that  it  had  not 
been  in  public  use  by  defendant  and  others  before  the  grant  of 
the  patent,  then  you  will  inquire  whether  this  defendant  has  in- 
fringed upon  the  rights  conferred  upon  the  owners  of  the  patent. 

An  infringement  is  a  copy  made  after  and  agreeing  substantially 
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and  in  principle  with  the  article  described  in  the  letters  patent. 
The  act  of  Congress  confers  upon  the  patentee  and  his  assigns 
the  exclusive  right  to  make,  to  use,  or  to  sell  to  others  to  be 
used,  the  article  patented.  It  is,  therefore,  an  infringement  to 
make  or  manufacture  a  patented  article,  though  it  is  never  used 
by  the  maker.  It  is  likewise  an  infringement  to  use  a  patented 
article,  though  made  by  another.  It  is  also  an  infringement  to 
sell  to  others  the  article  when  it  is  manufactured  bv  another. 
The  law  vests  the  exclusive  right  to  do  all  these  three  things 
in  the  patentee,  and  hence  for  another  to  do  one  or  all  of  them 
is  an  infringement. 

There  is  evidence  before  you  tending  to  show  that  the  defend- 
ant manufactured  pipes  and  points  similar  to  those  described  in 
the  patent,  and  sold  them  to  others.  I  am  inclined  to  think  that 
there  is  not  sufficient  evidence  to  convince  you  that  he  ever, 
himself,  used  the  pipes,  etc.,  in  a  bored  well,  and,  therefore,  he 
has  infringed,  if  at  all,  in  making  and  selling  to  others  the  pat- 
ented article.  In  this  connection  it  is  claimed  that  he  was  only  a 
dealer  in  iron  pipes,  and  that  he  never  manufactured  the  article 
described  in  the  patent.  Thisinvolves  the  question:  What  par- 
ticular thing  is  secured  to  the  patentee  in  his  letters  patent  ?  This 
is  a  question  for  the  Court.  In  construing  a  patent,  in  the  first 
place,  courts  generally  look  to  the  claim,  which,  by  law,  is  re- 
quired to  be  a  summing  up  of  the  particulars  of  the  invention  for 
which  the  applicant  desires  a  patent.  If  that  claim  is  vague  and 
uncertain,  then  reference  is  made  to  the  proceedings,  specifica- 
tions, and  drawings,  together  with  such  other  exhibits  as  may  aid 
in  giving  a  construction  to  the  patent.  In  this  case,  in  my  view, 
the  claim  and  specification  do  not  altogether  agree:  one  describes 
an  object  and  purpose,  and  the  other  the  means  to  accomplish 
that  purpose.  But  in  my  judgment  the  claim  governs  the  patent, 
and  in  order  to  ascertain  what  is  patented,  reference  must  be  had 
to  the  claim.  What  is  the  claim  in  this  case  ?  It  is  of  a  ma- 
chine to  be  used  in  boring  a  well,  and  when  bored,  to  be  further 
used  in  bringing  the  water  to  the  surface.  It  is  what  is  well 
known  in  law  as  a  combination  patent.  It  is  a  combination  of 
three  old  and  well-known  principles  to  effect  a  new  and  useful 
purpose.     The  combination  is  for  a  perforated  iron  pipe,  a  pointed 
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plug  In  shape  of  and  to  be  used  as  a  drill,  and  a  common  pump. 
It  is  a  familiar  and  undoubted  principle  of  law,  which  must  govern 
you  in  this  case,  that  in  a  patent  for  the  combination  of  three 
well-known  things,  the  making  and  use  of  two  only  of  them  is 
no  violation  or  infringement  of  the  patent. 

If,  therefore,  you  find  from  the  evidence  that  this  defendant 
made  and  sold  the  pump  and  drill  without  the  perforated  pipe,  or 
he  made  and  sold  the  perforated  pipe  and  drill  without  the  pump, 
then  he  has  not  infringed  the  patent,  and  your  verdict  will  be  for 
the  defendant.  But  if  you  find  that  the  defendant  has  made  and 
sold  all  three  of  what  constituted  this  combination  patent,  then 
he  is  guilty  of  infringing  the  patent,  and  your  next  inquiry  will 
be  the  amount  of  damages  the  plaintiff,  as  the  owner  of  the 
patent,  has  sustained. 

There  is  no  fixed  rule  of  law  as  to  the  amount  of  damages 
which  a  jury  must  give  in  this  class  of  cases.  It  is«  however,  very 
well  settled  that  you  are  to  give  the  actual  damages  the  plaintiflF 
has  suffered.  The  damages  should  be  such  as  would  compen- 
sate him,  not  vindictive  or  speculative  damages.  In  this  case 
the  amount  claimed  is  not  large,  and,  therefore,  of  no  great  im- 
portance. 

The  jury  found  a  verdict  for  the  defendant. 


Jacob  A.  Conover 

vs. 

John  H.  Dohrman  and  John  H.  Peipho.     In  Equity. 

The  phrase  "  operating  at  right  angles  with  the  surface  of  the  bfd  or  carriage,"  in  the 
first  claim  of  letters  patent  granted  to  Jacob  A.  Conover,  May  15,  1855,  is  a  de- 
scription of  that  which  is  incidental,  and  not  essential.  The  complainant  is,  there- 
fore, not  to  be  held  strictly  to  it,  and  the  use  of  cutters  operating  in  the  same 
horizontal  plane  with  the  carriage,  the  machine  being  in  other  respects  the  same  as 
that  of  complainant,  is  an  infringement  of  the  patent. 

(Before  Shipman,  J.,  Southern  District  of  New  YorJc,  March,  1868.) 
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This  was  a  bill  in  equity  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  a  "  machine  for  splitting  wood," 
granted  to  complainant,  May  15,  1855. 

The  nature  of  the  invention  and  the  claim  are  fully  set  forth 
in  the  opinion  of  the  Court. 

P.  Van  Antwerp  and  C,  Af.  Keller^  for  complainant. 

E.  W,  Stoughton^  for  defendants. 

Shipman,  J. 

This  is  a  bill  for  an  injunction  and  account  founded  on  a  patent 
for  a  machine  for  splitting  wood,  issued  to  the  plaintiff.  May  15, 
1855.  In  the  body  of  the  specification  it  is  called  a  machine  for 
splitting  kindling  wood,  and  this  is  the  particular  work  for  which 
the  machine  is  ficted.  The  bill  charges  that  the  respondents 
have  infringed  the  first  and  second  claims  of  the  patent  The 
first  claim  is  for  a  movable  bed  or  carriage  for  carrying  and 
advancing  the  blocks  of  wood  in  combination  with  the  recipro- 
cating cutters,  operating  at  right  angles  with  the  surface  of  the 
bed  or  carriage  substantially  as  and  for  the  purposes  specified. 
The  second  claim  is,  in  combination  with  the  bed  or  carriage  and 
reciprocating  cutter,  substantially  as  specified,  the  employment  of 
the  clearing-plate  through  which  the  cutters  pass,  substantially 
as  and  for  the  purpose  specified.  There  is  a  third  claim  in  the 
patent,  but  that  is  not  in  controversy  here. 

The  construction  and  operation  of  the  machine  described  in 
the  patent  are  substantially  as  follows :  a  bed  or  carriage  com- 
posed of  sections,  linked  together  in  the  form  of  an  endless  chain, 
which  is  made  to  travel  over  a  table  and  around  drivers  or  wheels 
placed  at  each  end.  Blocks  of  wood  of  the  required  length  of 
material  for  fuel  are  placed  upright  on  this  bed.  Over  the  bed, 
at  the  point  where  the  block  is  to  receive  the  blow  which  splits 
it,  is  a  cutter,  made  in  the  form  of  a  cross,  so  that  the  block  may 
be  split  into  small  sticks  instead  of  slabs  or  boards,  as  would  be 
the  case  if  the  cutter  was  composed  of  only  one  straight  blade. 

The  bed,  with  the  block  thereon,  is  put  in  motion  by  an  in- 
termittent feed,  and  the  block  advanced  under  the  cutter  at  every 
throw  of  the  feed  mechanism,  measured  by  the  range  at  which 
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the  feed  mechanism  is  set.  The  cutter  firmly  fastened  above  to 
a  stock,  as  the  block  passes  under  it,  works  up  and  down  with  a 
reciprocating  motion,  splitting  the  block  as  it  descends,  and  then 
rising  from  it,  so  that  it  may  be  carried  by  the  bed  a  step  forward, 
when  it  descends  and  splits  again.  As  the  blades  of  the  cutter 
rise  they  are  cleared  of  any  pieces  of  wood  that  may  be  clinging 
to  them  by  a  clearing-plate  fixed  above,  and  into  which  the  cutter 
plays  freely,  as  it  rises  and  falls  through  apertures  or  mortices  in 
the  plate.  When  the  machine  is  in  motion,  the  bed  not  only 
carries  the  blocks  to  the  point  where  they  are  split  by  the  cutters, 
but  it  also  carries  off  the  wood  after  it  is  split.  This  movable 
bed,  of  course,  could  not  of  itself  resist  the  blow  of  the  cutter, 
as  it  is  a  mere  series  of  sections  linked  together,  and  would  yield 
downward  at  every  blow  unless  supported  by  a  firm  table  under- 
neath. Now,  it  will  be  seen  that  the  carrying  bed  moves  hori- 
zontally. The  blocks  to  be  split  stand  vertically  or  upright,  and 
the  cutter,  as  it  rises  and  falls,  operates  vertically  and  at  right 
angles  with  the  bed  or  carriage.  When  the  cutter  descends,  the 
block  is  easily  split,  as  the  table  over  which  the  bed  moves  fur- 
nishes that  resistance  which  a  solid  chopping  block  does  to  the 
common  ax,  as  ordinarily  used  in  splitting  short  pieces  of  wood. 

In  the  alleged  infringing  machine  there  is  also  a  combination 
of  parts,  consisting  of  a  movable  bed  or  carriage,  on  which  the 
block  to  be  split  is  placed,  a  cutter  and  a  clearing-plate,  but  these 
parts  are  differently  distributed,  so  far  as  location  is  concerned, 
from  the  same  parts  in  the  complainant's  combination.  The 
carrying  bed  in  the  respondents'  machine,  as  compared  with  the 
complainant's,  moves  acrsso  the  machine  instead  of  lengthwise, 
or,  in  other  words,  at  right  angles  to  the  line  of  motion  of  the 
complainant's  bed.  This  bed  of  the  respondents'  forms  the 
bottom  of  a  trough,  the  back  side  of  this  trough  presenting  an 
upright  wall.  The  block  is  laid  horizontally  on  this  bed,  with 
the  base  or  heel  of  the  block  against  the  upright  wall,  and  the 
top  or  end  which  is  first  to  receive  the  blow  of  the  cutter  for- 
ward. The  cutter,  of  course,  is  not  placed  over  the  block,  bqt 
forward  of  it,  not  in  a  vertical  but  in  a  horizontal  position,  so  as 
to  move  in  a  line  of  the  grain  of  the  wood.  In  other  words,  as 
the  block  to  be  split  lies  in  a  horizontal  positiQn,  the  blade  that 
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is  to  split  it  from  end  to  end  must  have  a  horizontal  motion. 
The  block  being  placed  horizontally  on  the  bed,  the  latter,  by 
an  intermittent  feed  motion,  carries  it  into  line  with  the  cutter, 
and  the  latter,  by  a  reciprocating  movement,  enters  .the  end  of 
the  block  and  splits  it ;  the  upright  wall  or  back  side  of  the 
trough,  being  firm,  furnishes  that  resistance  which  enables  the 
cutter  to  cleave  the  block. 

Now,  by  a  recurrence  to  the  language  of  the  first  claim  in  the 
complainant's  patent,  it  will  at  once  be  seen  that  there  is  one 
feature  of  the  description  which  is  not  found  in  the  respondents* 
machine,  to  wit :  the  operation  of  the  cutters  at  right  angles  to 
the  bed  or  carriage,  and  I  am  asked  to  construe  this  feature  of 
the  description  so  as  to  hold  the  patentee  to  it,  as  an  essential 
element  in  his  invention.  It  would  follow  from  such  a  con- 
struction, that,  inasmuch  as  the  respondents'  cutter  operates  not 
at  right  angles  to  the  carrying  bed,  but  in  the  same  horizontal 
plane  with  it,  there  is  no  infringement.  But,  in  my  judgment, 
this  feature  of  the  operation  of  the  complainant's  machine,  as  it 
appears  in  his  specification,  is  merely  a  description  of  that  which 
is  incidental  rather  than  essential.  The  respondents  have  caused 
it  to  disappear  by  a  transposition  or  different  distribution  of  the 
active  elements  of  the  organized  mechanism,  while  they  have 
retained  every  feature  of  the  complainant's  machine,  which  is 
essential  to  the  performance  of  the  same  result,  in  substantially 
the  same  way.  Placing  their  blocks  horizontally,  they  must 
give  their  cutters  a  horizontal  line  of  motion,  and  as  the  point  of 
resistance,  in  order  to  be  effective,  must  be  in  the  same  plane, 
they  had  to  shift  it  from  under  the  carrying  bed  to  the  rear  of  it, 
and  give  its  face  a  vertical  instead  of  a  horizontal  position. 

In  so  doing,  they  have,  in  my  judgment,  introduced  no  essen- 
tial element  not  found  in  the  complainant's  machine,  nor  have 
they  omitted  any.  They  have  simply  avoided  embracing  an 
incidental  and  important  feature,  which  is  no  more  vital  to  the 
complainant's  invention  than  the  shadow  cast  by  a  body  is  vital 
to  the  body  itself. 

I  hold,  therefore,  that  the  change  in  the  mechanism  effected  by 
the  respondents  is  colorable  and  not  material,  and  does  not  relieve 
them  from  the  charge  of  infringement.    As  that  part  of  the  claim 
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of  the  patent  which  describes  the  feature  in  question  relates  to 
a  non-essential  matter,  I  do  not  feel  called  upon  to  hold  the 
complainant  strictly  to  it. 

The  shape  of  the  respondents'  knives  is  not  like  that  of  the 
complainant's,  but  the  latter  confines  himself  to  no  particular 
form  of  cutting  instrument.  He  describes  one  in  his  patent  as 
preferable,  but  the  respondents'  are  plainly  equivalent. 

I  have  examined  the  various  patents  put  in  evidence  to  ante- 
date the  complainant's  invention,  and  compared  them  with  it, 
but  I  find  none  which,  in  my  judgment,  embraces  the  same 
combination  and  arrangement. 

An  injunction  must,  therefore,  issue,  with  an  order  of  refer- 
ence to  a  master  to  take  an  account. 


Jacob  A.  Conover 


vs. 


Henry  Mers.     In  Equity. 

Where  an  injunction  had  been  granted  in  a  former  case  against  another  defendant,  and 
the  defendant  in  the  case  at  bar  did  not  deny  by  his  own  affidavit,  or  that  of  any 
expert,  that  his  machine  was  identical  with  that  used  by  the  defendant  in  the  fbnncr 
case,  or  that  it  was  an  infringement  of  the  plaintifTs  patent,  but  his  solicitor 
made  affidavit  that  he  was  advised  by  his  client,  and  by  experts,  that  there  was  no 
infringement,  and  asked  time  to  show  that  the  machine  did  not  infringe  the  patent : 
Held:  That  for  the  purposes  of  provisional  injunction,  the  machine  of  the  de- 
fendant must  be  regarded  as  an  infringement  of  the  plaintifTs  patent. 

Where  the  patent  has  been  sustained  by  a  full  hearing,  and  the  infringement  is  clear,  and 
especially  where  the  very  form  of  the  machine  used  by  the  defendants  has  been 
passed  upon  by  the  Court  on  the  question  of  infringement,  the  plaintiff  is  enti- 
tled to  have  his  rights  promptly  protected  by  injunction,  although  the  defendant 
may  be  perfectly  responsible,  and  be  willing  to  give  security  for  the  payment  of 
any  decree  that  may  be  obtained  against  him. 

(Before  Blatchtoro,  J.,  Southern  District  of  New  York,  April,  tS6S.) 
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This  was  a  motion  for  a  provisional  injunction  to  restrain 
defendant  from  infringing  letters  patent  granted  to  complainant 
May  15,  1855,  ^^^  more  particularly  referred  to  in  the  case  of 
Conover  v.  Dobrman^  p.  382. 

P.  Van  Antwerp^  for  complainant. 

G.  R.  Thompson^  for  defendant. 

Blatchford,  J. 

This  is  an  application  for  a  provisional  injunction  to.  restrain 
the  defendant  from  infringing  letters  patent  granted  to  the  plain- 
tiff May  15,  1855,  for  a  *'  machine  for  splitting  kindling  wood." 
The  moving  papers  show  that  the  machine  in  use  by  the  defend- 
ant, in  his  kindling-wood  factory  in  Avenue  B,  between  Fifteenth 
and  Sixteenth  streets,  in  the  city  of  New  York,  is,  in  all  its  essen 
tial  and  material  features,  identically  the  same  as  a  machine  which 
has  been  put  under  injunction  by  this  Court,  on  a  final  hearing 
in  a  suit  brought  by  the  plaintiff,  on  the  same  patent,  against 
Dohrman  and  Peipho.  In  that  suit  the  plaintiff's  patent  was 
attacked  for  want  of  novelty,  and  was  sustained,  and  the  machine 
used  by  the  defendants  in  that  suit  was  found  to  be  an  infringe- 
ment of  it. 

The  defendant  does  not  deny,  by  his  own  affidavit,  or  by  that 
of  any  expert,  that  his  machine  is  identical  with  that  used  by 
Dohrman  and  Peipho,  or  that  it  is  an  infringement  of  the 
plaintiff's  patent.  But  the  application  is  opposed  on  an  af&davit 
made  by  the  solicitor  for  the  defendant,  setting  forth  that  the 
defendant  says  that  his  machine  is  in  many  respects  entirely  dis- 
similar to  the  plaintiff's,  and  that  the  solicitor  is  unable,  with- 
out much  investigation,  to  show  to  the  Court  the  dissimilarities 
which  he  believed  to  exist  between  the  two,  but  he  is  advised  by 
experts,  and  believes,  that  in  many  respects  the  defendant's  ma- 
chine is  different  from  that  adjudicated  upon  in  the  case  against 
Dohrman  and  Peipho,  and  he  believes  that  if  a  reasonable  time 
were  granted  to  him  he  would  be  able  to  show  that  the  defend- 
ant's machine  is  not  the  machine  adjudicated  upon  and  declared 
to  be  an  infringement  of  the   plaintiff's  patent  in  the  former 
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action.  On  these  statements  the  Court  is  asked  to  allow  the 
defendant  time  to  show  that  his  machine  is  unlike  the  one  already^ 
adjudged  to  be  an  infringement  of  the  patent.  No  reason  is 
given  why  the  defendant  does  not  himself  swear  to  the  dissimi- 
larity of  his  machine,  or  why  some  competent  machinist  does 
not  do  so,  nor  are  any  dissimilarities  pointed  out.  It  must, 
therefore,  for  the  purposes  of  this  application,  be  regarded  as  es- 
tablished that  the  defendant's  machine  is  an  infringment  of  the 
plaintiff's  patent 

An  attempt  is  made,  by  affidavit,  to  show  that  a  portion  of  the 
evidence,  on  the  part  of  the  defendants  in  the  former  suit,  was 
not  before  the  judge  who  decided  the  cause,  and  that  such  evi- 

« 

dence  was  material^  and  that  if  such  evidence  had  been  considered 
the  result  in  the  case  would  have  been  different.     The  evidence 
referred  to  is  a  patent  granted  in  England  to  Henry  Oswald 
Weatherley,  November  14,  1825,  for  **  machinery  for  cutting 
wood,  and  forming  the  same  into  bundles.'^     But  it  appears,  by 
a  certificate  from  the  judge  by  whom  the  case  was  heard  and 
decided,  that  the  patent  was  in  evidence  before  him  on  the  trial 
and  decision  of  the  case.     It  was  put  in  to  affect  the  validity  of 
the  plaintiff's  patent  on  the   question   of  novelty,  and  it  is  one 
of  several  patents  which  the  court,  in  its  opinion,  given  in  that 
case,  referred  to  in  these  words:  ^^I  have  examined  the  various 
patents  put  in  evidence  to  antedate  plaintiff's   invention,  and 
compared  them  with  it,  but  I  find  none  which,  in  my  judgment, 
embraces  the  same   combinations  and  arrangements."     In  this 
connection  an  affidavit  is  put  in,  made  by  an  expert,  who  was  a 
witness  on  the  part  of  the  defendants  in  the  former  suit,  to  the 
effect  that  before  he  was  examined  as  a  witness  in  that  case,  he 
had  ascertained,  by  an  actual  experiment,  which  was  satisfactory, 
that  it  was  practicable  to  feed  wood  to  the  splitting  knife  by  the 
means  shown  in  the  Weatherley  patent ;  that  such  experiment 
consisted  in  the  temporary  alteration  of  a  machine  built  accord- 
ing to  the  plaintiff's  patent,  so  that   the  carrying-apron  would 
transfer  the  wood  upon  a  fixed  table,  and  would  push  it  forward 
thereon  in  the  same  manner  as  in  the  Weatherley  patent ;  that 
this  experiment  proved  to  the  full  satisfaction  of  the  witness  that 
such  mode  of  feeding  forward,  to  wit :  the  pushing  the  wood 
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along  on  a  plate  or  table  by  the  force  transmitted  from  a  quantity 
of  vvood  behind  it,  which  latter  wood  is  carried  on  an  apron,  is 
practicable,  and  may  be  made  to  perform  with  complete  success 
with  ordinary  mechanical  skill,  and  without  the  aid  of  invention  ; 
that  this  experiment  was  not  proved  in  the  former  case,  the  wit« 
ness  not  having  been  asked  the  reason  for  his  confidence  in  the 
practicability  of  the  Weatherley  mode  of  feeding ;  that  he,  the 
witness,  believes  that  the  omission  to  fully  prove  the  practicability 
of  the  Weatherley  mode  of  feeding  was  a  principal  cause  of  the 
loss  of  the  case  by  the  defendants  ;  and  that  since  the  hearing  of 
that  case  several  machines  have  been  constructed  and  put  in 
successful  use  in  the  city  of  New  York,  which  feed  the  wood  to 
the  knife  in  precisely  the  manner  shown  in  the  Weatherley 
patent,  that  is,  by  its  being  pushed  forward  to  the  knife  upon  a 
table  by  the  pressure  of  the  wood  behind  it. 

I  have  examined  the  testimony  given  by  this  witness  and  the 
other  witnesses  in  the  former  suit,  and  also  the  Weatherley  patent. 
The  experts  on  both  sides  gave  their  views  very  fully  as  to  the 
Weatherley  patent.  It  is  quite  apparent  that  the  Weatherley 
machine  was  a  different  machine  from  that  of  the  plaintifPs. 
The  object  of  it  was  to  split  kindling  wood,  and  it  was  patented 
in  1825,  but  it  did  not  appear  that  any  machine  had  been  prac- 
tically used  for  the  purpose  until  the  plaintifPs  machine  was 
patented  in  1855.  The  Weatherley  machine  has  splitting-knives, 
and  a  bed  to  resist  the  splitting  action  of  the  knives,  and  a  moving 
carriage  to  convey  the  blocks  of  wood,  and  a  clearing  plate.  All 
these  elements  are  in  the  plaintiff's  machine.  But  the  com- 
bination and  arrangement  of  them  in  the  two  machines  are  alto- 
gether different,  as  is  apparent  from  the  evidence  of  the  experts. 
In  the  plaintifPs  machine  the  moving  carriage  carries  the  block 
of  wood  to  the  knives,  and  ceases  moving  during  the  splitting 
action,  so  as  to  permit  that  action,  and  then  resumes  its  pro- 
gress, and  thus  carries  the  block  away  after  it  is  split.  In  the 
Weatherley  machine  the  moving  carriage  merely  carries  the 
block  to  the  edge  of  the  fixed  bed,  to  which  it  is  transferred  from 
the  moving  carriage,  and  over  the  surface  of  which  it  is  pushed 
by  the  forward  motion  of  the  block  next  behind  it  to  the  place 
where  it  is  to  be  split.     As,  therefore,  the  feeding  and  carrying 
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arrangement  in  the  Weatherley  machine  is  so  widely  different 
from  the  feeding  and  carrying  arrangement  in  the  complainant's 
machine,  it  is  of  no  consequence  to  show,  by  experiment  or  other- 
wise, that  it  is  practicable  to  feed  and  carry  the  wood  in  the 
manner  shown  in  the  Weatherley  patent ;  and  if,  as  the  witness 
now  swears,  machines  are  in  successful  use  which  feed  the  wood 
to  the  knife  in   precisely  the  manner  shown  in  the  Weatherley 
patent,  they  may  be  freely  used,  if  they  do  not  embody  any  of 
the  claims  of  the  plaintifTs  patent. 
It  is  urged  that  the  defendant  is  perfectly  responsible,  and  is  will- 
/  ing  to  give  security  for  the  payment  of  any  decree  that  may  be 
obtained  against  him  on  final  hearing,  and  that  a  provisional  injunc- 
I  tion  ought  to  be  withheld.    But  where,  as  here,  the  patent  has  been 
/   sustained    on  full  hearing,  and  the   infringement   is  clear,  and 
/   especially  where  the  very  form  of  machine  used  by  the  defendant 
I     has  been  passed  upon  by  the  Court  on  the  question  of  infringe- 
I     ment,  the  complainant  is  entitled  to  have  his  rights  promptly 
protected  by  injunction.   / 

An  injunction  must  issue  as  prayed  for. 


The  Goodyear  Dental  Vulcanite  Company  and 
Henry  B.  Goodyear,  Administrator  of  Nelson 
Goodyear,  Deceased, 


vs. 


George  Evans.     In  Equity. 

upon  the  hearing  of  a  motion  for  a  provisional  injunction,  all  questions  which  have 
been  adjudicated  in  previous  cases  must  be  regarded  as  settled. 

The  question  of  infringement  is,  however,  an  open  question  in  each  case. 

Because  a  substance  may  be  an  improvement  upon  a  product  previously  patented,  and 
may  be  patentable  as  an  improvement,  it  does  not  follow  that  it  can  be  made  and 
used  without  the  permission  of  the  owner  of  the  prior  patenL 
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The  invention  patented  to  Edwin  L.  Simpson,  October  16,  1866,  for  an«"  improvement  in 
denul  rubber,"  on  the  face  of  the  specification,  seems  to  be  one  merely  for  getting  rid 
of  the  odor  and  taste  of  the  sulphur  used. 

It  is  only  an  improvement  on  the  invention  of  Nelson  Goodyear,  embodying  the  latter, 
and  not  capable  of  being  used  without  it,  in  so  far  as  it  involves  the  use  of  sulphur 
in  the  proportions  covered  by  the  Nelson  Goodyear  reissues. 

The  reissued  patents  being  fully  established,  and  there  being  no  doubt  on  the  question  of 
infringement,  there  would  seem  to  be  no  doubt  of  the  propriety  of  granting  an  in- 
junction. 

The  mere  fact  that  the  defendant  holds  a  patent  is  not  of  itself  sufficient  to  prevent  the 
issue  of  an  injunction.  The  patent  can  be  of  no  avail  to  any  greater  extent  than 
it  purports  to  go. 

A  patent  for  an  improvement  upon  an  invention  previously  patented  can  not  confer  upon 
the  holder  of  it  even  a  prima  facie  right  to  use  the  prior  invention,  any  more  than 
the  prior  patent  can  confer  the  right  to  use  the  subsequent  improvement. 

The  Simpson  patent,  in  the  sense  of  the  law  and  of  the  decisions  as  to  granting  injunc- 
tions, is  not  an  adverse  patent,  or  one  for  the  same  invention  as  Goodyear*s,  or  one 
conferring  upon  its  holdtr  zny  prima  facie  legal  authority  to  use  in  working  it  any- 
thing before  patented  by  the  Goodyear  reissues. 

(Before  Blatchfokd,  J.,  Southern  District  of  New  York,  April,  1868.) 

This  was  a  motion  for  a  provisional  injunction  to  restrain  the 
defendant  from  infringing  letters  patent  for  an  "  improvement  in 
the  manufacture  of  India  rubber,"  granted  to  Nelson  Goodyear, 
May  6,  185 1,  reissued  in  two  divisions,  Nos.  556  and  557,  to 
Henry  B.  Goodyear,  administrator  of  Nelson  Goodyear,  deceased, 
and  extended  to  said  administrator  for  seven  years  from  May  6, 
1865.  So  much  of  the  inventions  covered  by  said  reissues  as 
applied  to  dentistry  and  dental  purposes  was  assigned  to  the 
Goodyear  Dental  Vulcanite  Company. 

The  claims  of  the  original  and  reissued  patents  of  Goodyear 
will  be  found  in  the  report  of  Goodyear  v.  Honsinger^  p,  147. 

The  defendant  claimed  to  manufacture  dental  plates  under 
letters  patent  granted  to  Edwin  L.  Simpson  for  "improvement 
in  dental  rubber,"  October  16,  1866,  the  specification  of  which 
is  as  follows : 

« 

''  To  all  ivkom  it  may  concern : 

**  Be  it  known,  that  I,  Edwin  L.  Simpson,  of  Bridgeport,  in  the  county  of  Fairfield 
and  State  of  Connecticut,  have  invented  a  new  improvement  in  dental  rubber,  and  I  do 
hereby  declare  the  following  to  be  a  full,  clear,  and  exact  description  of  the  same  : 

"  The  rubber  now  used  for  dental  purposes  has  incorporated  with  it  large  proportions 
of  hec  sulphur,  for  the  purpose  of  vulcanizing  the  rubber  after  it  is  formed.     The  odor 
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arrangement  in  the  Weatherley  machine  is  so  widely  different 
from  the  feeding  and  carrying  arrangement  in  the  complainant's 
machine,  it  is  of  no  consequence  to  show,  by  experiment  or  other- 
wise, that  it  is  practicable  to  feed  and  carry  the  wood  in  the 
manner  shown  in  the  Weatherley  patent ;  and  if,  as  the  witness 
now  swears,  machines  are  in  successful  use  which  feed  the  wood 
to  the  knife  in  precisely  the  manner  shown  in  the  Weatherley 
patent,  they  may  be  freely  used,  if  they  do  not  embody  any  of 
the  claims  of  the  plaintifPs  patent. 

.  It  is  urged  that  the  defendant  is  perfectly  responsible,  and  is  will- 
ing to  give  security  for  the  payment  of  any  decree  that  may  be 
obtained  against  him  on  final  hearing,  and  that  a  provisional  injunc- 
tion ought  to  be  withheld.  But  where,  as  here,  the  patent  has  been 
sustained  on  full  hearing,  and  the  infringement  is  clear,  and 
especially  where  the  very  form  of  machine  used  by  the  defendant 
has  been  passed  upon  by  the  Court  on  the  question  of  infringe- 
ment, the  complainant  is  entitled  to  have  his  rights  promptly 
protected  by  injunction.   / 

An  injunction  must  issue  as  prayed  for. 


The  Goodyear  Dental  Vulcanite  Company  and 
Henry  B.  Goodyear,  Administrator  of  Nelson 
Goodyear,  Deceased, 


vs. 


George  Evans.  In  Equity. 

Upon  the  hearing  of  a  motion  for  a  provisional  injunction,  all  questions  which  have 
been  adjudicated  in  previous  cases  must  be  regarded  as  settled. 

The  question  of  infringement  is,  however,  an  open  question  in  each  case. 

Because  a  substance  may  be  an  improvement  upon  a  product  previously  patented,  and 
may  be  patentable  as  an  improvement,  it  does  not  follow  that  it  can  be  made  and 
used  without  the  permission  of  the  owner  of  the  prior  patenL 
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The  invention  patented  to  Edwin  L.  Simpson,  October  16, 1866,  for  an-"  improvement  in 
dental  rubber,"  on  the  face  of  the  specification,  seems  to  be  one  merely  for  getting  rid 
of  the  odor  and  taste  of  the  sulphur  used. 

It  is  only  an  improvement  on  the  invention  of  Nelson  Goodyear,  embodying  the  latter, 
and  not  capable  of  being  used  without  it,  in  so  far  as  it  involves  the  use  of  sulphur 
in  the  proportions  covered  by  the  Nelson  Goodyear  reissues. 

The  reissued  patents  being  fully  established,  and  there  being  no  doubt  on  the  question  of 
infringement,  there  would  seem  to  be  no  doubt  of  the  propriety  of  granting  an  in- 
junction. 

The  mere  fact  that  the  defendant  holds  a  patent  is  notof  itself  sufficient  to  orevent  the 
issue  of  an  injunction.  The  patent  can  be  of  no  avail  to  any  greater  extent  than 
it  purports  to  go. 

A  patent  for  an  improvement  upon  an  invention  previously  patented  can  not  confer  upon 
the  holder  of  it  even  a  prima  facie  right  to  use  the  prior  invention,  any  more  than 
the  prior  patent  can  confer  the  right  to  use  the  subsequent  improvement. 

The  Simpson  patent,  in  the  sense  of  the  law  and  of  the  decisions  as  to  granting  injunc- 
tions, is  not  an  adverse  patent,  or  one  for  the  same  invention  as  Goodyear*s,  or  one 
conferring  upon  its  holder  any  prima  facie  legal  authority  to  use  in  working  it  any- 
thing before  patented  by  the  Goodyear  reissues. 

(Before  Blatchfokd,  J.,  Southern  District  of  New  York,  April,  1868.) 

This  was  a  motion  for  a  provisional  injunction  to  restrain  the 
defendant  from  infringing  letters  patent  for  an  ^^  improvement  in 
the  manufacture  of  India  rubber,"  granted  to  Nelson  Goodyear, 
May  6,  1851,  reissued  in  two  divisions,  Nos.  556  and  557,  to 
Henry  B.  Goodyear,  administrator  of  Nelson  Goodyear,  deceased, 
and  extended  to  said  administrator  for  seven  years  from  May  6, 
1865.  So  much  of  the  inventions  covered  by  said  reissues  as 
applied  to  dentistry  and  dental  purposes  was  assigned  to  the 
Goodyear  Dental  Vulcanite  Company. 

The  claims  of  the  original  and  reissued  patents  of  Goodyear 
will  be  found  in  the  report  of  Goodyear  v.  Honsinger^  p.  147. 

The  defendant  claimed  to  manufacture  dental  plates  under 
letters  patent  granted  to  Edwin  L.  Simpson  for  ^^  improvement 
in  dental  rubber,"  October  16,  1866,  the  specification  of  which 
is  as  follows : 


*'  To  all  tohom  it  may  concern : 

*'  Be  it  known,  that  I,  Edwin  L.  Simpson,  of  Bridgeport,  in  the  county  of  Fairfield 
and  State  of  Connecticut,  have  invented  a  new  improvement  in  dental  rubber,  and  1  do 
hereby  declare  the  following  to  be  a  full,  clear,  and  exact  description  of  the  same : 

"  The  rubber  now  used  for  dental  purposes  has  incorporated  with  it  large  proportions 
of  free  sulphur,  for  the  purpose  of  vulcanizing  the  rubber  after  it  is  formed.     The  odor 
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and  taste  occasioned  by  the  presence  of  this  sulphur  is  extremely  obnoxious  to  many  per> 
sons,  and  occasions  the  principal,  if  nut  the  only,  obj;cti<>n  to  the  use  ot'  rubber  tor  dental 
purposes.  To  overcome  this  ubjtrction,  an  J  produce  vulcanized  rubber  fur  dental  pur- 
poses  without  the  actual  or  apparent  presence  of  sulphur,  is  the  object  of  my  invention, 
and  consists  in  preptring  the  rubber  for  vulcanizing  by  the  introduction  of  a  peculiar  vul- 
canizing compound  fur  which  1  have  applied  for  letters  patent  in  even  date  herewith; 
and  that  others  skilled  in  the  art  may  be  enabled  to  prepare  and  use  my  improved  rubber, 
I  will  proceed  to  describe  my  manner  of  so  doing. 

*'I  will  first  describe  the  vulcanizing  compound,  as  set  forth  in  the  specification  accom- 
panying my  application  for  patent  as  aforesaid. 

'*  I  first  boil  linseed  or  ofher  vegetable  oil  to  the  consistency  of  honey  f  this  I  do  to  facil- 
itate the  preparation),  thoroughly  mix  two  ounces  of  benzoin  gum  with  one  pound  of 
pulverized  sulphur;  then  to  each  quart  of  the  boiled  oil  add  one  pound  of  the  prepared 
sulphur,  carefully  ^ubjecting  this  mixture  to  a  moderate  heat,  sufficient  only  to  cau^e  the 
two  substances  to  react  upon  each  other  until  they  pass  from  a  semi-fluid  to  a  semi-hard 
state,  having  a  honeycomb  or  spongy  appearance.  This  forms  my  vulcanizing  compound| 
and  differs  from  that  patented  to  me  February  28,  1865,  in  that  the  benzoin  gum  ts 
added,  which,  by  its  vaporizing  quulities,  more  perfectly  expels  the  fumes  of  the  sulphur 
as  well  as  the  odor  from  the  oil,  and  renders  the  compound  nearly,  if  not  perfectly,  odor- 
less, and  when  combined  with  India  rubber,  or  similar  gums,  and  subjected  cua  re^julated 
heat,  will  cause  the  same  to  undergo  the  change  known  as  vulcanizing. 

''To  produce  my  rubber  for  dental  purposes,  to  one  pound  of  India  rubber  or  gutta 
percha,  add  ten  to  fourteen  ounces  of  my  above- described  compound,  the  greater  the  quan- 
tity of  the  compound  the  harder  wili  be  the  rubber.  After  curing,  twelve  ounces  1  br- 
lieve  to  be  the  proper  quantity  for  general  purposes.  Thoroughly  mix  the  compound  and 
rubber  by  grinding  between  warm  rolls.  To  produce  the  requisite  color,  1  add  chrome 
red,  or  lake  pink,  in  quantities  to  produce  the  requisite  color,  and  when  thoroughly  mixed, 
the  substance  will  be  in  a  plastic  state,  and  in  this  state  rolled  into  thin  sheets  and  ready 
for  the  dentist^s  use. 

<*The  dentist  forms  the  plate  in  the  ordinary  manner  for  other  rubber,  and  when  to 
formed,  it  should  be  subjected  to  a  heat  of  320  degrees  Fahrenheit,  tor  about  four  hours, 
proportionately  less  time  as  the  degree  of  heat  is  greater ;  otherwise  treat  as  ordinary  rubber, 
and  the  plate  thus  prepared  will  be  as  tasteless  and  odorless  as  metal  plate,  and  will  nuc 
tarnish  the  fillings  or  other  gold  in  the  mouth  of  the  wearer. 

''  Having,  therefore,  thus  fully  described  my  invention,  what  I  claim  as  new  and  use- 
ful, and  desire  to  secure  by  letters  patent,  is :  Combining  the  within  described  vulcan- 
izing compound  with  India  rubber  in  the  proportions  herein  named,  and  substantially  in 
the  manner  and  tor  the  purposes  specified. 

"EDWIN  L.  SIMPSON." 

C,  F,  Blake ^  A.  Pollok^  and  C  M,  Killer ^  for  complainants. 
H.  T.  Blake  and  S.  D.  LaWj  for  defendant. 

Blatchford,  J. 

This  is  a  motion  for  a  provisional  injunction  founded  on  letters 
patent  granted  to  Nelson  Goodyear,  May  6,  1851,  for  an  im- 
provement in  the  manufacture  of  India  rubber,  and  reissued  in 
two  reissues,  Nos.  556  and  557,  to  Henry  B.  Goodyear,  admin- 
istrator of  Nelson  Goodyear,  May  18,  1858,  and  duly  extended 
May  5,  1865,  for  seven  years  fiom  May  6,  1865.  These  reis- 
sued patents  cover  the  invention  of  what  is  known  as  hard  India 
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rubber.  Reissue  No.  556  is  for  the  process,  and  Reissue  No. 
557  is  for  the  product.  No.  556  claims  "  the  combining  of 
sulphur  and  India  rubber,  or  other  vulcanizable  gum,  in  propor- 
tions substantially  as  specified,  when  the  same  is  subjected  to  a 
high  degree  of  heat,  substantially  as  specified,  according  to  the 
vulcanizing  process  of  Charles  Goodyear,  for  the  purpose  of  pro- 
ducing a  substance  or  manufacture  possessing  the  properties  or 
qualities  substantially  such  as  described,  and  this  I  claim  whether 
the  said  compound  of  sulphur  and  gum  be  or  be  not  mixed  with 
other  ingredients  as  set  forth."  No.  557  claims  "the  new  man- 
ufacture or  substance  herein  above  described,  and  possessing  the 
substantial  properties  herein  described,  and  composed  of  India 
rubber,  or  other  vulcanizable  gum,  and  sulphur,  in  the  propor- 
tions substantially  such  as  described,  and  when  incorporated, 
subjected  to  a  high  degree  of  heat,  as  set  forth,  and  this  I  claim 
whether  other  ingredients  be  or  be  not  used  in  the  preparation  of 
the  said  manufacture,  as  herein  described."  The  Goodyear  Dental 
Vulcanite  Company,  who  are  joined  as  plaintiffs  in  this  suit,  are 
the  owners  of  the  exclusive  right  under  the  reissued  patents  for 
the  extended  term  to  the  inventions  covered  thereby,  as  applied  to 
dentistry  and  for  dental  uses,  within  and  throughout  the  United 
States.  The  bill  alleges  an  infringement  of  the  reissued  patents 
by  the  defendant  by  the  manufacture,  use,  and  sale  of  hard  rub- 
ber for  dental  purposes,  and  by  the  making  and  using  of  hard 
rubber  for  plates  for  artificial  teeth,  and  by  the  sale  of  such  plates, 
such  hard  rubber  being  made  substantially  according  to  the  pro- 
cess described  in  the  reissued  patents.  It  is  shown  that  the  de- 
fendant has  made  dental  plates  for  artificial  teeth  and  artificial 
gums  and  palates  of  India  rubber  manufactured  in  accordance 
with  letters  patent  of  the  United  States,  granted  to  Edwin  L. 
Simpson,  October  16, 1866,  for  an  improvement  in  dental  rubber, 
the  India  rubber  being  manu&ctured  by  A.  R.  Hale,  and  the 
plates  being  vulcanized  by  the  defendant  in  the  manner  described 
in  the  Nelson  Goodyear  patent,  with  only  the  difference  that 
the  time  required  for  vulcanization  is  longer  under  the  Simpson 
patent.  It  is  claimed,  on  the  part  of  the  defendant,  that  in  using, 
for  dental  purposes,  India  rubber  prepared  according  to  the  Simp- 
son patent,  and  vulcanizing  it,  and  then  using  the  product,  he 
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does  not  employ  either  the  process  or  the  product  covered  by  the 
Goodyear  reissues.  These  reissued  patents  have  been  fully  sus- 
tained by  this  Court  after  a  thorough  investigation  into  the  nov- 
elty  of  the  invention  and  the  validity  of  the  patents.  The  main 
decision  in  favbr  of  the  patents  on  all  the  questions  involved  was 
in  October,  1862,  in  the  case  of  Goodyear  v.  The  N,  T,  Gutia 
Percha  and  India  Rubber  Vulcanite  Co,^  on  a  final  hearing  in 
equity;  subsequently,  in  the  case  of  Goodyear  v.  Wait^  a  suit 
brought  for  an  infringement  of  the  patents  by  the  manu&cture 
of  plates  of  hard  vulcanized  rubber  for  artificial  teeth,  and  by 
the  sale  of  plates  so  made,  this  Court  upheld  the  patents  against 
all  the  defenses  set  up.  Among  those  defenses  were,  that  the 
reissued  patents  were  void,  because  in  the  reissue  there  was  a 
division  into  two  reissued  patents,  one  for  the  process  and  the 
other  for  the  product ;  then  the  descriptions  in  the  specifications 
were  not  sufficiently  full  and  clear ;  and  that  the  invention,  so 
far  as  respects  the  application  of  the  product  to  dental  purposes, 
had  been  dedicated  to  the  public.  On  this  last  point,  Mr.  Jus- 
tice Nelson,  in  the  opinion  delivered  by  him  in  the  case,  held 
that  the  proofs  in  the  case  showed  that  great  and  extraordinary 
exertions  had  been  made  by  the  projectors  of  the  dental  branch 
of  the  patent  to  get  the  article  into  common  use,  and  to  prevent 
piracies,  and  that  there  had  been  no  dedication  or  abandonment 
of  their  right. 

For  the  purposes  of  this  motion,  therefore,  all  questions  must 
be  regarded  as  settled,  except  the  question  whether  it  is  an  in« 
fringement  of  the  Nelson  Goodyear  patents  to  use  hard  rubber 
prepared  according  to  the  Simpson  patent.  The  Goodyear  reis- 
sues, in  their  claims,  claim  that  the  India  rubber  and  the  sulphur 
must  be  combined  substantially  in  the  proportions  described  in 
the  specifications.  What  are  these  proportions  ?  The  specifi- 
cations state  them  to  be  about  from  four  ounces  to  a  pound  of 
sulphur  to  a  pound  of  India  rubber.  They  also  state  that  in 
working  the  vulcanizing  process  of  Charles  Goodyear  (that  is,  to 
make  what  is  called  soft  rubber),  the  best  results  are  obtained  by 
the  use  of  the  smallest  proportional  quantity  of  sulphur  which 
will  suffice  to  produce  the  change  termed  vulcanization,  and 
which  is  usually  not  over  one  ounce  of  sulphur  to  a  pound  of 
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gum  but  that  so  small  a  proportional  quantity  of  sulphur  would 
entirely  &il  to  produce  the  result  obtained  by  the  Nelson  Good- 
year process.  Again,  the  specifications  say:  "The  character  of 
the  new  manufacture  or  substance  is  dependent  upon  the  use  of 
caoutchouc  and  a  sufficiently  proportional  quantity  of  sulphur, 
and  a  sufficiently  high  degree  of  heat  continued  long  enough  to 
induce  the  change  indicated,  and  although  much  latitude  may  be 
taken  in  the  proportional  quantity  of  sulphur,  a  proportion  much 
less  than  four  ounces  to  the  pound  of  caoutchouc  will  utterly  fail 
to  produce  the  new  substance  or  manufacture  herein  above  de- 
scribed." "  The  change  indicated  "  is  the  production  of  a  com- 
pound having  the  ^^hard  and  tough  properties  found  in  various 
degrees  in  ivory,  bone,  tortoise  shell,  and  horn,  and  the  spring- 
like property  under  flexion  of  whalebone,  and  which,  in  the 
process  of  manufacture,  is  plastic,  so  that  it  can  be  molded  or 
modeled  with  facility  into  any  desired  shape,  and  which,  when 
completed,  may  be  wrought  and  polished  to  as  high  a  degree  as 
any  of  the  native  substances  for  which  it  is  a  substitute." 

The  specification  of  the  Simpson  patent  says :  "  The  rubber 
now  used  for  dental  purposes  has  incorporated  with  it  large  pro- 
portions of  free  sulphur  for  the  purpose  of  vulcanizing  the  rubber 
after  it  is  formed."  It  is  evident  that  by  "rubber"  here  is  meant 
the  compound  of  India  rubber  and  sulphur  before  it  is  vulcanized, 
and  in  the  condition  in  which  it  is  when  prepared  for  dental  pur- 
poses and  ready  to  be  vulcanized.  The  specification  proceeds  : 
"The  odor  and  taste  occasioned  by  the  presence  of  this  sulphur 
is  extremely  obnoxious  to  many  persons,  and  occasions  the  prin- 
cipal, if  not  the  only,  objection  to  the  use  of  rubber  for  dental 
purposes.  To  overcome  this  objection  and  produce  vulcanized 
rubber  for  dental  purposes  without  the  actual  or  apparent  presence 
of  sulphur  is  the  object  of  my  invention,  and  consists  in  prepar- 
ing the  rubber  for  vulcanizing  by  the  introduction  of  a  peculiar 
vulcanizing  compound."  The  patentee  then  describes  the  mode 
of  making  this  vulcanizing  compound.  He  says:  ^^I  first  boil 
linseed  or  other  vegetable  oil  to  the  consistency  of  honey  (this  I 
do  to  facilitate  the  preparation),  thoroughly  mix  two  ounces  of 
benzoin  gum  with  one  pound  of  pulverized  sulphur,  then  to  each 
quart  of  the  boiled  oil,  add  one  pound  of  the  prepared  sulphur, 
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carefully  subjecting  this  mixture  to  a  moderate  heat,  sufficient 
only  to  cause  the  two  substances  to  react  upon  each  other,  until 
they  pass  from  a  semi-fluid  to  a  semi-hard  state,  having  a  honey- 
comb or  spongy  appearance."  He  also  says  that  the  benzoin 
gum,  ^^  by  its  vaporizing  qualities,  more  perfectly  expels  the 
fumes  of  the  sulphur,  as  well  as  the  odor  from  the  oil,  and  ren- 
ders the  compound  nearly,  if  not  perfectly,  odorless,  and  when 
combined  with  India  rubber  or  similar  gum,  and  subjected  to  a 
regulated  heat,  will  cause  the  same  to  undergo  the  change  known 
as  vulcanization."  To  produce  the  rubber  for  dental  purposes, 
he  adds  to  one  pound  of  India  rubber  from  ten  to  fourteen  ounces 
of  the  vulcanizing  compound,  twelve  ounces  being  the  proper 
quantity  for  general  purposes,  the  hardness  of  the  rubber,  after 
curing,  increasing  with  the  increase  in  the  quantity  of  the  vulcan- 
izing compound.  The  compound  and  the  rubber  are  thoroughly 
mixed  by  being  ground  between  warm  rolls,  and  coloring  matter 
is  put  in  if  desired. 

The  mixture  is  plastic,  and  is  rolled  into  thin  sheets,  and  is 
then  ready  for  the  dentist's  use.  The  dentist  forms  the  plate  in 
the  ordinary  manner  of  other  rubber,  and  then  vulcanizes  it  by 
subjecting  it  to  a  heat  of  320^  Fahrenheit  for  about  four  hours, 
or  for  a  proportionately  less  time  with  a  higher  degree  of  heat. 
Otherwise,  it  is  treated  as  ordinary  rubber,  "  and  the  plate  thus 
prepared  will  be  as  tasteless  and  odorless  as  metal  plate,  and  will 
not  tarnish  the  fillings  or  other  gold  in  the  mouth  of  the  wearer." 
The  claim  of  the  patent  is  this :  "  Combining  the  within  de- 
scribed vulcanizing  compound  with  India  rubber  in  the  propor- 
tions herein  named  and  substantially  in  the  manner  and  for  the 
purposes  specified."  This  specification  does  not  pretend  that 
the  product  formed  by  combining  the  vulcanizing  compound  with 
India  rubber,  and  subjecting  the  mixture  to  heat,  until  it  undergoes 
the  change  known  as  vulcanizing,  differs  in  any  of  its  qualities,  or 
properties,  or  capacities,  from  the  product  formed  according  to  the 
Nelson  Goodyear  patents,  except  in  being  tasteless  and  odorless. 
It  is  not  pretended  that  it  does  not  possess  all  the  properties  which 
the  specification  of  the  Nelson  Goodyear  reissues  state  arc  pos- 
sessed by  the  product  described  in  those  reissues,  and  all  the 
properties  which  the  product  formed  by  the  process  described  in 
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those  reissues  in  fact  possesses.  It  may  possess  some  other 
qualities,  such  as  being  tasteless  and  odorless,  and  thus  not  ob- 
noxious to  those  who  dislike  the  odor  and  taste  of  sulphur,  and 
not  tarnishing  gold,  but  still  it  possesses  all  the  intrinsic,  valuable, 
and  distinctive  qualities,  as  a  product,  which  belong  to  the  Nel- 
son Goodyear  product.  It  may  be  an  improvement  and  patent- 
able, and  yet  it  does  not  follow  that  it  can  be  made  or  used 
without  the  permission  of  the  owners  of  the  Nelson  Goodyear 
patents.  On  the  face  of  the  Simpson  specification,  the  invention 
seems  to  be  one  merely  for  getting  rid  of  the  odor  and  taste  of 
the  sulphur  used.  The  specification  expressly  states  that  the 
object  of  the  invention  of  Simpson  is  to  overcome  the  objection 
to  the  odor  and  taste  occasioned  by  the  presence  of  free  sulphur 
in  the  rubber  used  for  dental  purposes.  The  patentee  does  not 
>  pretend  that  he  is  not  going  to  prepare  hard  vulcanized  rubber, 
or  that  he  is  not  going  to  vulcanize  it  by  applying  heat  to  a  coni- 
bination  of  India  rubber  and  sulphur.  On  the  contrary,  he  says 
that  he  is  going  to  produce  vulcanized  rubber,  and  that  he  is  go- 
ing to  do  it  *'^  without  the  actual  or  apparent  presence  of  sulphur." 
He  does  not  venture  to  say  that  he  can  vulcanize  the  rubber 
without  the  actual  presence  of  sulphur  ;  but  as  the  product  has 
no  odor  or  taste  of  sulphur,  and  thus  there  is  no  apparent  presence 
of  sulphur,  he  says  that  he  produces  the  vulcanized  rubber  ^^  with- 
out the  actual  apparent  presence  of  sulphur."  That  sulphur  is 
actually  used  by  him,  in  making  what  he  calls  his  vulcanizing 
compound,  is  fully  set  forth  in  his  specification,  and  the  quantity 
of  sulphur  is  given ;  and  the  entire  point  of  the  invention,  as  the 
specification  discloses  it,  is,  that  the  benzoin  gum,  by  its  vapor- 
izing qualities,  expels  the  fumes  of  the  sulphur  and  the  odor  of 
the  oil,  and  renders  the  compound  odorless.  The  specification 
then  explicitly  says  that  the  vulcanizing  is  efi^ected  by  subjecting 
to  heat  the  mixture  formed  by  combining  with  India  rubber  the 
compound  composed  of  the  oil,  the  benzoin  gum,  and  the  sulphur. 
Therefore  sulphur  is  used — "  pulverized  sulphur,"  as  the  specifi- 
cation says.  It  is  actually  present,  although  not  apparently 
present,  because  its  fumes  are  expelled  by  the  use  of  the  benzoin 
gum.  It  is  there  for  all  the  practical  purposes  of  vulcanizing, 
but  it  is  not  there  to  be  smelt  or  tasted.      The  invention  of 
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Simpson  is  clearly,  therefore,  only  an  improvement  on  that  of 
Nelson  Goodyear,  embodying  the  latter,  and  not  capable  of  being 
used  without  using  the  latter,  provided  it  involves  the  use  of  sul- 
phur in  the  proportions  covered  by  the  Nelson  Goodyear  reissues. 
The  plaintiffs  produce  the  depositions  of  four  chemical  experts. 
Thomas  Antisel,  chief  chemist  of  the  Agricultural  Department 
of  the  Patent  Office  at  Washington,  and  formerly  chief  exam- 
iner in  said  office ;  Henri  Erni,  formerly  chief  chemist  in  said 
Department,  and  now  an  examiner  in  the  Patent  Office  ^  Dubois 
D.  Parmelee,  a  chemist  in  the  city  of  New  York,  and  Eben  N. 
Horsford,  professor  of  chemistry  in  Harvard  University.  Dr. 
Antisell  has  analyzed  a  piece  of  the  vulcanizing  compound  made 
according  to  the  Sampson  patent,  and  states  its  ingredients  and 
their  proportions.  He  finds  in  one  hundred  parts  of  it  66.25 
parts  of  rubber  and  foreign  matter,  12.25  parts  of  free  sulphur, 
and  21.50  parts  of  coloring  matter,  and  says  that  it  contains  the 
ingredients  and  in  the  proportions  described  in  the  Nelson  Good- 
year reissues ;  and  that  if  heated  according  to  the  vulcanizing 
process,  hard  rubber,  such  as  is  described  and  claimed  in  such 
reissues,  must  be  produced.  Erni,  Parmelee,  and  Horsford  say 
that  they  have  each  examined  the  Simpson  specification,  with  a 
view  to  determining  the  proportion  of  sulphur  to  the  pound  of 
rubber  contained  in  the  vulcanizing  compound  described  therein. 
Erni  and  Horsford  say  that  by  following  the  specification  they 
find  that  the  compound,  when  vulcanized,  does  not  contain  less 
than  four  ounces  of  sulphur  to  sixteen  ounces  of  rubber.  This 
they  demonstrate  by  a  detailed  calculation  which  they  set  forth. 
Parmelee,  by  following  the  Simpson  specification,  calculates  that 
in  the  compound  ready  for  vulcanization  there  is  about  four  and 
three-quarter  ounces  of  sulphur  to  sixteen  ounces  of  rubber. 
Erni  and  Horsford  say  that  Dr.  Antisell's  analysis  shows  4.34 
ounces  of  sulphur  to  sixteen  ounces  of  rubber,  and  they  and 
Parmelee  say,  each  of  them,  that  his  deduction  is  corroborated  by 
Dr.  Antisell's  analysis,  because  there  is,  in  fact,  as  shown  by  the 
analysis,  a  greater  loss  of  linseed  oil  by  heat  than  is  allowed  in 
the  calculation.  Erni  and  Horsford  allow  a  loss  of  one-sixth  of 
the  weight  of  the  oil  in  heating  it.  Parmelee  allows  a  loss  of 
a  little  more  than  one-third  of  the  weight  of  the   oil.     Emi, 
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Parmelee,  and  Horsford,  all  of  them,  say  that  the  compound  of 
Simpson  is  made  in  accordance  with  the  invention  of  Nelsoa 
Goodyear.  The  result  of  this  analysis  is  what  was  to  be  expect- 
ed. The  article,  before  analysis,  has  the  properties  of  the  Nel- 
son Goodyear  hard  rubber.  It  is  known  to  be  made  by  the  use 
of  sulphur,  rubber,  and  heat,  under  a  description  which  shows  a 
use  of  not  less  than  four  ounces  of  sulphur  to  a  pound  of  rubber. 
The  analysis  shows  that  it  contains  not  less  than  four  ounces  of 
sulphur  to  a  pound  of  rubber.  Sulphur  is  known  to  be  the  vul- 
canizing agent,  and  it  is  stated  in  the  Nelson  Goodyear  specifi- 
cations, and  known  to  be  the  fact,  that  a  quantity  of  sulphur,  not 
much  less  than  four  ounces  to  a  pound  of  rubber,  is  required  to 
produce,  with  the  aid  of  heat,  hard  vulcanized  rubber.  Nothing 
more  is  needed  to  establish  clearly  that  the  use  of  the  Simpson 
vulcanized  product  is  an  infringement  of  Reissue  No.  557,  and 
that  the  manufacture  of  it  by  the  Simpson  process  is  an  infringe- 
ment of  Reissue  No.  556. 

The  reissued  patents  being  fully  established,  and  there  being 
no  doubt  on  the  question  of  infringement,  there  would  seem  to 
be  no  doubt  of  the  propriety  of  granting  an  injunction.  But  the 
defendant  claims  that  the  fact  of  the  issuing  of  the  Simpson  patent 
is  ground  for  withholding  an  injunction.  The  Simpson  patent, 
however,  can  be  of  no  avail  to  any  greater  extent  than  it  pur- 
ports to  go.  It  is  evidence  merely  of  the  novelty  of  what  it 
claims,  that  is,  the  combining  with  India  rubber  a  compound 
composed  of  Benzoin  gum,  sulphur,  and  oil,  prepared  in  the 
manner  stated.  That  is  all.  A  patent  for  such  combination 
can  not  confer  upon  the  holder  of  it  even  a  prima /acie  right  to 
make  the  combination,  without  the  license  of  a  person  holding 
a  subsisting  prior  valid  patent  for  the  combination  of  sulphur  and 
India  rubber,  without  the  benzoin  gum  and  oil,  any  more  than 
the  patent  to  the  latter  can  confer  upon  the  latter  the  right  to 
make,  without  the  consent  of  the  former,  the  combination  cov- 
ered by  the  patent  held  by  the  former.  The  defendant  furnishes 
no  evidence,  by  analysis,  of  the  Simpson  rubber  to  controvert 
the  analysis  testified  to  by  the  plaintiffs'  experts,  and  all  the  affi- 
davits, on  the  part  of  the  defendant  as  to  the  quantity  of  sulphur 
contained  in  Simpson's  vulcanized  product,  and  as  to  the  question 
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of  non-infringement  are  altogether  vague,  general,  and  unsatis- 
factory, and  the  defendant  does  not  satisfactorily  meet  the  deduc- 
tions and  calculations  drawn  by  the  plaintiff's'  experts  from  the 
language  of  the  Simpson  specification.  ^No  case  has  been  cited 
in  which  an  injunction  has  been  refused  where  the  subsequent 
patent  set  up  by  the  defendant  contained,  in  itself,  satisfactory 
evidence  on  its  face,  when  read  by  experts,  that  its  process  in- 
volved an  infringement  of  the  prior  patent.  The  Simpson  patent, 
in  the  sense  of  the  law,  and  of  the  decisions  as  to  granting  injunc- 
tions, is  not  an  adverse  patent,  or  one  for  the  same  invention  as 
the  plaintiffs,  or  one  conferring  upon  its  holder  any  prima  factt 
legal  authority  to  use,  in  working  it,  anything  before  patented 
by  the  Goodyear  reissues.  / 

An  injunction  must  be  issued  as  prayed  for. 


Joseph  H.  Tuck 
William  Bramhill.     In  Equity. 

A  claim  for  forming  a  roll  of  packing,  "  either  in  connection  with  the  India  rubber  coic 
or  elaitic  material  or  without,**  is  equivalent  to  two  separate  claims,  one  for  the 
forming  of  the  roll  with  the  core,  and  one  for  the  forming  of  it  without  the  core. 

The  patentee  might  have  made  two  such  claims,  separately  numbered,  and  both  would 
have  been  good  claims  if  the  inventions  were  new  to  him.  He  did  that  in  effect 
in  the  claim  he  made. 

If  the  plaintiff  had  known  of  the  existence  of  a  roll  without  a  core,  he  could  have  pat- 
ented the  combination  of  it  with  a  core  if  such  combination  was  invented  by  him 
and  was  new. 

There  is  sufficient  utility  and  invention  in  such  a  combination  to  support  a  patent.  The 
result  produced  by  the  combination  is  a  new  article,  and,  being  useful,  is  patenuble. 

As  the  forming  of  the  roll  with  a  core  and  without  a  core  are  clearly  separable  and  dis- 
tinguishable inventions,  and  as  the  patentee  was  not  the  first  inventor  of  the  Utter, 
a  clear  case  existed  under  section  7  of  the  act  of  March  3,  1837,  for  a  disclaimer 
of  so  much  of  his  claim  as  covers  the  forming  oi  the  roll  without  the  core. 

Under  section  9  of  the  act  of  March  3,  1837,  the  plaintiff  is  entitled  to  recover  for  the 
infringement  ot  such  part  of  the  invention  or  discovery  as  shall  be  h^na  fide  his 
own,  notwithstanding  the  specificadon  may  embrace  more  than  he  shall  have  any 
right  to  claim,  and  this  without  filing  any  disclaimer. 
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The  provision  of  section  7  of  the  act  of  March  3,  1937,  that  no  '<  disclaimer  shall 
affect  any  action  pending  at  the  time  of  its  being  filed,**  etc.,  means  that  a  suit 
pending  when  the  disclaimer  is  filed  is  not  to  be  afiected  by  such  filing  so  as 
to  prevent  the  plaintiff  from  recovering  in  it,  unless  it  appears  that  the  plaintiff 
unreasonably  neglected  or  delayed  to  file  the  disclaimer. 

The  only  efiect  of  filing  the  disclaimer  after  bringing  the  suit  instead  of  before  is  to 
prevent  the  plaintiff  firom  recovering  his  costs.  It  does  not  prevent  hit  recovery  in 
the  suit. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  April,  1868.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendant  from 
infringing  letters  patent  for  ^^improvements  in  packing  for  stuff- 
ing boxes,"  etc.,  granted  to  plaintiff  June  25,  1855. 

The  nature  of  the  invention,  the  claim  of  the  patent,  and  the 
facts  of  the  case  are  fully  set  forth  in  the  opinion  of  the  Court. 

Giorgi  Giffordy  for  complainant. 
Charles  M.  Killer^  for  defendant. 

Blatchford,  J. 

This  is  a  final  hearing,  on  pleadings  and  proofs,  of  a  suit  in 
equity,  founded  on  letters  patent  of  the  United  States,  granted  to 
the  plaintiff  June  25,  1855,  for  "improvements  in  packing  for 
stuffing  boxes,"  etc.  The  patentee  says,  in  his  specification : 
"  My  invention  relates  to  an  improved  manner  or  mode  of  making 
or  forming  packing  for  pistons,  valves,  and  other  parts  of  steam 
engines,  and  for  like  purposes,  from  India  rubber  and  canvas 
saturated  with  India  rubber,  or  other  suitable  material  or  compo- 
sition." He  describes,  as  follows,  the  mode  of  carrying  out  his 
invention  in  practice:  "I  first  take  canvas,  or  other  suitable 
material,  and  saturate  it  with  a  solution  of  India  rubber,  or  other 
equivalent  composition.  I  then  cut  the  canvas,  thus  prepared, 
in  a  diagonal  manner,  into  strips  of  any  required  width,  cement 
the  diagonal  ends  together,  so  as  to  form  any  length  of  fillet  re- 
quired, then  roll  it  up  into  a  roll,  and  allow  it  to  cement  in  a  firm 
but  elastic  or  flexible  roll  of  any  suitable  diameter  required. 
In  cases  where  greater  elasticity  is  required,  I  roll  the  canvas 
round  a  core  or  center  piece  of  India  rubber,  or  other  suitable 
elastic  material." 

51 
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Annexed  to  the  patent  are  six  figures  of  drawings,  which  are 
described  in  the  specification.  Figure  i  represents  a  section  of 
the  packing  which  is  rolled  up  from  its  own  center,  and  may  be 
round  or  nearly  so.  Figure  2  represents  a  section  of  the  packing 
which  is  rolled  loosely  at  one  point  and  tightly  at  the  opposite 
point,  whereby  a  conical  form  may  be  given  to  the  packing,  so 
as  to  be  used  in  conical  seats.  Figure  3  represents  a  section  of 
the  packing  rolled  around  an  elastic  core  of  rubber,  which  core 
may  be  square,  round,  oblong,  oval,  or  of  any  desired  form  which 
the  roll  of  packing  is  designed  to  possess.  Figure  4  represents 
a  section  of  the  packing  having  a  hollow  cylindrical  core.  Fig- 
ure 5  represents  a  section  of  the  packing  made  according  to  the 
combined  forms  shown  in  figures  i  and  4,  the  canvas  being  first 
rolled  from  its  own  center,  and  then  rolled  around  the  core  so  as 
to  embrace  both  its  own  coils  and  the  core  in  its  outer  folds. 
The  specification  then  says:  ^^In  all  these  figures  but  a  modifi- 
cation of  one  general  plan  is  illustrated,  namely,  the  rolling  of 
canvas,  first  saturated  as  described,  into  a  fillet,  in  any  reasonable 
lengths,  and  of  any  diameter,  from  which  packing  may  be  cut 
in  lengths,  as  required.  A  packing  such  as  herein  described  has 
heretofore  not  been  known  as  an  article  of  commerce  or  of  manu- 
facture, and,  as  such,  I  claim  to  be  the  first  inventor  or  producer 
of  it."  Figure  6  represents  a  vertical  section  through  a  packing 
box,  showing  the  manner  of  applying  the  packing  to  the  cylinder 
of  a  steam  engine.  The  specification  adds  :  ^^  Any  of  the  forms 
of  packing  represented  in  the  several  figures  i,  2,  3,  4,  5,  may  be 
used,  that  represented  at  figure  2  being  more  particularly  adapted 
to  the  lower  part  of  the  packing  box,  on  account  of  the  conical 
form  of  the  block  behind  it.  Piston  heads  and  valves,  or  other 
places,  may  be  packed  in  a  similar  manner,  the  packing  being 
cut  off  in  suitable  lengths  to  suit  the  thing  to  be  packed.  By 
this  mode  of  manufucture,  it  will  be  seen  that  each  fold  of  the 
packing  in  contact  with  the  rubbing  or  moving  surface  must  be 
entirely  worn  away,  and  can  not  be  drawn  out  by  the  rubbing 
surface  (as  is  frequently  the  case  when  packing  is  made  in  con- 
centric folds  of  prepared  canvas),  being  held  in  its  place  by 
the  ring  above  and  below  it."  The  claim  is  as  follows:  "The 
forming  of  packing  for  pistons  or  sfuffing  boxes  of  steam  engines. 
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and  for  like  purposes,  out  of  saturated  canvas,  so  cut  as  that  the 
thread  or  wrap  shall  run  in  a  diagonal  direction  from  the  line  or 
center  of  the  roll  of  packing,  and  rolled  into  form,  either  in  con- 
nection with  the  India  rubber  core  or  other  elastic  material,  or 
without,  as  herein  set  forth/' 

The  principal  defense  set  up  in  the  answer  is  want  of  novelty 
in  the  invention.  The  answer  avers  that  before  the  alleged 
invention  by  the  plaintiff,  strips  of  canvas  and  other  cloth,  satu- 
rated or  coated  with  India  rubber,  were  rolled  up  into  rolls,  both 
upon  and  without  an  inner  core  of  India  rubber,  and  with  the 
threads  of  the  cloth  placed  in  a  direction  diagonal  to  the  axis  of 
the  roll,  and  in  various  other  directions,  constituting  a  new  man- 
ufacture for  various  uses,  and  that  the  application  of  such  manu- 
facture to  any  special  purpose,  such  as  the  packing  of  stuffing 
boxes,  is  not  an  invention,  and  does  not  constitute  the  subject 
matter  of  letters  patent.  The  answer  also  avers  that  the  defend- 
ant has  never  made,  used,  or  sold  what  is  claimed  as  the  invention 
of  the  plaintiff  in  the  patent. 

The  evidence,  as  to  infringement,  shows  the  sale  by  the  de- 
fendant of  two  different  rolls  of  packing,  which  are  produced,  one 
of  larger  diameter  than  the  other,  and  each  having  an  elastic, 
solid  India  rubber  core,  the  section  of  which  core  is  a  square,  the 
rolls  of  packing  being  cylindrical.  It  is  also  shown  that  the 
defendant,  on  inquiry  being  made  for  "  Tuck's  patent  packing," 
sold  packing  similar  to  the  two  rolls  referred  to.  The  two  rolls 
were  purchased  by  a  person  who  sells  packing  as  an  agent  or 
licensee  of  the  plaintiff,  and  for  the  purpose  of  their  being  used 
as  evidence  of  their  sale  by  the  defendant.  The  two  rolls  are 
made  exactly  in  accordance  with  the  packing  described  in  the 
patent. 

The  defendant  showed,  by  satisfactory  proof,  that  an  article 
made  in  the  same  manner  as  the  plaintiff's  packing,  but  without 
a  core,  was  known  and  used  several  years  before  the  invention 
of  the  plaintiff  was  made.  No  evidence  was  given  of  any  prior 
knowledge  of  any  such  article  made  with  a  core. 

After  the  testimony  on  both  sides  had  been  put  in  before  the 
examiner,  the  plaintiff,  on  February  18,  1867,  filed  in  the  Patent 
Office  a  disclaimer,  setting  forth  that  he  was  still  the  sole  owner 
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of  the  patent,  and  entering  his  disclaimer  ^^to  that  part  of  the 
claim  which  covers  the  packing  therein  described  without  a  core, 
thereby  causing  the  claim  to  include  only  the  packing  formed  out 
of  saturated  canvas  so  cut  as  that  the  thread  or  wrap  shall  run  in 
a  diagonal  direction  from  the  line  or  center  of  the  roll  of  packing, 
and  rolled  into  form  in  connection  with  and  around  an  India 
rubber  core,  or  one  of  other  elastic  material,  meaning  the  said 
claim  to  include  only  the  combination  of  an  elastic  core  with 
saturated  canvas  having  threads  running  in  a  diagonal  direction, 
as  described  in  said  patent,  wound  around  the  same." 

The  plaintiff  claims  that  he  is  entitled  to  a  decree  for  a  per- 
petual injunction  restraining  the  defendant  from  making,  using, 
or  selling  the  packing  which  has  a  core,  and  for  an  account  in 
regard  to  the  packing  of  that  kind  which  he  has  made  and  sold. 

The  claim  of  the  patent  is  undoubtedly,  as  the  defendant  con- 
tends, and  as  the  plaintiff  does  not  deny,  for  an  alleged  new 
article  of  manufacture,  and  not  for  any  special  use  thereof.  But 
the  defendant  insists  that  what  is  claimed  in  the  patent  is  not  so 
divisible  as  to  admit  of  a  disclaimer  being  made  to  a  part  of  it, 
and  that  the  alleged  invention  is  not  so  divisible ;  in  other 
wordsj  that  the  plaintiff  did  not  make,  and  the  patent  does  not 
make,  claim  to  two  separable  inventions,  but  to  only  one  inven- 
tion, and  that  that  invention  is  shown  not  to  have  been  new 
with  the  patentee.  The  ground  taken  by  the  defendant  is, 
that  the  patentee,  in  his  specification,  states  his  invention  to 
be  merely  the  roll  formed  in  the  manner  described,  and  that 
the  modification  of  making  it  with  a  core,  so  as  to  produce 
greater  elasticity,  was  not  a  separate  invention  in  fact,  and  is 
not  spoken  of  in  the  specification  as  a  separate  invention,  dis- 
tinct as  such  from  the  making  of  the  roll  without  a  core.  It  is 
true  that  the  specification  speaks  of  the  plan  of  rolling  the  canvas, 
first  cut  and  saturated  as  described,  into  a  fillet  of  any  reasonable 
length  and  of  any  diameter,  as  one  general  plan,  and  says  that 
the  five  figures  of  sections  of  rolls  show  that  they  are  only  modi- 
fications of  such  one  general  plan.  But  the  claim  claims  the 
forming  of  the  roll,  ^^  either  in  connection  with  the  India  rubber 
core  or  other  elastic  material,  or  without."  This  is  equivalent 
to  two  separate  claims,  one  for  the  forming  of  the  roll  with  the 
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core,  and  one  for  the  forming  of  it  without  the  core.  The  pat- 
entee might  have  made  two  such  claims  separately  numbered, 
and  both  would  have  been  good  claims,  if  the  inventions  were 
new  with  him.  He  did  that,  in  effect,  in  the  claim  he  made. 
The  roll  with  the  core  is  a  distinct  thing  from  the  roll  without 
the  core.  It  has  a  utility  of  its  own,  as  quite  apparent  from 
the  fact  that  the  defendant  sells  it.  The  prior  existence  of  the 
roll  without  the  core  is  shown,  but  it  is  not  shown  that  the  roll 
with  the  core  was  known  or  used  before  the  invention  of  it  by 
the  plaintiff!  If  the  plaintiff"  had  known  of  the  existence  of  such 
roll  without  the  core,  he  could  have  patented  the  combination  of 
it  with  a  core,  if  such  combination  was  invented  by  him,  and  was 
new.  There  is  sufficient- utility  and  invention  in  such  combina- 
tion to  support  a  patent.  The  result  produced  by  the  combina- 
tion is  a  new  article,  and  being  useful,  it  is  patentable.  Crane  v. 
Prici^  Webst.  Pat.  Cases,  409  ;  McCormick  v.  Seymour^  2  Blatch. 
C.  C.  R.  240,  243. 

It  having  been  shown  that  the  forming  of  the  roll  in  the  man- 
ner described  without  the  core  was  old,  the  next  question  is, 
whether  the  plaintiff^  could  disclaim,  as  he  has  attempted  to  do, 
the  forming  of  the  roll  without  the  core,  and  limit  his  claim  to 
the  forming  of  the  roll  with  the  core.  Section  7  of  the  act  of 
March  3,  1837,  5  U.  S.  Stat,  at  Large,  193,  provides  for  the 
making  of  a  disclaimer  where  a  claim  is  too  broad  and  claims 
more  than  that  of  which  the  patentee  was  the  original  first  in- 
ventor ;  but  the  disclaimer  can  not  be  made  unless  some  material 
and  substantial  part  of  the  thing  patented  is  truly  and  justly  the 
invention  of  the  patentee,  and  in  such  case  he  is  authorized  to 
make  disclaimer  of  such  parts  of  the  thing  patented  as  he  does 
not  claim  to  hold  by  virtue  of  the  patent.  The  defendant  con- 
tends that  the  claim  of  this  patent  is  not  equivalent  to  two  claims, 
and  that,  therefore,  under  the  statute,  the  patentee  has  no  right 
to  disclaim  anything  in  the  claim.  But  this  objection  has  been 
already  disposed  of.  The  forming  of  the  roll  without  the  core 
is  one  material  and  substantial  part  of  the  thing  patented.  The 
forming  of  the  roll  with  the  core  is  another  material  and  substantial 
part  of  the  thing  patented.  The  patentee  was  not  the  first  inventor 
of  the  former.    He  was  the  first  inventor  of  the  latter.    The  two 
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are  clearly  separable  and  distinguishable.  The  claim  is  too  broad 
and  claims  more  than  that  of  which  the  patentee  was  the  first  in- 
ventor. A  clear  case,  therefore,  existed,  under  section  7  of  the  act 
of  March  3,  1837,  for  k  disclaimer  by  the  patentee  of  so  much  of 
his  claim  as  covers  the  forming  of  the  roll  without  the  core.  The 
disclaimer  goes  exactly  to  that  extent.  It  disclaims  that  part  of 
the  claim  ^^  which  covers  the  packing  therein  described  without  a 
core ;"  and  then  it  goes  on  to  state  what  the  claim  will  be  after  such 
disclaimer,  namely,  that  it  will  ^^  include  only  the  packing  formed 
out  of  saturated  canvas  so  cut  as  that  the  thread  or  wrap  will  run 
in  a  diagonal  direction  from  the  line  or  center  of  the  roll  or  pack- 
ing, and  rolled  into  form  in  connection  with  and  around  an  India 
rubber  core,  or  one  composed  of  other  elastic  material,"  and  that 
it  will  ^^  include  only  the  combination  of  an  elastic  core  with 
saturated  canvas  having  threads  running  in  a  diagonal  direction, 
as  described  in  the  said  patent,  wound  around  the  same."  This 
disclaimer  is  unambiguous,  and  leaves  the  claim  as  if  it  had 
originally  claimed  only  such  combination.  It  is  substantially 
just  such  a  disclaimer  as  the  Supreme  Court  in  Silshy  v.  Foote^ 
14  How.  218,  221,  held  to  be  valid.  The  claim  there  was  to 
*^  the  application  of  the  expanse  and  contracting  power  of  a 
metallic  rod,  by  different  degrees  of  heat,  to  open  and  close  a 
damper  which  governs  the  admission  of  air  into  a  stove,  or  other 
structure,  in  which  it  may  be  used,  by  which  a  more  perfect 
control  over  the  heat  is  obtained  than  can  be  by  a  damper  in  the 
flue."  It  having  been  shown  that  the  application  of  the  expan- 
sive and  contracting  power  of  a  metallic  rod,  by  different  degrees 
of  heat,  to  regulate  the  heat  of  other  structures  than  a  stove  in 
which  the  rod  has  acted  upon  directly  by  the  heat  of  the  stove 
or  the  fire  which  it  contained,  was  not  new  with  the  patentee, 
he  entered  a  disclaimer  ^^  to  so  much  of  said  claim  as  extends  the 
application  of  the  expansive  and  contracting  power  of  a  metallic 
rod,  by  different  degrees  of  heat,  to  any  other  use  or  purpose 
than  that  of  regulating  the  heat  of  a  stove  in  which  such  rod 
shall  be  acted  upon  directly  by  the  heat  of  the  stove  or  the  fire 
which  it  contains."  The  Supreme  Court  sustained  such  dis- 
claimer as  a  good  disclaimer  under  section  7  of  the  act  of  1837. 
)    Dili  the  defendant  contends  that  the  disclaimer  in  this  case,  if 

/     ' 


APRIL,     1868.  407 


Tuck  V,  Bramhill. 


properly  made  at  all,  can  not  affect  the  issues  in  this  suit,  because 
it  was  not  filed  till  after  the  commencement  of  the  suit.  In  other 
words,  the  defendant  contends  that  the  plaintiff  can  not  recover 
in  this  suit,  because  the  claim,  as  it  stood  when  the  suit  was 
brought,  embraced  more  than  that  of  which  the  plaintiff  was  the 
first  inventor,  fin  urging  this  view,  the  defendant  relies  on  the 
general  principle  of  law  to  that  effect,  as  recognized  before  the 
act  of  March  3,  1837,  was  passed,  and  on  the  provision  of 
section  7  of  that  act,  that  ^^no  such  disclaimer  shall  affect  any 
action  pending  at  the  time  of  its  being  filed,  except  so  far  as  may 
relate  to  the  question  of  unreasonable  neglect  or  delay  in  filing 
the  same ;"  and  he  insists  that  the  claim  of  the  patent  must  be 
construed,  for  the  purposes  of  this  suit,  as  if  no  disclaimer  had 
been  filed.  But  section  7  of  the  act  of  1837  must  be  construed 
in  connection  with  section  9  of  the  same  act.  The  latter  section 
provides,  ^^that  whenever,  by  mistake,  accident,  or  inadvertence, 
and  without  any  willful  default  or  intent  to  defraud  or  mislead  the 
public,  any  patentee  shall  have,  in  his  specification,  claimed  to 
be  the  original  and  first  inventor  or  discoverer  of  any  material 
and  substantial  part  of  the  thing  patented,  of  which  he  was  not 
the  first  and  original  inventor,  and  shall  have  no  legal  and  just 
right  to  claim  the  same,  in  every  such  case  the  patent  shall  be 
deemed  good  and  valid  for  so  much  of  the  invention  or  discovery 
as  shall  be  truly  and  bona  fide  his  own,  provided  it  shall  be  a  ma- 
terial and  substantial  part  of  the  thing  patented,  and  be  definitely 
distinguishable  from  the  other  parts  so  claimed  without  right  as 
aforesaid ;  and  every  such  patentee,  his  executors,  administrators, 
and  assigns,  whether  of  the  whole  or  of  a  sectional  interest  therein, 
shall  be  entitled  to  maintain  a  suit  in  law  or  in  equity  on  such  patent 
for  any  infringement  of  such  part  of  the  invention  or  discovery  as 
shall  be  bona  fide  his  own,  as  aforesaid,  notwithstanding  the  speci- 
fication may  embrace  more  than  he  shall  have  any  right  to  claim." 
Under  this  provision  of  section  9,  taken  by  itself,  the  plaintiff  is 
entitled  to  recover  in  this  case,  without  having  entered  any  dis- 
claimer. The  patentee,  by  inadvertence  and  mistake,  and  without 
any  willful  default  or  intent  to  defraud  or  mislead  the  public,claimed, 
in  his  claim,  to  be  the  original  and  first  inventor  of  forming  the  roll 
without  the  core,  which  was  a  material  and  substantial  part  of  the 
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thing  patented;  but  still,  under  this  provision  of  section  9,  the  patent 
is  valid  for  the  forming  of  the  roll  with  the  core,  which  was  first 
invented  by  the  plaintiff,  and  is  a  material  and  substantial  part  of 
the  thing  patented,  and  definitely  distinguishable  from  the  form- 
ing of  the  roll  without  the  core.  Therefore  the  plaintiff,  even 
without  the  disclaimer,  is  authorized  by  section  9  to  maintain  this 
suit  for  the  infringement  of  so  much  of  the  claim  as  covers  the 
forming  of  the  roll  with  the  core,  although  the  claim  embraces  also 
the  forming  of  the  roll  without  the  core.  It  is  provided,  indeed, 
by  section  9,  that  ^^  no  person  bringing  any  such  suit  shall  be  entitled 
to  the  benefit  of  the  provisions  contained  in  this  section,  who  shall 
have  unreasonably  neglected  or  delayed  to  enter  at  the  Patent 
Office  a  disclaimer  as  aforesaid."  It  is  not  pretended,  however, 
that  the  patentee  in  this  case  has  been  guilty  of  any  such  neglect 
or  delay.  It  is  further  provided  by  section  9,  that  where  the 
plaintiff  recovers  under  that  section,  ^^  he  shall  not  be  entitled  to 
recover  costs  against  the  defendant,  unless  he  sh&ll  have  entered 
at  the  Patent  Office,  prior  to  the  commencement  of  the  suit,  a 
disclaimer  of  all  that  part  of  the  thing  patented  which  was  so 
claimed  without  right."  Therefore  the  plaintiff  can  recover  no 
costs  in  this  case. 

But  it  is  urged  that  the  provision  of  section  7,  that  ^^  no  such 
disclaimer  shall  affect  any  action  pending  at  the  time  of  its  being 
filed,  except  so  far  as  may  relate  to  the  <)uestion  of  unreasonable 
neglect  or  delay  in  filing  the  same,"  forbids  a  recovery  by  the 
plaintiff  in  this  suit,  notwithstanding  the  provisions  of  section  9. 
This  is  not  so.  It  is  true  that  Judge  Story,  in  Reed  v.  Cutter ^ 
I  Story,  590,  600,  says,  that  if  disclaimer  is  filed  during  the 
pendency  of  a  suit,  the  plaintiff  will  not  be  entitled  to  the  benefit 
thereof  in  that  suit,  and  that  the  same  judge,  in  IVyeth  v.  Stwi^ 
I  Story  273,  294,  says  that  the  disclaimer  mentioned  in  section 
7  must  be  interpreted  to  apply  solely  to  suits  pending  when  the 
disclaimer  is  filed  in  the  Patent  Office,  and  the  disclaimer  men- 
tioned in  section  9  to  apply  solely  to  suits  brought  after  the  dis- 
claimer is  so  filed,  and  that  the  proviso  to  section  7,  as  to  the 
disclaimer's  affecting  a  pending  suit,  prevents  its  affecting  in  any 
manner  whatsoever  a  suit  pending  at  the  time  it  is  filed.  But 
the  plaintiff  does  not  need  to  claim  any  benefit  in  this  suit  from 
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the  disclaimer.  He  recovers  in  this  suit  by  virtue  of  section  9, 
it  not  appearing  that  he  unreasonably  neglected  or  delayed  to  enter 
a  disclaimer.  I  can  not  concur,  however,  in  Judge  Story's  view 
of  the  provision  in  section  7  as  to  the  disclaimer's  affecting  a 
pending  suit.  I  understand  that  provision  to  mean,  that  a  suit 
pending  when  the  disclaimer  is  filed  is  not  to  be  affected  by  such 
filing,  so  as  to  prevent  the  plaintiff  from  recovering  in  it,  unless 
it  appears  that  the  plaintiff  unreasonably  neglected  or  delayed  to 
file  the  disclaimer.  The  "  unreasonable  neglect  or  delay  "  men- 
tioned in  section  7  manifestly  refers  to  the  unreasonable  neglect 
or  delay  mentioned  in  section  9,  and  the  disclaimer  mentioned 
in  section  9  is  clearly  the  disclaimer  provided  for  in  section  7. 
Moreover,'^e  provision  of  section  9,  that  the  plaintiff,  where  he 
is  entitled  to  recover  under  that  section,  shall  not  recover  costs 
unless  he  has  entered  a  disclaimer,  prior  to  the  commencement 
of  the  suit,  of  what  he  claimed  without  right,  is  a  strong  impli- 
cation that  where  he  does  not  enter  the  disclaimer  until  after  the 
commencement  of  the  suit  he  mav  still  recover  in  the  suit,  if 
otherwise  entitled  to  do  so,  but  without  recovering  costs.  And 
such  has  been  the  view  heretofore  held  by  Mr.  Justice  Nelson, 
in  this  Circuit.  In  Guyon  v.  Serrell^  i  Blatchf.  244,  he  allowed 
a  recovery,  without  costs,  in  a  case  where  a  disclaimer  was  filed 
after  suit  was  brought,  and  in  Hall  v.  IViles^  2  Blatchf.'  194,  198, 
he  says :  '^  If  the  disclaimer  was  entered  in  the  Patent  Office 
before  the  suit  was  instituted,  the  plaintiff  recovers  costs  in  the 
usual  way,  independently  of  any  question  of  disclaimer.  But  if, 
in  the  progress  of  the  trial,  it  turns  out  that  the  disclaimer  ought 
to  have  been  made  as  to  part  of  what  is  claimed,  the  plaintiff 
may  recover,  but  will  not  be  entitled  to  costs."  Of  course,  it 
follows  that  if  a  disclaimer  is  made  after  suit  brought,  the  plain- 
tiff may  still  recover,  but  without  costs. 

The  plaintiff  is  entitled  to  a  decree  for  a  perpetual  injunction, 
as  prayed  for  in  the  bill,  in  respect  to  the  packing  formed  with  a 
core,  and  for  an  account  in  respect  to  such  packing,  and  for  a 
reference  to  a  master  to  take  and  state  such  account.  He  will 
not  be  enabled  to  recover  any  costs  in  the  suit. 
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Amelia  S.  Hodge  and  Zelia  C.  Hodge,  Adminis- 
tratrices OF  Nehemiah  Hodge,  Deceased, 


vs. 


The  Hudson  River  Railroad  Company.     In 

Equity. 


Same  Complainants 


vs. 


The  New  York  and  Harlem  Railroad  Company. 

In  Equity. 

Where  the  alleged  infringement  occurred  within  the  Northern  District  of  New  York  : 
He/d:  That  under  the  provisions  of  section  6  of  the  act  of  April  3,  18 18,  the 
Circuit  Court  for  the  Southern  District  of  New  York  had  no  original  jursidictioa. 

Where  a  railroad  company  was  licensed  under  letters  patent  to  use  the  patented  improve- 
ment upon  their  cars,  and  the  alleged  infringement  consisted  in  the  use  of  said 
improvement  upon  the  cars  of  other  roads  running  over  their  tracks :  Heidi  That 
it  was  for  the  complainant  to  show,  affirmatively,  that  the  cars  in  question  did  not 
belong  to  the  licensed  road. 

A  provision  in  a  license  that  a  privilege  is  to  continue  during  the  term  for  which  said 
letters  patent  are  or  may  be  granted  is  satisfied  by  holding  it  to  apply  exclusively  to 
a  reissue  of  the  patent.  There  is  nothing  in  the  language  which  makes  it  exclu- 
sively or  even  necessarily  applicable  to  an  extension. 

The  presumption  of  the  law  in  regaid  to  every  license  under  a  patent  b,  that  the  parties 
deal  in  regard  only  to  the  term  existing  when  the  license  is  given,  unless  an  express 
provision  is  inserted  looking  to  further  interest. 

The  term  for  which  *^  said  **  letters  patent  (that  is,  the  original  letters  patent)  were 
granted  or  might  be  granted,  was  a  term  ending  fourteen  years  firom  the  date 
thereof.  It  is  impossible  on  any  fair  construction  of  language,  and  in  view  of  the 
adjudged  cases,  to  hold  that  the  license  was  intended  by  the  parties  to  cover  an 
extended  term  of  the  patent. 
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As  the  thing  patented  in  the  present  case  is  a  machine,  the  law  is  entirely  settled  that 
the  only  right  which  the  company,  as  a  lawful  licensee  under  the  patent  for  the 
first  term  of  the  right  to  use  the  thing  patented,  acquires  under  the  extended  term, 
by  virtue  of  section  18  of  the  act  of  1836,  is  the  right  to  continue  to  use,  until 
they  are  worn  out,  or  as  long  as  they  can  be  required,  such  brakes  as  they  had  law- 
fully in  use  under  said  license  when  the  original  patent  expired. 

The  license  granted  to  the  New  York  and  Harlem  Railroad  Company,  June  i,  1864, 
extends  only  to  cars  owned  by  that  company.  It  does  not  therefore  authorize  the 
use  on  its  road  of  the  brakes  which  are  on  the  cars  belonging  to  the  Hudson  River 
Railroad  Company. 

A  license  to  the  New  Haven  Railroad  Company,  authorizing  them  to  run  their  cars 
with  the  patented  improvements,  on  and  over  any  and  all  other  railroads  wherever 
their  business  leads  them,  authorized  said  company  to  run  their  cars  upon  the  New 
York  and  Harlem  Railroad,  under  an  agreement  between  the  two  companies,  giving 
to  the  former  company  the  privilege  of  running  its  cars  on  the  track  of  the  latter 
company,  and  will  protect  the  latter  company  against  a  suit  for  an  infringement  of 
the  patent. 

(Before  Blatchtord,  J.,  Southern  District  of  New  York,  April,  1868.) 

These  were  motions  for  provisional  injunctions  to  restrain  the 
defendants  from  infringing  letters  patent  for  an  "  improvement 
in  the  mode  of  operating  brakes  for  cars,"  granted  to  Nehemiah 
Hodge,  October  2,  1849,  reissued  March  i,  1853,  ^^^  extended 
to  him  for  seven  years  from  October  2,  1863. 

The  facts  of  the  case  sufficiently  appear  in  the  opinion  of  the 
Court. 

M.  M,  Livingston  and  S.  D.  Cozzens^  for  plaintiffs. 
P.  Loomts  and  C,  A.  Rappallo^  for  defendants. 

Blatchford,  J. 

A  motion  for  a  provisional  injunction  is  made  in  each  of  these 
suits  to  restrain  the  infringement  of  letters  patent  for  an  improve- 
ment "in  the  mode  of  operating  brakes  for  cars,"  issued  to  Ne- 
hemiah Hodge,  October  2, 1849,  reissued  to  him  March  i,  1853, 
and  extended  to  him  September  16,  1863,  for  seven  years  from 
October  2,  1863. 

The  motion  in  the  suit  against  the  Hudson  River  Railroad 
Company  will  be  first  considered.     The  several  acts  of  infringe- 
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ment  alleged  in  that  suit  are:   i.  The  running  by  the  Hudson 
River  Railroad  Company,  between  East  Albany  and  Troy,  of  cars 
belonging  to  the  New  York  and    Harlem  Railroad  Company 
provided  with  infringing  brakes.     2.  The  running  by  the  Hudson 
River  Railroad  Company  across  the  bridge  of  the  Hudson  River 
Bridge  Company,  at  Albany,  of  cars  belonging  to  the  Hudson 
River  Railroad  Company  containing  infringing  brakes.     3.  The 
running,  by  the  Hudson  River  Railroad  Company,  upon  their 
own  railroad  at  or  near  Peekskill  in  the  Southern  District  of  New 
York,  of  cars  marked  *'  New  York,  Sus.  Bridge,  and  Buffalo," 
and  of  cars  known  as  "sleeping  cars"  and  "drawing-room  cars" 
containing  infringing  brakes,  which  cars  are  alleged  not  to  have 
belonged  to  the  Hudson  River  Railroad  Company.     4.  The  run- 
ning by  the  Hudson  River  Railroad  Company,  on  the  tracks  of 
the  Troy  and  Greenbush  Railroad  Company  and  on  the  tracks 
of  the  Troy  Union  Railroad  Company,  of  cars  belonging  to  the 
Hudson  River  Railroad  Company ;  and  on  their  railroad  of  freight 
cars,  not  belonging  to  themselves,  known  as  the  "  white  line," 
containing  infringement  brakes,  it  being  assumed  that  such  running 
was  within  this  district.     6.  The  operating  by  the  Hudson  River 
Railroad  Company  of  cars  of  the  *'  blue  line,*'  not  belonging  to 
themselves,  it  being  assumed  that  such  operating  was  on  the  rail- 
road of  said  company  and  within  this  district. 
^The  first,  second,  and  fourth  alleged  infringements  occurred 
within  the  Northern  District  of  New  York.     The  causes  of 
action  growing  therefrom  arose,  therefore,  within  that  district, 
and  under  the  provisions  of  section  6  of  the  act  of  April  3,  18 18, 
3  U.  S.  Stat,  at  Large,  415,  this  Court  has  no  original  jurisdiction 
of  such  causes  of  action.  ^ 

In  regard  to  so  much  of  the  third  alleged  infringement  as  re- 
lates to  cars  marked  "  New  York,  Sus.  Bridge,  and  Buffalo," 
and  in  regard  to  the  fifth  and  sixth  alleged  infringements,  the 
Hudson  River  Railroad  Company  show  that  they  own  and  run 
upon  their  road  cars  marked  ^^  New  York,  Sus.  Bridge,  and  Buf- 
falo," and  also  freight  cars  known  as  ^^ white  line"  cars  and 
"blue  line"  cars,  and  that  they  can  not  say  whether  the  cars  so 
marked,  referred  to  in  the  affidavit  on  the  part  of  the  plaintiffs, 
were  the  cars  of  the  Hudson  River  Railroad  Company  or  not. 
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If  the  cars  referred  to  did  not  belong  to  the  Hudson  River  Rail- 
road Company,  it  is  for  plaintiffs  to  show  the  fact  affirmatively,  or 
else  on  the  evidence  it  must  be  assumed  that  such  cars  did  belong 
to  that  company.  The  plaintiffs  have  not  shown  that  such  cars 
did  not  belong  to  that  company.  They  should  have  designated 
the  particular  cars  by  numbers  or  other  sufficient  description,  so 
as  to  have  required  and  enabled  the  defendants  to  show  whether 
such  cars  were  or  were  not  their  property.  In  regard  to  so 
much  of  the  third  alleged  infringement  as  relates  to  cars  known 
as  sleeping  cars  and  drawing*room  cars,  the  Hudson  River  Rail- 
road Company  show  that  the  trucks  and  running  gear,  including 
the  brakes  of  such  cars  belong  to  that  company. 

The  only  question  for  consideration  therefore  is,  whether  the 
company  by  using  the  patented  brakes  within  the  district,  on  their 
own  railroad,  on  cars  belonging  to  them  marked  *'  New  York, 
Sus.  Bridge,  and  Buffalo,"  and  on  cars  belonging  to  them  known 
as  ^^  white  line"  cars,  and  on  cars  belonging  to  them  known  as 
^^  blue  line  "  cars,  and  by  using  the  patented  brake  within  this 
district,  on  their  own  railroad,  on  sleeping  cars  and  drawing*room 
cars,  the  brakes,  trucks,  and  running  gear  of  which  cars  belonged 
to  them,  have  infringed  the  patent  in  question  as  extended.  It 
is  understood  that  all  the  alleged  infringements  set  up  occurred 
in  November,  1867,  and  therefore  since  the  extension  of  the 
patent. 

The  company  justify  such  use  under  a  license  granted  to  them 
by  the  patentee,  April  8,  1862,  whereby  he  licenses  them  "to 
construct  and  use  the  said  improvement  on  any  and  all  cars  be- 
longing to  said  company,  and  to  use  the  same  improvement  upon 
the  entire  length  of  their  road,  and  upon  all  parts  thereof,  extend- 
ing from  the  city  of  New  York,  in  the  State  of  New  York,  to  the 
city  of  Troy  in  said  State,  for  and  during  the  term  for  which  said 
letters  patent  are  or  may  be  granted."  Brakes  belonging  to  the 
company,  attached  to  trucks  and  running-gear  belonging  to  them, 
and  so  used,  are,  undoubtedly,  within  the  meaning  of  the  license, 
used  on  cars  belonging  to  the  company,  even  though  the  super- 
structures which  are  borne  upon  the  tracks  do  not  belong  to  the 
company.  The  license,  therefore,  covers  all  that  has  thus  been 
done  by  the  company  i  that  is,  the  use  of  the  patented  improvement 
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on  cars  belonging  to  the  company,  on  their  own  railroad,  so  far 
as  the  extent  of  these  acts  is  concerned. 
f     ^s  to  the  duration  of  the  license,  nothing  is  said  in  the  license 
:  about  an  extension  of  the  patent.     The  license  is  to  continue 
:  *^  for  and  during  the  term  for  which  said  letters  patent  are  or  may 
'   be  granted."     The  first  question  that  arises  is  as  to  the  meaning  of 
:   these  words  ^^  may  be,"  and  whether  they  refer  to  or  can  be  con- 
strued to  include  an  extended  term  of  the  patent.     I  do  not  think 
there  is  anything  in  the  license  to  indicate  that  the  parties  to  it 
had  at  all  in  view  a  continuance  of  the  license  during  any  ex- 
tended term  of  the  patent.     The  provision  that  the  license  is  to 
continue  ^^  during  the  term  for  which  said  letters  patent  are  or  may 
bi  granted,"  is  satisfied  by  holding  it  to  apply  exclusively  to  a 
reissue  of  the  patent.     There  is  nothing  in  the  language  which 
makes  it  exclusively  or  even  necessarily  applicable  to  an  exten- 
sion.    The  presumption  of  law  in  regard  to  every  license  under 
'    a  patent  is  that  the  parties  deal  in  regard  only  to  the  term  exist- 
!     ing  when  the  license  is  given,  unless  an  express  provision  is 
'    inserted  looking  to  a  further  interest,  J  ff^ilson  v.  Rosseau^  4  How. 
646,  685, 686.     Unless  there  be  such  a  stipulation  showing  that 
the  parties  contemplated  an  extension,  the  Court  is  bound  to 
construe  the  instrument,  and  each  and  all  of  its  provisions,  as 
relating  to  the  then  existing  term  only.     Gibson  w.Cook^  2  Blatchfl 
C.  C.  R.  144,  146.     The  language  of  the  license  in  the  present 
case  is  very  different  from  the  language  of  the  instrument  in  the 
case  of  Phelps  v.  Comstock^  4  McLean,  353.     In  that  case,  the 
language  was :  ^^  To  the  full  end  of  the  term  or  terms  for  which 
letters  patent  are  or  may  be  granted  for  said  improvements."  The 
court  held  that  that  language  embraced  any  subsequent  extension 
of  the  patent.      So  also  in   Case  v.  Redfield^  4  McLean,  526, 
where  the  court  held  that  the  language  of  the  instrument  em- 
braced an  extension,  the  language  was  ^^  all  the  right,  title,  and 
interest  *     *     *  in  said  invention  and  improvement,  as  secured 
*     *     *     by  said  letters  patent  for  the  whole  of  the  United 
States  *     *     *  for  which  letters  patent  were  or  may  be  granted 
for  said  improvement."     In  Clum  v.  Brewer^  2  Curtis  C.  C.  R. 
506,  508,  where  the  court  held  that  the  parties  intended  to  cover 
an  interest  in  an  extension,  the  language  was  ^^one  undivided 
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fourth  part  of  my  said  invention,  and  of  all  my  right  and  property 
therein,  secured  by  my  said  caveat  or  otherwise,  that  I  have  or 
may  have  from  any  letters  patent  for  the  same,  granted  by  the 
government  of  the  United  States,  and  within  the  limits  thereof." 
In  Pitts  v.  Hall^  3  Blatchf.  C.  C.  R.  201,  where  the  court  held 
that  there  was  no  doubt  that  the  parties  intended,  by  the  lan- 
guage used,  to  refer  to  and  provide  for  an  extension,  the  language 
to  that  effect  was  clear  and  unambiguous.  In  all  forms  of  the 
cases  referred  to,  the  instrument  under  consideration  was  one 
purporting  to  convey,  by  assignment  or  grant,  an  interest  in  the 
invention  patented,  and  an  interest  in  the  entire  right  granted  by 
the  existing  patent  to  make  and  use,  and  vend  to  others  to  be 
used,  the  invention  patented.  As  Mr.  Justice  Curtis  says,  in 
Clum  v.  Brewer^  p.  521 :  *'  Where  the  invention  is  the  subject 
sold,  it  would  be  natural  to  expect  to  find  in  the  instrument  of 
sale  something  showing  an  intention  that  the  purchaser  should  be 
interested  not  merely  in  the  original  letters  patent,  but  in  any 
extension  thereof  securing  the  exclusive  right  to  the  same  inven- 
tion which  was  the  subject  of  the  sale."  In  the  present  case, 
neither  the  invention  nor  any  interest  in  it,  nor  any  interest  in 
the  entire  right  covered  by  the  patent  was  granted,  but  merely  a 
license  to  use  the  invention,  and  to  construct  brakes  containing 
it  for  such  use  on  certain  cars  on  a  certain  railroad,  and  such  li- 
cense is  to  continue  ^^  during  the  term  for  which  said  letters  patent 
are  or  may  be  granted."  The  term  for  which  said  letters  patent, 
that  is,  the  letters  patent  granted  October  2,  1849,  and  reissued 
March  i,  1853,  ^^^^  granted  or  might  be  granted,  was  a  term 
ending  October  2,  1863.  It  is  impossible,  on  any  fair  construc- 
tion of  the  language,  and  in  view  of  the  adjudged  cases,  to  hold 
that  the  license  was  intended  by  the  parties  to  cover  an  extended 
term  of  the  patent.  There  being,  then,  in  this  case,  no  express 
stipulation  carrying  the  license  into  the  extended  term,  the  only 
right  which  the  Hudson  River  Railroad  Company  possesses  under 
the  extended  term,  is  that  which  is  given  to  it  by  the  clause  of 
section  18  of  the  act  of  July  4,  1836,  5  U.  S.  Stat,  at  Large, 
125,  which  provides  that  the  benefit  of  the  extension  of  a  patent 
shall  '^  extend  to  assignees  and  grantees  of  the  right  to  use  the 
thing  patented  to  the  extent  of  their  respective  interest  therein." 
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As  the  thing  patented  in  the  present  case  is  a  machine,  the  law 
is  entirely  settled  that  the  only  right  which  the  company,  as  a 
lawful  licensee  under  the  patent,  for  the  first  term,  of  the  right 
to  use  the  thing  patented,  acquires  under  the  extended  term  by 
virtue  of  that  clause  in  section  i8,is  the  right  to  continue  to  use, 
until  they  are  worn  out,  or  as  long  as  they  can  be  repaired,  such 
brakes  as  they  had  lawfully  in  use  under  said  license  on  October 
2,  1863.  IVilson  V,  Rosseau^  4  How.  646  ;  Bloomer  v.  Afc- 
^ewan^  14  How.  539 ;  Chaffee  v.  The  Boston  Belting  Co.^  22 
How.  217;  Bloomer  v.  Millenger^  i  Wall.  340.  As  it  is  not 
shown  in  the  papers  whether  the  particular  brakes  used  by  the 
company  since  October  2,  1863,  on  their  own  railroad,  on  cars 
belonging  to  them  marked  ^^  New  York,  Sus.  Bridge,  and  Buf- 
falo," and  on  cars  belonging  to  them  known  as  ^^  white  line  " 
cars,  and  on  cars  belonging  to  them  known  as  ^^  blue  line  "  cars, 
and  on  sleeping  cars  and  drawing-room  cars,  the  brakes,  trucks, 
and  running-gear  of  which  cars  belonged  to  them,  were  or  were 
not  lawfully  in  use  under  said  license  on  October  2,  1863,  it  is 
impossible  for  this  Court  to  decide  whether  the  plaintiffs  are  or 
are  not  entitled  to  an  injunction  as  respects  those  particular  brakes. 
The  decision  of  the  motion  as  regards  the  Hudson  River  Rail- 
road Company  is  therefore  suspended,  to  allow  the  plaintiffs  to 
supply  evidence  on  this  point,  and  with  leave  to  them  to  do  so 
on  notice  to  the  company. 

The  several  acts  of  infringement  set  forth  in  the  suit  against 
the  New  York  and  Harlem  Railroad  Company  are :  i.  The 
running  by  the  New  York  and  Harlem  Railroad  Company  upon 
their  own  railroad  at  or  near  Bedford,  in  the  Southern  District  of 
New  York,  of  freight  cars  belonging  to  the  Hudson  River  Rail- 
road Company  containing  infringing  brakes.  2.  The  running,  on 
the  tracks  of  the  New  York  and  Harlem  Railroad  Company,  of 
cars  belonging  to  the  New  York  and  New  Haven  Railroad  Com- 
pany, containing  infringing  brakes  (it  being  assumed  that  such 
running  was  within  this  district).  The  alleged  infringement  oc- 
curred in  November,  1867,  and  January ,'1868.  The  New  York 
and  Harlem  Railroad  Company  set  up  in  defense  that  no  freight 
cars  of  the  Hudson  River  Railroad  Company  have  been  used  by 
the  New  York  and  Harlem  Railroad  Company  except  such  cars 
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as  were  caused  by  the  former  company  to  be  run  over  the  rail- 
road of  the  latter  company,  and  in  which  running  and  use  both 
of  the  companies  were  interested,  and  from  which  running  and 
use  both  of  the  companies  derived  pecuniary  profits,  and  that  the 
cars  of  the  New  York  and  New  Haven  Railroad  Company  have 
been  run  by  that  company  over  a  portion  of  the  track  of  the  New 
York  and  Harlem  Railroad  Company,  under  an  agreement  be* 
tween  the  two  companies,  giving  to  the  former  company  the 
privilege  of  running  its  cars  on  the  track  of  the  latter  company, 
and  that  the  cars  in  question  were  run  by  the  former  company 
under  that  agreement.  To  justify  such  use  the  New  York  and 
Harlem  Railroad  Company  set  up  three  licenses  under  the  patent 
granted  by  the  patentee — one  to  the  New  York  and  Harlem  Rail- 
road Company,  one  to  the  Hudson  River  Railroad  Company,  and 
one  to  the  New  York  and  New  Haven  Railroad  Company. 

The  license  to  the  New  York  and  Harlem  Railroad  Company 
was  granted  on  June  i,  1864,  after  the  extension.  It  recites  the 
fact  that  the  patent  had  been  extended,  and  that  the  company 
desire  the  right  and  license  to  construct  and  use  said  improve- 
ment anew  and  subsequent  to  the  date  of,  and  during  the  term  of 
said  extension,  as  well  on  cars  which  may  be  built  or  purchased 
by  said  company  subsequent  to  the  date  of  said  extension,  as  upon 
cars  not  fitted  up  with  said  improvement  before  the  date  of  said 
extension,  ^^  and  then  licenses  **  said  company,  and  any  and  all 
other  parties  that  may  hereafter  own  or  operate  the  said  New 
York  and  Harlem  Railroad,  to  construct  and  use  said  improve- 
ment anew  on  any  and  all  cars  now  or  hereafter  owned  by  said 
company,  or  by  parties  that  may  hereafter  own  or  operate  said 
New  York  and  Harlem  Railroad,  all  such  construction  and  use 
to  extend  to  and  over  the  said  New  York  and  Harlem  Railroad, 
and  on,  to,  and  over  the  roads  where  said  cars  may  be  employed 
or  run  on  joint  business."  This  license  extends  only  to  cars 
owned  by  the  New  York  and  Harlem  Railroad  Company.  It 
does  not  extend  to  cars  belonging  to  the  Hudson  River  Railroad 
Company,  or  to  cars  belonging  to  the  New  York  and  New  Ha- 
ven Railroad  Company.  The  New  York  and  New  Haven 
Railroad  Company  can  not  properly  be  considered  within  the 
meaning  of  the  license  as  operating  the  New  York  and  Harlem 
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Railroad,  in  running  their  own  cars  on  their  road  under  a  per- 
mission to  that  effect.  Therefore,  the  license  to  the  New  York 
and  Harlem  Railroad  Company  does  not  authorize  the  use  on  its 
road  of  the  brakes  which  are  on  the  freight  cars  in  question  be- 
longing to  the  Hudson  River  Railroad  Company. 

The  license  to  the  Hudson  River  Railroad  Company,  which  is 
set  up  to  justify  the  use  since  October  2,  1863,  by  the  New 
York  and  Harlem  Railroad  Company,  on  its  own  road,  of  freight 
cars  which  belong  to  the  Hudson  River  Railroad  Company,  and 
which  the  latter  company  causes  to  be  run  over  the  road  of  the 
former  company,  and  in  the  running  and  use  of  which  both  of 
the  companies  are  interested,  and  from  the  running  and  use  of 
which  both  of  the  companies  derive  pecuniary  profit,  is  the  same 
license  to  the  Hudson  River  Railroad  Company,  dated  April  8, 
1862,  which  has  been  before  referred  to,  and  the  provisions  of 
which  have  been  considered  in  reference  to  the  motion  for  an 
injunction  against  that  company.  In  addition  to  the  clauses 
before  mentioned,  the  following  provision  is  contained  in  the 
license  :  ^^  I  also  further  authorize  and  license  said  company  to 
run,  or  cause  to  be  run,  their  said  cars  with  said  improvement 
thereon,  on  and  over  other  roads  on  joint  business  during  the 
term  above  stated."  This  provision,  while  it  is  broad  enough  to 
cover  the  use  in  question  of  the  cars  of  the  Hudson  River  Rail- 
road Company  on  the  road  of  the  New  York  and  Harlem  Rail- 
road Company  during  the  first  term  of  the  patent,  is  limited  to 
that  term,  and  does  not  run  into  the  extended  term.  There  is 
nothing  in  this  license  to  justify  the  use  complained  of  since  the 
extension  i  such  use  must  be  upheld,  if  at  all,  by  showing  that 
the  brakes  on  the  cars  belonging  to  the  Hudson  River  Railroad 
Company  which  that  company  have  caused  to  be  run  on  the 
road  of  the  New  York  and  Harlem  Railroad  Company  on  joint 
business  since  the  extension,  were  brakes  lawfully  in  use  October 
2,  1863.  No  evidence  is  furnished  on  which  the  Court  can 
decide  this  point  as  to  these  brakes,  and  the  motion  in  that  re- 
spect is  suspended  to  allow  the  evidence  to  be  supplied. 

The  license  to  the  New  York  and  New  Haven  Railroad  Com- 
pany, which  is  set  up  to  justify  the  running  by  that  company  of 
its  own  cars  on  the  tracks  of  the  New  York  and  Harlem  Railroad 
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Company  by  the  permission  of  the  latter  company,  is  dated  April 
22,  1864, 

It  recites  the  extension,  and  the  fact  that  the  company  ^^  desire 
the  right  and  license  to  construct  and  use  said  improvement  anew 
and  subsequent  to  the  date  of  and  during  the  term  of  said  exten- 
sion, as  well  on  new  cars  which  may  be  built  or  purchased  by 
said  company  subsequent  to  the  date  of  said  extension  as  upon 
cars  not  fitted  up  with  said  improvement  before  the  date  of  such 
extension,"  and  then  licensed  the  company  ^^  to  construct  and 
use  said  improvements  anew,  on  any  cars  belonging  to  them,  and 
during  the  term  of  said  extension,  and  not  included  by  law  in  the 
former  license  given  by  me  to  said  company."  The  license  was 
then  signed  by  the  patentee  and  witnessed,  and  had  the  proper 
internal  revenue  stamp  affixed.  The  following  clause  was  then 
added,  and  signed  by  the  patentee,  and  witnessed  and  stamped, 
bearing  the  same  date  with  the  license  which  preceded  it,  April 
22,  1864:  ^^  And  it  is  hereby  further  agreed  and  understood  that 
said  New  York  and  New  Haven  Railroad  Company  are  author- 
ized, under  the  foregoing  license,  to  run  their  said  cars  with  said 
improvement  in  use  thereon,  on  and  over  any  and  all  other  rail- 
roads wherever  their  business  leads  them,  and  to  receive  upon  and 
use  on  their  own  road  the  cars  of  any  other  railroad  company 
with  said  improvement  in  use  thereon,  without  any  further  claim 
for  compensation  from  me,  or  from  any  person  under  me  what- 
soever, all  of  which  privileges  are  to  extend  through  the  term  of 
said  extension,  and  any  subsequent  extension,  and  furthermore 
through  all  future  time."  This  additional  clause  manifestly  gives 
to  the  New  York  and  New  Haven  Railroad  Company  the  right, 
during  the  extension,  to  run  their  own  cars,  with  the  patented 
brake  on  them,  on  and  over  the  road  of  the  New  York  and 
Harlem  Railroad  Company,  provided  the  legitimate  business  of 
the  former  company  leads  them  to  do  so.  It  is  shown,  on  the 
part  of  the  defendants,  that  the  cars  of  the  New  York  and  New 
Haven  Railroad  Company,  which  are  complained  of  as  having 
been  run  on  the  tracks  of  the  New  York  and  Harlem  Railroad 
Company,  have  been  so  run  by  the  former  company  under  an 
agreement  between  the  two  companies,  giving  to  the  former 
company  the  privilege  of  running  its  cars  on  the  track  of  the 
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latter  company,  and  it  is  not  denied  by  the  plaintiffs  that  the 
legitimate  business  of  the  former  company  led  them  to  so  run 
the  particular  cars  in  question. 

The  motion  for  an  injunction  is,  therefore,  denied  so  far  as 
regards  the  cars  of  the  New  York  and  New  Haven  Railroad 
Company,  which  have  been  so  run  on  the  tracks  of  the  New 
York  and  Harlem  Railroad  Company. 


Henry  B.  Goodyear,  Adm'r,  etc.,  and  Conrad 

poppenhusen 

vs. 

William  Mullee,  J.  H.  McLellan,  H.  M.  Hover, 

ET  AL.     In  Equity. 

The  term  '*  India  rubber**  has  been  used  as  a  generic  name  for  gums  having  the  quali- 
ties of  caoutchouc. 

Nebon  Goodyear  might  claim,  as  his  invention,  a  new  and  useful  art  or  manufactnre 
hitherto  unknown  and  of  immense  value  and  importance. 

A  decree  of  a  court  of  chancery  has  some  value,  and  is  more  persuasive  evidence  than 
the  verdict  of  a  jury. 

It  is  immaterial  whether  the  answer  be  received  as  an  affidavit  or  as  an  answer  upon  a 
motion  for  a  preliminary  injunction,  when  the  facts  relied  upon  in  rebuttal  are 
sufficient  to  refute,  but  it  is  not  necessary  to  entitle  the  complainant  to  an  inter- 
locutory injunction  that  there  should  be  a  special  prayer  for  such  process,  where 
the  bill  shows  a  prima  facie  case  for  an  injunction. 

The  complainant  may  rebut  by  proper  testimony  any  allegations  made  in  the  affidavits 
of  the  respondent  in  answer  to  the  motion. 

An  improvement  on  a  patented  invention  may  entitle  the  party  making  it  to  a  patent, 
but  he  can  not  pirate  the  original  invention. 

(Before  Grikr,  Eastern  District  of  Pennsylvania,  May,  1868.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  an  ^^improvement  in  the  manufacture 
of  rubber,"  granted  to   Nelson  Goodyear,  May  6,  1851,  and 


MAY.     1868.  421 


Goodyear  v.  MuUee. 


reissued  and  extended  to  Henry  B.  Goodyear,  administrator,  in 
two  divisions  known  as  Reissues  556  and  547,  and  more  partic- 
ularly referred  to  in  the  cases  of  Goodyear  v.  Niw  Tork  Gutta 
Percha  Comb  Co.  (Vol.  II,  p»  312),  and  Goodyear  v.  Aiullee^  p.  210. 
The  defendants  were  charged  with  infringing  this  patent  by 
the  manufacture  and  sale  of  combs  made  of  hard  rubber.  They 
relied  in  evidence  upon  a  patent  granted  to  William  Mullee, 
dated  March  31,  1868,  for  a  process  of  making  hard  rubber, 
and  offered  affidavits  to  show  that  they  used  a  larger  proportion 
of  sulphur  to  the  rubber  than  was  described  in  Nelson  Good- 
year's  patent. 

Edwin  L.  Ahhitt  and  George  Harding^  for  complainants. 

Fur  man  Shepherd^  for  defendanst. 

Grier,  J. 

I  do  not  think  it  necessary  to  notice  the  very  numerous  ques- 
tions which  have  been  argued  and  commented  upon  by  the  learned 
counsel. 

I  shall  only  state  the  conclusions  I  have  arrived  at,  without 
attempting  to  vindicate  them  by  argument. 

1.  The  complainant  sets  forth  certain  patents  for  what  he  calls 
**  a  new  and  useful  improvement  in  the  manufacture  of  India 
lubber."  This  has  been  used  as  a  sort  of  generic  name  for  gums 
having  the  qualities  of  caoutchouc.  In  fact,  he  might  claim  to 
have  invented  a  new  and  useful  art  or  manufacture  hitherto  un- 
known, and  of  immense  value  and  importance.  He  has  been  in 
possession  of  his  monopoly  for  many  years ;  the  originality  of 
his  claim,  and  his  sole  right  to  use  it,  has  been  tested  by  numer- 
ous litigations  with  infringers  and  decrees  of  the  courts,  as  set 
forth  in  his  bill.  A  decree  of  a  court  of  chancery  has  some  value, 
and  is  more  persuasive  evidence  than  the  verdict  of  a  jury. 

2.  The  recital  of  these  facts  is  sufficient  to  entitle  the  com- 
plainant to  his  preliminary  injunction. 

This  motion  has  been  postponed  at  the  request  of  the  respond- 
ent's counsel,  and  an  answer  has  been  filed  in  the  meantime. 
Whether  that  answer  be  received  only  as  an  affidavit  or  not  is 
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not  very  material  under  the  circumstances,  as  the  facts  relied 
upon  in  rebuttal  completely  refute  it. 

It  is  objected  to  the  sufficiency  of  the  bill  to  entitle  complain- 
ant to  an  interlocutory  injunction,  that  there  is  no  special  prayer 
for  such  process,  or  no  recital  of  the  facts  that  are  shown  in 
aggravation  of  the  respondents'  conduct.  But  this  objecton 
can  not  be  supported.  The  bill  shows  a  prima  facte  case  for  an 
injunction. 

'^he  complainant,  when  he  gave  notice  of  his  application, 
could  not  know  what  defense  would  be  alleged  in  the  affidavits 
of  respondent.  He  has  a  right,  therefore,  to  rebut  by  proper 
testimony  any  allegations  so  made  or  defense  set  up  against  the 
motion.  The  fact  that  complainants'  counsel  read  all  his  testi- 
mony in  opening  his  cafse  was  of  no  importance  if  such  facts 
could  be  adverted  to  in  any  stage  of  the  argument.  ) 

The  other  facts  used  in  rebuttal,  or  by  way  of  cumulative  ag- 
gravation of  the  respondents'  conduct,  should  act  as  an  equitable 
or  moral  estoppel  to  the  pretenses  set  up  by  them. 

1.  That  not  only  had  all  the  questions  as  to  the  validity  of  the 
complainants'  patents  been  settled  by  decrees  of  courts  of  equity 
in  numerous  cases,  but  that  in  a  bill  to  restrain  Mullee  himself 
from  infringing  their  patents,  a  decrees  was  given  against  him. 

2.  That  he  obstinately  continued  to  infringe. 

3.  That  be  was  imprisoned  for  contempt  of  court  for  such 
conduct. 

4.  That  in  consideration  that  the  complainant  would  release 
him  from  damages  that  might  be  recovered  against  him,  he  cov- 
enanted that  he  would  no  more  contest  his  title^  and  cease  from  all 
interference.     This  was  in  New  York. 

5.  Another  injunction  was  afterward  issued  from  this  Court. 

6.  That  his  operatives  resisted  the  marshal  in  the  service  of 
the  process  of  the  Court  and  were  indicted  and  punished  for  so 
doing. 

7.  That  all  the  questions  now  raised  were  fully  discussed  and 
tried  between  the  present  parties  in  the  Patent  Office,  where  a 
patent  was  given  to  respondent  for  some  improvement  in  the  process, 
which  was  admitted  by  his  counsel  and  decided  by  the  Commis- 
sioner, would  be  servient  and  subordinate  to  the  complainants' 
patent. 
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8.  An  improvement  on  a  patented  invention  may  entitle  the 
party  making  it  to  a  patent,  but  he  can  not  pirate  the  original 
invention. 

9.  The  objection  that  the  bill  is  not  filed  by  proper  parties  is 
without  foundation  either  in  law  or  in  fact. 

10.  This  obstinate  and  persistent  attempt  to  infringe  com- 
plainants' rights  and  to  hinder  the  injunction  is  accounted  for  by 
the  fact  that  the  party  is  insolvent  and  damages  can  not  be  recov- 
ered of  him. 

Justice  demands  that  the  injunction  issue  according  to  the 
prayer  of  the  bill. 


The  Pennsylvania  Salt  Manufacturing  Company 

vs. 
Gugenheim,  Driefuss  &  Co.     In  Equity. 

A  claim  for  caustic  alkali,  inclosed  in  an  integument  or  casing  of  anti-corrosive  imper- 
vious fabric,  substantially  describes  a  proper  subject  of  letters  patent. 

A  claim  for  caustic  alkali  in  cases  or  enveloped  in  a  tight  metallic  integument  or  metallic 
casing  is  good,  as  being  a  proper  subject  of  letters  patent. 

The  improvements  patented  to  George  Thompson,  October  21,  1856,  and  reissued  in 
three  divisions,  April  16,  1867,  are  new,  useful,  and  patentable. 

(Before  Gribi,  J.,  Eastern  District  of  Pennsylvania,  May,  1868.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendants  from 
infringing  letters  patent  granted  for  an  ^^improvement  in  devices 
for  putting  up  caustic  alkalies/'  granted  to  George  Thompson, 
October  21,  1856,  reissued  to  him  April  16,  1867,  in  three 
divisions,  Nos.  2569,  2570,  and  2571,  of  which  Nos.  2569  and 
2571  were  for  ^^improvements  in  the  manufacture  of  caustic 
alkalies,''  and  2570  was  for  an  ^Mmproved  process  of  putting  up 
caustic  alkali." 

The  invention  consisted  in  wrapping  cakes  of  caustic  soda  in 
paper  impregnated  by  a  preparation  of  beeswax   and  rosin  by 
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which  said  paper  was  rendered  impervious  so  as  to  protect  said 
soda  from  the  action  of  the  atmosphere,  or  in  incasing  caustic 
soda  in  small  metallic  boxes,  and  in  the  process  of  putting  up 
the  alkali  in  such  boxes  by  pouring  it  in  a  melted  state  into  the 
same. 

The  claim  of  the  original  patent  was  as  follows : 

*'The  mode  described  or  its  equivalent,  of  protecting  small  packages  of  caustic  soda 
or  potash  from  the  action  of  the  atmosphere  in  the  manner  and  for  the  purposes  de- 
scribed.** 

The  claims  of  the  several  reissues  were  as  follows: 
Reissue  2569: 

**  Caustic  alkali  inclosed  in  an  integument,  or  casing  of  and-corrosive,  impervioas 
^bric,  substantially  as  above  described.** 

Reissue  2570: 

"  The  process  of  putting  up  caustic  alkali  in  metallic  casing  or  integument,  by  pouring 
the  molten  caustic  alkali  into  the  casing,  substantially  as  above  described,  and  then  closing 
the  top  of  the  case.** 

Reissue  2571  : 

<<  Caustic  alkali  incased  or  enveloped  in  a  tight  metallic  integument  or  metallic  casing^ 
substantially  as  above  described.** 

George  Harding,  for  complainants. 
y.  B,  Gesty  for  defendants. 

Grier,  J. 

The  patent  of  George  Thompson  (the  infringement  of  which 
and  its  validity  are  the  questions  now  proposed  for  our  decision) 
has  been  amended  and  reissued  more  than  once. 

The  difficulty  in  the  case  was  to  describe  the  invention  or  dis- 
covery, or  the  improvement  in  the  art,  without  claiming  too  much, 
so  as  to  make  the  patent  inoperative  and  void. 

Caustic  alkali  was  not  a  new  substance,  nor  was  it  a  new  com- 
position of  matter,  nor  its  manufacture  a  new  art,  yet  the  fact 
was  clear  that  the  patentee  had  made  a  very  important  improve- 
ment in  the  art,  and  one  of  great  practical  value. 

This  fact  is  patent  and  can  not  be  denied. 


MAY,    1868.  425 

Pennsylvania  Salt  Co.  v.  Gugenheim. 

Has  he  succeeded  in  so  describing  his  improvement  in  the  art 
by  a  process  discovered  or  invented  by  himself  ? 

The  state  of  the  art  prior  to  his  invention  is  well  described 
by  the  witness  Bancroft ; 

"Prior to  the  invention  of  George  Thompson,  the  manufac- 
ture of  soap  was  carried  on  at  large  establishments,  like  my  own, 
by  purchasing  the  soda  ash  of  commerce,  making  it  caustic  by 
boiling  with  lime,  and  then  treating  the  solution  of  caustic  soda 
with  &t  and  making  soap  of  (t.  Throughout  the  country  the 
farmers  used  to  keep  their  wood  ashes  and  leach  them  down  and 
use  lime  to  make  caustic  potash,  and  then  boil  with  fat.  This 
was  a  very  troublesome  and  uncertain  operation,  and  could  not 
be  applied  where  wood  ashes  were  not  used.  The  great  bulk  of 
soap  was  manufactured  at  soap  works  from  soda  ash,  as  above 
described.  The  manufacture  of  soap  from  soda  ash  was  a  nice 
chemical  operation,  which  could  not  be  carried  on  with  success 
generally  in  families." 

Without  entering  into  the  chemical  and  scientific  history  of 
the  substances  used  in  the  manufacture  of  this  valuable  article 
of  commerce,  I  adopt  the  clear  statement  made  by  the  learned 
counsel  as  to  the  nature  of  complainant's  claim : 

"Such  being  the  state  of  the  art,  it  occurred  to  George 
Thompson,  in  1853,  ^^^^  ^^  hydrate  of  soda,  freed  from  its 
combination  with  carbonic  acid,  could  be  manufactured  as  an 
article  of  commerce,  and  generally  used,  the  troublesome  and 
difficult  operation  of  making  soap  would  be  simplified  to  the 
soap-maker,  but  more  especially  to  families.  The  refuse  house- 
hold fat  could  be  as  easily  made  into  soap  as  the  simplest  culi- 
nary operation  could  be  carried  on.  At  that  time  caustic  soda  or 
hydrate  of  soda  was  known  to  the  chemist,  and  existed  only  on 
the  shelves  of  the  laboratory  in  a  most  expensive  form,  and  was 
used  mainly  for  illustration  and  surgical  purposes.  It  was  a  dif- 
ficult substance  to  keep,  because  of  its  tendency  to  seize  carbonic 
acid  and  moisture  from  the  air,  and  to  pass  back  into  a  solution 
of  the  carbonate  of  soda,  and  also  because  it  destroyed  most 
substances  with  which  it  came  into  consact. 

"  He  conceived  the  idea  of  forming  the  lye,  or  solution  of 
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hydrate  of  soda,  by  the  use  of  carbonate  of  soda  and  lime,  and 
then  to  syphon  o(F  the  lye  and  evaporate  down  this  clear  lye 
until  the  caustic  soda  (hydrate  of  soda)  reached  a  solid  state. 
In  this  condition  it  could  be  melted  at  a  temperature  near  to  the 
degree  of  redness,  and  molded  or  broken.  But  the  trouble 
was  how  to  keep  this  article  in  its  caustic  state,  and  how  to 
overcome  its  tendency  to  pass  back  to  the  condition  of  a  carbon- 
ate, and  also  how  to  avoid  trouble  from  its  destructive  action 
upon  other  substances.  The  idea  then  occurred  to  him  to  divide 
the  solid  caustic  soda  into  such  small  portions  as  would  answer 
for  a  single  ordinary  operation,  and  seal  up  hermetically  each 
portion  by  itself,  as  soon  as  produced.  His  first  experiments 
were  tried  by  molding  the  solid  fused  caustic  soda  into  one 
pound  pieces,  and  inclosing  each  in  an  air-tight  envelope  com- 
posed of  paper  or  muslin  saturated  with  rosin  and  dipped  in  tar 
or  varnish.  He  also  then  adopted  the  plan  of  at  once  sealing 
up  the  caustic  soda  in  tin,  soldering  it  in  small  hermetical  one 
pound  inclosures,  as  soon  as  produced.  Finally,  Thompson 
adopted  the  plan  of  preparing  an  iron  case  or  mold,  made  tight 
at  the  joints  by  infusible  cement,  and  at  once  pouring  the  hot 
fused  soda  into  it,  and  immediately  sealing  it  up.  By  these  sev- 
eral means  he  produced  an  article  of  uniform  strength,  that  could 
be  safely  transported,  which  could  be  certainly  used  in  the  manu- 
facture of  soap  in  families,  by  merely  adding  a  fixed  quantity  of 
water  and  fat,  and  which  material  could  not  pass  back  to  the 
state  of  a  carbonate.  That  this  was  a  new  and  useful  invention 
appears  clearly  from  a  review  of  testimony. 

^^  Prior  to  Thompson's  invention  the  alkalies,  soda  and  potash, 
had  existed  in  commerce  only  as  carbonates,  and  it  was  necessary 
that  the  carbonic  acid  should  be  removed  before  soap  could  be 
made  of  them  *,  it  was  thus  a  difScult  and  troublesome  process/* 

The  amended  patent  of  i6th  April,  1867,  in  which  ex  majore 
cautela^  the  improvement  has  been  unnecessarily  split  into  three 
distinct  patents,  may  be  treated  as  one  patent  with  three  distinct 
claims. 

He  describes  his  invention  as  ^^  a  new  and  useful  improve- 
ment in  the  manufacture  of  caustic  alkalies,"  which  is  thus  set 
forth  in  his  specification  : 
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**  My  invention  consists  in  a  new  article  of  manufacture,  viz :  caustic  alkalies  (soda 
and  potassa)  inclosed  in  an  integument  of  impervious  anti-corrosive  fabric,  thus  forming 
a  new  article  of  commerce  and  manufacture,  which  may  be  preserved  and  transported, 
and  thus  introduced  into  general  use  for  domestic  and  other  purposes,  where  those  con- 
centrated alkalies,  owing  to  their  peculiar  chemical  properties,  were  not,  prior  to  my 
invention,  susceptible  of  such  preservation,  transportation,  and  use. 

**  Hydrate  of  soda  and  potassa,  commonly  known  as  caustic  soda  and  potash,  would 
prove  very  useful  for  domestic  and  other  purposes,  but  owing  to  the  fact  that  they 
speedily  deliquesce  after  being  exposed  even  for  a  short  time  to  the  action  of  the 
atmospheric  air,  and  that  by  their  caustic  property  they  attack  and  destroy  almost 
everything  with  which  they  are  allowed  to  come  in  contact  in  their  deliquescent  state, 
it  has  been  found  practically  impossible  to  manufacure  these  articles  in  a  condition  fit 
for  preservation  and  transportation  for  family  and  other  uses. 

*'  I  have  discovered  that  an  integument  can  be  prepared  of  muslin,  paper,  or  other 
similar  fabric,  by  immersing  it  in  a  preparation  of  beeswax  and  rosin,  or  other  similar 
substance,  which  will  be  alike  incorrodible  by  the  alkali,  and  will,  by  its  imperviousness 
to  moisture,  prevent  its  deliquescence  and  destruction;  and  that  if  caustic  alkali  be 
incased  or  united  with  such  a  prepared  fabric  as  an  integument,  a  new  and  valuable 
article  of  manufacture  and  commerce  will  be  produced.  The  cakes  of  caustic  soda  or 
potash,  so  soon  as  they  are  sufficiently  solid  to  bear  handling,  are  immediately  folded  up 
carefully  in  the  wrapping  thus  prepared,  the  sticky  nature  of  the  substance  with  which 
the  wrapping  is  impregnated  causing  it  to  adhere  together  where  the  edges  fold  over 
each  other,  and  thus  serving  to  exclude  entirely  the  air  and  moisture  from  obtaining 
access  to  the  cakes  of  caustic  alkali  within.  The  package  thus  wrapped  may  then,  for 
further  protection,  be  immersed  in  the  same  preparation  used  for  preparing  the  wrap- 
ping fabric,  which  gives  it  a  uniform  coating  all  over,  and  covers  up  any  opening  which 
may  exist  in  the  folds  of  the  wrapping.  When  thus  wrapped  and  prepared,  an  exterior 
coating  of  common  paper  is  added  for  cleanliness  and  convenience  of  handling  and 
packing,  and  the  packages  are  then  ready  for  sale,  and  may  be  kept,  without  injury  to 
the  alkali,  for  almost  any  length  of  time.  When  used  for  making  soap,  the  inner 
covering  of  prepared  paper  need  not  be  removed,  as  the  small  quantity  of  rosin  and 
beeswax  will  not  injuriously  affect  the  soap.  It  may  be  readily  removed,  however,  if 
preferred. 

'*  Having  thus  described  my  invention,  what  I  claim  as  new,  and  desire  to  secure  by 
letters  patent  as  a  new  article  of  manufacture,  is^ 

**  Caustic  alkali  inclosed  in  an  integument,  or  casing  of  anti-corrosive,  impervious 
fabric,  substantially  as  above  described.*' 

[The  Court  then  quoted  from  the  other  specifications  of 
George  Thompson,  and  concluded  as  follows :] 

In  the  third  reissued  patent  his  claim  is  caustic  alkali  incased 
or  enveloped  in  a  tight  metallic  integument  or  metallic  casing, 
substantially  as  above  described. 

The  testimony  in  the  case  clearly  establishes  the  fact  of  the 
novelty  and  practical  utility  of  Thompson's  invention  or  discov- 
ery and  his  improvement  in  the  art. 

It  is,  therefore,  the  proper  subject  of  a  patent. 

The  defendants  have  infringed  the  patent,  as  is  clearly  proved  , 
by  the  things  themselves,  ^^  oculis  subjecta  fideltbus.^* 

The  complainants  are  therefore  ehtitled  to  a  decree,  as  prayed 
for  in  the  bill. 
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Orlando   B.  Potter,  Nathaniel  Wheeler,  et  al, 


vs. 


William  A.   Mack.     In  Equity. 


No  appeal  lies  from  a  decree  in  a  patent  case,  which  provides  for  a  reference  to  a  matter 
to  state  an  account,  until  the  coming  in  of  the  master's  report. 

The  practice  in  all  of  the  circuits  is  to  make  a  perpetual  injunction  part  of  the  dea^ 
which  finds  the  infringement. 

The  injunction  ought  not  to  be  suspended  until  the  final  decree,  unless  there  be  shown 
some  special  grounds  of  peculiar  hardship  to  the  defendant. 

(Before  Swayne  and  Sherman,  J  J.,  Northern  District  of  Ohio,  September,  1868.) 

This  was  a  motion  to  suspend  an  injunction  and  permit  the 
defendants  to  give  bond  to  keep  an  account  until  the  coming  in 
of  the  master's  report.  A  bill  had  been  filed  to  restrain  the 
infringement  of  reissued  letters  patent,  granted  to  Allen  B. 
Wilson,  for  improvement  in  sewing  machines,  and  referred  to  in 
numerous  previous  cases,  particularly  Potter  v.  H^ilson^  vol.  2, 
p.  102.  The  defendant  was  manufacturing  and  selling  the 
Domestic  Machine,  using  a  ^^  wheel  feed,"  consisting  of  a 
wheel  with  a  roughened  surface,  and  having  an  intermittent 
motion.  A  preliminary  injunction  was  asked  for,  but  was 
refused,  the  defendant  being  required  to  give  bond  in  the  sum  of 
¥  1 0,000  to  keep  an  account  and  pay  damages.  Subsequently, 
the  case  came  on  to  final  hearing,  and  a  decree  was  entered 
establishing  the  patents,  finding  infringement,  granting  a  perpetual 
injunction  against  the  defendant,  and  referring  it  to  a  master  to 
state  an  account  of  profits  made  by  reason  of  the  infringement. 

The  defendant  now  moved  to  suspend  the  injunction  until  the 
coming  of  the  master's  report  and  the  entry  of  the  final  decree, 
and  tendered  bond  to  keep  an  account,  citing  Barnard  v.  GibsM^ 
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7  How.  650.  He  claimed  that,  upon  appeal,  the  injunction 
would  be  stayed  by  the  supersedeas^  and  urged  the  hardship  of 
granting  it  pending  the  reference. 

F,  y.  Dickman  and  S,  S.  Fisher^  for  complainants. 

Ranney  fcf  Bolton^  for  defendant. 

SWAYNE,  J. 

In  this  case  a  final  decree  was  entered  at  this  term,  enjoining 
the  defendant  from  using  certain  principles  of  a  certain  sewing 
machine,  covered  by  letters  patent,  upon  which  the  bill  of  the 
plaintiff  was  founded. 

The  Court  decreed  a  perpetual  injunction,  and  also  a  decree 
that  the  account  should  be  taken.  The  case  was  referred  to  a 
master  for  that  purpose,  with  a  view  to  ascertain  the  amount  of 
damages  which  were  finally  to  be  allowed  to  the  plaintiff. 

An  application  is  made  that  this  final  decree  shall  be  sus- 
pended, as  it  regards  the  injunction,  until  the  account  shall  be 
determined  upon  and  the  decree  shall  be  finally  made  upon  that 
account,  and  when  the  defendant,  for  the  first  time,  will  have 
the  right  to  appeal.  He  can  not  appeal  from  the  decree  as  it  at 
present  stands,  because,  although  the  decision  is  final  as  to  the 
merits  of  the  case,  it  is  in  form  an  interlocutory  decree  only, 
ai^d  the  rule  established  by  the  Supreme  Court  is,  that  an  appeal 
can  be  taken  only  from  a  final  decree.  It  has  been  held,  in  this 
class  of  cases,  that  a  decree  is  not  to  be  considered  final  for  the 
purposes  of  appeal  until  after  the  coming  in  of  the  master's 
report.    / 

I  have  no  doubt  of  the  power  of  the  Court  to  sustain  this 
motion.  Such  power  exists  as  incidental,  in  my  judgment,  to 
equity  proceediugs.  There  is  no  question,  in  my  judgment,  of 
the  power  of  the  Court  to  stay  a  judgment  at  law.  And  it  is  a 
constant  practice  of  the  State  Courts  and  the  Circuit  Courts  of 
the  United  States,  where  the  equities  between  the  parties  require 
it,  to  make  such  an  order. 

If  I  had  any  doubt  about  it,  the  authority  of  Barnard  v. 
Gibson  J  7  Howard,  is  conclusive. 
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The  facts  of  the  present  case  are,  that  a  bill  having  been  filed 
and  an  injunction  asked,  my  learned  brother,  the  District  Judge 
of  this  Court,  knowing  the  difficulty  and  hardship  which  might 
ensue^  refused  to  grant  the  injunction,  and  took  a  bond  for 
an  account.  This  saved  the  necessity  of  a  second  hearing 
in  the  case,  and  postponed  the  final  determination  until  there 
was  a  hearing  upon  the  proof.  This  course,  while  it  was 
eminently  beneficial  to  the  defendant,  subjected  the  plaintiiF 
to  no  injury,  because  bonds  were  required  to  cover  all  dam- 
ages that  might  ensue. 

At  the  last  January  term,  as  my  learned  brother  informs  me, 
he  intimated  that  the  case,  in  his  opinion  was  against  the 
defendant.  At  the  May  term,  he  informs  me,  he  decreed  for 
the  complainant.  At  the  instance,  as  I  am  advised,  of  the 
defendant's  counsel,  his  final  action  on  the  subject  was  deferred 
until  a  case  pending  in  one  of  the  Eastern  Courts  should  be 
brought  to  a  close.  The  case  was  accordingly  postponed ;  and 
at  the  September  term  of  this  Court,  1868,  an  interlocutory 
decree  was  entered,  and  notice  of  the  injunction  has  been  duly 
given  to  the  defendant.  Now,  we  are  asked  to  suspend  the 
operation  of  this  injunction  until  a  final  decree  is  made,  from 
which  alone  the  defendant  can  appeal. 

Now,  I  have  to  remark  upon  this  subject,  that  when  a  party 
obtains  a  decree,  such  as  was  given  in  this  case,  settling  the  right  to 
an  injunction  in  respect  to  the  matter  in  controversy,  the  practice 
in  all  the  circuits,  as  I  have  understood,  is  co  make  the  injunc- 
tion a  part  of  the  decree.  That  is  the  right  of  the  party, 
unquestionably,  unless  there  be  shown  some  special  grounds  of 
peculiar  hardship  to  the  defendant.  In  a  case  of  that  character, 
it  would  be  proper  for  the  Court  to  grant  some  extenuation. 

The  question  is,  is  this  a  case  of  that  character  ?  Is  it  proper 
to  establish,  as  a  general  rule,  that  this  power  of  suspending  the 
operation  of  an  injunction  shall  be  exercised  or  withheld  when 
a  case  shall  have  reached  this  stage  ?  I  say,  no.  I  see  no 
ground  on  which  such  a  general  rule  should  be  established.  It 
seems  to  me  it  would  be  as  objectionable  as  to  hold,  in  every 
case  of  a  judgment  at  law  for  the  payment  of  money,  that  the 
judgment  shall  be  stayed  until  the  next  term,  or  any  other  given 
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time.     There  may  be  circumstances  which  would  render  that     \ 
action  proper,  but  I  should  not  be  willing  to  establish  such  a 
rule  as  general. 

Again,  too,  as  within  my  own  knowledge,  the  practice  in  all 
the  other  courts  is  diverse  from  that  now  sought  to  be  estab-     / 
lished,  and  I  should  be  reluctant  to  strike  out  a  new  course.  / 

Then  what  are  the  peculiar  circumstances  of  this  case  ? 
The  preliminary  injunction  was  refused,  and  that,  too,  under 
circumstances  somewhat  different  from  the  practice  of  my 
brethren  in  other  Circuits.  Their  rule,  as  I  am  advised,  is  that 
upon  a  proper  hearing,  if  it  is  thought  proper  that  an  injunction 
should  be  granted,  it  is  granted.  I  prefer  that  there  should  be 
but  one  hearing,  and  that  before  a  full  bench  and  upon  all  the 
proofs.  I  am  satisfied  with  that  practice,  and,  as  a  general  rule, 
will  adhere  to  it. 

At  the  January  term  last,  it  was  intimated  by  the  defendant 
that  he  wanted  to  work  up  his  material  on  hand  and  to  prepare 
for  the  injunction.  At  the  May  term,  a  still  more  decided  inti- 
mation of  the  opinion  of  the  Court  was  given.  A  decree  giving 
the  injunction  was  finally  entered  at  this  term  of  the  Court. 
Under  these  circumstances  I  feel  warranted  in  sustaining  that 
part  of  the  decree  of  my  learned  brother. 

In  this  connection  I  lay  no  stress  upon  the  fact,  which  was 
referred  to  in  the  argument,  that  like  questions  in  some  other 
cases  have  been  decided  in  the  same  way  by  some  of  my 
brethren.  That  is  not  one  of  the  elements  under  whose  influ- 
ence my  mind  has  been  brought  to  the  conclusion  which  I  have 
announced. 

The  motion  must  be  overruled,  and  the  decree  will  stand. 


« 
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The  Nicholson  Pavement  Company 

vs. 
Thomas  H.  Hatch  et  al. 

Nicholson,  in  his  patent  granted  August,  1854,  makes  no  claim  to  the  exclurive  use 
of  blocks,  nor  of  the  gravel  and  tar  between  or  over  them,  nor  of  any  of  the 
separate  parts  which  go  to  make  up  the  structure. 

What  he  claims  as  his  invention  is  the  combining  of  the  foundation  of  the  pavement 
with  the  blocks,  or  the  long  blocks  and  strips  of  boards,  these  being  so  arranged 
as  to  form  cells  or  channels  with  wooden  bottoms  for  the  reception  of  broken  stone 
or  gravel  and  tar. 

The  patent  is  not  infringed  unless  the  foundation  and  blocks  are  used  by  the  deiiend- 
ant  in  a  similar  combination.  The  use  of  one  of  them  without  the  other,  though 
all  the  other  necessary  elements  in  the  formation  of  the  pavement  are  employed, 
violates  no  right  of  the  patentee. 

A  patent  for  a  combination  of  two  things  is  not  a  patent  for  a  combination  of  one  of 
the  two  with  a  third  and  different  thing.     The  authorities  on  this  subject  are  all 
one  way. 

A  pavement  presenting  the  same  external  appearance  similar  to  that  of  the  patentee, 
but  in  which  the  blocks  are  placed  directly  upon  the  graded  earth,  no  boards  or 
other  foundation  being  interposed,  is  not  an  infringement  of  the  Nicholson  patent. 

(Before  Field,  J.,  Northern  District  of  California,  October,  1868.) 

This  was  an  action  on  the  case  tried  by  the  Court,  by  consent 
of  parties,  without  a  jury.  The  suit  was  brought  to  recover 
damages  for  the  infringement  of  letters  patent  for  an  "  improve- 
ment in  wooden  pavements,"  granted  to  Samuel  Nicholson, 
August  8,  1854,  and  reissued  December  i,  1863,  the  exclusive 
right  to  use  which,  within  the  city  and  county  of  San  Francisco, 
California,  had,  by  intermediate  conveyances,  become  vested  in 
the  plaintiiTs. 

The  invention  Is  very  fully  described  in  the  opinion  as  well  as 
in  the  claim  of  the  original  patent,  which  was  as  follows : 

<*  So  combining  and  arranging  the  blocks  or  wooden  portion  of  the  pavement  that 
there  may  be  cells  or  channels  between  them  for  4he  reception  of  tar  and  gravel,  or 


OCTOBER,    1868.  433 


Nicholson  Pavement  Co.  v.  Hatch. 


materials  of  like  character,  each  cell  having  a  wooden  bottom  for  the  cement  to  rest  on, 
whereby,  when  the  mass  of  tar  and  gravel  in  each  cell  is  pressed  down  by  the  wheels  of 
vehicles,  it  shall  be  prevented  from  being  forced  through  the  cavity,  and  be  caused  to 
spread  in  lateral  directions  so  as  to  maintain  a  firm  and  close  joint  between  the  adjacent 
blocks,  and  prevent  water  from  passing  down  between  their  joints.** 

The  claim  of  the  reissued  patent  is  even  more  minute  in  the 
details  of  the  invention.     It  is  as  follows  : 

**  The  so  combining  and  arranging  the  foundation  or  support,  or  its  equivalent,  of 
said  wooden  pavement  resting  on  the  roadway  surface  or  bed,  substantially  as  herein 
described,  with  said  long  and  short  blocks  above  described,  or  their  equivalents,  which 
said  blocks  are  combined  in  such  a  manner  as  that  partitions  shall  be  made  leaving 
cells  or  channels  between  them,  with  a  wooden  bottom  formed  by  the  shorter  blocks 
some  distance  above  the  lower  end  of  the  blocks,  for  the  reception  of  the  broken  stone 
or  gravel  and  tar,  or  other  like  material,  and  also  combined  with  such  cells  or  channels 
filled  with  broken  stone^  gravel,  and  tar,  or  other  like  material,  substantially  as  herein 
described,  whereby  the  particles  of  broken  stone  or  gravel  are  prevented  from  working 
under  the  lower  ends  of  the  longer  blocks,  and  whereby  water  is  prevented  from  pass- 
ing from  the  surface  of  the  pavement  downward  through  the  joints  of  said  wooden 
blocks,  and  also  moisture  is  prevented  from  being  absorbed  upward  from  the  ground  by 
said  wooden  blocks,  substantially  as  described." 

The  pavement  constructed  by  the  defendants  is  fully  described 
in  the  opinion. 

y.  H.  Saunders^  fF,  F.  Sharp,  and  Crittenden  £sf  IVilson,  for 
plaintiffs. 

Solomon  Heydonfeldt  and  Joseph  M,  Nougues,  for  defendants. 

Field,  J. 

This  is  an  action  to  recover  damages  for  an  alleged  infringe- 
ment by  the  defendants  of  a  patent  granted  by  the  United  States 
to  Samuel  Nicholson  for  an  improvement  in  wooden  pavements. 
A  patent  was  originally  issued  to  Nicholson  in  August,  1854. 
This  being  surrendered,  a  new  patent  to  him  was  issued  in 
December,  1863.  The  right  to  use  the  invention  in  the  city 
and  county  of  San  Francisco,  has  passed  from  Nicholson  by 
various  intermediate  transfers  to  the  plaintiff,  a  corporation  cre- 
ated under  the  laws  of  this  State. 

The  nature  of  the  improvement,  which  the  patentee  claims 
as  his  invention,  can  only  be  understood  from  a  description  of 
the  pavement  and  its  mode  of  construction.     The  specifications 
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accompanying  the  patent  give  such  description  with  much  full- 
ness and  detail.  A  brief  description,  however,  will  be  sufficient 
for  our  purpose,  and  will  exhibit  the  matter  in  dispute  between 
the  parties.  The  improved  pavement  is  constructed  in  this 
wise : 

The  earth  of  the  roadway  or  street  upon  which  the  pavement 
is  to  be  made  is  first  graded.  The  grade  is  generally  made  in  a 
slightly  arched  shape,  so  that  the  elevation  at  the  center  of  the 
roadway  is  a  trifle  higher  than  at  the  sides.  The  earth  thus 
prepared  is  then  covered  with  tarred  paper,  or  lime  mortar,  or 
hydraulic  cement,  about  two  inches  in  thickness,  or  with  a  thin 
flooring,  upon  which  tar  is  poured. 

Upon  the  foundation  thus  made,  two  sets  of  wooden  blocks 
are  placed.  These  blocks  are  cut  with  parallel  sides  from  tim- 
ber, about  four  inches  square,  in  cross  sections ;  those  of  one  set 
are  about  eight  inches  in  length,  and  those  of  the  other  set  are 
about  half  that  length.  These  blocks  are  placed  end  upward, 
and  are  arranged  both  transversely  and  longitudinally,  so  that  the 
long  and  short  blocks  stand  alternately  in  each  direction.  By 
this  arrangement  there  is  formed  above  each  short  block  a  cell 
or  cavity,  bounded  by  four  of  the  large  blocks.  Into  each  of 
these  cells  a  small  quantity  of  coarse  salt  is  poured.  The  cells 
are  then  filled  with  broken  stone,  or  coarse,  clean  gravel,  the 
whole  being  firmly  rammed  until  the  upper  surface  becomes  firm 
and  level.  Mineral  or  vegetable  tar  or  pitch  is  then  poured  over 
the  whole  surface  of  the  pavement,  and  into  the  cells  containing 
the  broken  stone  or  gravel,  so  as  to  penetrate  between  the  pieces 
and  cement  them  together.  The  tar  permeating  into  the  cells 
makes  the  entire  mass  of  stone  or  gravel  adhere  firmly  to  the 
surrounding  blocks,  and  also  allows  an  expansion  of  the  mass 
from  the  pressure  of  carriages,  such  expansion  serving  to  fill  up 
any  spaces  which  may  be  formed  from  shrinkage  of  the  wooden 
blocks.  To  prevent  the  blocks  from  being  forced  below  one 
another,  they  are  sometimes  connected  together  by  wooden  pins, 
and  instead  of  the  tar  with  the  broken  stone  in  the  cells,  any 
other  suitable  cementing  material  may  be  used. 

Instead  of  the  two  sets  of  blocks  described,  the  improved 
pavement  is  sometimes  constructed  entirely  with  long  blocks  and 
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a  strip  of  board  between  them.  In  such  case  the  blocks  are 
placed  side  by  side  in  rows  transversely  of  the  roadway,  with  a 
space  an  inch  in  width  between  them,  in  which  the  strip  of  board 
is  introduced  edgewise  or  vertically.  The  width  of  the  board  is 
about  one-half  the  length  of  the  blocks.  These  boards  resting 
on  the  foundation,  there  is  formed  above  them,  between  the 
blocks,  long  cells  or  grooves  extending  across  the  roadway. 
These  cells  are  filled  with  broken  stone  or  gravel  and  tar,  as 
already  described.  It  is  generally,  if  not  always,  in  this  form 
that  the  pavement  has  been  constructed  in  San  Francisco. 

It  is  in  this  way,  as  we  have  briefly  described  it,  that  the 
improved  pavement,  which  is  generally  called  the  Nicholson 
pavement,  is  made.  It  is  a  pavement  of  great  neatness ;  is  easily 
kept  clean  ;  is,  from  its  nature,  free  from  mud ;  offers  a  sure  foot- 
ing for  horses,  and  by  its  use  the  noise  of  carriages  and  carts,  so 
annoying  in  the  busy  streets  of  a  large  city,  is  to  a  great  extent 
avoided.  It  is  also  represented  by  the  patentee  to  be  a  durable 
structure,  its  durability  being  secured,  in  his  view,  by  the  elastic 
extremities  of  the  fibers  of  the  blocks,  and  by  the  exclusion  of 
moisture  and  consequent  rot  from  the  blocks  by  the  material 
employed  for  the  foundation  and  the  tarry  covering  poured  over 
the  surface. 

This  pavement  is  not  the  entire  invention  of  Nicholson,  nor 
is  it  so  claimed  by  him.  Wooden  pavements  were  invented  and 
in  use  in  different  parts  of  the  world  many  years  .be  fore  his  atten- 
tion was  directed  to  the  subject.  He  makes  no  claim  to  the 
exclusive  use  of  the  blocks,  or  of  the  gravel  and  tar  between 
them  or  over  them  ;  nor  of  any  of  the  separate  parts  which  go 
to  make  up  the  structure.  What  he  claims  as  his  invention  is 
the  combining  of  the  foundation  of  the  pavement  with  the  blocks, 
or  the  long  blocks  and  strip  of  board,  these  being  arranged  so  as 
to  form  cells  or  channels  with  wooden  bottoms  for  the  reception 
of  broken  stone  or  gravel  and  tar,  as  already  described,  "where- 
by," to  use  his  own  language, ''  the  particles  of  pounded  stone  or 
gravel  are  prevented  from  working  under  the  lower  ends  of  the 
longer  blocks,  and  whereby  water  is  prevented  from  passing 
from  the  surface  of  the  pavement  downward  through  the  joints 
or   .^aid  wooden   blocks,  and  also  moisture  is   prevented   from 
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being   absorbed    upward    from    the    ground    by    said    wooden 
blocks." 

The  claim  here  stated  is  not  for  the  invention  of  any  of  the 
several  parts  which  go  to  make  up  the  structure,  but  for  their 
combination;  and  the  particular  improvement  for  which  the 
patent  was  solicited  is  the  arrangement  of  the  foundation  with 
the  blocks  so  as  to  exclude  moisture  from  the  blocks  and  pre- 
vent the  broken  stone  or  gravel  from  working  under  them. 
The  patent  is  not  infringed  unless  these  two  parts  of  the  struc- 
ture, the  foundation  and  blocks,  are  used  by  the  defendants  in  a 
similar  combination.  The  use  of  one  of  them  without  the  other, 
though  all  the  other  necessary  elements  in  the  formation  of  the 
pavement  are  employed,  violates  no  rights  of  the  patentee.  A 
patent  for  a  combination  of  two  things  is  not,  of  course,  a 
patent  for  a  combination  of  one  of  the  two  with  a  third  and 
different  thing.  The  authorities  on  this  subject  are  all  one 
way. 

In  Prouty  fsT  Mears  v.  RuggleSj  16  Peters,  341,  the  patent  was 
for  the  combination  of  certain  parts  of  a  plow,  they  being  so 
arranged  as  to  produce  a  certain  effect.  The  action  was  for  an 
alleged  infringement.  The  Court  below  instructed  the  jury  that, 
unless  the  whole  combination  was  substantially  used  in  the  plow 
of  the  defendants,  there  was  no  violation  x>f  the  plaintiff's  patent, 
although  one  or  more  of  the  parts  specified  were  used  in  com- 
bination by  them.  The  jury  found  for  the  defendants,  and  the 
instruction  was  held  correct  by  the  Supreme  Court :  "  None  of 
the  parts  referred  to,"  said  Chief  Justice  Taney  in  delivering  the 
opinion  of  the  Court,  ^^are  new,  and  none  are  claimed  as  new; 
nor  is  any  portion  of  the  combination  less  than  the  whole  claimed 
as  new,  or  stated  to  produce  any  given  result.  The  end  in  view 
is  proposed  to  be  accomplished  by  the  union  of  all,  arranged  and 
combined  together  in  the  manner  described ;  and  this  combina- 
tion, composed  of  all  the  parts  mentioned  in  the  specification, 
and  arranged  with  reference  to  each  other,  and  to  other  parts  of 
the  plow  in  the  manner  therein  described,  is  stated  to  be  the 
improvement,  and  is  the  thing  patented.  The  use  of  any  two 
of  these  parts  only,  or  of  two  combined  with  a  third,  which  is 
substantially  different  in  form  or  in  the  manner  of  its  arrange- 
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ment  and  connection  with  the  others  is,  therefore,  not  the  thing 
patented.  It  is  not  the  same  combination  if  it  substantially 
differs  from  it  in  any  of  its  parts." 

In  Eames  v.  Godfrey^  i  Wallace,  79,  this  case  from  Peters  is 
cited  with  approval,  and  its  ruling  followed.  In  Brooks  v.  Fiske^ 
15  How.  212,  the  patent  was  for  a  planing  machine,  and  the 
invention  claimed  was  a  combination  of  three  elements.  The 
machine,  which  was  alleged  to  be  an  infringement,  did  not  use 
all  of  the  three ;  and  the  Court  stated  the  rule  of  law  in  such 
case  to  be,  ^^  that  if  a  combination  has,  as  here,  three  different 
known  parts,  and  the  result  is  proposed  to  be  accomplished  by 
the  union  of  all  the  parts  arranged  with  reference  to  each  other, 
the  use  of  two  of  these  parts  only,  combined  with  a  third,  which 
is  substantially  different  in  the  manner  of  its  arrangement  and 
connection  with  the  others,  is  not  the  same  combination  and  no 
infringement." 

If  we  now  apply  these  principles  to  the  case  presented  for 
determination,  the  result  which  must  follow  is  obvious.  The 
pavement  constructed  by  the  defendants  is  termed  by  them  the 
Stow  pavement. 

In  this  pavement  no  foundation,  beyond  the  grading  of  the 
earth,  is  prepared  for  the  support  of  the  blocks,  as  in  the  Nichol- 
son pavement.  No  tarred  paper,  nor  lime  mortar,  nor  hydraulic 
cement,  nor  flooring  with  or  without  tar,  is  employed.  The 
blocks  are  placed  in  parallel  rows,  directly  upon  the  graded  earth, 
which  is  forced  into  a  solid  and  compact  form  by  a  wedge  driven 
between  the  blocks.  This  wedge  is  made  of  a  board  two  or 
three  feet  in  length,  and  nearly  of  the  width  of  the  blocks,  and 
is  driven  some  inches  below  them.  The  Stow  pavement  pre- 
sents an  external  appearance  similar  to  that  of  the  Nicholson 
pavement ;  it  exhibits  the  same  neatness,  is  with  equal  ease  kept 
clean,  furnishes  the  same  sure  footing  for  horses,  and  by  its  use 
the  noise  of  carriages  and  carts  is  equally  avoided.  But  in  the 
foundation  used  the  resemblance  ceases ;  in  that  particular  there 
is  nothing  in  common  between  them,  and  the  special  benefits 
ascribed  by  the  parties  to  the  foundation  of  their  respective  pave- 
ments are  different.  The  exclusion  of  moisture  from  the  blocks 
is  one  of  the  principal  benefits  ascribed  by  Nicholson  to  the 
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foundation  of  his  pavement.  The  defendants,  on  the  other  hand, 
insist  that  more  or  less  moisture  penetrates  the  blocks  from 
above  and  below,  and  that  the  absence  of  any  wooden  or  tarred 
foundation  to  their  pavement  allows  it  to  readily  escape,  and 
that  thus  the  blocks  are  preserved  from  decay.  They  also 
assert  that  their  pavement  has  many  advantages  over  that  of  the 
Nicholson,  particularly  in  the  facility  with  which  the  pavement 
can  be  taken  up  and  replaced  when  this  becomes  necessary,  as  it 
often  does  in  the  streets  of  a  city,  to  lay  down  water  or  gas  pipes, 
or  to  repair  them.  But  all  this,  whether  true  or  otherwise,  is  a 
matter  which  can  have  no  bearing  upon  the  decision  of  the  case. 
On  the  merits  of  the  two  systems  we  are  not  called  upon  to 
pass.  It  is  sufficient  to  determine  the  issue  presented  that 
the  combination  for  which  Nicholson  obtained  his  patent  has 
not  been  used  in  all  its  main  parts  by  the  defendants.  Hence, 
they  are  not  guilty  of  infringing  upon  any  rights  held  under  his 
patent. 

The  decision  of  the  Circuit  Court  of  the  United  States  for 
the  District  of  Illinois,  to  which  we  have  been  referred,  does  not 
afFect  this  case.  That  decision  only  determined  the  validity  of 
the  patent  to  Nicholson,  and  the  infringement  of  his  rights  by 
the  city  of  Chicago.  We  do  not  deny  the  validity  of  his  patent, 
or  the  legality  of  the  transfers  to  the  plaintiff.  We  only  adjudge 
that  the  patent  has  not  been  infringed  by  the  defendants  in  the 
construction  of  what  is  termed  by  them  the  Stow  pavement. 

Judgment  for  defendants. 
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Henry     B.    Goodyear,    Adm'r,    and     Samuel    A, 

Duncan 


vs. 


Archibald  Berry.     In  Equity. 

So  hr  as  principles  affecting  the  validity  of  letters  patent  have  been  settled  by  prior 
decisions  in  other  Circuits,  they  will  be  regarded  as  authoritative  and  final. 

It  is  in  accordance  with  the  late  decisions  of  the  Courts,  that  the  decision  of  the  Com- 
missioner is  not  conclusive  upon  the  substantial  identity  of  the  inventions  claimed 
in  the  original  and  reissued  patents. 

It  is  well  settled  that  in  the  effort  to  ascertain  the  intention  and  meaning  of  the  specifi- 
cations and  claims,  they  are  to  be  viewed  in  a  liberal  spirit,  so  that,  if  possible,  the 
object  of  the  inventor  or  patentee  may  be  carried  out.  Mere  rigid  technicalities 
are  to  be  set  aside,  unless  there  is  a  clear  legal  necessity  for  sustaining  them. 

The  words,  ''other  allied  gums**  and  "  other  vulcanizable  gums,**  used  in  the  specifi- 
cations and  claims  of  the  reissues  of  Nelson  Goodyear,  are  not  intended  to  cover 
any  gum,  though  then  unknown,  which  may  be  capable  of  vulcanization.  They 
include  only  caoutchouc  and  other  gums  then  known  to  be  vulcanizable. 

In  the  case  of  patented  chemical  combinations,  the  exclusive  right  to  the  invention 
imports  nothing  but  protection  against  the  use  of  the  same,  or  substantially  the 
same  elements,  compounded  and  treated  on  principles  substantially  the  same  as 
those  of  the  patented  article. 

Although  the  words,  '*  other  vulcanizable  gums,**  were  not  found  in  the  original  patent, 
the  interpolation  of  them  into  the  reissues  does  not  make  the  latter  void. 

The  case  of  Goodyear  v.  Providence  Rubber  Co.,  2  Fisher,  499,  examined  but  not  fol- 
lowed. 

When  the  denial  of  infiringement  in  the  answer,  under  oath,  is  not  positive  and 
unequivocal,  the  testimony  of  a  single  witness,  with  corroborating  facts,  is  a  suf- 
ficient proof  of  infringement. 

When  an  infringement  is  proven,  a  cessation  to  use  the  infringing  article  is  no  bar  to 
an  injunction  and  account.  The  party  whose  rights  have  been  invaded  may  claim 
protection  against  future  infringements. 

Hard  rubber  manufactured  under  the  patent  of  Edward  L.  Simpson,  dated  October  16, 
1866,  is  an  infringement  of  the  Nelson  Goodyear  reissues. 

(Before  Lkavitt,  J.,  Southern  District  of  Ohio,  November,  1868.) 
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This  was  a  bill  in  equity,  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  an  "  improvement  in  the  manufac- 
ture of  India  rubber,"  granted  to  Henry  B.  Goodyear,  adminis- 
trator of  Nelson  Goodyear,  deceased,  May  6,  185 1,  and  surren- 
dered and  reissued  May  18,  1858,  in  two  divisions,  numbered 
556  and  557,  respectively. 

The  claim  of  the  original  patent  was  as  follows : 

"  What  I  do  claim,  etc.,  is  the  combining  of  India  rubber  and  sulphur,  either  with 
or  without  shellac,  for  making  a  hard  and  inflexible  substance  hitherto  unknown,  sub- 
stantially as  herein  set  forth. 

"  And  I  also  claim  the  combining  of  India  rubber,  sulphur,  and  magnesia  or  lime, 
or  a  carbonate  or  a  sulphate  of  magnesia  or  of  lime,  either  with  or  without  shellac,  for 
making  a  hard  and  inflexible  substance  hitherto  unknown,  substantially  as  herein  set 
forth." 

The  disclaimer  and  claim  of  reissue  556  was  as  follows  : 

"  It  is  well  known  that  it  has  been  proposed  to  produce  a  hard  substance  firom 
caoutchouc  by  passing  it  through  highly-heated  liquid  sulphur ;  but  this  has  not  been 
attended  with  practical  success. 

**  I  do  not  wish  to  be  understood,  however,  as  making  claim  broadly  to  the  union  of 
caoutchouc  and  sulphur  in  the  proportions  named,  however  these  substances  may  be 
united  and  treated. 

**  But  what  I  do  claim  as  the  invention  of  the  said  Nelson  Goodyear,  and  desire  to 
secure  by  letters  patent,  is  the  combining  of  sulphur  and  India  rubber  or  other  vulcan- 
izable  gum,  in  proportions  substantially  as  specified,  when  the  same  is  subjected  to  a 
high  degree  of  heat,  substantially  as  specified,  according  to  the  vulcanizing  process  of 
Charles  Goodyear,  for  the  purpose  of  producing  a  substance  or  manufacture  possessing 
the  properties  or  qualities  substantially  as  described  ;  and  this  I  claim,  whether  the  said 
compound  of  sulphur  and  gum  be  or  be  not  mixed  with  other  ingredients,  as  set  forth.** 

The  disclaimer  and  claim  of  reissue  557  was  as  follows : 

<*  I  do  not  wish  to  be  understood  as  making  claim  broadly  to  a  manufacture  or  sub- 
stance produced  by  the  admixture  uf  caoutchouc  and  sulphur;  nor  as  making  claim 
•broadly  to  a  manufacture  or  substance  by  Subjecting  the  compound  of  caoutchouc  and 
sulphur,  whether  with  or  without  other  substances,  to  a  high  degree  of  heat,  as,  prior 
to  the  invention  of  Nelson  Goodyear,  caoutchouc  and  sulphur  had  been  compounded, 
and  such  compound  alone,  as  well  as  other  ingredients,  had  been  subjected  to  a  high 
degree  of  heat,  but  not  to  produce  the  manufacture  or  substance  having  the  character 
peculiar  to  the  said  manufacture  or  substance  invented  by  the  said  Nelson  Goodyear. 

"  What  is  claimed,  etc.,  is  the  new  manufacture  or  substance  herein  above  described, 
and  possessing  the  substantial  properties  herein  described,  and  composed  of  India  rubber, 
or  other  vulcanizable  gum,  and  sulphur,  in  the  proportions  substantially  as  described, 
and  when  incorporated,  subjected  to  a  high  degree  of  heat,  as  set  forth,  and  this  I 
claim,  whether  other  ingredients  be  or  be  not  used  in  the  preparation  of  the  said  man- 
ufacture, as  herein  described.** 

The  defendant  was  a  dentist  in  the  city  of  Cincinnati,  who 
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had  used  hard  rubber  or  "vulcanite"  in  the  preparation  of  plates 
or  palates  for  artificial  teeth.  Since  the  bringing  of  the  suit  he  had 
begun  to  use  the  compound  described  in  the  letters  patent  for  "an 
improvement  in  dental  rubber,"  granted  to  Edward  L.  Simp- 
son, October  16,  1866,  the  specification  whereof  was  as  fol- 
lows: 


*'  Be  it  known  that  I,  Edwin  L.  Simpson,  of  Bridgeport,  in  the  county  of  Fairfield, 
and  Brace  of  Connecticut,  have  invented  a  new  improvement  in  dental  rubber,  and  I 
do  hereby  declare  the  tbllowing  to  be  a  full,  clear,  and  exact  description  of  the  same : 

"  The  rubber  now  used  for  dental  purposes  has  incorporated  with  it  large  propor- 
tions of  free  sulphur,  for  the  purpose  of  vulcanizing  the  rubber  after  it  is  formed. 
The  odor  and  taste  occasioned  by  the  presence  of  this  sulphur  is  extremely  obnoxious 
to  many  persons,  and  occasions  the  principal,  if  not  the  only,  objection  to  the  use  of 
rubber  for  dental  purposes.  To  overcome  this  objection,  and  produce  vulcanised  rub- 
ber for  dental  purposes  without  the  actual  or  apparent  presence  of  sulphur,  is  the  object 
of  my  invention,  and  con>ists  in  preparing  the  rubber  for  vulcanizing  by  the  introduc- 
tion of  a  peculiar  vulcanizing  compound,  for  which  I  have  applied  for  letters  patent  of 
even  da  e  herewith;  and  that  others  skilled  in  the  art  may  be  enabled  to  prepare  and 
use  my  improved  rubber,  I  will  proceed  to  describe  my  manner  of  so  doing. 

'*  I  will  first  describe  the  vulcanizing  compound,  as  set  forth  in  the  specification 
accompanying  my  application  for  patent,  as  aforesaid. 

**  I  first  boil  linseed  or  other  vegetable  oil  to  the  consistency  of  honey  (this  I  do  to 
facilitate  the  preparation),  thoroughly  mix  two  ounces  of  benzoin  gum  with  one 
pound  of  pulverized  sulphur;  then  to  each  quart  of  the  boiled  oil  add  one  pound  of 
the  prepared  sulphur,  carefully  subjecting  this  mixture  to  a  moderate  heat,  sufficient 
only  to  cause  the  two  substances  to  react  upon  each  other  until  they  pass  from  a  semi- 
fluid to  a  semi-hard  state,  having  a  honeycomb  or  spongy  appearance.  This  forms  my 
vulcanizing  compound,  and  differs  from  that  patented  to  me  February  28,  1865,  in 
that  the  benzoin  gum  is  added,  which,  by  its  vaporizing  qualities,  more  perfectly  expels 
the  fumes  of  the  sulphur,  ai  well  as  the  odor  fiom  the  oil,  and  renders  the  compound 
nearly,  if  not  perfectly,  odorless,  and  when  combined  with  the  India  rubber,  or  similar 
gums,  and  subjected  to  a  regulated  heat,  will  cause  the  same  to  undergo  the  change 
known  as  vulcanizing. 

*'To  produce  my  rubber  for  dental  purposes,  to  one  pound  of  India  rubber  or  gutta 
percha,  add  ten  to  fourteen  ounces  of  my  above- described  compound;  the  greater  the 
quantity  of  the  compound  the  harder  will  be  the  rubber.  After  curing,  twelve  ounces 
I  believe  to  be  the  proper  quantity  for  general  purposes.  Thoroughly  mix  the  com- 
pound and  rubber  by  grinding  between  warm  rolls.  To  produce  the  requisite  color,  I 
add  chrome  red,  or  lake  pink,  in  quantiiies  to  produce  the  requsite  color,  and  when 
thoroughly  mixed  the  substance  will  be  in  a  plastic  state,  and  in  this  state  rolled  into 
thin  sheets  and  ready  for  the  dentist*s  use. 

"  The  dentist  forms  the  place  in  the  ordinary  manner  for  other  rubber,  and  when  so 
formed,  it  should  be  subjected  to  a  heat  of  320  degrees  Fahrenheit,  for  about  four 
hours — proportionately  less  time  as  the  degree  of  heat  is  greater ;  otherwise  treat  as 
ordinary  rubber;  and  the  plate  thus  prepared  will  be  as  tasteless  and  odorless  as  metal 
plate,  and  will  not  tarnish  the  fillings  or  other  gold  in  the  mouth  of  the  wearer. 

'*  Having,  therefore,  thus  fully  described  my  invention,  what  I  claim  as  new  and  use- 
ful, and  desire  to  secure  by  letters  patent,  is :  Combining  the  within  described  vulcan- 
izing compound  with  the  India  rubber  in  the  proportions  herein  named,  and  substantially 
in  the  manner  and  for  the  purposes  specified. 

«  EDWIN  L.  SIMPSON." 
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yf,  Polloij   T,  D.  Lincoln^  and    y.  H.  B,  Latrobe^  for  com- 
plainants. 

S,  S,  Fisher^  for  defendants. 

Leavitt,  J. 

The  bill  alleges  an  infringement,  by  the  defendant,  of  two 
reissued  patents  to  Henry  B.  Goodyear,  as  administrator  of 
Nelson  Goodyear,  dated  May  i8,  1858,  for  an  improvement  in 
making  hard  rubber  or  vulcanite.  These  reissued  patents  were 
extended  for  seven  years  from  May  6,  1865.  The  infringement 
charged  consists  in  the  use  of  hard  rubber  by  the  defendants,  as 
plates  for  the  insertion  of  artificial  teeth.  The  bill  prays  for  an 
injunction  and  an  account  of  profits. 

The  history  of  the  invention  covered  by  complainant*s  pat- 
ents is  briefly  this : 

In  June,  1844,  Charles  Goodyear  applied  for  and  obtained  a 
patent  for  an  improvement  in  the  process  of  preparing  India 
rubber,  or  caoutchouc.  In  December,  1849,  ^^*^  patent  was 
surrendered  and  a  reissue  granted  on  an  amended  specification. 
And,  subsequently,  another  reissue  was  obtained.  These  pat- 
ents embrace  substantially  the  mode  of  producing  a  soft  and 
plastic  article  known  as  vulcanized  rubber,  by  subjecting  the 
rubber,  in  combination  with  sulphur  and  other  ingredients,  to  a 
high  degree  of  artificial  heat.  The  article  produced  by  this 
process  was  called  vulcanized  India  rubber,  and  was  used  for  the 
various  purposes  contemplated  by  the  inventor. 

In  May,  1851,  Nelson  Goodyear  obtained  a  patent  for  a  new 
and  useful  improvement  in  the  preparation  of  India  rubber,  by 
which  the  article  known  as  hard  rubber,  now  extensively  applied 
to  many  useful  purposes,  was  produced. 

The  patentee  having  died,  the  reissued  patents  numbered 
556  and  557  (one  for  the  process  and  the  other  for  the  product) 
were  granted  to  the  said  Henry  B.  Goodyear,  as  administrator 
of  Nelson  Goodyear,  dated  May  18,  1858,  and  subsequently 
extended  for  seven  years. 

Numerous  grounds  of  defense  are  set  up  in  the  defendants* 
answer,  but  those  relied  on  in  the  argument  are  as  follows ; 
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1.  That  the  reissued  patents  to  Henry  B.  Goodyear  arc  void, 
as  not  being  for  the  same  invention  as  the  original. 

2.  That  the  reissues  were  improperly  granted. 

3.  That  the  fact  that  the  dentists  in  this  vicinity  openly  and 
notoriously  purchased  and  used  the  soft  rubber  for  making  hard 
rubber  plates  for  artificial  teeth,  is  a  bar  to  a  suit  in  equity  ;  and 
that  if  the  complainants  have  a  remedy,  it  is  at  law. 

4.  That  no  infringement  is  proved. 

Before  noticing  specially  these  several  grounds  of  defense,  it 
will  be  proper  to  remark  that  the  reissued  patents,  on  which  this 
suit  is  brought,  have  heretofore  been  the  subjects  of  litigation, 
and  have  been  judicially  passed  upon.  And  in  so  far  as  prin- 
ciples involving  the  validity  of  these  patents  have  been  settled 
by  these  decisions,  they  will  be  regarded  as  final  and  authori- 
tative on  this  Court. 

It  appears  that  in  the  spring  of  1861,  a  suit  in  equity  was 
brought  in  the  Circuit  Court  of  the  United  States  for  the  Southern 
District  of  New  York,  by  Henry  B.  Goodyear  and  Conrad  Poppen- 
husen  v.  The  New  Tork  Gutta  Percha  and  India  Rubber  f^ulcanite 
Company  and  others  (Vol.  II,  p.  312),  charging  an  infringement  of 
both  the  reissued  patents  of  H.  B.  Goodyear,  and  praying  for  an 
injunction  and  account.  The  bill  was  similar  in  its  frame  and 
averments  to  that  filed  in  the  case  before  this  Court.  The  defend- 
ants, in  their  answer,  denied  the  validity  of  the  reissues,  alleging 
they  were  obtained  by  fraud,  and  insisting  that  Nelson  B.  Good- 
year was  not  the  first  and  original  inventor  of  vulcanite,  or  the 
process  of  making  it.  The  case  was  elaborately  argued  before 
the  New  York  court,  at  October  term,  1862;  and  the  Court, 
Judge  Nelsok  presiding,  after  mature  consideration,  sustained 
the  validity  of  the  reissues,  and  awarded  a  perpetual  injunction. 

In  January,  1867,  another  bill  was  filed  in  the  same  court,  in 
the  name  of  Henry  B.  Goodyear  and  others  v.  l^homas  G,  ff^aitej 
alleging  an  infringement  of  these  reissued  patents,  and  praying 
for  an  injunction.  The  answer  of  the  defendants,  in  that  case 
as  in  this,  denied  the  validity  of  the  reissues  on  the  grounds  of 
vagueness  and  insufficiency  of  the  specification  ;  that  the  reis- 
sues were  for  an  invention  different  from  and  broader  than  that 
claimed  in  the  original  patent ;  and,  also,  that  they  were  void  as 
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being  for  a  process  and  a  product  in  separate  patents  for  the 
same  invention.  The  infringement  charged  was  also  denied  by 
the  answer,  and  it  was  also  alleged,  as  a  ground  of  defense,  that 
the  complainants,  by  their  long  acquiescence  in  the  use  of  hard 
rubber  by  dentists  for  dental  purposes,  had  abandoned  their  right 
to  the  exclusive  use  of  the  article  for  such  purposes,  and  had 
dedicated  it  to  the  dental  profession.  This  case  was  strenuously 
contested.  A  large  mass  of  testimony  was  taken  by  the  par- 
ties, and  it  was  elaborately  argued  by  distinguished  counsel,  and 
finally  decided  by  the  learned  Judge  Nelson,  in  August  last. 
This  decision  was  made  subsequently  to  the  hearing  of  the 
motion  for  a  preliminary  injunction  in  the  case  now  pending. 
The  learned  judge  just  named,  after  taking  the  case  under 
advisement,  decided  all  the  points  in  controversy  in  favor  of  the 
complainants,  granting  a  perpetual  injunction,  and  a  decree 
against  the  defendants  for  profits. 

The  opinion  of  Mr.  Justice  Nelson  in  the  case  just  referred 
to  is  before  the  Court,  and  has  been  carefully  noticed.  He 
decides,  in  substance,  the  following  points: 

1.  That  the  description  of  the  invention  of  Nelson  Good- 
year, as  contained  in  the  two  reissued  patents,  is  sufficiently  full, 
clear,  and  exact  to  meet  the  requirements  of  the  statute. 

2.  That  the  invention  of  Nelson  Goodyear,  consisting  of  a 
process  for  the  production  of  the  article  known  as  hard  rubber, 
was  original  with  him,  and  properly  the  subject  of  a  valid  pat- 
ent, both  for  the  process  and  the  product ;  and  that  Henry  B. 
Goodyear,  as  the  administrator  of  Nelson  Goodyear,  had  a  right 
to  surrender  the  original  patent  for  an  insufficient  description  in 
the  specification,  and  to  receive  the  two  reissued  patents  granted 
to  him. 

3.  That  the  evidence  did  not  make  out  a  dedication  of  the  right 
accruing  under  such  issued  patents  to  the  dental  profession  or 
the  public  ;  and  that  the  use  of  the  hard  rubber  for  dental  pur- 
poses, by  unlicensed  persons,  might  be  restrained  by  the  process 
of  injunction,  and  redress  obtained  in  equity. 

The  issue  of  infringement  does  not  appear  to  have  been 
insisted  on  by  the  defendants  in  the  New  York  case,  and  there 
is,  therefore,  no  special  finding  of  the  Court  upon  it.  Indeed, 
it  was  not  denied  by  counsel  in  their  argument,  and  from  the 
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fact  that  a  decree  was  entered  for  the  complainants,  the  irresist- 
ible inference  is,  that  the  infringement  was  made  out  to  the  sat- 
isfaction of  the  court. 

I  have  carefully  noticed  the  views  and  conclusions  of  Judge 
Nelson  on  the  points  adverted  to,  and  have  no  hesitancy  in 
adopting  them  as  the  views  and  conclusions  of  this  Court,  so 
far  as  they  apply  to  the  questions  and  issues  now  before  it.  To 
restate  at  length  the  grounds  on  which  the  learned  judge  placed 
his  decision  would  be  a  useless  expenditure  of  time  and  labor. 
They  are  lucidly  set  forth  in  his  opinion,  and  I  see  no  necessity 
for  reproducing  them.  I  shall,  therefore,  confine  myself  to  the 
points  made  in  the  able  argument  of  the  defendants'  counsel, 
not  discussed  or  settled  by  Judge  Nelson. 

The  first  of  these  points  is,  that  the  reissues  are  void,  as 
being  for  an  invention  broader  than  that  claimed  in  the  original 
patent,  and  which  can  not  by  fair  construction  be  included  in  it. 
This  presents  a  question  of  great  interest  to  the  parties,  and, 
perhaps,  not  wholly  free  from  difficulty  in  its  solution.  I  will 
state  the  conclusion  to  which  I  have  been  led  after  careful  and 
anxious  consideration. 

Nelson  Goodyear,  in  the  specification  on  which  his  original 
patent  was  based,  professes  to  have  invented  a  new  and  useful 
improvement  in  the  preparation  and  manufacture  of  caoutchouc, 
or  India  rubber.  He  refers  to  the  patent  of  Charles  Goodyear 
for  the  preparation  of  the  plastic  compound,  and  claims  to  have 
discovered  a  new  process,  by  which  hard  rubber,  before 
unknown,  is  produced.  He  describes  minutely  the  ingredients 
from  which  and  the  process  by  which  the  article  is  produced, 
disclaiming  the  invention  of  the  heating  or  curing  process 
claimed  and  covered  by  the  patent  of  Charles  Goodyear,  and  he 
sums  up  his  invention  or  claim  as  follows : 

"What  I  do  claim  as  my  invention,  and  desire  to  secure  by 
letters  patent,  is  the  combining  of  India  rubber  and  sulphur,,  either 
with  or  without  gum-shellac,  for  making  a  hard  and  inflexible 
substance,  hitherto  unknown,  substantially  as  herein  set  forth. 
And  I  also  claim  the  combining  India  rubber,  sulphur,  magnesia 
or  lime,  or  a  carbonate  or  sulphate  of  magnesia  or  lime,  and  either 
with  or  without  shellac,  for  making  a  hard  substance,  hitherto 
unknown,  substantially  as  herein  set  forth." 


446  SOUTHERN    DISTRICT    OF    OHIO. 

Goodyear  v.  Berry.  * 

For  the  purposes  of  the  opinion  uncter  consideration,  it  will 
not  be  necessary  to  refer  specially  to  the  description  of  the 
process,  claimed  in  the  reissue  No.  556,  or  of  the  product,  as 
claimed  in  reissue  No.  557.  The  claim  of  the  first-named  pat- 
ent is  as  follows : 

"  What  I  do  claim  as  the  invention  of  the  said  Nelson  Good- 
year, and  desire  to  secure  by  letters  patent,  is  the  combining  of 
the  sulphur  and  the  India  rubber,  or  other  vulcanizabie  gum,  in 
proportions  substantially  as  specified,  according  to  the  vulcanizing 
process  of  Charles  Goodyear,  for  the  purpose  of  producing  a  sub- 
stance or  manufacture  possessing  the  properties  or  qualities  sub- 
stantially such  as  described ;  and  this  I  claim,  whether  the'  said 
compound  of  sulphur  and  gum  be  or  be  not  mixed  with  other 
ingredients,  as  set  forth." 

The  claim  of  the  patent.  No.  557,  is  in  the  following  words : 

"  What  is  claimed  as  the  invention  of  the  said  Nelson  Good- 
year, deceased,  and  desired  to  be  secured  by  letters  patent,  is  the 
new  manufacture  or  substance  herein  above  described,  and  pos- 
sessing the  substantial  properties  herein  described,  and  composed 
of  India  rubber,  or  other  vulcanizslble  gum  and  sulphur,  in  the 
proportions  substantially  such  as  described,  and  when  incorpo- 
rated, subjected  to  a  high  degree  of  heat,  as  set  forth  ;  and  this 
I  claim,  whether  the  other  ingredients  be  or  be  not  used  in  the 
preparation  of  said  manufacture,  as  herein  described." 

In  both  these  claims  the  words  other  vulcanizabie  gums  occur, 
which  are  not  found  in  the  original  patent  to  Nelson  Goodyear. 
In  the  body   of  the  specifications  of  each  of  the  reissues  the 
words   allied  gums   follow  after   the  words   India  rubber.     The 
answer  of  the  defendant  sets   up  these  variances  between  the 
original  patent  and  the  reissues,  and  insists  that  the  reissues  are 
for  a  different  invention  from  that  covered  by  the  original  pat- 
ent, and  therefore  void.     And  this  view  is  strenuously  urged  in 
the  argument  of  the  counstl  for  the  defendant. 
,      It  may  be  proper  to  remark,  on  this  point,  that  the  Commis- 
jsioner  of  Patents   has   passed   upon  this  question,  and   by  the 
grant  of  the  reissued  patents  has  given  his  official  sanction  to 
I  their  validity.     It  is,  in  effect,  his  deliberate  judgment  that  the 
claims  of  the  reissues  are  not  broader  than  those  of  the  original. 
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and  cover  substantially  fhe  same  invention.  It  is  in  accordance 
with  the  later  decisions  of  the  Courts,  that  the  decision  of  the 
Commissioner  is  not  conclusive  upon  the  substantial  identity  of 
the  invention  claimed  in  the  original  and  that  claimed  in  a  reis- 
sue. Yet,  for  reasons  not  neces!»ary  to  be  stated,  his  action  may 
well  be  regarded  as  affording  a  presumption  in  favor  of  the 
validity  of  the  reissue.  This  presumption,  of  course,  is  over- 
come by  evidence  of  fraud  in  obtaining  the  reissue,  or  a  clear 
repugnancy  between  the  original  and  the  reissued  patents. 

Another  remark  seems  proper  in  this  connection.  In  the  case 
of  Goodyear  et  al.  v.  IVaite^  before  referred  to,  as  having  been 
heard  before  Judge  Nelson,  and  decided  by  him,  although  this 
point,  as  understood  by  this  Court,  was  distinctly  made  in  the 
defendant's  answer  as  an  objection  to  the  reissued  patents,  it  was 
not  urged  in  the  argument  by  his  counsel,  and  was  not  noticed 
in  the  opinion  of  the  judge.  The  plain  inference  from  this  is, 
that  the  counsel  did  not  regard  it  as  a  sustainable  defense, 
and  that  such  also  was  the  view  of  the  learned  judge  who 
decided  it. 

The    argument  of  counsel  on  this  point  is,  that  the  words 
other  allied  gums,"  used  in  the  specification,  and  the  words 


(( 


^^  other  vulcanizable  gums,"  in  the  claims  of  the  reissues,  are 
mere  interpolations,  and  import  a  claim,  not  only  broader  than 
the  original,  but  which,  if  they  had  been  inserted  in  the  original, 
would  have  invalidated  the  patent.  It  is  insisted  that  in  the 
reissues  the  patentee  claims  the  application  of  his  process  to 
other  vulcanizable  or  allied  gums  which  had  not  been  known, 
and  of  which  he  could,  therefore,  have  no  knowledge ;  and  in 
doing  so  describes  an  invention  broader  than,  and  differing  from, 
the  original. 

The  doctrine  is  a  familiar  one,  and  well  settled,  that  the 
invention  described  and  claimed  in  a  reissue  must  be  the  same 
as  originally  patented.  And  if,  by  a  fair  construction,  the 
specification  and  claim  are  for  something  substantially  different 
from  those  of  the  original,  the  patent  is  void.  Do  these  reissues 
fall  within  the  scope  of  this  principle  ? 

This  is  a  question  of  construction,  in  the  consideration  of 
which  the  entire  specifications,  including  the  claims,  are  to  be 
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looked  at.  And  it  is  well  settled  by  the  Courts  that  in  the 
effort  to  ascertain  the  intention  and  meaning  of  the  specifica- 
tions and  claims,  they  are  to  be  viewed  in  a  liberal  spirit,  that,  if 
possible,  the  object  of  the  inventor  or  patentee  may  be  carried 
out.  Mere  rigid  technicalities  are  to  be  set  aside,  unless  there  is 
a  clear  legal  necessity  for  sustaining  them.  Now,  in  reference 
to  these  reissues,  there  is  no  pretense  that  there  is  any  substan- 
tial variance  from  the  original,  as  to  the  process  by  which  hard 
rubber  is  produced,  or  the  character  or  quality  of  the  article 
when  made.  The  proportions  of  rubber  and  sulphur,  and  other 
ingredients,  where  named,  are  the  same,  and  the  degree  of  heat 
is  the  same.  In  that  which  is  the  very  gist  of  the  invention 
there  is  no  discrepancy.  That  consists  in  the  discovery  of  the 
fact  that  the  substances  named,  when  compounded  as  required, 
and  subjected  to  a  certain  heat,  will  produce  hard  rubber.  And 
now  the  inquiry  is  pertinent,  whether  the  suggestion  in  the 
claims  of  the  reissues,  that  other  allied  gums  or  other  vulcan- 
izable  gums  may  be  used  to  produce  the  result,  can  be  claimed  as 
changing  the  character  of  the  invention,  or  make  it  broader  than 
in  the  original.  Counsel  insist  that  these  words  enlarge  the 
claim,  so  as  to  cover  any  gum,  though  then  unknown,  which 
may  be  susceptible  of  vulcanization.  And  it  may  be,  if  this 
were  the  true  construction  of  the  claim,  the  reissue  would  be 
liable  to  the  objection  urged.  But,  clearly,  the  words  referred 
to  are  to  be  taken  in  a  more  limited  sense.  They  can  be  held 
only  to  include  caoutchouc  and  other  gums  then  known  to  be 
vulcanizable.  There  would  seem  to  be  no  impropriety  in  refer- 
ring to  such ;  for,  under  the  generic  term  caoutchouc^  it  is  well 
known  there  are  different  qualities  of  gums,  though  all  are  sus- 
ceptible of  vulcanization.  The  trees  producing  it  are  indi- 
genous in  various  countries ;  and  owing  to  peculiarities  of  soil 
and  climate,  the  products  of  the  trees  differ  in  quality.  The 
gums,  too,  are  known  in  commerce  by  different  names,  and  are 
of  different  degrees  of  purity  and  excellence,  though  all  pro- 
duced by  trees  belonging  to  the  same  family.  The  gum  called 
gutta  percha  has  a  peculiarity  not  applicable  to  any  other  of  these 
gums.  In  its  natural  state  it  is  mixed  with  woody  fibers,  and 
requires  a  certain  preparatory  process  before  it  is  fitted  for  vul- 
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canization,  or  can  be  applied  to  any  of  the  uses  to  which  India 
rubber  is  suited.  Now,  by  a  fair  and  rational  interpretation,  are 
not  the  words  used  in  the  claims  of  the  reissues  to  be  limited  to 
these  known  varieties  of  the  caoutchouc,  and  not  unnecessarily 
to  be  extended  to  all  gums  thereafter  to  be  discovered  ?  It 
is  a  fair  presumption  that  these  different  qualities  of  vulcan- 
izable  gums  were  in  the  mind  of  the  person  who  framed  these 
specifications,  and  that  there  was  no  intention  to  anticipate  and 
claim  the  benefit  of  future  discoveries  in  that  direction.  The 
words  used  were  not,  perhaps,  necessary  to  the  protection  of  the 
rights  of  the  inventor ;  but  in  the  absence  of  any  proof  that 
they  were  used  for  any  deceptive  purpose,  and  out  of  abundant 
caution,  it  can  hardly  be  received  as  such  an  enlargement  of  his 
claim  as,  in  effect,  should  invalidate  his  patent.  In  a  word,  I 
can  not  view  the  addition  of  the  words  quoted  as  embracing, 
within  their  fair  scope,  a  claim  for  a  different  invention  from 
that  described  in  the  original  patent. 

The  principle  is  conceded  that  a  patent  for  a  mechanical 
structure  or  contrivance,  producing  a  new  and  useful  result,  is 
no  protection  against  the  use  of  an  invention  producing  the  same 
result  by  appliances  and  on  principles  substantially  different 
from  the  patented  invention.  The  rights  of  the  patentee  or 
proprietor  of  the  patent  are  only  invaded  by  a  resujt  like  that  of 
his  invention,  effected  by  what  are  substantially  the  same  means. 
And  so  in  the  case  of  patented  chemical  combinations ;  the 
exclusive  right  to  the  invention  imports  nothing  but  protection 
against  the  use  of  the  same,  or  substantially  the  same  elements 
compounded  and  treated  on  principles  substantially  the  same  as 
those  of  the  patented  article.  In  brief,  a  patent  right  does  not 
cover  every  possible  mode  of  accomplishing  the  result  proposed 
by  an  inventor.  And  this,  as  I  understand  them,  is  the  extent 
of  the  decisions  of  the  Supreme  Court,  cited  by  the  learned 
counsel  for  the  defendant.  The  soundness  of  the  doctrine 
established  by  that  court  is  not  doubted,  but  its  application  to 
the  present  case  is  not  so  obvious.  If  the  claims  of  a  reissued 
patent  clearly  imply  an  expansion  of  the  invention  beyond  the 
claims  of  the  original  patent,  there  is  always  ground  for  a 
presumption   that   there    was   a    fraudulent    intent    to    antici- 
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pate  and  cover  subsequent  inventions,  and  thus  bar  the  door 
against  patents  for  all  subsequent  discoveries.  This  is  clearly 
against  the  policy  of  our  patent-right  system,  and  has  been 
wisely  condemned  by  the  uniform  decisions  of  the  Courts  of 
the  United  States.  This  is  the  import  of  the  decision  of  the 
Supreme  Court  of  the  United  States  in  Burr  v.  Duryea^  i  Wal- 
lace, 534,  and  other  cases  cited  by  the  defendants'  counsel. 
But  I  can  not  see  that  the  claims  of  these  reissues  are  of  the 
character  which  will  bring  them  within  the  scope  of  these 
cases. 

I  have  examined  attentively  the  ruling  of  the  Court  in  the 
case  of  Goodyear  v.  The  Providence  Rubber  Company^  reported  in 
2  Fisher,  499,  claimed  hy  counsel  to  be  decisive  authority  against 
the  validity  of  these  reissues.  The  case  was  before  Mr.  Justice 
Clifford,  holding  the  Circuit  Court  of  the  United  States  for  the 
District  of  Rhode  Island,  in  1864.  The  suit  was  for  an  in- 
fringement of  the  reissued  patents  to  Charles  Goodyear  for 
his  process  of  making  soft  or  plastic  rubber  by  vulcanization. 
The  claim  of  the  original  patent  and  the  first  reissue  was  for 
the  process  of  treating  and  curing  caoutchouc  or  India  rubber; 
but,  in  the  reissue  of  i860,  the  words,  "or  other  vulcanizable 
gums,"  were  added.  And  this  addition  was  claimed  to  be  an 
enlargement  of  the  invention,  rendering  the  reissue  void.  The 
question  was,  therefore,  substantially  the  same  as  in  the  pending 
case.  The  learned  judge  before  named  construed  the  claim  of 
the  reissued  patent  to  Charles  Goodyear  as  including  ^^all  other 
vulcanizable  gums,"  whether  then  known  or  thereafter  to  be 
discovered,  capable  of  vulcanization.  Viewing  the  claims  in 
this  light,  he  held  that  the  reissue  was  for  an  invention  different 
from  that  covered  by  the  previous  patents,  and  therefore  void. 
If  this  construction  of  the  reissue  was  right,  probably  the  con- 
clusion of  the  learned  judge  was  correct.  But,  for  reasons 
already  stated,  I  am  unable  to  give  the  added  words  in  the 
claims  of  the  reissued  patents  the  extended  meaning  of  which 
he  held  them  to  be  susceptible,  and  can  not,  therefore,  concur 
with  him  in  his  conclusion.  It  is  certainly  with  some  distrust 
of  my  own  judgment  that  I  differ  from  that  learned  judge ;  but 
my  convictions  are  so  strong  on  the  question  that  I  do  not  feel 
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at  liberty  to  yield  them,  even  to  his  superior  learning.  If  wrong 
in  this,  I  shall  be  gratified  to  have  my  error  corrected  by  an 
appeal  to  a  higher  court. 

On  the  question  of  infringement,  there  seems  to  be  nothing 
in  the  case  calling  for  a  minute  and  extended  investigation.  In 
the  cases  referred  to  in  a  previous  part  of  this  opinion,  establish- 
ing the  validity  of  these  reissued  patents,  the  infringement 
alleged  does  not  seem  to  have  been  controverted,  and  the 
decrees  entered  clearly  imply  that  the  fact  of  infringement  was 
made  out.  In  Waite's  case  the  infringement  charged  was  the 
manufacture  and  use  of  hard  rubber  by  dentists  as  the  founda- 
tion for  artificial  teeth.  The  allegations  in  the  bill  were  sub- 
stantially, if  not  literally,  identical  with  those  in  this  bill,  and 
the  answer  was  the  same.  And  the  Court  in  that  case  decreed 
a  perpetual  injunction. 

But  the  counsel  for  the  defendant  in  this  case  takes  issue  on 
the  question  of  infringement,  insisting  that  the  fact  is  not  tech- 
nically made  out  by  the  evidence.  He  claims  that  the  defend- 
ant denies  in  his  answer,  under  oath,  that  he  has  infringed,  and 
that  the  complainant  has  proved  the  fact  only  by  one  witness ; 
and,  therefore,  the  Court  can  not  find  the  fact  of  infringement. 
Now,  the  first  remark  on  this  point  is,  that  the  defendant's 
answer  does  not  contain  an  explicit  denial  of  the  infringement. 
It  is  evasive  in  its  character.  He  admits,  substantially,  the  use 
of  hard  rubber,  made  by  the  process  of  baking  the  soft  or  plastic 
rubber,  for  dental  purposes,  but  denies  the  process  is  that 
described  and  claimed  in  the  reissued  patents.  But  he  adduces 
no  proof  that  the  hard  rubber  has  been  or  can  be  made  by  any 
means  or  process  variant  from  that  covered  by  the  reissues. 
And,  in  the  absence  of  such  proof,  there  is  at  least  a  fair  pre- 
sumption that  the  hard  rubber  used  was  the  article  as  claimed 
and  described  in  the  reissues. 

And  it  may  also  be  remarked,  that  a  denial  of  the  infringe- 
ment is  wholly  inconsistent  with  the  theory  of  the  defense  set 
up  in  the  answer,  and  mainly  relied  on  by  counsel.  That 
defense  is  not  that  the  defendant  has  not  used  the  hard  rubber 
for  dental  purposes,  but  that  he  had  a  right  to  use  it  by  the 
implied  dedication  of  such  right  to  the  dental  profession.     This 
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ground  of  defense  is,  by  a  clear  implication,  an  admission  of  the 
infringement. 

But  there  is  the  positive  testimony  of  one  witness  that  the 
defendant,  Berry,  and   all  the  other  defendants  against  whom 
suits  are  pending  in  this  Court,  distinctly  admitted  the  prepara- 
tion and  use  of  the  hard  rubber  for  dental  purposes.     As  the 
denial  of  the  infringement  in  the  answer  of  the  defendant  is  not 
positive,  and  the  testimony  of  the  witness  referred  to  is  strongly      ^^ 
corroborated  by  other  facts  and  considerations  bearing  on  the       I 
question  of  infringement,  the  fact  is  made  out  to  the  satisfaction 
of  the   Court.     Upon   that   issue  there  is   hardly   room  for  a 
doubt.     There  is  every  reason  to  conclude  that  hard  rubber  for 
dental  purposes  has  been  in  general  use  by  the  profession.     It  is 
in  evidence  that  fully  three-fifchs  of  the  dentists  in  the  United 
States  are  licensed  under  the  Goodyear  patent ;   and  this  fact 
evinces  not  only  the  appreciation  of  the  profession  of  the  article, 
but  its  very  general  use.     Those  refusing  to  take  licenses  evi- 
dently intend  to  place  their  defense,  not  on  the  ground  that  they 
did  not  use  the  article,  but  on  the  ground  of  the  invalidity  of 
the  patent  and  the  dedication  of  its  use  to  the  dental  profession. 

But  it  is  insisted  in  the  argument  of  the  defendant's  counsel, 
though  not  set  up  in  the  answer  as  a  defense,  that  the  defend- 
ant now  uses  in  his  profession  a  hard  rubber  or  compound,  made 
under  a  patent  to  Edward  L.  Simpson,  granted  October  i6, 
1866.  It  is  claimed  that  the  process  and  the  product  under  this 
patent  are  essentially  different  from  the  claims  of  the  Nelson 
Goodyear  patent,  and  therefore  not  an  infringement  of  that 
patent.  This  defense,  it  is  obvious,  applies  only  to  the  issue  of 
infringement.  But  it  is  not  perceived,  if  sustained  by  the  tes- 
timony, that  it  is  an  answer  to  the  claim  of  the  complainants  as 
made  in  their  bill.  If  the  defendant  has  infringed  by  the  use 
of  the  Goodyear  hard  rubber,  he  is  liable  to  account  for  such 
infringement,  though  he  may  have  discontinued  the  use  of  the 
article  charged  as  an  infringement  of  the  Goodyear  reissues.  If 
an  infringement  of  the  complainant's  rights  under  these  reissues 
is  made  out,  the  cessation  to  use  the  infringing  article  is  no  bar 
to  an  injunction  and  a  decree  for  an  account.  I  understand  the 
law  to  be  well  settled,  that,  under  the  circumstances  stated,  the 
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party  whose  rights  have  been  invaded  may  claim  protection 
against  future  infringements,  and  is  not  obliged  to  rest  on  the 
fact  that  the  party  has  ceased  his  acts  of  infringement.      | 

But,  as  the  Simpson  patent  is  before  the  Court,  and  evidence 
.has  been  offered,  without  objection,  upon  the  question  of  the 
identity  of  the  process  and  product  under  it  with  that  of  the 
Goodyear  patent,  and  the  point  has  been  discussed  by  counsel, 
it  may  be  expected  the  Court  will  pass  upon  that  issue.  In 
noticing  this  point  I  shall  try  tc^  be  very  brief. 

And  the  first  obvious  remark  in  reference  to  the  Simpson  pat- 
ent is,  that  it  does  not  claim  a  new  process  for  the  vulcaniza- 
tion of  India  rubber,  or  that  the  product  is  essentially  different 
from  that  made  under  the  Goodyear  patent.  In  this  specifica- 
tion he  says :  ^^  The  rubber  now  used  for  dental  purposes  has 
incorporated  in  it  large  proportions  of  free  sulphur  for  the  pur- 
pose of  vulcanizing  the  rubber  after  it  is  formed'"  And  again ; 
'*  The  odor  and  taste  occasioned  by  the  presence  of  this  sulphur 
is  extremely  obnoxious  to  many  persons,  and  occasions  the 
principal,  if  not  the  only,  objection  to  the  use  of  rubber  for 
dental  purposes.  To  overcome  this  objection,  and  produce 
vulcanized  rubber  for  dental  purposes,  without  the  actual  or 
apparent  presence  of  sulphur,  is  the  object  of  my  invention,  and 
consists  in  preparing  the  rubber  for  vulcanizing  by  the  introduc- 
tion of  a  peculiar  vulcanizing  compound."  It  is  here  clearly 
stated  that  the  object  of  the  patentee  was  to  rid  the  compound 
used  for  dental  purposes  of  the  unpleasant  taste  or  odor  of  the 
sulphur.  He  then  describes  the  mode  by  which  he  proposes  to 
effect  this  object,  as  follows : 

*'  I  first  boil  linseed  or  other  vegetable  oil  to  the  consistency 
of  honey  (this  I  do  to  facilitate  the  preparation) ;  thoroughly 
mix  two  ounces  of  benzoin  gum  with  one  pound  of  pulverized 
sulphur ;  then  to  each  quart  of  the  boiled  oil  add  one  pound  of 
the  prepared  sulphur,  carefully  subjecting  this  mixture  to  a  mod- 
erate heat,  sufHcient  only  to  cause  the  two  substances  to  react 
upon  each  other,  until  they  pass  from  a  semi-fluid  to  a  semi-hard 
state,  having  a  honeycomb  or  spongy  appearance."  He  adds, 
that  benzoin  gum,  **  by  its  vaporizing  qualities,  more  perfectly 
expels  the  fumes  of  the  sulphur,  as  well  as  the  odor  from  the 
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oil  and  renders  the  compound  nearly,  if  not  perfectly,  odorless, 
and  when  combined  with  India  rubber  or  similar  gum,  and  sub- 
jected to  a  regulated  heat,  will  cause  the  same  to  undergo  the 
change  known  as  vulcanization."  In  producing  rubber  for  dental 
purposes,  he  requires  to  one  pound  of  India  rubber  from  ten  to 
fourteen  ounces  of  the  vulcanizing  compound.  These  are  to 
be  thoroughly  mixed  by  being  ground  between  warm  rollers, 
and  coloring  matter  put  in  if  desired.  This  mixture  is  plastic, 
and  being  rolled  into  thin  sheets,  is  prepared  for  use  by  the  den- 
tists. The  form  of  the  gums  and  roof  of  the  mouth  being 
taken  in  this  plastic  material  in  the  ordinary  mode,  it  is  vulcan- 
ized by  subjecting  it  to  a  heat  of  320  degrees  of  Fahrenheit  for 
about  four  hours  ;  or  if  the  heat  is  above  320  degrees,  for  a  less 
time.  The  patentee  claims  ^^  that  the  plate  thus  prepared  will 
be  as  tasteless  and  odorless  as  a  metal  plate,"  etc. 

The  claim  of  the  patent  is:  "Combining  the  within  described 
vulcanizing  compound  with  India  rubber,  in  the  proportion 
herein  named,  and  substantially  in  the  manner  and  for  the  pur- 
poses herein  specified."  The  claim  of  the  Nelson  Goodyear 
patent,  and  the  reissues  under  it,  have  been  stated,  and  need  not 
here  be  reproduced.  Now,  Simpson,  in  his  specification  and 
claim,  does  not  pretend  that  by  his  process  he  does  not  produce 
the  article  known  as  hard  rubber,  or  that  it  is  made  without  the 
use  of  sulphur,  as  required  by  the  Goodyear  patent.  The  claim 
is,  in  substance,  an  improvement  upon  the  known  process  for 
its  production  by  the  introduction  of  gum  benzoin,  to  deprive 
the  hard  rubber  of  its  sulphurous  taste  and  odor,  and  thus  ren- 
der it  more  acceptable  for  dental  purposes.  The  process  of  vul- 
canization is  substantially  the  same  as  that  described  in  the 
Goodyear  patent,  and  the  product  the  same,  with  the  exception 
that  it  is  tasteless  and  odorless. 

As  to  the  identity  of  the  process  under  the  Goodyear  and 
Simpson  patents,  the  complainant  has  offered  the  testimony  of 
four  learned  chemical  experts,  who  have  severally  tested  the 
elements  of  the  products  of  both  patents  by  a  rigid  analysis. 
These  experiments  have  been  conducted  with  a  view  to  ascer- 
tain the  precise  ingredients  and  their  proportions  in  the  com- 
pound  described  in  the  Simpson  patent.     Without  stopping  to 
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State  the  details  of  these  analyses,  as  set  forth  in  the  testimony 
of  these  experts,  it  is  sufficient  to  say  that  they  harmonize  more 
nearly  than  could  be  expected  in  the  results  attained.  They 
find  that  the  compound  described  by  Simpson,  when  vulcanized, 
contains  about  four  ounces  of  sulphur  to  sixteen  ounces  of  rub- 
ber. Thus  it  is  made  clear  that  the  article  produced  under  the 
Simpson  claim  is  vulcanized  by  essentially  the  same  process,  and 
has  very  near  the  same  proportions  of  sulphur  and  rubber,  as 
claimed  in  the  Goodyear  patent.  These  are  the  vulcanizing 
agents  named  in  that  patent,  when  subject  to  the  action  of  heat. 
The  same  ingredients  and  the  same  processes  are  claimed  by 
the  Simpson  patent,  and  the  product  of  the  two  is  essentially 
the  same. 

I  can  have  no  hesitation,  therefore,  in  holding  that  the  use, 
for  dental  purposes,  of  hard  rubber  plates  made  under  the  Simp- 
son patent,  is  an  infringement  of  the  Nelson  Goodyear  patent ; 
and  in  no  aspect  of  the  case  is  the  defendant  relieved  from 
liability  as  an  infringer  by  asserting  the  use  of  the  product  under 
the  Simpson  patent.  While  it  is  probably  true  that  Simpson  has 
made  a  valuable  discovery  in  introducing  into  his  compound  an 
ingredient  which,  by  its  vaporizing  properties,  prevents  the 
unpleasant  taste  and  odor  of  the  vulcanized  rubber,  when  used 
as  plates  for  artificial  teeth,  and  for  this  invention  may  have  been 
well  entitled  to  a  patent,  he  or  his  licensees  are  not  protected  in 
the  use  of  the  process  and  the  product  as  claimed  by  and  pat- 
ented to  Nelson  Goodyear. 

I  may  remark,  in  closing,  that  I  am  fully  sustained  in  this 
conclusion  by  the  opinion  of  Judge  Blatchford,  District  Judge 
of  the  United  States  for  the  Southern  District  of  New  York,  in 
the  case  of  Goodyear  v.  Evans  (Vol.  Ill,  p.  390),  recently  before 
him,  on  an  application  for  an  injunction  to  restrain  the  defend- 
ant from  the  use  of  hard  rubber  made  under  Simpson's  patent, 
as  an  infringement  of  the  Goodyear  patent.  In  a  printed 
opinion  of  the  learned  judge,  now  before  me,  the  question  is 
ably  discussed  and  the  conclusion  attained  that  it  was  a  proper 
case  for  an  injunction,  which  was  accordingly  awarded.  After 
noticing  the  claims  of  the  two  patents,  and  reviewing  the  testi- 
mony as  to  the  infringement,  the  learned  judge  says :  ^^  Nothing 
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more  is  needed  to  establish  clearly  that  the  use  of  the  Simpson 
vulcanized  product  is  an  infringement  of  Reissue  No.  557,  and 
that  the  manufacture  of  it  by  the  Simpson  process  is  an  infringe- 
ment of  Reissue  No.  556."  Concurring,  as  I  do,  in  this  con- 
clusion, a  decree  for  the  complainants  will  be  entered. 


Henry  B.  Goodyear,  Adm'r,  and  Samuel  A.  Duncan 

vs. 

T.  S.  Rust.     In  Equity. 

Where  the  validity  of  a  patent  has  been  frequently  sustained  by  adjadicatioos,  no 
question  will  be  considered  upon  a  motion  for  an  injunction,  except  that  of  in- 
fringement. 

The  specification  of  Nelson  Goodyear  for  hard  rubber  dors  not  limit  the  invention  or 
claim  to  sulphur  when  working  through  chemical,  as  distinguished  firom  physical  or 
molecular  laws. 

The  compound  described  in  the  patent  of  Edward  L.  Simpson,  October  i6,  1866,  is 
substantially  the  same  as  that  discovered  by  Goodyear,  and  is  an  infringement  of 
his  patent  for  a  hard  rubber  product. 

(Before  Shipman,  J.,  District  of  Connecticut,  November,  1868.) 

This  was  a  motion  for  a  provisional  injunction  to  restrain  the 
defendant,  who  was  a  dentist,  from  infringing  letters  patent 
reissued  to  Henry  B.  Goodyear,  administrator  of  Nelson  Good- 
year, deceased.  May  18,  1858,  and  more  particularly  referred  to 
in  the  report  of  the  case  of  Goodyear  v.  Berryy  p.  439. 

The  defendant  was  using  the  Simpson  rubber  described  in 
letters  patent  granted  to  Edward  L.  Simpson,  October  i6,  1866, 
the  nature  of  which  is  set  forth  in  the  opinion  of  the  Court. 

Charles  F,  Blake  and  Hubbard^  Hyde^  for  complainants. 

H,  T,  Blake  and  <9.  D.  Law^  for  defendant. 
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Shipman,  J. 

This  is  a  motion  for  a  preliminary  injunction  founded  upon 
the  well-known  Nelson  Goodyear  patent  for  vulcanizing  rubber 
and  other  similar  gums.  The  validity  of  this  patent  has  been 
so  often  sustained  by  adjudications  that  no  question  will  be  con- 
sidered in  deciding  the  present  motion  except  that  of  infringe- 
ment. The  bill  of  complaint  in  this  case  is  supported  by 
affidavits,  which  clearly  entitle  the  complainants  to  the  injunc- 
tion prayed  for,  unless  the  respondent's  proofs  overcome  or  avoid 
their  effect.  The  respondent  works  under  the  patent  of  Edward 
L.  Simpson,  and  uses  the  compound  made  in  accordance  with 
the  process  described  in  that  patent.  The  complainants  allege 
that  this  process  is  clearly  within  the  scope  of  Goodyear's  inven- 
tion as  described  in  this  patent,  and  is  therefore  an  infringement 
of  their  rights.  This  is  denied  by  the  respondent,  and  the  ques- 
tion, so  far  as  it  is  necessary  for  the  determination  of  this  motion, 
is  now  to  be  decided. 

Avoiding  all  useless  rehearsal  of  the  details  of  this  Goodyear 
patent,  and  of  the  repeated  litigations  to  which  that  patent  has 
been  subjected,  it  may  be  briefly  stated  that  the  process  covered 
by  it  is  secured  by  mixing  about  four  ounces  of  sulphur  and  one 
pound  of  rubber,  and  subjecting  this  mixture  to  not  less  than 
260°  to  275°  of  heat,  Fahrenheit  scale.  This,  under  proper 
conditions  of  place  and  time,  produces  the  compound  or  sub- 
stance known  as  vulcanite — a  material  now  well  known  in  the 
mechanic  arts.  The  vital  question  involved  in  the  present  con- 
troversy relates  to  the  proportion  of  sulphur  and  rubber,  and  the 
degree  of  heat.  Does  the  Simpson  process  substantially  embrace 
these  proportions  and  this  degree  of  heat?  If  it  does,  then  it 
is  an  infringement  of  the  complainants'  rights. 

The  respondent  denies  that  the  Simpson  process  does  embrace 
all  these  proportions  as  effective  agents  or  active  forces  in  accom- 
plishing the  work  of  vulcanization.  In  support  of  this  denial 
he  has  adduced  affidavits  of  distinguished  chemists,  who  give  a 
delineation  of  the  elements  which  enter  into  Simpson's  mixture 
and  produce  his  vulcanite.  It  will  be  sufficient  in  this  place  to 
refer  to  the  affidavit  of  Professor  Seely,  as  that  contains  all  the 
materials  of  the  defense  to  this  motion. 

58 
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Professor  Seely  says  that  the  substances  used  by  Simpson  in 
the  preparation  of  his  hard  rubber  arc  sulphur,  gum  benzoin, 
oil,  and  common  rubber;  and  his  manner  of  using  these  sub- 
stances, as  set  forth  in  his  patent,  is  as  follows:  He  mixes  two 
ounces  of  benzoin  with  sixteen  ounces  of  sulphur,  and  to  six- 
teen ounces  of  this  mixture  he  adds  one  quart  of  linseed  oil. 
This  mixture  of  sulphur,  benzoin,  and  oil  is  then  subjected  to 
the  proper  degree  of  heat,  and  the  result  is  the  substance  which 
he  calls  his  vulcanizing  compound.  To  make  hard  rubber  or 
vulcanite,  he  takes  from  ten  to  fourteen  ounces  of  this  com- 
pound and  one  pound  of  rubber,  and  thoroughly  mixes  them  by 
grinding  between  warm  rolls.  He  then  subjects  this  mixture  of 
rubber  and  vulcanizing  compound  to  a  heat  of  320°  Fahrenheit. 
The  result  is  a  vulcanite. 

Without  rehearing  the  details  of  the  analysis  presented  by  Pro- 
fessor Seely,  it  may  be  stated  that  the  quantity  of  this  compound 
which  is  necessary  to  perfectly  vulcanize  one  pound  of  rubber 
contains,  in  some  form,  not  much  less  (to  use  the  language  of 
Goodyear's  specification)  than  four  ounces  of  sulphur.  In 
other  words,  this  amount  of  sulphur  goes  into  this  quantity  of 
the  compound,  and  forms  one  of  its  original  elements.  About 
half  of  this  sulphur  chemically  combines  with  the  oil,  and  forms 
what  Professor  Seely  calls  vulcanized  oil,  and  the  other  half 
exists  in  the  mass  of  vulcanized  oil  in  the  form  of  free  sulphur. 
Vulcanized  oil  alone,  when  mixed  with  rubber,  will  not  vulcan- 
ize the  latter,  according  to  the  evidence  before  me.  Professor 
Seely  says:  ''The  effect  of  vulcanized  oil  on  mixing  and  heat- 
ing with  rubber  is  not  at  a!l  chemical.  The  rubber  does  not,  in 
any  chemical  sense,  become  vulcanized.  Whatever  advantage 
there  be  in  the  use  of  vulcanized  oil  with  rubber  must  be  wholly 
due  to  physical  and  molecular  causes,  and  can  not  be  accounted 
for  on  any  theory  of  vulcanization  based  on  Goodyear's  pro- 
cesses. A  quantity  of  vulcanized  oil  containing  four,  or  even 
sixteen  ounces  of  sulphur,  may  be  mixed  and  heated  with  one 
pound  of  rubber,  and  not  an  atom  of  Goodyear's  hard  rubber 
can  be  produced." 

He  then  goes  on  to  say:  ''Simpson's  compound  is  composed 
of  vulcanized  oil  and  free  sulphur.     When  the  compound  is 
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rolled  and  heated  with  rubber,  the  free  sulphur  no  doubt  acts 
upon  the  rubber  with  its  full  efficiency  ;  and  in  estimating  the 
vulcanizing  or  hardening  properties  of  the  compound,  the  value 
of  the  free  sulphur,  if  any,  must  be  conceded.  It  is  therefore 
necessary  to  compute  the  amount  of  free  sulphur  in  Simpson's 
compound," 

This  computation  he  then  proceeds  to  make,  and  the  result  is 
as  I  have  stated  :  one-half  of  the  sulphur  is  combined  with  the 
oil  (chemically)  and  the  other  half  remains  free  ;  or,  as  Professor 
Silliman  expresses  it,  ^^  is  entangled  in  the  mass  of  this  com- 
pound." Professor  Seely  says  of  this  compound:  ''The  free 
or  effective  sulphur  is  exactly  one-half  of  the  whole  content  of 
sulphur," 

What  part  the  benzoin  plays  in  the  compound  does  not  appear 
from  the  evidence.  But  I  gather  from  Simpson's  specification 
that  "its  vaporizing  qualities  more  perfectly  expel  the  fumes  of 
the  sulphur,  as  well  as  the  odor  from  th&  oil,  and  render  the 
compound  nearly,  if  not  perfectly,  odorless."  In  the  perform- 
ance of  this  office  it  may  be  an  improvement  on  Goodyear's 
process. 

It  is  conceded,  then,  that  vulcanized  oil  (oil  and  sulphur 
chemically  combined)  will  not  produce,  when  mixed  with  rubber 
and  heated,  vulcanite.  There  is  no  proof  that  the  benzoin  ren- 
ders the  vulcanized  oil  any  more  effective  as  a  vulcanizing  agent. 
It  is  equally  conceded  by  the  respondent's  evidence  that  the 
quantity  of  free  sulphur  in  Simpson's  compound  can  not  alone 
vulcanize.  It  is  asserted  that  the  vulcanized  oil,  and  the  free 
sulphur  scattered  through  it,  does  successfully  vulcanize  when- 
ever the  mass  of  compound  applied  to  one  pound  of  rubber 
contains  in  the  whole  not  much  less  than  four  ounces  of  sulphur 
in  all,  free  and  combined.  Such  a  proportion  of  the  mass  to  the 
pound  of  rubber  is  necessary  to  comply  with  the  conditions  of 
Simpson's  patent. 

We  have,  then,  Goodyear's  invention,  which  consists  in  com- 
bining not  much  less  than  four  ounces  of  sulphur  with  one  pound 
of  rubber,  and  submitting  the  same  to  not  much  less  than  from 
260°  to  275^  of  heat,  Fahrenheit  scale. 

We  have  Simpson's  process,  which  consists  of  combining  not 
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much  less  than  four  ounces  of  sulphur  with  one  pound  of  rub- 
ber, and  subjecting  the  same  to  a  heat  of  320°,  Fahrenheit 
scale. 

The  distinction  which  is  sought  to  be  made  between  these 
two  compositions  or  processes  is  founded  upon  the  claim  that, 
in  Simpson's,  one-half  of  the  sulphur  is  first  chemically  com- 
bined with  oil,  forming  a  new  substance  termed  vulcanized  oil, 
which  there,  though  acting  in  the  same  mass  with  the  remaining 
half  of  the  sulphur  as  an  auxiliary  vulcanizing  agent,  acts  in  a 
different  way  from  the  free  sulphur  itself.  In  other  words,  half 
the  quantity  of  sulphur  necessary  to  vulcanize  under  Goodyear's 
process  has  disappeared  and  exists  no  longer  except  as  it  is  rep- 
resented in  a  new  chemical  substance  called  vulcanized  oil.  The 
other  half  remains.  But  neither  the  half  that  remains  nor  any 
quantity  of  the  new  agent  can  alone  vulcanize.  Yet  the  two 
acting  together  at  once  perform  this  important  office,  and  pro- 
duce the  same  result^as  Goodyear's  combination. 

I  have  said  that  it  appears  from  the  evidence  that  the  cbemi- 
cally  combimd  elements  of  the  compound  of  Simpson  alone  will 
not  produce,  when  mixed  and  heated  with  rubber,  vulcanite.  I 
infer  this  from  the  language  already  cited  from  Professor  Seely's 
affidavit,  where  he  says  :  ^^  A  quantity  of  vulcanized  oil,  contain- 
ing four,  or  even  sixteen,  ounces  of  sulphur,  may  be  mixed  and 
heated  with  one  pound  of  rubber,  and  not  an  atom  of  Good- 
year's  hard  rubber  can  be  produced.  Simpson's  compound  is 
composed  of  vulcanized  oil  and  free  sulphur."  I  have  not  failed 
to  notice  that  the  language  is  that  the  vulcanized  oil  in  combina- 
tion with  the  rubber  will  not  produce  "an  atom  of  Goodyear' i 
hard  rubber."  But  as  the  whole  scope  and  direction  of  the 
defense  are  aimed  at  establishing  a  distinction  between  the  pro^ 
cesses  and  not  between  the  products^  I  can  come  to  no  other  con- 
clusion than  that  the  compound  alone,  if  destitute  of  free  sulphur, 
would  not,  when  mixed  with  rubber,  perform  the  office  of  vul- 
canization. It  is  true  that  the  compound,  when  made  accord- 
ing to  the  patent  of  Simpson,  always  contains  one-half  of  the 
sulphur  in  a  free  state,  but  it  is  agreed  on  all  hands  that  this 
amount  of  free  sulphur  alone  will  not  vulcanize.  So  the  evi* 
dence,  in  whatever  light  we  view  it,  proves  that  that  portion  of 
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the  compound  which  contains  the  elements  in  chemical  com- 
bination is  powerless  without  the  aid  of  the  uncombined  free 
sulphur,  which  is  scattered  through  the  pores  of  the  combined 
mass. 

Now,  it  may  be  asked,  how  do  these  two  agents,  viz :  vulcan- 
ized oil  and  free  sulphur,  by  their  united  forces,  perform  the 
work  of  vulcanization  i  No  part  of  this  work  is  assigned,  by 
the  evidence,  to  the  benzoin.  It  can  not  be  done  by  the  chem- 
ically combined  oil  and  sulphur  alone.  It  can  not  be  done  by 
the  free  sulphur  alone.  The  latter,  to  the  extent  of  its  effective 
power,  for  all  that  appears  in  this  case,  works  in  the  same  way 
that  it  does  in  Goodyear's  process.  The  effect  of  the  former 
(oil  and  sulphur  chemically  combined),  Professor  Seely  says,  is 
not  chemical,  but  ^^  must  be  due  wholly  to  physical  and  molecular 
causes."  But  whether  the  auxiliary  vulcanizing  force,  whatever 
it  is,  exerted  by  the  chemically  combined  oil  and  sulphur,  is 
supplied  by  the  latter  or  not,  does  not  appear  by  the  proof. 
From  what  has  long  been  known,  however,  of  the  vulcanizing 
power  of  sulphur,  when  mixed  and  heated  with  rubber,  that 
agent,  though  combined  with  another  substance,  would  naturally 
be  looked  to  as  the  seat  of  this  force. 

It  may  be  true  that,  as  Professor  Seely  says,  the  effect  of  vul- 
canized oil  in  hardening  rubber  is  due  not  to  chemical  but  ^^  to 
physical  and  molecular  causes."  Of  the  nature  or  significance  of 
this  distinction  in  the  scientific  sense  I  do  not  presume  to  speak. 
But  I  do  not  see  how  this  fact  avoids  Goodyear's  patent.  I  do 
not  find  in  his  specification  any  evidence  that  he  rested  his 
invention  upon  any  such  nice  scientific  distinction,  or  that  he 
limited  his  claim  to  sulphur  when  working  through  chemical  as 
distinguished  from  "physical  or  molecular"  laws.  If  the  valid- 
ity of  his  patent  rests  upon  such  a  scientific  problem  as  this,  I 
think  its  solution  should,  in  the  present  case,  be  left  to  final 
hearing.  The  suggestion  of  such  a  problem,  in  ex  parte  affidavits, 
at  a  very  late  stage  of  a  series  of  protracted  litigations  in  which 
every  other  defense  has  thus  far  failed,  is  not  a  valid  answer  to 
this  motion. 

There  can  be  no  question  but  Simpson  uses  a  degree  of  heat 
within  the  scope  of  Goodyear's  patent. 

Let  an  injunction  issue. 
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George  B.  Turrell 


vs. 


David  Cammerrer.     In  Equity. 

It  is  not  necessary  to  specify  particulars  of  infringement  in  a  bill  in  equity.  A  gen- 
eral averment  that  the  defendant  has  infringed  the  letters  patent  is  sufficient  to 
put  him  upon  his  answer. 

(Before  LcavitT|  J.,  Southern  District  of  Ohio,  November,  1868.) 

This  was  a  special  demurrer  to  bill  in  equity,  charging  the 
defendant  with  the  infringement  of  three  letters  patent  relating 
to  beer  coolers.  The  charge  of  the  bill  recited  the  grant  of  the 
patents  and  the  title,  and  made  profert  of  the  patents,  but  con- 
tained no  description  of  the  several  inventions.  The  charge  of 
infringement  was  made  as  follows : 

''  Yet  the  said  defendant,  well  knowing  the  premises  and  the 
rights  secured  to  your  orator  as  aforesaid,  but  contriving  to 
injure  your  orator  and  deprive  him  of  the  benefits  and  advan- 
tages which  miu;ht  and  otherwise  would  accrue  unto  him  from 
said  inventions  after  the  issuing  of  the  said  letters  patent,  and 
before  and  after  the  assignment  thereof  to  your  orator,  and 
before  the  commenceftient  of  this  suit,  as  vour  orator  is  informed 
and  believes,  made,  constructed,  used,  and  vended  to  others  to 
be  used  beer  coolers  containing  said  inventions  and  improve- 
ments in  the  said  Southern  District  of  Ohio,  and  in  other  parts 
of  the  United  States,' and  sold  the  same  by  agents  and  other- 
wise. 

"And  your  orator  further  shows  unto  your  Honors  that  such 
making,  and  using,  and  selling  have  been  and  are  without  the 
license  or  consent  and  against  the  will  of  your  orator,  and  in 
violation  of  his  rights,  and  in  infringement  of  the  aforesaid  let- 
ters patent,  and  that  said  unlawful  acts  and  infringements  have 
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been  committed  by  said  defendants  with  a  full  knowledge  of  the 
rights  of  your  orator,  and  in  defiance  thereof." 
The  defendant  demurred  specially  as  follows  : 
"The  said  David  Cammerrer,  by  protestation,  not  confessing 
or  acknowledging  all  or  any  of  the  matters  or  things  in  the  said 
bill  set  forth  to  be  true,  in  manner  and  form  as  the  same  are 
therein  alleged,  says  he  is  advised  that  there  is  no  matter  or  thing 
in  the  said  bill  contained  sufficient  in  law  to  call  this  defendant 
to  answer  in  this  Court ;  and  therefore  this  defendant  demurs  to 
the  said  bill,  and  for  cause  of  demurrer  says  that  th^  said  bill  in 
no  manner  specifies  wherein  the  alleged  infringement  consists, 
and  that  the  said  bill  does  not  set  forth  the  particular  or  particu- 
lars of  the  alleged  infringement  with  the  due  precision  and  cer- 
tainty to  enable  the  Court  to  judge  of  the  alleged  infringement, 
and  that  the  said  bill  contains  not  any  matter  or  thing  entitling 
the  complainant  to  any  relief  against  this  defendant. 

"  Wherefore,  for  divers  other  errors  and  imperfections  in  the 
said  bill  appearing,  this  defendant  demurs  thereto,  and  humbly 
prays  judgment  of  this  honorable  Court  whether  he  shall  be 
compelled  to  put  in  any  farther  answer  to  the  said  bill,  and  that 
he  may  be  here  dismissed  with  his  reasonable  costs  in  this  behalf 
most  wrongfully  sustained." 

5.  S.  Fisher^  for  complainant. 

R.  B.  Warden^  for  defendant. 

Leavitt,  J. 

*Trhe  question  before  the  Court  arises  upon  a  demurrer  to  a 
bill  filed  by  the  complainant  for  the  infringement  of  letters 
patent.  It  is  objected  that  the  bill  does  not  state  facts  enough 
to  enable  the  Court  to  base  a  decree  upon  it,  and  it  is  insisted 
that,  before  the  defendant  can  be  called  upon  to  answer,  the 
complainant  shall  be  required  to  set  forth  the  precise  infringe- 
ment complained  of  by  some  adequate  description  of  the  patented 
invention,  and  of  the  infringing  machine  or  process. 

This  he  has  never  been  required  by  the  practice  of  this  Court 
to  do.     The  general  allegation  of  the  bill  that  the  defendant  has/ 
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infringed  the  letters  patent  has  been  sufficient  to  put  him  upon 
his  answer.  It  would  obviously  be  a  very  inconvenient  practice 
to  require  the  complainant  to  set  out  af  length  in  his  bill  the 
details  of  his  invention  and  of  the  defendant's  manufacture. 
The  bill  would  be  very  voluminous,  and  not  necessarily  more 
clear  or  explicit.  The  defendant  is,  by  the  general  averment, 
put  in  possession  of  the  allegation  that  he  has  infringed  the  com- 
plainant's patent.  This  he  may  deny  by  answer.  The  burden 
of  proof  is  then  upon  the  complainant  to  prove  infringement 
and  to  show  wherein  it  consists.  If  he  fails  to  do  this  he  is  not 
entitled  to  relief. 

The  demurrer  concedes  the  facts,  and  the  only  question  is, 
whether  there  are  facts  enough  averred  to  require  an  answer 
from  the  defendant.  The  practice  is  so  well  settled,  both  here 
and  elsewhere,  that  I  should  feel  a  great  reluctance  to  disturb  it, 
at  this  late  day,  in  any  event ;  but  I  am  clearly  of  opinion  that 
the  general  charge  of  infringement  is  all  that  is  necessary  to 
require  the  defendant  to  answer  the  bill,  and  that  particulars  of 
infringement  need  not  be  specified.  / 

Demurrer  overruled. 


Wakeman  W.  Wood 

vs. 

The  Michigan   Southern  and  Northern  Indiana 
Railroad  Company.     In  Equity. 

A  patentee,  during  the  first  term  of  his  patent,  assigned  the  right  to  make  and  use 
the  thing  patented,  in  a  designated  locality,  for  the  term  for  which  the  original 
letters  patent  were  granted.  At  the  end  of  that  term  he  obtained  an  extensioa 
of  his  patent  for  the  further  term  of  seven  years.  Held:  That  his  assignee  was 
not,  by  virtue  of  said  assignment,  entitled,  under  section  z8  of  the  act  of  Joly 
4,  1836,  to  make  for  use,  within  that  locality,  the  thing  patented,  daring  the 
period  of  the  renewal. 

The  established  doctrine  is,  that  an  assignee  of  a  patent,  holding,  at  the  cxpiratioa  of 
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the  first  term,  a  right  during  that  term  to  make  and  use  the  thing  patented,  may, 
during  the  time  of  its  subsequent  extension,  continue  to  u^e  it,  and  even  repair  it 
for  use,  but  he  can  not  maice  it  for  use  or  for  any  other  purpose. 

(Before  Davis  and  McDonald,  JJ.,  District  of  Indiana,  November,  1868.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendants 
from  infringing  letters  patent  for  an  "improvement  in  the  mode 
of  operating  brakes  for  cars,"  granted  to  Nehemiah  Hodge, 
October  2,  1849,  reissued  March  i,  1853,  extended  to  him  for 
seven  years  from  October  2,  1863,  and  by  mesnp  assignments 
vested  in  complainant  within  and  for  the  territory  within  which 
the  defendants'  road  was  operated. 

The  facts  of  the  case  sufficiently  appear  in  th^  opinion  of  the 
Court. 

y,  Z.  Ketchaniy  for  complainants 

fVing  £sf  NileSy  for  defendants. 

McDonald,  J. 

This  is  a  proceeding  in  chancery.  It  is  now  submitted  to  us 
for  hearing  and  decree  on  the  bill,  answer,  exhibits,  depositions, 
and  certain  admissions  of  the  parties  made  in  open  Court. 

The  bill  charges  that  on  October  2,  1849,  ^"^  Nehemiah 
Hodge  duly  became  the  patentee  of  a  new  and  useful  improve- 
ment in  the  mode  of  operating  brakes  for  railroad  cars;  that  by 
reason  of  an  inadvertence  in  the  description  thereof,  another 
patent  for  the  same  invention  was  issued  to  him,  to  take  eflFect 
from  the  date  of  the  first,  for  the  term  of  fourteen  years ;  that 
on  September  16,  1863,  the  Commissioner  of  Patents  renewed 
and  extended  to  Hodge  the  same  patent  right  for  the  further 
term  of  seven  years ;  and  that  by  the  various  assignments  set 
out  in  the  bill,  the  complainant,  several  years  ago,  became,  and 
now  is,  the  legal  and  equitable  owner  of  so  much  of  the  patent 
right  and  extension  as  is  included  within  the  territory  within 
which  the  defendants'  railroad  is  situate.  The  bill  further 
charges,  that  the  defendant,  in  violation  of  the  rights  of  the 
complainant,  has,  ^^  for*  a  long   time   heretofore   manufactured, 
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vended,  and  used,  and  is  still  using,  manufacturing,  and  vending 
vi^ithin  said  territory,  a  large  number  of  brakes  for  cars,  each 
embracing  substantially,  in  principle,  construction,  and  mode  of 
operation,  said  improvement." 

The  bill  shows  that,  by  various  litigations  with  other  railroad 
companies,  the  complainant  has  established  his  exclusive  right 
to  make,  vend,  and  use  said  improvement. 

The  bills  prays  a  temporary  injunction  and  general  relief. 

The  answer  admits  the  issuance  of  the  letters  patent  and  the 
renewal,  as  stated  in  the  bill.  It  admits  that  the  defendant  has 
manufactured  and  used  on  its  road,  and  still  manufactures  and 
uses  thereon,  the  brakes  in  question.  But  it  denies  that  the 
defendant  has  ever  manufactured  for  sale,  or  sold,  any  of  these 
brakes. 

The  answer  claims  that  the  defendant  has  the  right  to  manu- 
facture for  the  use  of  the  railroad  company,  and  to  use  on  its 
road,  the  brakes  in  question.  The  answer  founds  this  claim  on 
two  assignments,  of  which  exhibits  are  filed.  The  first  of 
these  assignments  is  by  one  Stephen  M.  Whipple,  whom  the 
bill  alleges  to  have  been  the  owner  of  so  much  of  the  patent 
right  as  relates  to  the  State  of  Indiana.  The  other  assignment 
is  from  Hodge  himself. 

The  assignment  from  Whipple  is  dated  November  14,  1854. 
This  assignment,  after  reciting  that  Hodge  had  conveyed  to 
Whipple,  on  July  28,  1852,  the  right  to  his  patent  brakes 
for  the  State  of  Ohio,  etc.,  etc.,  purported  to  transfer  to 
the  defendant,  in  consideration  of  five  hundred  dollars,  the  right 
to  construct  and  use  these  brakes  on  any  and  all  cars  belonging 
to  the  defendant,  "  to  the  extent  following,  namely :  from  Toledo 
to  Chicago  and  branches ;  also,  to  include  the  right  of  running 
their  said  cars,  with  said  improvement  thereon,  on  and  over  other 
roads  having  purchased  the  like  rights,  for  and  during  the  term 
for  which  said  letters  patent  are  or  may  be  granted." 

The  assignment  from  Hodge,  dated  January  17,  1854,  after 
divers  recitals,  purports  to  assign  to  the  defendant  the  right  ^^to 
make,  construct,  and  use  said  improvement  on  any  and  all  cars 
belonging  to  said  company  and  used  on  their  said  railroads,  for 
and  duiing  the  term  for  which  sai^  letters  pateu(  are  granted.'* 
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There  is  the  general  replication. 

The  existence  and  due  execution  of  all  the  letters  patent  and 
assignments  mentioned  in  the  bill  and  answer  are  admitted  in 
open  court  by  all  the  parties.  Nor  does  the  complainant  deny 
that,  by  virtue  of  the  said  assignments  to  the  railroad  company, 
the  defendant  had  the  right  to  make  and  use  on  the  company's 
road  these  brakes  during  the  first  fourteen  years  of  the  existence 
of  the  patent  right.  Nor  is  it  claimed  in  argument  that  the 
defendant  has  ever  minufactured  for  sale,  or  sold,  any  of  these 
brakes.  But  the  complainant  insists  that  said  assignments  to  the 
defendant  are  no  justification  on  the  part  of  the  company  to 
make  and  use  these  brakes  after  the  fircst  fourteen  years  of  the 
patent;  and  the  defendant,  on  the  contrary,  insists  that  said 
assignments  gave  to  the  company  the  right  to  make  and  use  the 
brakes,  as  well  during  the  period  of  the  renewal  as  during  the  first 
fourteen  years  of  the  patent.  And  this  really  is  the  only  ques- 
tion of  any  consequence  in. dispute  between  the  parties. 

In  support  of  the  ground  thus  assumed  by  the  complainant, 
he  argues  that  the  words  of  the  assignments  to  the  defendant 
expressly  limit  the  right  of  the  company  to  make  and  use  these 
brakes  to  the  term  of  the  first  fourteen  years.  As  we  have 
already  seen,  Whipple's  assignment  is  "for  and  during  the  term 
for  which  said  letters  patent  are  or  may  be  granted  *,"  and  it  was 
executed  within  the  first  fourteen  years  of  the  patent.  Hodge's 
assignment  to  the  defendant  was  made  within  the  same  period, 
and  for  and  during  the  term  for  which  said  letters  patent  are 
granted." 

Construing  these  two  assignments  without  reference  to  the 
act  of  Congress  on  the  subject  of  patent  rights,  we  should  not 
hesitate  to  say  that  they  convey  no  authority  to  the  defendant 
to  manufacture  and  use  the  brakes  in  question  after  the  expiration 
of  the  first  term  of  fourteen  years  of  the  patent ;  and  that  the  sub- 
sequent making  and  using  of  them  was  a  violation  of  the  com- 
plainant's right.  Indeed,  the  counsel  for  the  defense  seem  to 
agreejwith  us  in  this.  But  they  argue  that,  in  constructing  the 
assignments,  we  must  take  into  consideration  the  eighteenth  sec- 
tion of  the  Patent  Act  of  July  4,  1836.     That  section  provides 
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that,  ^^  the  benefit  of  such  renewal  shall  extend  to  assignees  and 
grantees  of  the  right  to  use  of  the  thing  patented  to  the 
extent  of  their  respective  interests  therein."  (5  U.  S.  Statutes 
at  Large,  124.) 

To  every  assignee  or  grantee  of  a  patent,  holding  the  right, 
at  the  expiration  of  the  first  term  of  it,  to  use  the  thing  pat- 
ented, this  section  of  the  act  plainly  gives  the  same  right  to  use 
it  duting  the  term  of  the  renewal  of  the  patent,  exactly  to  the 
extent  to  which  he  had  the  right  to  use  it  under  the  first  term 
of  the  patent.  And  it  is  clear  that  he  may  not  only  use  it,  but 
repair  it  for  use  till  it  is  worn  out.  So  the  Supreme  Court  has 
decided.     i^lP'ilson  v.  Rousseau^  4  How.) 

On  the  contrary,  it  is  equally  clear  that  this  section  does  not 
authorize  the  assignee  or  grantee  either  to  sell  or  to  manufac* 
ture  for  sale  the  thing  patented  i  for  the  terms  of  the  section 
only  embrace  "assignees  and  grantees  of  the  right  to  use.** 

But  the  case  at  bar  occupies  a  middle  ground.  Here  the 
assignee  is  not  an  assignee  of  tHb  right  to  make  for  sale  or  to 
sell,  nor  an  assignee  of  the  right  merely  to  use,  but  an  assignee 
of  the  right  to  ^'malce  and  use."  And  the  defendant,  disclaim- 
ing the  right  either  to  manufacture  for  sale  or  to  sell,  insists  on 
the  right  merely  to  make  for  use  on  the  company's  road,  and  to 
use  on  that  road,  the  brakes  in  question. 

Now,  it  is  conceded  by  the  complainant  that  the  defendant 
has  the  right  to  use  any  of  these  brakes  during  the  period  of  the 
renewal  of  the  patent,  which  the  company  may  have  had  on 
hand  at  the  expiration  of  the  first  fourteen  years,  and  even  to 
repair  them  for  use  till  they  wear  out.  But  the  complainant 
insists  that  the  defendant  has  no  right,  by  virtue  of  said 
eighteenth  section,  to  proceed,  after  the  expiration  of  said  first 
fourteen  years,  to  make  brakes  to  be  used  on  the  company's 
road.  And  whether  the  defendant  has  this  right  is  exactly  the 
point  in  controversy. 

There  is  no  decision  of  the  Supreme  Court  which  seems  to 
us  to  favor  this  claim  of  the  defendant.  On  the  contrary,  sev- 
eral decisions  of  that  Court  seem  to  be  against  it.  The  case  of 
ff^ilson  V.  Rousseau^  above  referred  to,  certainly  is  unfavorable 
to  It.    Indeed,  in  that  case  several  of  the  judges  held  that  the 
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right  of  an  assignee,  for  the  first  term  of  the  patent,  to  use  the 
thing  patented,  was  not  available  under  a  subsequent  renewal  of 
the  patent,  unless  such  right  under  that  renewal  was  plainly 
given  by  the  terms  of  the  assignment.  It  is  true  that  a  major- 
ity of  the  Court  held  otherwise,  though  with  some  hesitation. 
And,  in  the  opinion  of  the  majority,  strong  language  is 
employed  strictly  confining  the  assignee  to  the  right  to  use  the 
thing  patented,  and  more  than  intimating  a  doubt  whether  he 
could  make  it.  In  referring:  to  the  eighteenth  section  of  the 
Patent  Act,  the  Court  say:  ''The  clause  is  as  follows:  *  And 
the  benefit  of  such  renewal  shall  extend  to  assignees  and 
grantees  of  the  right  to  use  the  thing  patented  to  the  extent  of 
their  respective  interests  therein.'  It  will  be  seen  that  the  word 
'exclusive,'  used  to  qualify  the  right  of  a  grantee,  in  the  elev- 
enth section,  and,  indeed,  always  referred  to  in  the  patent  law, 
and  also  the  words  '  to  make '  and  '  to  grant  to  others  to  make 
and  use,'  are  dropped,  so  that  not  only  no  exclusive  right  in  the 
grantee,  in  terms,  is  granted  or  secured  by  the  clause,  but  no 
right  at  all — no  right  whatever — to  make,  or  to  grant  to  others 
to  make,  and  use  the  thing  patented.  *  *  *  *  Yhc  clause, 
therefore,  in  terms,  seems  to  limit  studiously  the  benefit,  or 
reservation,  or  whatever  it  may  be  called,  under  or  from  the  new 
grant,  to  the  naked  right  to  use  the  thing  patented."  (4  How. 
680,  681.)  This  ruling  in  fVilson  v.  Rousseau  was  afterward 
approved  in  the  case  of  Simpson  v.  IVilson^  4  How.  709. 

The  same  doctrine  was  adhered  to  in  ff^ilson  v.  Simpson^  9 
How.  109.  And  Mr.  Justice  Wayne,  in  delivering  the  opinion 
of  the  Court  in  that  case,  said  that  the  decision  in  Wilson  v. 
Rousseau  ''does  not  permit  an  assignee  of  the  first  term  of  a 
patent,  after  its  renewal  and  extension,  to  make  other  machines." 

The  subsequent  cases  of  Bloomer  v.  Mc^ewan^  14  How. 
539;  Chaffee  v.  The  Boston  Belting  Company^  22  How.  21 7; 
Blocmer  v.  MilUnger^  i  Wallace  340 — ^all  recognize  and  approve 
the  same  doctrine. 

The  doctrine  established  in  all  these  cases  is  that  an  assignee 
of  a  patent,  holding,  at  the  expiration  of  the  first  term,  a  right 
during  that  term  to  make  and  use  the  thing  patented,  maV) 
during  the  time  of  its  subsequent  extension,  continue  te  use  it. 
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and  even  repair  it  for  use ;  but  that  he  can  not  make  it  for  use, 
or  for  any  other  purpose. 

It  is  true  that  in  the  cases  in  the  Supreme  Court,  referred  to, 
there  was  a  remarkable  diversity  of  opinion  among  the  judges. 
But  that  diversity  had  no  reference  to  anything  favorable  to  the 
defense  in  this  case.  It  seems  to  have  arisen  solely  from  an 
opinion  on  the  part  of  a  minority  of  the  judges,  that  the 
assignee  of  a  patent  for  its  first  term  had  no  right  even  to  use 
the  thing  patented  after  the  expiration  of  that  term,  unless  the 
assignment,  by  its  words,  gave  him  that  rij^ht.  And  this  cir- 
cumstance may  well  admonish  us  not  to  extend  this  right  to  the 
thing  patented. 

Counsel  for  the  defendant  seem  virtually  to  admit  that  if,  in 
this  case,  there  had  only  been  the  purchase  of  a  right  to  make 
and  use  one  of  these  brakes,  the  right  would  have  been  gone 
when  that  brake  was  worn  out.  But  they  earnestly  argue  that 
when,  as  in  the  present  case,  the  right  is  granted  to  make  and 
use  an  indefinite  number  of  them,  without  any  limitation  except 
as  to  locality,  it  substantially  amounts  to  a  grant  to  use  the 
invention  in  order  to  construct  brakes,  as  well  as  the  right  to  use 
the  brakes  so  constructed.  There  would  be  plausibility  in  this 
argument  if  applied  to  a  process  patented ;  for  example,  to 
a  process  by  which  several  ingredients  are  so  combined  as  to 
produce  some  valuable  chemical  result.  For,  in  such  a  case, 
the  right  assicrned  would  not  be  the  rii^ht  to  malte  a  machine  and 
use  it,  but  the  right  to  use  a  process.  A  process  is  not  made; 
it  is  only  used.  But  the  case  at  bar  involves  no  question  con* 
cerning  a  process.  It  only  touches  the  right  to  make  and  use 
machines.  And  we  can  not  see  how  the  eighteenth  section  of 
the  Patent  Act,  when  applied  to  the  right  to  make  and  use  one 
machine,  should  receive  a  construction  different  from  what 
ought  to  be  given  to  it  when  applied  to  the  right  to  make  and 
use  an  indefinite  number  of  machines. 

Counsel  for  the  defense  call  our  attention  to  the  case  of  Day 
V.  The  Union  India  Rubber  Company^  3  Blatchf.  C.  C.  489, 
as  supporting  their  view.  The  things  patented  in  that  case  were 
a  process  and  machinery  for  the  manufacture  of  India  rubber 
goods— at  least,  the  learned  judge  held  that  it  embraced  both  a 
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process  and  machinery.  And  he  decided  that  the  assignee  of 
the  first  term  of  the  patent  had  the  right  to  avail  himself  of  the 
thing  assigned  during  the  term  of  the  renewal  of  the  patent, 
whether  the  patent  was  to  be  construed  as  being  for  a  process 
and  a  machine  to  be  used  in  such  process,  or  for  a  process 
alone,  or  for  a  machine  alone,  and  whether  the  machinery  used 
by  him  was  or  was  not  in  existence  prior  to  the  commencement 
of  the  extended  term.  In  thus  concluding,  Judge  Hall's  argu- 
ment is  ingenious  and  able,  although  to  us,  not  very  convincing. 
He  concludes  that  '*  if  the  only  right  to  use  was  one  which 
resulted  from  the  purchase  and  ownership  of  a  machine,  the 
right  to  use  it  is  co-extensive  with  the  existence  of  such 
machine,  and  necessarily  expires  with  it."  And  he  admits  that 
his  view  of  the  question  is  in  conflict  with  the  reasoning  of  the 
Supreme  Court  in  fVilson  v.  Rousseau,  But  he  insists  that  that 
reasoning  is  mere  dictOy  and  does  not  bind  him.  We  are  not 
sure  that  the  reasoning  in  that  case  is  dicta  only.  We  can 
hardly  regard  the  language  of  Mr.  Justice  Nelson,  which  we 
have  cited  from  that  case,  and  that  of  Ch.  J.  Taney,  in  Bloomer 
V.  McQuewart^  as  mere  dicta.  But  whether  in  this  we  are  right 
or  not,  we  regard  the  reasoning  of  those  eminent  judges  on  the 
point  under  consideration  as  sound,  and  adopt  and  follow  it. 
Were  there  no  precedents  of  the  Supreme  Court  on  the  ques- 
tion before  us,  we  might  be  disposed,  though  reluctantly,  to  fol- 
low the  decision*  in  3  Blatchf.  489.  But  believing,  as  we  d'o, 
that  the  Supreme  Court  has  settled  the  very  point  in  question, 
we  must  follow  the  decision.  We  think  that  the  construction 
given  by  that  Court  to  the  eighteenth  section  of  the  Patent  Act 
is  plainlv  this:  That  every  assignee  of  the  right  to  use  the 
thing  patented  has  the  same  right  to  use  it  during  the  period  of 
its  renewal  as  he  had  during  the  first  term  of  the  patent  ;  but 
that  he  had  no  right  after  the  expiration  of  the  first  term  to 
make  the  article  patented,  arising  out  of  an  assignment  executed 
before  the  renewal,  and  not  expressly  giving  him  the  right  to 
make  it  after  the  renewal.  The  rule  thus  settled  by  the  Supreme 
Court  seems  to  us  to  be  a  reasonable  one  ;  and  it  has  the 
advantage  of  being  a  very  plain  and  practicable  rule.  We 
cheerfully  follow  it ;  and  we  arc  the  more  disposed  to  do  so 
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because  Judge  Story,  in  Woodwortb  v.  Sherman^  3  Story,  171, 
ha$  decided  that  the  assignee  under  an  original  patent  does 
not  acquire  any  right  under  an  extension  of  it,  unless  such  right 
is  expressly  conveyed  to  him  by  the  patentee ;  and  because  it  is 
well  known  that  Justices  McLean,  Wayne,  Woodbury,  and 
Thompson  agreed  with  Judge  Story  on  that  point,  4  How. 
688,  692,  693. 

Upon  the  whole,  therefore,  we  are  of  opinion  that  for  the 
making  and  using  of  the  brakes  so  made,  since  the  expiration 
of  the  first  term  of  the  patent  in  question  by  the  defendant,  the 
complainant's  rights  have  been  infringed  \  and  that  for  this 
infringement  he  is  entitled  to  recover  damages  and  to  have  a 
perpetual  injunction.  But  forasmuch  as  we  are  not  able,  from 
the  data  now  before  us,  to  determine  accurately  the  amount  of 
the  complainant's  damages,  we  refer  the  matter  to  the  master 
to  ascertain,  in  the  proper  way,  and  to  report  the  amount  of 
damages  which  the  complainant  ought  to  recover. 

In  the  investigation  of  the  questions  here  decided  I  have  con- 
sulted Associate  Justice  Davis,  and  he  fullv  agrees  with  me  in 
the  views  above  expressed. 


Orlando  B.  Potter,  Nathaniel  Wheeler,  et  al. 

vs. 
The  Davis  Sewing  Machine  Company      In  Equity. 

The  *< assistant  helper*'  described  in  the  patent  granted  to  Job  A.  Davis,  October  9, 
1866,  is  an  equivalent  for  and  an  infringement  of  one  uf  the  feeding  surfaces 
patented  to  Allen  B.  Wilion,  November  12,  1850.  It  may  not  be  as  perfect  and 
efficient  as  the  arrangement  of  Wilson,  but  it  operates  upon  the  same  principle. 

(Before  Nilson  and  Smalley,  JJ.,  Southern  District  of  New  York,  November,  1S68.) 

This  was  a  motion  for  a  provisional  injunction  to  restrain  the 
defendants  from  infringing  letters  patent  for  an  ^improvement 
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in  sewing  machines,"  granted  to  Allen  B.  Wilson,  November 
18,  1850,  reissued  January  22,  1856,  and  extended  for  seven 
years  from  November  12,  1864. 

S,  y,  Gordon  and  Geo.  Gifford^  for  complainants. 

S,  D,  LaWj  for  defendant. 

Nelson,  J. 

The  bill  in  this  case  is  founded  upon  the  extension  of  the 
reissued  patents  to  A.  B.  Wilson,  January  22,  1856,  No.  346, 
and  of  December  9,  1856,  No.  414,  for  new  and  useful  im- 
provements in  the  sewing  machine. 

The  only  question  that  we  consider  material  to  notice  is  that 
of  infringement.  It  is  insisted,  on  behalf  of  the  defendants,  that 
no  part  of  the  feed  motion  of  A.  B.  Wilson  is  embodied  in 
their  machine.  The  feeding  device  as  claimed  by  them  is  what 
is  commonly  known  as  the  needle  feed,  the  cloth  being  advanced 
stitch  by  stitch  by  a  lateral  motion  of  the  needle  while  in  the 
cloth. 

A  recent  improvement  upon  this  needle  feed,  by  Job  A. 
Davis,  and  which  is  used  by  the  defendants,  it  is  insisted,  for 
the  complainants,  does  embody  it. 

The  patentee  describes  it  as  follows :  "  Which  consists  in  the 
application  and  use  of  a  device  which  acts  as  an  assistant  or 
helper  to  the  needle,  and  which  keeps  the  fabric,  while  being 
sewed,  smooth,  and  prevents  it  gathering  or  bunching  as  the 
feed  is  affected,  and  which  also  holds  the  fabric  and  prevents 
its  rising  as  the  needle  is  withdrawn."  The  patent  was  granted 
October  9,  1866.  This  "assistant  or  helper"  is  an  upright 
piece  constructed  alongside  and  in  front  of  the  needle,  and  sus- 
pended to  the  pressure  bar  with  a  foot  resting  on  the  cloth  to  be 
sewed,  which  is  between  it  and  the  sliding  plate  that  covers  the 
shuttle  race,  and  moves  forward  with  the  needle,  as  alleged  by 
the  patentee,  to  keep  the  cloth  smooth  while  being  sewed,  but 
by  the  complainants  as  acting  as  a  feeder  to  the  needle  upon  the 
same  principle  as  in  the  patents  of  A.  B.  Wilson. 

The  foot  of  this  helper  is  made  to  bear  with  a  yielding 
60 
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pressure  upon  the  surface  of  the  sliding  plate,  so  as  to  grasp  the 
cloth  between  the  two  surfaces  sufficiently  to  advance  it  stitch 
by  stitch  in  the  working  the  machine,  at  the  same  time  that 
the  needle  is  moved  laterally.  This  feed  motion  of  the  helper 
may  not  be  as  perfect  and  efficient  as  the  arrangement  of  A.  B. 
Wilson,  but  that  it  exerts  a  material  influence  in  effecting  it  is 
not  to  be  denied,  upon  the  evidence,  including  the  practical 
working  of  the  machine  before  us  at  the  argument. 

We  think,  therefore,  the  complainants  are  entitled  to  an  in- 
junction as  it  respects  the  use  of  this  arrangement  in  the  defend- 
ants' machine. 

The  defendants  complain  that  there  has  been  delay  in  the 
making  of  this  motion,  which  has  led  them  into  expense  as  the 
result  of  the  injunction.  But  it  should  be  remembered  that 
their  patent  is  recent,  that  they  were  early  warned  against  the 
use  of  the  invention,  and  that  they  have  chosen  to  disregard  the 
warning  and  to  take  all  the  responsibilities  attending  to  it. 

Injunction  granted. 


Orlando   B.  Potter,  Nathaniel  Wheeler,  et  al. 


The  Empire  Sewing  Machine  Company.    In  Equity. 

Where  a  patent  has  been  extended  to  a  patentee  under  section  i8  of  the  act  of  1S36, 
it  is  immaterial  whether  or  not  he  was  vested  with  the  entire  interest  in  the  pati- 
ent at  the  time  of  a  surrender  and  reissue  made  prio^  to  the  extension.  The 
extension  vested  an  absolute  and  complete  title  in  him. 

(Before  Nilson  and  Smalley,  JJ.,  Southern  District  of  New  York,  December,  1868.) 

This  was  a  motion  for  a  provisional  injunction  to  restrain  the 
defendants  from  infringing  letters  patent  for  an  ^^  improvement 
in  sewing  machines,"  granted  to  Allen  fi.  Wilwn,  November 
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12,  1850,  reissued  January  22,  1856,  and  extended  for  seven 
years  from  November  12,  1864.  Defendants  were  using  what 
is  known  as  a  "  wheel  feed." 

S.  J.  Gordon^  E.  W,  Stoughton^  and  Geo.  Gifford^  for  complain- 
ants. 

G.  A  Durgin^  J.  M.  Van  Coit^  A.  C.  Washburn^  and  T.  A. 
Jenckes^  for  defendants. 

Nelson,  J. 

1.  This  case  involves  the  validity  of  the  reissued  patents  to 
A.  B.  Wilson,  of  January  22,  1856,  No.  346,  and  of  Decem- 
ber 9,  1856,  No.  414,  for  certain  new  and  useful  improve- 
ments in  sewing  machines. 

These  letters  patent  were  extended  by  the  Commissioner  of 
Patents  on  November  8,  1864,  for  the  term  of  seven  years 
from  and  after  the  expiration  of  the  first  term.  The  two 
patents  have  heretofore  been  frequently  before  this  Court  \  and 
also  before  courts  and  judges  in  other  districts  and  circuits ; 
and  have  been  the  subject  of  laborious  and  exhausting  investi- 
gation, both  by  counsel  and  court.  Indeed,  there  have  been 
but  few  patents  that  have  come  before  me  or  under  my  observa- 
tion which  have  been  more  zealously  or  perseveringly  contested  ; 
and  yet,  so  far  as  appears,  or  I  know,  their  validity  in  every 
instance  has  been  maintained.  Many  of  these  cases  will  be 
found  in  the  first  and  second  volume  of  Fisher's  Patent  Cases. 

We  shall  not  again  go  over  the  argument.  The  question 
must  be  regarded  as  at  rest  in  this  Court. 

2.  That  the  defendants'  machine  embraces  the  material 
improvements  in  sewing  machines  described  and  claimed  in 
these  patents,  we  think  is  equally  plain,  and  will  be  found 
authoritatively  settled  in  several  of  the  cases  already  referred  to. 

There  is  no  substantial  difference  between  the  feed  motion 
used  by  the  defendants  in  their  machine  and  that  of  A.  B.  Wil- 
son, as  has  been  sufiiciently  shown  by  the  experts,  and  virtually 
heretofore  adjudged  by  the  Courts. 

3.  We  do  not  inquire  whether  A.  B.  Wilson  was  vested  with 
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the  entire  interest  in  the  patents  at  the  time  of  his  surrender 
and  reissues,  in  January  and  December,  1856,  or  whether  some 
portion  of  the  same  was  outstanding  in  third  persons,  as  the  ex- 
tension of  the  patents  to  him  by  the  Commissioner,  for  seven 
years,  which  took  effect  on  the  expiration  of  the  first  term,  vested 
an  absolute  and  complete  title  to  them  in  him  for  that  period, 
under  which  the  complainants  derive  their  title. 

Decree  for  complainants  for  preliminary  injunction. 


Peter   Poillon 

vs. 
Joseph  Schmidt. 

The  claim  of  letters  patent  for  ''means  for  rendering  joints  steam-tight,**  granted 
W.  S.  Gale,  July  27,  1857,  is  not  for  grooved  surfaces,  but  for  the  art  or  process 
of  the  self-packing  of  steam  used  in  steam  machinery,  when  effected  by  allowing 
the  steam  to  act  in  one  or  more  grooves,  as  described. 

The  claim  is  not  to  all  methods  of  causing  steam  to  become  a  packing  to  itself,  in 
steam  machinery,  but  to  the  method  described  in  the  specification,  whereby  the 
newly-discovered  property  of  steam  is  made  to  subserve  a  useful  purpose  by  being 
carried  into  effect  in  a  practical  mode. 

The  claim  would  be  the  same  in  efiect  if  it  were  to  claim  an  arrangement  of  grooves 
substantially  as  specified,  when  used  in  connection  with  steam,  by  acting  in  the 
grooves  in  the  manner  described,  to  become  a  packing  to  itself  in  steam 
machinery. 

The  use  of  such  grooves,  in  connection  with  air  in  a  blowing  machine  or  air  engine,  to 
form  an  air  packing,  prior  to  the  invention  of  Gale,  is  not  an  anticipation  of  hla 
invention. 

The  Act  that  air  packing  had  been  described  for  ten  years  before  Gale^s  invention  of 
steam  packing  is  a  strong  circumstance  to  be  considered  in  determining  whether 
the  steam  packing  device  was  an  obvious  modification  of  the  prior  air  packing. 

(Before  BLATCHroao,  J.,  Southern  District  of  New  York,  January,  1869.) 

This  was  an  action  on  the  case,  tried  by  the  Court,  without  a 
jury,  and  brought  to  recover  damages  for  the  infringement  of  letters 
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patent  for  a  new  and  useful  *'  means  for  rendering  joints  steam- 
tight,"  granted  to  William  S.  Gale,  July  21,  1857,  and  assigned 
to  plaintiff. 

The  nature  of  the  invention  and  of  the  controversy  is  fully 
set  forth  in  the  opinion.  The  steam,  as  it  is  let  into  the  cylin- 
der, rushes  in  between  the  piston  and  cylinder,  where  it  practi- 
cally forms  a  complete  packing. 

The  disclaimer  and  claim  of  the  patent  were  as  follows : 

'*  I  wish  it  Co  be  understood  that  I  do  not  claim  the  grooved  surfaces  in  themselves,  as 

these  have  before  been  used  for  other  purposes,  and  have  been  used  in  connection  with 
air  engines. 

"  I  claim  the  method  described  of  causing  steam  to  become  a  packing  to  itself  in 
steam  cylinders,  or  other  parts  of  steam  machinery,  by  allowing  the  steam  to  act  in 
one  or  more  grooves  substantially  as  specified/ 


»» 


Frederick  H,  BettSy  for  plaintiff. 

Samuel  D.  Cozzens^  for  defendant. 

Blatchford,  J. 

This  is  an  action  at  law  for  the  infringement  of  letters  patent 
granted  to  the  plaintiff  on  July  21,  1857,  for  a  "^^  ^"^  useful 
"means  for  rendering  joints  steam-tight."  The  invention  was 
made  by  William  S.  Gale,  and  assigned  to  the  plaintiff.  The 
specification  speaks  of  the  invention  as  "a  substitute  for  all 
known  means  of  packing  pistons  or  other  steam  joints."  It 
consists  of  a  grooved  or  corrugated  surface,  with  an  opposing 
smooth  or  plain  surface.  The  grooves  may  be  made  in  the  sur- 
face of  the  piston,  or  in  the  interior  surface  of  the  cylinder,  as 
preferred.  The  specification  describes  as  follows  the  working 
of  the  structure:  "The  steam  in  it  is  let  into  the  cylinder, 
rushes  in  between  the  piston  and  cylinder,  and  fills  up  the 
grooves  and  the  intervening  space  between  the  piston  and  cylin- 
der, where  it  practically  forms  a  complete  packing.  The  steam 
which  fills  the  grooves  and  intervenes  between  the  piston  and 
cylinder,  also  acts  as  a  cushion  to  partially  relieve  the  piston  and 
cylinder  from  contact  and  friction.  The  grooves  may  be  one 
or  many,  at  more  or  less  distance  apart,  more  or  less  wide  or 
deep,  and  they  may  be  perpendicular,  or  more  or  less  oblique  to 
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the  moving    surface^  and    of  any  sectional    form.     The   best 
method  is  to  groove  one  moving  surface  and  leave  the  opposing 
surface  smooth ;  to  make  the  grooves  thin  and  frequent,  and  the 
corresponding  ribs  or  flanges  of   the  same,  or  about  the  same 
thickness  as  the  width  of  the  grooves.     The  grooves  need  not 
be  deep ;   from  one-quarter  to  one-half  inch  will  answer.     The 
piston  can  be  of  any  ordinary  size  and  dimensions  now  in  use, 
or  a  trifle  larger.     It  should  fit  easy,  and  does  not  require  to  be 
in  actual  contact  with  the  cylinder.    To  cut  the  grooves  perpen- 
dicular to  the  axis  of  the  joint,  or  to  the  moving  surface,  and 
in  the  sectional  form  of  a  parallelogram  is  the  better  way  and 
sufficient  for  all  purposes,  and  is  the  most  simple  and  cheap  in 
construction.     It  will  be  apparent  that  my  grooves  and  interven- 
ing ribs  may  be  used  on  any  joint  between  two  surfaces  subject  to 
the  operation  of  steam  under  pressure  to  cause  steam  to  become 
self-packing.     The  particular  point  of  my  invention  and  dis- 
covery and  its  importance  will  be  perceived  from  the  following: 
Since   the    introduction   of   steam  as  a  motive  power,  it  has 
always  been  supposed  that  two  contiguous  surfaces  could  only 
be  rendered  steam-tight  by  actual  contact.     Hence  every  steam 
engine  that  has  heretofore  been  made  has  depended  upon  smooth 
surfaces  in  contact,  or  else  upon  some  character  of  elastic  pack- 
ing that  would  set  steam  tight  against  its  adjacent  surface.     To 
accomplish  this,  great  varieties  of  metallic  and  other  packings 
have  been  devised,  and  vast  expenses  incurred  to  make  the  pis- 
tons and  other  moving  joints  steam-tight,  and  this  course  has 
heretofore  been  universally  pursued.    I  believe  myself,  therefore, 
to  be  the  original  and  first  inventor  or  discoverer  of  the  fact 
that  steam^  when  introduced  into  small  grooves  in  one  of  the 
contiguous  surfaces,   will  itself   form   a  packing  without  said 
surfaces  actually  being  in  contact.     I,  however,  wish  it  to  be 
understood  that  I  do  not  claim  the  grooved  surfaces  in  them- 
selves, as  these  have  heretofore  been  used  for  other  purposes, 
and    have  been    used   in    connection  with    air  engines."     The 
claim  is  to  ^^the  method  herein  described  of  causing  steam  to 
become  a  packing  to  itself  in  steam  cylinders  or  other  parts  of 
steam  machinery,  by  allowing  the  steam  to  act  in  one  or  more 
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grooves  substantially  as  specified."  The  case  has  been  tried 
before  the  court  without  a  jury. 

If  the  patent  be  valid  the  infringement  is  not  denied.  The 
defense  is  put  upon  the  ground  of  a  want  of  novelty  in  the 
invention.  What  is  adduced  to  defeat  the  patent  is  a  publica- 
tion in  a  work  in  German  called  the  ^^  Schauplatz,"  published  at 
Weimar,  in  Germany,  in  1847.  '^^^  ^^^^  °^  ^^^  publication  is 
accompanied  by  a  drawing,  and  is,  as  translated,  as  follows :  ^^  Mr. 
Cave  uses  for  his  blowing  machines  a  very  ingeniously  arranged 
piston,  whereby  the  leather  packing  becomes  unnecessary,  which 
is  perfectly  air-tight,  has  no  friction,  does  not  become  heated,  and 
requires  no  cost  for  keeping  it  in  order. 

^^  This  piston  consists  of  a  hollow  cast-iron  ring,  which  has  a 
diameter  about  two  or  three  millimeters  less  than  the  cylinder, 
and  whose  outer  surface  has  the  greatest  practicable  number  of 
annular  and  square-sectioned  depressions,  a^  b^  r,  d.  If  now,  for 
example,'a  piston  arranged  in  this  way,  goes  upward  and  com- 
presses the  air  which  is  found  above  it,  and  then  this  air,  in  part, 
presses  in  between  the  walls  of  the  cylinder  and  the  outer  wall 
of  the  piston,  having  reached  a^  it  freely  expands  so  that  it  com- 
presses the  air  therein  contained,  and  then  loses  for  once  a  part 
of  the  force  by  which  it  had  been  pressed  in,  by  which  its  motion 
is  hindered,  and  there  is  opposed  to  it  on  the  other  side,  to  which 
it  tends  to  go,  a  certain  resistance.  It  follows  from  this  that 
the  air  pressed  into  /?,  works  backward  one  after  another,  into 
the  grooves  ^,  f,  rf,  with  a  force  which  constantly  decreases,  and 
which,  for  a  sufficient  number  of  grooves,  can  become  zero. 
Therefore,  theoretically  considered,  the  number  of  grooves  must 
stand  in  direct  proportion  to  the  pressure.  Mr.  'Cave  has 
employed  these  pistons  for  very  many  blowing  cylinders ;  and 
even,  too,  for  one  of  three  metres  in  diameter.  He  has  made 
careful  experiments  with  this  contrivance,  and  the  results  obtained 
agree  in  all  respects  with  the  theory.  An  essential  condition  for 
the  employment  of  this  piston  is  a  perfect  centricity  of  the 
cylinder ;  a  condition  which  we  can  now  easily  obtain  by  means 
of  the  vertical  boring  machine." 

The  first  question  to  be  considered  is :  What  is  the  proper 
construction  of  the  plaintiff's  patent  ?     If  it  claims  merely  the 
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management  of  the  grooves  in  one  of  the  two  surfaces,  one  of 
the  two  surfaces  being  a  receiving  surface,  then  undoubtedly  the 
arrangement  of  Cave  is  an  answer  to  the  patent.  But  the  speci- 
fication says  that  the  inventor  does  not  claim  ^^the  grooved  sur- 
faces in  themselves  >"  nor  does  he  claim  the  use  of  the  grooved 
surfaces  in  connection  with  air,  for  the  specification  states  that 
they  have  been  used  in  connection  with  air  engines/'  The 
inventor,  from  the  language  of  his  specification,  may  fairly  be 
said  to  have  had  in  view  the  apparatus  of  Cave,  which  used 
grooved  surfaces  in  an  air  engine.  He  puts  his  invention,  how- 
ever, on  an  entirely  different  point,  and  claims  that,  notwith- 
standing Cave,  he  has  made  a  patentable  invention.  He  says 
thajt  he  has  discovered  the  fact  that  steam  may  be  made  to  pack 
in  and  of  itself,  or  to  become  what  he  calls  **  self-packing,"  that 
prior  to  his  invention  it  had  always  been  supposed,  ever  since 
steam  had  been  introduced  as  a  motive  power,  that  two  contigu- 
ous surfaces  could  be  rendered  steam-tight  only  by  actual  con- 
tact ;  that  consequently  all  steam  engines  had  depended,  for 
steam-tight  moving  joints,  on  the  contact  of  smooth  surfaces  or 
on  elastic  packing  set  steam-tight  against  its  adjacent  surface ; 
that,  in  carrying  out  this  idea,  great  varieties  of  packings  had 
been  devised  at  great  expense  ;  and  that  he  first  discovered  the 
fact  that  steam,  when  introduced  into  small  grooves  in  one  of 
two  contiguous  surfaces,  will  itself  form  a  packing  without  the 
surfaces  being  actually  in  contact.  It  wks  not  attempted  to  be 
shown,  on  the  part  of  the  defense,  that  these  allegations  of  the 
specification  are  not  true,  otherwise  than  by  introducing  the 
description  and  drawing  of  the  Cave  apparatus.  But  it  was 
insisted  that  air,  the  elastic  fluid  used  in  the  Cave  apparatus, 
operated  therein  in  the  same  manner  in  connection  with  the 
grooves  as  steam,  the  elastic  fluid  used  in  the  plaintiiF's  appa- 
ratus, operates  therein  in  connection  with  the  grooves ;  and  that 
the  grooves  and  the  grooved  surfaces  being  alike  in  the  two,  and 
the  air  and  the  steam,  as  used,  being  equivalents  for  each  other, 
there  was  no  patentable  novelty  in  using  the  grooves  in  connec- 
tion with  steam,  but  that  it  was  merely  the  application  of  an  old 
apparatus  to  a  new  use.  Opposed  to  these  suggestions  is  the 
fact  that  until  this  patent  was  issued,  the  idea  was  not  promul- 
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gated  that  steam  could  be  made  self-packing,  and  the  publication 
in  the  ^^Schauplatz,"  that  air  could  be  made  self-packing  in  an 
engine,  remained  before  the  world  ten  years  prior  to  the  patent- 
ing of  Gale's  invention,  without  that  being  suggested  which  is 
now  asserted  to  be  so  obvious  in  view  of  the  apparatus  of  Cave. 
The  invention,  as  set  forth  in  the  specification,  is  a  highly  mer- 
itorious and  useful  one ;  and  one  which  a  court  will  desire  to 
sustain,  if  consistent  with  the  principles  of  law. 

The  claim  is  to  "the  method  herein  described  of  causing 
steam  to  become  a  packing  to  itself  in  steam  cylinders  or  other 
parts  of  .steam  machinery,  by  allowing  the  steam  to  act  in  one  or 
more  grooves,  substantially  as  specified."  It  is  not  possible  to 
mistake  the  tenor  and  purport  of  this  claim  when  it  is  read,  in 
connection  with  the  rest  of  the  specification.  It  is  a  claim  to 
an  art  or  process.  It  is  not  a  claim  to  the  grooved  surfaces, 
but  is  a  claim  to  the  process  of  the  self-packing  of  steam  used 
in  steam  machinery,  when  effected  by  allowing  the  steam  to  act 
in  one  or  more  grooves,  as  described  in  the  specification.  Gale 
undoubtedly  was  the  first  to  discover  that  steam  could  be  made 
to  pack  itself,  and  that  it  could  be  made  to  do  so  by  causing  it 
to  act  in  the  way  described,  in  one  or  more  grooves.  The 
grooves  used  in  an  air  engine  were,  indeed,  old.  But  it  by  no 
means  followed,  because  air  would  work  successfully  in  the 
apparatus  of  Cave,  that  steam  could  be  made  to  pack  itself,  or  to 
do  so  by  means  of  grooves,  or  to  do  so  in  the  apparatus  of  Cave. 
There  was  room  for  experiment  as  to  the  capability  of  steam  to 
act  in  that  way,  and  as  to  the  character  of  the  grooves  to  be 
used,  and  as  to  what  space  might  or  might  not  be  left  between 
the  contiguous  surfaces.  And  it  does  not  detract  from  the 
novelty  or  patentability  of  the  invention,  that  in  carrying  it  out 
in  practice  the  use  of  the  grooves,  like  those  in  Cave's  apparatus, 
was  found  beneficial.  The  claim  is  not  to  all  methods  of  causing 
steam  to  become  a  packing  to  itself,  in  steam  machinery,  but  to 
the  method  described  in  the  specification,  whereby  the  property 
of  steam  discovered  by  Gale  is  made  to  subserve  a  useful  pur- 
pose by  being  carried  into  effect  in  a  practical  mode.  The 
newly-discovered  property  of  steam,  and  the  practical  adaptation 
61 
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of  it  to  a  useful  end  by  the  means  described,  is  the  invention 
made  and  claimed. 

It  is  difficult  to  distinguish  this  case  from  that  of  the  Hanson 
patent  for  making  lead  pipe,  which  was  sustained  as  a  valid  patent 
by  the  Supreme  Court  in  LeRoy  v,  Tatham^  22  Howard,  132.  The 
Hansons  discovered  that  lead,  when  recently  set  and  solid,  but 
still  under  heat  and  extreme  pressure,  in  a  close  vessel,  would 
reunite  perfectly  after  a  separation  of  its  parts.  Availing  them- 
selves of  this  property  in  lead,  the  inventors  succeeded  in 
making,  by  machinery,  at  a  reduced  expense,  lead  pipe  of  a  better 
quality  than  had  before  been  known.  The  claim  of  the  patent 
was  to  the  combination  of  machinery  employed  when  used  to 
form  pipes  of  metal  under  heat  and  pressure,  and  it  was  sustained 
by  the  court  against  the  objection  that  it  only  claimed  the  appli- 
cation of  an  old  machine  to  a  new  use,  or  to  produce  a  new 
result.  The  claim  in  the  Hanson  patent  would  have  been  the 
same,  to  all  intents,  if  it  had  claimed  the  method  of  causing  lead 
to  separate  and  reunite  at  a  welding  heat,  under  pressure,  in  a 
close  vessel,  by  the  use  of  the  machinery  described,  to  form  lead 
pipe,  in  the  manner  set  forth.  The  claim  of  the  Gale  patent 
would  be  the  same,  in  effect,  if  it  were  to  claim  the  arrangement 
of  the  grooves,  substantially  as  specified,  when  used  in  connec- 
tion with  steam,  to  cause  the  steam  by  acting  in  the  grooves,  in 
the  manner  described,  to  become  a  packing  to  itself,  in  steam 
machinery. 

I  am  satisfied  that  the  Gale  patent  is  valid,  that  the  claim  is 
sustainable,  that  the  invention  claimed  is  new  and  useful,  and 
that  the  plaintiff  is  entitled  to  a  verdict  of  I50  on  the  two 
machines  proved  to  have  been  used  by  the  defendant,  the  license 
fee  fixed  by  the  plaintiff  being  shown  to  be  $25  on  each  machine. 
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Cornelius  .M.  Merserole  and  James  L.  Libby 

vs. 
The  Union   Paper  Collar  Company.     In   Equity. 

It  is  not  sufficient  to  aver  that  the  complainants  are  citizens  of  the  United  States.  It 
should  appear,  affirmatively,  that  they  are  not  citizens  of  the  same  State  with  the 
defendants. 

The  only  authority  to  adjudge  letteis  patent  void,  conferred  by  any  statute  of  the  United 
States,  is  found  in  sec.  16  of  the  act  of  1836,  and  sec.  10  of  the  act  of  1839,  and 
extends  no  farther  than  to  a  case  of  two  interfering  patents,  and  to  a  case  where 
the  granting  of  a  patent  is  refusrd  by  the  Commissioners  of  Patents,  or  by  one  of 
the  justices  of  the  District  of  Columbia  on  appeal. 

Whether  the  suit  be  one  by  a  licensor,  to  enforce  the  covenants  contained  in  a  license 
granted  under  a  patent,  or  be  one  by  the  licensee  to  destroy  and  annul  the  license 
and  its  covenants,  it  is  equally  impossible  to  find  in  the  subject  matcer  any  basi* 
for  the  jurisdiction  of  a  circuit  court  of  the  United  States. 

If  the  license  is  void,  because  the  patent  is  void,  the  fact  that  the  plaintiff  must  show 
that  the  patent  is  void,  in  order  to  get  rid  of  the  license,  does  not  make  the  case 
one  arising  under  the  patent  act  so  as  to  give  jurisdiction  to  a  circuit  court. 

A  State  court  has  jurisdiction  to  decree  a  license  to  be  void  and  inoperative  for  fraud,  or 
any  other  adequate  reason,  and  the  fact  that,  in  the  investigation,  the  State  couit 
will  be  obliged  to  inquire  whether  there  was  anything  new  in  the  patents  which 
could  operate  as  a  consideration  for  the  license,  can  not  deprive  the  State  court  of 
jurisdiction,  or  confer  it  upon  a  circuit  court  of  the  United  States. 

A  State  court  can  not  take  cognizance  of  a  suit  brought  for  the  infringement  of  a  pat- 
ent nor  of  a  direct  suit  brought  to  decree  a  patent  to  be  void,  but  when  a  patent 
comes  in  question  collaterally,  its  validity  must  become  a  subject  of  inquiry  in  the 
State  courts. 

Every  citizen  has,  abstractly,  the  same  interest  with  every  other  citizen,  that  a  void  pat- 
ent shall  not  be  in  existence.  Yet  such  interest  is  not  sufficient  to  warrant  the 
maintenance  of  a  suit  to  repeal  a  patent. 

A  suit  to  repeal  a  patent,  except  in  the  cases  stated  in  sec.  16  of  the  act  of  1836,  and 
sec.  10  of  the  act  of  1839,  can  not  be  brought  either  in  a  State  court  or  a  circuit 
court  of  the  United  States. 

Section  16  of  the  act  of  1836  and  sec.  17  must  be  construed  together,  and  the  con- 
fiding of  authority  by  sec.  16,  to  declare  a  patent  void,  in  certain  specified  cases, 
must  be  regarded  as  intended  not  to  confer  such  authority  in  any  other  cases. 

(Before  Blatcbforo,  J.,  Southern  District  of  New  York,  March,  1869.) 
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This  was  a  demurrer  to  a  bill  in  equity,  filed  to  enjoin  the 
defendants  from  commencing  suit  on  a  license  given  by  them  to 
the  plaintiflFs  under  certain  patents  for  paper  collars  owned  by 
defendants ;  also,  for  a  decree  declaring  the  patents  void,  can- 
celing the  license,  and  ordering  the  defendants  to  return  the  tariff 
already  paid  by  complainants. 

The  facts  are  fully  set  forth  in  the  opinion. 

C  jf,  Siwardy  for  complainants. 
Geo,  Gifford^  for  defendants. 

Blatchford,  J. 

This  is  a  bill  in  equity  in  which  a  demurrer  is  interposed  by 
the  defendants.  The  plaintiffs  are  described  in  the  bill  as  ^^  citi- 
zens of  the  United  States,"  but  they  are  not  averred  to  be 
citizens  of  any  State  of  the  United  States.  The  defendants  are 
described  as  "The  Union  Paper  Collar  Company,  claiming  to 
be  a  corporation  created  under  the  laws  of  the  State  of  New 
York,  and  having  its  office  and  principal  place  of  business  in  the 
Southern  District  of  New  York."  The  plaintiffs  are  manu- 
facturers of  paper  collars.  On  January  9,  1868,  they  became 
the  assignees,  by  an  assignment  in  writing,  of  a  license  in  writing 
granted  by  the  defendants,  on  May  ii,  1866,  to  the  Norwich 
Paper  Collar  Company,  to  make  and  sell  collars,  cuffs,  and 
bosoms  of  paper,  or  of  cloth- and  paper,  according  to  any  or  all 
of  nine  several  letters  patent,  granted  by  the  United  States  and 
set  forth  in  the  license,  on  the  payment  to  the  licensors  of  cer- 
tain specified  current  tariffs.  The  assignment  of  the  license  to 
the  plaintiff  was  made  with  the  assent  of  the  defendants,  and  on 
the  assumption  by  the  plaintiffs  of  the  covenants  of  the  license 
as  to  the  payment  of  tariff,  and  otherwise.  The  bill  avers  that 
the  plaintiffs  purchased  the  license  on  the  strength  of  representa- 
tions, previously  made  to  them  by  the  defendants,  that  the  pat- 
ents were  valid,  and  that  the  plaintiffs,  if  they  purchased  the 
license,  would  be  allowed  to  make  and  sell  four  millions  of  paper 
collars  without  paying  therefor.  It  also  avers  that  the  patents 
were  and  are,  all  of  them,  invalid  for  want  of  novelty ;  that  the 
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consideration  for  the  purchase  of  the  license  by  the  plaintiflFs,  is 
void ;  that  the  plaintiffs  have  paid  some  tariffs  under  the  license, 
and  that  the  defendants  are  now  claiming  tariffs,  under  the  license 
from  the  plaintiffs,  on  such  four  million  collars.  The  prayer 
of  the  bill  is  (i) :  That,  during  the  pendency  of  the  suit,  the 
defendants  may  be  enjoined  from  commencing  any  suit  at  law, 
upon  the  license,  to  recover  from  the  plaintiffs  the  tariffs  reserved 
therein  upon  the  collars  manufactured  by  the  plaintiffs,  and  from 
alienating  the  license.  (2.)  That  this  court  will  decree  all  of 
the  patents  void,  for  want  of  novelty,  and  that  thereby  the  con- 
sideration for  the  license  has  entirely  failed.  (3.)  That  the 
defendants  be  decreed  to  cancel  the  license,  and  the  agreement 
made  by  the  plaintiffs  in  the  assignment  of  it  to  them,  and  to 
return  the  amount  of  tariffs  paid  by  the  plaintiffs. 

The  demurrer  is  interposed  on  the  ground  that  it  does  not 
appear,  from  the  bill,  that  this  court  has  jurisdiction  of  the  sub- 
ject matter  of  the  suit,  or  of  the  parties  thereto,  or  to  grant  the 
relief  therein  prayed  for. 

In  order  to  give  this  court  jurisdiction  of  the  suit  on  the 
ground  of  parties,  it  must  be  a  suit  between  a  citizen  of  the  State 
of  New  York  and  a  citizen  of  another  State.  (Act  of  Septem- 
ber 24,  1789,  sec.  II,  I  U.  S.  Stat,  at  Large,  78.)  The  neces- 
sary averments  of  citizenship  to  confer  jurisdiction  must  appear 
on  the  face  of  the  bill.  This  bill  is  defective  in  that  respect. 
The  plaintiffs  are  not  averred  to  be  citizens  of  any  State,  but 
only  citizens  of  the  United  States.  It  should  appear,  affirma- 
tively, that  they  are  not  citizens  of  the  same  State  with  the 
defendants. 

The  other  ground  of  jurisdiction  invoked  is  that  of  the  sub- 
ject matter  of  the  suit.  In  that  respect,  the  bill  is  founded 
wholly  on  the  alleged  invalidity  of  the  patents  ;  for,  if  this  court 
has  not  jurisdiction,  growing  out  of  the  subject  matter,  to  decree 
the  patents  to  be  void,  it  has  none  to  enjoin  the  defendants  from 
suing  on  the  license  under  the  patents,  or  to  decree  that  the  con- 
sideration for  the  license  has  failed,  or  to  decree  the  canceling 
of  the  license  or  the  agreement,  or  to  decree  a  return  of  paid 
tariffs. 

The  only  authority  conferred  on  this  court,  by  any  statute  of 
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the  United  States,  to  adjudge  any  letters  patent  to  be  void,  is 
that  given  by  section  16  of  act  of  July  4,  1836  (5  U.  S.  Stat,  at 
Large,  123),  as  extended  by  section  10  of  the  act  of  March  3, 
1839  (Id.  354) ;  such  authority  extends,  by  those  provisions,  no 
farther  than  to  a  case  of  two  interfering  patents,  and  to  a  case 
where  the  granting  of  a  patent  is  refused  by  the  Commissioner 
of  Patents,  or  by  the  chief  justice  of  the  District  of  Columbia 
on  appeal. 

The  jurisdiction  of  this  court  fails,  therefore,  in  this  case,  as 
respects  the  subject  matter,  so  far  as  regards  the  conferring  on  it 
of  any  special  authority  to  declare  the  patents  in  question  void. 

It  is  urged,  however,  on  the  part  of  the  plaintiffs,  that 
section  17  of  the  act  of  July  4,  1836,  confers  upon  this  court 
jurisdiction  to  declare  these  patents  void.  That  section  provides 
that  ^^  all  actions,  suits,  controversies,  and  cases  arising  under 
any  law  of  the  United  States  granting  or  confirming  to  inventors 
the  exclusive  right  to  their  inventions  or  discoveries,  shall  be 
originally  cognizable,  as  well  in  equity  as  at  law,  by  the  circuit 
courts  of  the  United  States."  It  is  claimed  that  this  suit  is  one 
arising  under  the  laws  of  the  United  States,  which  grant  to  the 
patentees  named  in  the  patents  in  question  the  exclusive  right  to 
the  inventions  covered  thereby. 

So  far  as  regards  the  right  of  the  defendants  to  sue  the  plain- 
tiffs upon  the  license,  to  recover  from  the  plaintiffs  the  tariffs 
reserved  therein,  and  the  rights  of  the  defendants  to  alienate 
their  interest  under  the  license,  and  their  right  to  hold  in  force, 
as  against  the  plaintiffs,  the  license  and  the  agreement  made  by 
the  plaintiffs  in  the  assignment  of  the  license  to  them,  and  the 
right  of  the  defendants  to  retain  the  amount  of  tariffs  paid  by  the 
plaintiffs,  it  needs  no  argument  to  show  that  those  rights  arise, 
all  of  them,  out  of  and  under  the  license  and  the  agreement  and 
the  transactions  thereunder,  and  not,  in  any  proper  or  legal  sense, 
out  of  or  under  the  patents  or  the  law  under  which  they  were 
granted ;  and  that  this  suit,  so  far  as  it  seeks  to  impair  or  destroy 
those  rights,  has  the  same  origin  and  basis.  It  is  well  settled 
that  such  a  subject  matter  does  not  confer  on  this  court  jurisdic- 
tion of  a  suit.  Wilson  v,  Sandford^  10  How.  99;  Goodyear  \,  The 
Union     India    Rubber    Co.^   4    Blatchf.    C.    C.   63.     Whether 
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the  suit  be  one  by  a  licensor  to  enforce  the  covenants  contained 
in  a  license  granted  under  a  patent,  as  in  the  cases  just  cited,  or 
be  like  the  present  suit,  one  by  the  licensee  to  destroy  and  annul 
the  license  and  its  covenants,  it  is  equally  impossible  to  find  in  the 
subject  matter  any  basis  for  the  jurisdiction  of  this  court.     So 
far  as  the  suit  is  based  on  any  alleged  false  representations  made 
by  the  defendants,  it  arises  out  of  a  fraud  committed   by  the 
defendants,  and  not  under  any  act  of  Congress. 
/^If  the  license  and    the  agreement  of  the  plaintiffs  are  void 
because  the  patents  are  void,  the  fact  that  the  plaintiffs  must 
show  that  the  patents  are  void,  in  order  to  get  rid  of  the  license 
and  the  agreement,  does  not  make  the  case  one  arising  unde^  the 
patent  act,  so  as  to  give  to  this  court  jurisdiction  of  it.     A  State 
court  has  jurisdiction  to  decree  the  license  and  agreement  to  be 
void  and  inoperative  for  fraud,  or  any  other  adequate  reason,  and 
the  fact  that,  in  the  investigation,  the  State  court  will  be  obliged 
to  inquire  whether  there  was  anything  new  in  the  patents  which 
could  operate  as  a  consideration  for  the  license  and  agreement, 
can  not  deprive  the  State  court  of  jurisdiction,  or  confer  it  on 
this  court,  fit  is  true  that  a  State  court  can  not  take  cognizance 
of  a  suit  brought  for  the  infringement  of  a  patent ;  nor  of  a 
direct  suit,  brought  to  decree  a  patent  to  be  void.       But,  as  is 
well  said  by  Chief  Justice  Williams,  in  Rich  v.  Atwater^  16 
Conn.  4.09,  414,  "That  the  validity  of  patent  rights  is  a  sub- 
ject peculiarly  within  the  jurisdiction  of  the  courts  of  the  United 
States  is  true.     But  it  is  equally  true,  that  when  they  come  in 
question  collaterally,  their  validity  must  become  a  subject   of 
inquiry  in  the  State  courts.     Thus,  in  a  suit  upon  a  note   it  it  is 
claimed  that  the  note  was  given  for  a  patent  right,  and  the'patent 
is  invalid,  and  so  there  was  no  consideration  for  the  note,  the 
State  courts  constantly  exercise  jurisdiction."     In  Rich  v.  Atwa- 
ter^  the  plaintiff  owned  a  patent  for  a  machine  which  the  defend- 
ant was  infringing.     The  defendant,  by  a  covenant,  agreed  not 
to  use  the  infringing  machine  any  longer,  but  nevertheless,  went 
on  using  it,  and  the  plaintiff  brought  a  suit  founded  on  the  agree- 
ment for  an  account  and  an  injunction.     The  defendant  offered 
to  prove  that  the  patent  was  invalid  for  want  of  novelty.     The 
plaintiff  objected  to  the  evidence,  and  took  the  point  before  the 
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full  court,  which  held  that  the  evidence  was  admissible.  In 
Cross  V.  Huntly^  13  Wend.  385,  the  suit  was  brought  on  a  note 
given  on  the  sale  of  the  patent  for  a  machine.  In  defense  it  was 
proved  that  the  machine  was  not  new,  and  that  the  specification 
of  the  patent  was  so  defective  as  to  avoid  the  patent.  Mr.  Jus- 
tice Nelson,  in  delivering  the  opinion  of  the  court,  says:  *'It  is 
insisted  by  the  defendant  below  that  the  patent  is  void  on  the 
grounds  (i) :  That  the  machine,  for  the  making  and  vending  of 
which  the  patent  was  granted,  is  not  a  new  invention ;  and  (7). 
If  new  in  parts,  the  patent  is  void,  inasmuch  as  it  is  for  the 
whole  machine  and  not  for  the  improvement.  If  either  of  these 
positions  were  sustained  by  the  proof,  the  defendant  was  entitled 
to  judgment  in  the  court  below,  as  in  such  case  a  failure  of  the 
consideration  of  the  note  was  shown.  From  the  evidence,  there 
can  not  be  a  doubt  but  that  the  patent,  in  both  respects,  is 
defective  and  void.  *  *  *  Xhe  patent  being  void,  nothing 
passed  to  the  plaintiff  in  error,  and  the  note  was  given  without 
consideration.  The  case  o^  Head  v.  Stevens^  19  Wend.  411, 
was  one  of  the  same  character.  It  can  make  no  difference 
whether  the  payee  of  the  note  or  the  licensor  in  the  license 
brings  the  suit  to  enforce  the  note  or  the  license,  or  whether  the 
suit  is  brought  by  the  maker  of  the  note,  or  the  licensee  in  the 
license,  to  cancel  the  instrument.  The  State  court  has  jurisdic- 
tion in  either  case,  to  inquire  collaterally  into  the  validity  of  the 
patent. 

It  is  true  that  a  State  court  can  not  entertain  jurisdiction  of  a 
direct  suit  to  repeal  a  patent.  Every  citizen  has,  abstractly,  the 
same  interest  with  every  other  citizen,  that  a  void  patent  shall 
not  be  in  existence.  Yet  such  interest  is  not  sufficient  to  war- 
rant the  maintenance  of  a  suit  to  repeal  a  patent.  Such  a  suit 
can  not  be  brought  .in  a  State  court.  If  not  embraced  within 
section  16  of  the  act  of  1836,  and  section  lo  of  the  act  of 
1839,  it  is  not  within  the  jurisdiction  of  this  court;  for  it 
can  not  be  contended  that  every  citizen  has  a  right  to  bring  a 
suit  in  the  circuit  court  of  the  district  where  the  proper  defend- 
ant may  be  found  to  repeal  a  patent,  for  the  reason  that  such 
suit  is  a  suit  arising  under  a  law  of  the  United  States.  If  such 
right  existed  under  section  17  of  the  act  of  1836,  the  provisions 
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of  section  16  would  be  useless.  The  two  sections  must  be  con- 
strued together,  and  the  confiding  of  authority,  by  section  16 
to  declare  a  patent  void,  in  certain  specified  cases,  must  be 
regarded  as  intended  not  to  confer  such  authority  in  any  other 
cases. 

The  bill  must  be  dismissed  with  costs. 


The  Gold  and  Silver  Ore  Separating  Company 


vs. 


The  United  States  Disintegrating  Ore  Company 
AND   Melchor  B.  Mason.     In  Equity. 

Two  patents  interfere,  within  the  meaning  of  section  i6  of  the  act  of  1836,  only 
when  they  claim,  in  whole  or  in  part,  the  same  invention.  The  interference 
intended  is  of  the  same  character  with  that  spoken  of  in  sections  8  and  12  of  the 
same  act. 

Letters  patent  granted  to  the  assignee  of  Melchor  B.  Mason,  January  3,  1865,  for  an 
"  improved  method  of  desulphurizing  and  oxydizing  metallic  ores,**  held  to  interfere 
with  reissue  No.  1988  of  letters  patent  granted  to  the  assignee  of  William  E. 
Hagan,  March  8,  1864,  for  an  improvement  in  stoves;  and,  in  so  far  as  they  in- 
terfere, the  patent  of  Mason  adjudged  to  be  void. 

(Before  Blatchpord,  J.,  Southern  District  of  New  York,  March,  1869.) 

This  was  a  bill  in  equity,  filed  under  section  16  of  the  act  of 
July  4,  1836,  by  the  complainants,  owners  by  assignment  of 
letters  patent  for  "improvements  in  stoves,"  granted  to  John  B. 
Gale,  assignee  of  William  £.  Hagan,  March  8,  1864,  and  reis- 
sued in  two  divisions  June  6,  1865,  one  of  which,  numbered 
1988,  was  in  controversy. 

The  bill  charged  that  Letters  Patent  No.  45,803  had  been 
granted  January  3,  1865,  for  an  *' improved  method  of  desul- 
phurizing and  oxidizing  metallic  ores,"  to  C.  V.  Deforest, 
Amos  Howes,  and  George  £.  Vanderbergh,  assignees  of  Melchor 
62 
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B.  Mafson,  which  letters  patent  were  now  vested  in  defendants ; 
and  that  said  patent  interfered  with  the  letters  patent  granted  to 
Hagan,  and  that  Hagan  was  the  first  and  original  inventor. 
The  bill,  therefore,  prayed  that  said  Letters  Patent  No.  45,803 
might  be  adjudged  to  be  void. 

The  nature  of  the  conflicting  inventions  and  the  claims  of 
the  patents  are  set  forth  in  the  opinion  of  the  Court. 

Charles  M,  Keller^  for  complainant. 

George  Gifford^  for  defendant. 

Blatchford,  J. 

On  March  8,  1864,  letters  patent  were  granted  to  John  B. 
Gale,  as  assignee  of  William  E.  Hagan,  for  an  ^^  improvement 
in  stoves."  On  June  6,  1865,  this  patent  was  surrendered,  and 
reissued  in  two  separate  reissues,  to  the  Hagan  Manufacturing 
Company  and  William  £.  Hagan,  assignees  by  mesne  assign- 
ments of  William  E.  Hagan ;  one  of  the  two.  No.  1988,  is  for 
an  ^improvement  in  furnaces  for  treating  ores  by  superheated 
steam."  On  January  3,  1865,  Letters  Patent  No.  45,803  were 
granted  to  C.  V.  Deforest,  Amos  Howes,  and  George  E.  Van- 
derbergh,  as  assignees  of  Melchor  B.  Mason,  for  an  ^^  improved 
method  of  desulphurizing  and  oxidizing  metallic  ores." 

At  the  time  of  the  bringing  of  this  suit,  the  legal  title  to  the 
said  Reissue  No.  1988  was  vested  in  the  plaintiffs,  and  the  legal 
title  to  the  said  Patent  No.  45,803,  for  the  Territories  of 
Nevada,  Idaho,  and  Montana,  was  vested  in  the  defendant. 
Mason,  and  for  the  rest  of  the  United  States  in  the  other 
defendants. 

The  bill  alleges  that  Hagan  was  the  original  and  first  inventor 
of  the  improvements  claimed  in  said  Reissue  No.  1988;  that 
the  invention  claimed  therein  is  identical  with  that  covered  by 
said  Patent  No.  45,803 ;  that  it  is  necessary  for  the  protection 
of  the  rights  of  the  plaintiffs  that  this  Court  should  determine 
whether  Hagan  was  such  original  and  first  inventor ;  and  that 
the  said  Patent  No.  45,803  is  invalid,  and  should  be  adjudged 
void.  The  bill  prays  that  the  said  Patent  Np,  45,803  may  be 
adjudged  to  be  void. 
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The  answer  sets  up  that  the  original  patent  to  Gale  was  not 
for  the  same  invention  as  that  patented  by  said  Patent  No. 
45,803;  that  the  inventions  patented  by  said  last-named  patent 
were  not  known  prior  to  the  invention  thereof  by  said  Mason  ; 
that  the  said  Reissue  No.  1988  was  procured  for  the  purpose  of 
fraudulently  covering  the  inventions  so  made  by  Mason  and  pat- 
ented, and  is  fraudulent  and  void  ;  that  it  is  not  for  the  same 
invention  as  was  the  original  patent,  and  is  not  limited  to  what 
was  described  or  made  known  in  the  original,  or  by  any  filed 
model  which  belonged  to  the  application  for  the  original,  but  is 
broader  than  the  invention  described  in  the  original,  and  fraud- 
ulently covers  inventions  not  described  in  the  original  or  repre- 
sented by  any  model  deposited  in  the  Patent  Office  on  the  appli- 
cation for  the  original,  and  fraudulently  covers  inventions  of 
which  Hagan  had  no  knowledge  at  the  time  he  applied  for  and 
obtained  the  original,  and  inventions  of  which  Hagan  was  not 
the  first  inventor,  and  not  the  original  inventor,  and  of  which  he 
knew  nothing  until  he  had  learned  them  from  the  invention  of 
Mason,  and  inventions  which  he  did  not  intend  to  patent  by  the 
original,  and  was  expanded  beyond  any  invention  described  in 
the  original,  for  the  fraudulent  purpose  of  covering  improve- 
ments of  which  Mason  was  the  first  inventor;  that  the  inven- 
tions covered  by  the  said  Patent  No.  45,803,  and  the  inventions 
sought  to  be  claimed  by  the  said  Reissue  No.  1988  were  made 
and  used  by  Mason  long  before  any  invention  thereof  by  Hagan 
or  any  other  person  ;  and  that  the  said  Patent  No.  45,803  is 
valid.  The  answer  prays  that  the  Court  will  decree  that  the 
said  Reissue  No.  1988  is  void,  and  that  the  said  Patent  No. 
45,803  is  valid. 

The  jurisdiction  invoked  by  the  plaintiffs  in  this  case  is  that 
conferred  by  section  16  of  the  act  of  July  4,  1836  (5  U.  S.  Stat. 
at  Large,  123),  which  provides  that  ^^  whenever  there  shall  be 
two  interfering  patents,  *  *  *  any  person  interested  in  any 
such  patent,  either  by  assignment  or  otherwise,  ^  ^  *  may 
have  remedy  by  bill  in  equity,  and  the  Court  having  cognizance 
thereof,  on  notice  to  adverse  parties  and  other  due  proceedings 
had,  may  adjudge  and  declare  either  of  the  patents  void  in  the 
whole  or  in  part,  or  inoperative  and  invalid  in  any  particular  part 
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or  portion  of  the  United  States,  according  to  the  interest  which 
the  parties  to  such  suit  may  possess  in  the  patent  or  the  inven- 
tions patented  *  *  *  as  the  fact  of  priority  of  right  or 
invention  shall  in  any  such  case  be  made  to  appear." 

The  first  question  to  be  determined  is,  whether  the  Reissue 
No.  1988  and  the  Patent  No.  45,803  are,  within  this  i6th  sec- 
tion, "interfering  patents." 

J  A  considerable  portion  of  the  argument  of  the  counsel  for  the 
defendants  was  devoted  to  maintaining  the  point,  that  the  two 
patents  do  not,  in  whole  or  in  part,  claim  the  same  thing,  and 
that  therefore  they  do  not  interfere.  But  no  such  point  is  taken 
in  the  answer.  The  bill  avers,  substantially,  that  the  inventions 
covered  by  the  two  patents  are  identical.  The  answer,  while  it 
avers  that  the  invention  covered  by  the  original  patent  to  Gale 
was  not  for  the  same  invention  as  the  Patent  No.  45)803, 
nowhere  alleges  that  the  Reissue  No.  1988  and  the  Patent  No. 
45,803  do  not  claim  and  cover  the  same  inventions.  On  the 
contrary,  the  answer  avers,  in  substance,  that  the  two  do 
cover  and  claim  the  same  inventions.  It  states  that  the 
original  patent  to  Gale  was  reissued  for  the  purpose  of 
covering  the  inventions  patented  by  the  Patent  No.  45^803 ; 
that  the  Reissue  No.  1988  was  expanded  beyond  any  invention 
described  in  the  original,  for  the  purpose  of  covering  improve- 
ments of  which  Mason  was  the  inventor,  and  that  the  inven- 
tions covered  by  the  Patent  No.  45,803,  and  those  sought  to  be 
claimed  by  the  Reissue  No.  1988,  were  made  by  Mason  long 
before  any  invention  thereof  by  Hagan  or  any  other  person.  If 
these  averments  in  the  answer  do  not  constitute  an  admission 
that  the  two  patents  which  are  claimed  to  interfere,  cover  and 
claim,  in  whole  or  in  part,  the  same  inventions,  they  have  no 
meaning.  Two  patents  interfere  within  the  meaning  of  section 
16  only  when  they  claim,  in  whole  or  in  part,  the  same  inven- 
tion. The  interference  intended  is  of  the  same  character  with 
that  spoken  of  in  section  8  of  the  same  act,  which  refers  ta  an 
interference  between  two  pending  applications  for  patents,  and 
to  one  between  a  pending  application  for  a  patent  and  an  unex- 
pired patent  previously  granted,  and  with  that  mentioned  in  sec- 
tion 12  of  the  same  act,  which  refers  to  an  interference  between 
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two  applications  when   **  the  specifications  of  claim    interfere 
with  each  other." 

Independently,  however,  of  any  admission  in  the  answer, 
there  can  be  no  doubt  that  the  two  patents  in  question  do  inter- 
fere with  each  other  in  the  sense  thus  defined. 

The  claims  of  the  Reissue  No.  1988  are  three  in  number: 
I.  The  employment  or  application  of  superheated  steam  in  the 
manner  as,  or  substantially  as,  described  and  set  forth,  for  the 
purpose  of  refining  or  reducing  metals,  and  for  the  removal  of 
sulphur,  arsenic,  phosphorus,  or  other  impurities  from  ores  or 
minerals.  2.  The  employment  or  application  of  superheated 
steam  as,  or  substantially  as,  described,  for  the  purpose  of  cal- 
cining and  disintegrating  quartz  rock  containing  silver,  gold,  or 
other  metals.  3.  The  employment  or  application  of  super- 
heated steam  for  the  refining  of  iron,  and  for  the  converting  of 
iron  into  semi  or  pure  steel,  in  the  manner  substantially  as 
described  and  set  forth. 

The  Patent  N9.  45,803  contains  two  claims:  i.  The  im- 
proved process  of  Mason  for  removing  sulphur,  arsenic,  phos- 
phorus and  antimony  from  auriferous,  argentiferous,  or  other 
metallic  ores,  and  for  oxidizing  the  said  ores,  by  treating  them 
with  hydrogen  and  carbonic  acid  gases,  substantially  in  the  man- 
ner set  forth.  2.  As  a  part  of  the  improved  process  of  Mason 
the  admission  of  steam  into  the  chamber  wherein  the  metallic 
ores  are  heated,  desulphurized,  and  oxidized,  substantially  in  the 
manner  and  for  the  purpose  set  forth. 

It  is  impossible  not  to  say  that  there  is  an  identity,  in  sub- 
stance, between  the  first  claim  of  the  Reissue  No.  1988  and  the 
first  claim  of  the  Patent  No.  45,803.  The  former  claims  the 
employment  of  superheated  steam,  in  the  manner  described,  to 
refine  or  reduce  metals,  and  to  remove  sulphur,  arsenic,  phos- 
phorus, or  other  impurities  from  ores  or  minerals.  The  latter 
claims  the  process  of  Mason  for  removing  sulphur,  arsenic, 
phosphorus,  and  antimony  from  metallic  ores,  and  for  oxidizing 
such  ores  by  treating  them  with  hydrogen  and  carbonic  acid 
gases,  as  set  forth. 

The  manner  described  in  the  Reissue  No.  1988,  in  which 
superheated  steam  is  employed  to  refine  or  reduce  metals,  and 
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to  remove  impurities  from  ores  or  minerals,  is  to  discharge 
superheated  steam  directly  into  the  body  of  the  fire,  so  that  the 
highly  rarified  aqueous  vapor  shall  impinge  upon  and  be  brought 
in  contact  with  the  incandescent  fuel  without  admixture  of 
atmospheric  air,  while  at  the  same  time  combustion  is  supported 
in  part  by  the  admission  of  air  to  the  fire  by  way  of  draught. 
The  specification  states  that  when  superheated  steam,  wit  I.  out 
admixture  of  atmospheric  air,  is  caused  to  impinge  directly  upon 
ignited  carbon,  it  undergoes  decomposition  into  hydrogen  and 
oxygen  -,  that  if  a  reverberating  furnace  is  properly  arranged  in 
connection  with  the  fire-chamber  of  such  furnace,  and  mineral 
ores  are  placed  on  the  bed  of  the  furnace,  and  superheated 
steam  is  thus  introduced  into  the  fire  and  decomposed,  and  the 
liberated  hydrogen  is  thrown  in  amongst  such  ores,  it  will,  by  its 
affinity  for  sulphur,  phosphorus>  and  other  volatile  substances  in 
the  ores,  carry  them  off  in  a  gaseous  form,  and  by  the  combined 
action  of  the  heat  and  the  hydrogen,  the  ores  will  be  thoroughly 
disintegrated  and  purified,  so  that  they  can  be  crushed  with 
facility.  Adequate  mechanical  means  for  conducting  these 
operations  are  described  in  the  specification. 

The  process  of  Mason,  described  in  the  Patent  No.  45,803, 
for  removing  impurities  from  metallic  ores,  and  for  oxidizing 
such  ores  by  treating  them  with  hydrogen  and  carbonic  acid 
gases,  is  to  arrange  a  furnace  with  a  chamber  for  the  ores  in  con- 
nection with  a  chamber  to  generate  the  gases.  This  last  cham- 
ber is  a  chamber  of  combustion,  and  the  specification  states  that 
superheated  steam  is  to  be  allowed  to  escape  into  the  fire  in 
fine  jets ;  that  the  steam  will  be  decomposed  and  the  hydrogen 
in  it  be  liberated,  while  carbonic  acid  gas  will  also  be  generated, 
from  the  fact  that  a  current  of  atmospheric  air  is  admitted  to 
support  combustion ;  and  that  the  hydrogen  and  carbonic  acid 
gases  will  pass  into  the  reducing  chamber  and  permeate  and  heat 
the  ores  carrying  off  the  impurities  and  desulphurizing  and 
oxidizing  the  ores.  Proper  means  are  described  for  effecting 
these  results. 

The  processes  in  the  two  specifications  are  identical,  and  the 
first  claim  in  each  patent  embraces,  in  effect,  a  claim  to  the 
process  of  decomposing  superheated  steam  by  so  introducing  it 
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into  the  fire  that  it  shall  be  decomposed,  while  combustion  is 
supported  in  part  by  a  current  of  atmospheric  ain  and  of  then 
throwing  the  resulting  gases  which  are  generated  upon  ores, 
metals,  and  minerals,  to  produce  such  effect  as  such  gases  will 
produce  in  the  way  of  refining,  purifying,  and  reducing,  and 
working  such  other  chemical  changes  as  must  inevitably  follow 
from  the  contact  of  such  heated  gases  with  the  articles  so  sub- 
jected to  their  action.  The  first  claim  of  the  Patent  No. 
45,803  must,  therefore,  be  held  to  interfere  with  the  first  claim 
of  the  Reissue  No.  1988. 

I  do  not  perceive  that  the  second  claim  of  the  Patent  No. 
45,803  interferes  with  any  claim  in  the  Reissue  No.  1988. 
That  claim  embraces  merely  the  admission  of  steam  into  the 
reducing  chamber  where  the  ores  are  heated,  desulphurized  and 
oxidized,  so  as  to  prevent  excessive  heat,  and  control  and  reg- 
ulate the  temperature  and  avoid  the  fusion  of  the  sulphurets 
which  are  disengaged  from  the  ores  in  the  process. 

The  next  subject  of  inquiry  is,  whether  Hagan  or  Mason 
was  the  first  inventor  of  the  process  which  is  claimed  by  each  of 
the  two  patents.  Hagan's  evidence  rests  very  much  upon  two 
caveats  iled  by  him  in  the  Patent  Office — one  on  February  3, 
1862,  and  the  other  on  February  28,  1862.  The  first  caveat, 
which  was  accompanied  by  drawings,  describes  a  fire-box,  the 
admission  of  air  thereto,  and  the  introduction  of  jets  of  highly- 
heated  steam  directly  into  the  ignited  fuel.  It  also  refers  to  the 
fact  that  hydrogen  and  oxide  of  carbon,  and  other  combustible 
gases,  are  evolved  in  the  process. 

The  second  caveat  states  that  the  steam,  admitted  in  proper 
quantity  to  contact  with  incandescent  carbon,  will  be  decom- 
posed ;  that  the  intent  of  the  invention  is  the  production  of 
hydrogen  and  its  combustion  in  a  nascent  state ;  and  that  the 
objects  sought  to  be  attained  are  economy  in  heating  and  warm- 
ing, the  prevention  and  combustion  of  smoke,  and  the  deox- 
idation  and  desulphurization  of  mineral  ores.  Hagan  satis- 
factorily carries  back  to  December,  i860,  his  invention  of  apply- 
ing jets  of  superheated  steam  directly  to  incandescent  fuel, 
unmixed  with  atmospheric  air,  but  in  combination  with  the 
application  of  a  draft  of  atmospheric  air  to  the  fuel.     He  also 
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satisfactorily  carries  back  to  January,  1862,  his  application   of 
the  gases  evolved  by  such  plan  of  combustion  to  metallic  ores 
for  the  purpose  of  desulphurizing  them,  resulting  in  their  com- 
plete desulphurization  and  disintegration. 

The  apparatus  and  the  process  thus  used  by  Hagan  were  the 
same  as  those  described  in  the  Reissue  No.  1988.  That  Hagan 
intended  to  claim  in  the  original  patent,  the  specification  of 
which  was  signed  by  him,  the  invention  covered  by  the  first 
claim  in  the  Reissue  No.  1988,  can  admit  of  no  doubt;  and  that 
that  reissue,  so  far  as  the  first  claim  in  it  is  concerned,  is  for  the 
same  invention  intended  by  Hagan  to  have  been  patented  by  the 
original  patent,  and  was  a  proper  and  valid  reissue,  is  equally 
clear. 

It  is  useless  to  go  over  the  proofs  on  that  subject,  as  they  are 
uncontradicted,  and  all  tend  to  the  conclusions  stated. 

The  evidence  on  the  part  of  the  defendants,  if  it  tends  to 
show  that  Mason  did  anything,  prior  to  his  being  brought  into 
communication  with  Hagan,  beyond  attempting  to  desulphurize 
and  disintegrate  ores  by  throwing  superheated  steam  into  the 
ore-chamber  without  first  decomposing  it  in  the  fire-chamber, 
does  not  go  to  prove  anything  but  abortive,  inconclusive,  and 
impractical  experiments  on  the  part  of  Mason,  down  to  a  period 
as  late  as  August,  1864,  in  decomposing  superheated  steam  and 
applying  the  gases  generated  in  the  process  to  the  purification 
and  reduction  of  ores.  The  weight  of  the  evidence  is  very 
preponderating  that  Mason  borrowed  directly  from  Hagan  all 
that  is  embodied  in  the  first  claim  of  the  Patent  No.  45,803. 

The  allegation  in  the  answer,  that  Hagan  was  not  the  first 
inventor  of  what  is  claimed  in  the  Reissue  No.  1988,  is  not  sus- 
tained by  the  evidence,  so  far  as  respects  the  particulars  in  which 
the  Reissue  No.  1988  and  the  Patent  No.  45,803  are  held  to 
interfere,  either  as  regards  a  prior  invention  thereof  by  Mason 
or  otherwise. 

The  prayer  of  the  answer,  that  the  Reissue  No.  1988  may 
be  decreed  to  be  void,  and  that  the  Patent  No.  45,803  may  be 
decreed  to  be  valid,  must  be  denied ;  and  there  must  be  a  decree 
adjudging  the  Patent  No.  45,803  to  be  void,  so  far  as  the 
improved  process  of  the  defendant  Mason,  therein  described. 
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for  removing  sulphur,  arsenic,  phosphorus,  and  antimony  from 
auriferous,  argentiferous,  and  other  metallic  ores,  and  for  oxid- 
izing the  said  ores  by  treating  them  with  hydrogen  and  carbonic 
acid  gases,  substantially  in  the  manner  set  forth  in  said  Patent 
No.  45,803,  employs  or  applies  superheated  steam  in  the  man- 
ner as,  or  substantially  as,  described  in  the  said  Reissue  No. 
1988. 
The  defendants  must  be  charged  with  the  costs  of  the  suit. 


The  Troy  Iron  and  Nail  Factory 


vs 


Erastus  Corning  et  al.     In  Equity. 

An  exception  should  always  be  taken  on  the  spot  to  each  ruling  of  the  master  which 
a  party  intends  to  contest.  It  need  not  be  drawn  up  in  form,  but  should  be  taken 
by  notice  to  the  master  and  entry  upon  his  minutes. 

Where  evidence  is  admitted  before  a  master,  and  objections  reserved,  if  the  master 
omits  to  decide  them,  or  ultimately  decides  them  incorrectly,  the  first  opportunity 
should  be  taken  to  except  to  his  omission  or  error. 

It  would  seem  to  all  authoritia  that,  if  it  is  proper  to  except  at  all  to  the  master*s  final 
report  for  rulings  as  to  admitting  or  rejecting  evidence,  this  can  only  be  done  where 
objections  of  the  same  kind  have  been  made  to  the  draft  report. 

Whether,  strictly,  any  exceptions  to  the  master *s  rulings  on  the  admission  or  rejection 
of  evidence  can  be  properly  embraced  in  exceptions  to  the  master's  final  report, 
quare. 

The  admission  of  the  defendants  in  their  answer,  that  they  have  made  large  profits,  is 
to  be  understood  in  its  ordinary  sense,  and  is  entitled  to  weight,  in  ascertaining  the 
truth  or  falsehood  of  the  showing  before  the  master. 

When  the  defendants  as  iron  makers  furnished  themselves  as  spike  makers  with  the 
rods  from  which  their  spikes  were  manufactured,  and  it  appeared  that  they  were 
by  far  the  largest  purchasers  of  such  rods,  and  that  other  sales  were  made  in  com- 
paratively small  quantities  to  single  purchasers.  Heid:  That  it  was  proper  to  con- 
sider the  magnitude  of  the  amount  furnished  to  defendants  by  themselves  as 
reducing  the  price  of  the  rods  below  the  value  proved  by  occasional  sales  to 
others. 

63 
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The  true  amount  of  profit  derived  from  the  use  of  machines  can  not  be  determined 
without  deducting,  from  the  value  of  the  articles  made,  all  the  elements  of  cost 
in  their  production. 

The  use  of  shop-room  and  tools  is  a  necessary  ingredient  in  the  expense  of  manufac- 
turing most  articles,  and  should  be  estimated  and  allowed  as  part  of  the  expense 
account. 

(Before  Nelson  and  Shipman,  JJ>,  Southern  District  of  New  York,  March,  Z869.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  an  improvement  in  machinery  for 
making  hook  or  brad-headed  spikes,  granted  to  Henry  Burden, 
September  2,  1840,  and  assigned  to  complainants.  The  bill  was 
filed  July  10,  1848,  and  after  various  proceedings,  including  an 
appeal  to  the  Supreme  Court  (see  Troy  Iron  and  Nail  Factory  v. 
Corning^  14  How.  193),  a  decree  was  entered  in  1853  ^^^  ^^® 
complainants,  and  the  case  was  referred  to  a  master  to  ascertain 
and  report  the  profits  derived  from  the  use  of  the  invention  by 
the  defendants. 

The  master  made  his  final  report  in  1866.  To  this  report 
the  complainants  filed  forty  exceptions  to  the  conclusions  of  the 
master,  and  fourteen  hundred  and  seventy-two  exceptions  to 
the  rulings  of  the  master  made  during  the  progress  of  the  hear- 
ing before  him.  The  defendants  filed  nineteen  exceptions  to 
the  conclusions  of  the  master. 

The  material  facts  arising  upon  the  consideration  of  these 
exceptions,  and  of  the  report,  are  stated  in  the  opinion  of  the 
Court. 


Elisha  Foote^  for  complainants. 

fV.  A.  Sackett^  for  defendants. 

Shipman,  J. 

This  is  a  bill  in  equity  praying  for  an  injunction  and  an 
account.  .  It  was  filed  July  lo,  1848.  The  answer  was  sworn 
March  i,  1849.  ^^^  object  of  the  suit  was  to  restrain  the 
defendants  from  using  a  certain  improvement  in  machinery  for 
making  hook  or  brad-headed   spikes,  for  which  a  patent  was 
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granted  to  Henry  Burden,  September  2,  1840,  which  he  assigned 
to  the  complainants  y  and  to  compel  the  defendants  to  account 
to  them  for  the  profits  alleged  to  have  been  made  by  the  defend- 
ants in  the  course  of  their  unauthorized  use  of  this  patented 
improvement. 

This  case  was  brought  to  hearing  before  this  court,  and  in 
March,  1 850,  a  judgment  was  rendered  dismissing  the  bill.  On 
appeal  to  the  Supreme  Court  the  judgment  below  was  reversed, 
December  Term,  1852,  and  the  case  remanded  to  this  court 
"  with  instructions  to  enjoin  the  defendants  perpetually  from 
using  the  improved  machinery  with  the  bending  lever  for  making 
hook  and  brad-headed  spikes,  patented  to  Henry  Burden,  the  2d 
of  September,  184O9  and  assigned  to  the  complainants  as  set 
forth  in  the  complainants'  bill,  and  to  enter  a  decree  in  favor  of 
the  complainants  for  the  use  and  profits  thereof,  upon  an  account 
to  be  stated  by  a  master,  under  the  direction  of  the  said  circuit 


court,  etc." 


The  mandate  of  the  Supreme  Court  having  been  filed  in  this 
Court,  the  latter,  on  the  28th  of  June,  1853,  entered  a  decree 
in  conformity  thereto,  at  the  same  time  referring  the  case  to 
Marcus  T.  Reynolds,  Esq.,  as  master  pro  hoc  vice  to  take  and 
state  the  account.  Mr.  Reynolds  having  declined  to  serve  as 
such  master,  the  Court,  on  the  20th  of  October,  1853,  appointed 
Reuben  H.  Walworth,  Esq.,  in  his  stead.  The  latter,  after 
some  preliminary  proceeding,  on  the  sth  of  April,  1854,  com- 
menced taking  the  proofs  on  the  accounting.  The  hearing  on 
this  reference  was  continued  until  the  lOth  of  June,  1864,  when 
the  evidence  was  closed.  The  master  subsequently  served  a 
copy  of  a  draft  report  on  the  counsel  of  the  respective  parties, 
to  which,  on  the  4th  of  March,  1866,  the  defendants  filed  thirty- 
three  objections,  and  on  the  7th  of  the  same  month  the  com- 
plainants filed  forty  objections. 

The  master  made  his  final  report  in  May,  1866.  To  this 
report  the  complainants  have  filed  forty  exceptions  to  the  main 
conclusions  of  the  master,  and  about  fifteen  hundred  exceptions 
to  the  rulings  of  the  master  made  during  the  progress  of  the 
hearing  before  him.  The  defendants  have  filed  nineteen  excep- 
tions to  the  conclusions  of  the  master. 
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The  case  was  set  down  for  hearing  on  these  exceptions^  before 
this  Court  at  Cooperstown,  in  October,  1867,  when  and  where 
the  counsel  of  the  respective  parties  appeared,  and,  after  consul- 
tation among  themselves,  finally  concluded  to  submit  the  case 
on  the  pleadings,  and  the  evidence  before  the  master,  together 
with  briefs  and  arguments  thereafter  to  be  filed.  These  briefs 
and  arguments  have  been  filed,  and  the  whole  case  is  now  before 
the  Cour — tthe  record  of  the  proceedings,  including  the  argu- 
ments, and  the  evidence  taken  by  the  master,  covering  nearly 
seven  thousand  printed  pages.  In  addition  to  this  printed  matter, 
there  are  large  numbers  of  manuscript  books  and  papers,  many  of 
which  were  referred  to  and  consulted  by  the  master  and  coun- 
sel during  the  progress  of  the  hearing  before  him.  No  important 
portions  of  these,  however,  are  now  before  this  Court  as  evi- 
dence. Our  attention  has,  therefore,  been  confined  to  the  printed 
evidence  submitted  by  the  master,  and  after  devoting  several 
months  exclusively  to  its  examination  and  to  the  various  ques- 
tions raised  by  the  exceptions  and  the  arguments  thereon,  we 
proceed  to  state  the  conclusions  to  which  we  have  arrived.  In 
doing  this  we  shall  be  as  brief  as  possible,  in  view  of  the  unex- 
ampled length  to  which  the  proceedings  in  the  case  have  already 
been  carried. 

The  first  questions  to  be  considered  are  those  which  relate  to 
the  rulings  of  the  master  on  the  hearing  on  the  admission  or 
rejection  of  evidence  after  objections  of  counsel.  As  already 
stated,  the  complainants  have  filed  special  exceptions  to  the 
master's  report  on  account  of  these  rulings  to  the  number  of 
nearly  fifteen  hundred.  These  exceptions  are  objected  to  by 
the  defendants  as  irregularly  taken,  for  two  reasons:  first,  that 
no  exceptions  were  taken  before  the  master  at  the  times  the 
rulings  were  severally  made  ;  and,  second,  that  these  alleged 
errors  of  the  master  were  not  embraced  in  the  objections,  filed 
by  the  complainants  with  the  master,  to  his  draft  report. 
This  phase  of  the  case  would  nor  be  free  from  embarrassment, 
even  if  the  complainants  had  conformed  to  the  rules  of  practice 
as  to  the  time  of  taking  their  exceptions,  in  view  of  the  condi- 
tion of  the  master's  minutes.  Many  of  the  rulings  in  question 
were  not  absolute,  but  evidence  was  often  received  and  the  ques- 
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tions  arising  on  the  objections  of  counsel  were  reserved.  What 
precise  disposition  was  ultimately  made  of  the  particular  ques- 
tions reserved  does  not  always  appear.  It  is  not  easy  for  the 
Court  to  deal  with  these,  as  it  is  almost  or  quite  impossible  to 
ascertain  to  what  extent  the  evidence  thus  conditionally  received 
was  finajly  accepted  or  rejected  by  the  master. 

But  let  us  take  the  rulings  of  the  master  that  were  formal 
and  peremptory,  overruling  or  sustaining  objections  to  the 
admission  of  evidence  at  the  time  they  were  made.  What  are 
the  rules  of  practice  to  be  observed  by  the  party  who  desires  to 
revise  such  rulings?  First,  we  think  an  exception  should 
always  be  taken  on  the  spot  to  each  ruling  of  the  master  which 
a  party  intends  to  contest.  It  need  not  then  be  drawn  up  in 
form,  but  it  should  be  taken  by  giving  notice  to  the  master^ 
and  it  is  his  duty  to  note  the  facts  in  his  minutes.  This  is  a 
familiar  rule,  constantly  applied  in  other  trials,  and  we  see  no 
reason  why  it  should  not  be  adhered  to  in  hearings  before  mas- 
ters. I  However  loose  the  practice  may  in  fact  be,  the  rule  is 
well  settled,  especially  in  trials  at  law.  In  Morris  v.  Buckley^ 
8  Serg.  &  R.  211,  Tilghman,  C.  J.,  remarks:  "Exceptions 
to  evidence  must  be  taken  as  soon  as  the  court  has  decided  to 
admit  or  reject  the  evidence."  The  same  point  is  decided  in 
Liggett  V.  The  Bank  of  Pennsylvania^  7  Serg.  &  R.  219,  where 
the  same  judge  explains  the  object  and  importance  of  the  rule. 
In  Poole  w.  Fleeger^  11  Peters,  211,  Mr.  Justice  Story  remarks: 
^^  In  the  ordinary  course  of  things  at  the  trial,  when  an  objection 
is  made  and  overruled  as  to  the  admission  of  evidence^  and  the 
party  does  not  take  an  exception  at  the  trial,  he .  is  understood 
to  waive  it.  The  exception  need  not,  indeed,  then  be  put 
in  form  or  witten  out  at  large  and  signed ;  but  it  is  sufficient 
that  it  is  taken,  and  the  right  reserved  to  put  it  in  form  within 
the  time  prescribed  by  the  practice  or  rules  of  the  court." 
The  reason  of  this  rule  is  founded  in  the  interest  of  justice,  as 
its  observance  tends  to  narrow  the  limits  of  controversy  ;  for  if 
the  party  in  whose  favor  a  ruling  is  made  is  notified  that  an 
exception  is  taken  and  the  question  is  to  be  revised,  he  can 
waive  the  point  and  admit  or  withdraw  the  evidence,  as  the  case 
may  be,  and  thus  avoid  future  controversy  and  delay  over  it. 
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This  is  very  often  done  to  the  advantage  of  one  or  both  parties. 
The  same  reasons  exist  for  the  observance  of  the  rule  in  hear- 
ings before  masters  as  in  other  trials. 

It  may  be  said  that  this  can  have  no  application  to  the  in- 
Btances  on  this  hearing  where  the  master  admitted  evidence  ob- 
jected to,  and  reserved  the  questions  arising  on  the  objections.  As 
we  have  already  intimated  it  is  not  always  easy  to  determine  what 
precise  disposition  was  made  by  the  master  of  many  of  these 
reserved  questions.  But  if  he  omitted  to  decide  them,  or  ulti- 
mately decided  them  incorrectly,  the  first  opportunity  should 
have  been  taken  to  except  to  his  omissions  or  alleged  errors 
in  this  particular.  This  opportunity,  if  not  presented  before, 
occurred  when  the  draft  report  was  served  and  the  parties  filed 
their  objections  thereto.  None  of  these  errors  are  embraced  in 
the  objections  then  filed.  Exceptions  to  these  rulings  appear 
for  the  first  time  among  those  presented  to  the  master's  final 
report,  although  some  of  them  were  made  years  before  either 
the  draft  or  final  report  was  drawn  up.  It  would  seem  from 
the  authorities  that  if  it  is  proper  to  except  at  all  to  the  mas- 
ter's final  report  for  rulings  admitting  or  rejecting  evidence, 
this  can  only  be  done  where  objections  of  the  same  kind  have 
been  made  to  the  draft  report.  Lord  Chief  Baron  Gilbert  lays 
down  the  rule  as  follows : 

"The  ancient  rule  was  that  the  party  should  never  except 
but  where  he  has  first  objected  to  the  draft  of  the  report  before 
the  master,  and  where  there  was  no  objection  brought  in,  it  was 
allowed  good  cause  to  discharge  the  exception ;  and  it  were  to 
be  wished  that  this  good  rule  was  strictly  followed,  since,  if  the 
party  had  objected,  he  might  have  showed  the  master  his  error, 
and  the  report  would  have  been  altered  in  that  particular  and 
never  have  troubled  the  court."  This  is  substantially  the  rule 
of  the  English  Court  of  Chancery  at  the  present  time."  (Dan. 
iel's  Chan.  Practice,  3d  ed.,  vol.  2,  p.  1304.)  In  Story  v.  Liv- 
ingston^ 13  Peters,  366,  Mr.  Justice  Wayne,  speaking  for  the 
Court,  says:  *' Strictly  speaking,  in  chancery  practice,  though 
it  is  different  in  some  States,  no  exception  to  a  master's  report 
can  be  made  which  were  not  made  before  the  master.  The 
object  being  made  to  save  time  and  give  him  an  opportunity  to 
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correct  his  error,  or  reconsider  his  opinion."  We  think,  there- 
fore, that,  as  to  any  questions  arising  upon  objections  made  dur- 
ing the  hearing  and  reserved  by  the  master,  they  should  have 
been  embraced  in  the  objections  filed  with  him  to  his  draft 
report  ;  and  as  to  the  rulings  which  were  made  final  at  the  time 
the  objections  were  taken,  the  exceptions  should  have  been 
made  and  noted  at  once,  as  such  ruling  was  made. 

It  is,  indeed,  somewhat  doubtful  whether,  strictly,  any  excep- 
tions to  the  master's  rulings  on  the  admission  or  rejection  of 
evidence  can  be  properly  embraced  in  exceptions  to  the  master's 
final  report  at  all.  It  is  true  that  such  a  practice  is  recognized 
in  Daniel's  Chancery  Practice,  vol.  2,  p.  1323,  3d  ed.,  but  the 
author  cites  no  authorities  in  support  of  it.  On  the  contrary,  in 
Swar%  v.  Sears^  Walker's  Chancery,  19,  and  in  Ward  v.  ^Jew- 
ett^  Ibid.  44,  it  was  expressly  Held  that  an  improper  rejection  of 
testimony  is  to  be  at  once  corrected  by  a  motion  to  the  court 
for  an  order  to  compel  the  master  to  receive  the  evidence,  and 
not  by  exception  to  his  report.  See  also  the  case  of  Ty//r  v. 
Simmons^  6  Paige,  127,  But  it  is  unnecessary  to  pursue  this 
branch  of  the  inquiry.  We  are  entirely  satisfied  that  these 
exceptions  in  this  case  were  taken  too  late.  They  were  neither 
taken  when  the  rulings  were  made,  nor  at  the  first  opportunity 
thereafter. 

However  much  looseness  there  may  have  been  in  practice,  or 
however  much  we  might  be  disposed  to  look  with  indulgence 
upon  a  departure  from  the  rules  in  ordinary  cases,  we  think  it 
our  duty  to  apply  them  strictly  in  the  present  case.  Any  other 
course  would  be  attended  with  delay  and  embarrassment.  It  is 
true,  that,  so  far  as  the  evidence  improperly  admitted  is  con- 
cerned, we  might  strike  it  out,  though  this  might  leave  the 
proofs  in  a  confused  and  fragmentary  state.  But  where  the  evi- 
dence was  improperly  rejected,  we  are,  in  effect,  asked  to  again 
refer  this  case  to  a  master  for  further  proofs  on  many  points 
involved  in  the  controversy  between  these  parties.  We  should 
not  be  justified  in  such  a  step  unless  the  rules  strictly  required  it. 
Neither  of  the  parties  could  be  benefited  by  it.  The  enormous 
length  and  cost  of  this  litigation  have  already  rendered  it  barren 
of  any  substantial  advantages  to  either  party  in  view  of  any  pos- 
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sible  result  that  might  be  reached,  even  at  the  end  of  another 
twenty  years.  Ten  years,  two  months,  and  five  days  have 
already  been  consumed  in  taking  the  proofs  on  this  reference, 
and  nearly  two  years  more  in  settling  the  report.  From  what 
we  know  of  this  controversy  after  devoting  months  to  a  diligent 
and  laborious  examination  of  the  evidence,  we  have  no  doubt 
that  another  reference  would  consume  years.  Such  a  re<;ult  is 
almost  certain  in  view  of  the  fact  that  the  reference  would  have 
to  be  a  new  master,  who  would,  in  order  to  discharge  his  duty 
intelligently,  have  to  examine  the  whole  case,  and,  perhaps, 
make  a  new  report.  Such  a  course  might  be  practicable  were 
human  longevity  equal  to  what  it  was  in  the  antedeluvian  ages. 
But  twenty  years  having  been  spent  in  this  litigation,  we  think 
that  the  interest  of  all  parties  require  that  it  should  be  brought 
to  a  close  if  this  can  be  done  by  a  strict  application  of  the  rules 
of  practice.  This  can  not  be  done,  however,  during  the  present 
generation,  if  the  case  is  again  to  go  to  a  master.  We  there* 
fore  apply  the  rule  strictly,  and  dismiss  the  fourteen  hundred  and 
seventy-two  exceptions  to  the  rulings  of  the  master  in  rejecting 
or  receiving  evidence,  on  the  ground  that  they  were  not  taken  in 
time,  and  are  irregularly  before  the  Court. 

As  already  stated,  the  object  of  this  reference  was  to  ascer- 
tain the  amount  of  profits  which  the  defendant  made,  if  any,  by 
the  use  of  the  improvements  secured  to  Burden  by  the  patent  of 
September  2,  1840,  and  by  him  assigned  to  the  complainants. 
The  article  made,  for  which  the  defendants  are  liable  to 
account,  was  a  hook-headed  spike,  used  largely  in  the  construc- 
tion and  repair  of  railroads. 

The  master  has  found  the  period  for  which  the  defendants 
are  liable  to  account  to  extend  from  October,  1845,  to  April, 
1853,  about  seven  years  and  a  half.  He  found  it  necessary,  or 
convenient,  to  divide  this  period  covered  by  the  infringement, 
into  separate  business  years,  and  give  the  results  of  the  manufac- 
ture in  each  year.  The  net  result  of  the  whole  business,  as 
found  by  the  master,  may  be  stated  in  round  numbers  as 
follows : 

The  defendants  manufactured  and  sold,  in  violation  of  the 
complainant's  patent,  19,000,000  lbs.  of  spikes,  which  brought 
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them  $700,000.  They  made  no  profit,  taking  the  whole  time 
together.  On  the  contrary  they  sustained  a  loss  of  $34,000. 
We  give  merely  proximate  sums  in  round  numbers.  They  made 
nothing  except  in  the  fourth  business  year,  when  their  profits 
were  a  little  over  $3,000.  During  all  the  rest  of  the  time, 
except  the  third  business  year,  their  losses  steadily  increased, 
reaching  in  the  last  year  $17,615.31.  This  is  a  singular  and 
surprising  result,  especially  in  view  of  the  admission  by  the 
defendants  in  their  answer,  and  of  several  important  facts  that 
are  apparent  on  the  evidence. 

First.  The  admission  in  the  answer.  The  answer  was  sworn 
March  i,  1849,  near  the  close  of  the  fourth  business  year,  by  Mr. 
Winslow,  who,  as  one  of  the  parties  in  interest  and  the  active 
manager  of  this  part  of  the  business,  was  familiar  with  the  whole 
subject  of  this  controversy.  This  answer  states  that  the  defend- 
ants admit  that  they  ^^have  since  the  15th  of  October,  1845, 
been  engaged,  and  are  still  engaged  in  manufacturing  said  brad 
or  hook-headed  spikes  whenever  these  defendants  had  or  have 
a  demand  for  the  same,  and  that  in  such  manufacture  they  have 
used  and  still  use  said  improvement  claimed  by  said  complain- 
ants, to  be  new  and  useful,  and  to  be  secured  by  the  patent  so  as 
aforesaid  granted  to  said  Burden  on  the  2d  day  of  September, 
1 840,  and  have  thereby  made  large  profits,  but  not  to  the  amount 
of  one  hundred  thousand  dollars,  as  charged  in  said  bill  of  com- 
plainant." This  admission  was  deliberately  made  after  they  had 
manufactured  and  sold  over  one  hundred  and  eighty  thousand 
dollars'  worth  of  these  spikes  ;  and  yet,  according  to  the  result 
arrived  at  by  the  master,  they  had  then  made  but  little  over  two 
thousand  dollars'  profit.  It  is  difficult  to  reconcile  this  with  the 
admission  of  the  answer  that  they  had  made  large  profits.  It  is 
said  in  the  report  that  there  is  nothing  in  the  answer  to  show 
what  the  defendants  considered  large  profits.  This  may  be  true, 
but  it  is  correct  to  assume  that  thev  used  those  terms  in  their 
^ordinary  sense,  and,  although  they  are  not  words  that  give  exact 
information,  they  certainly  can  not  be  deemed  as  having  no  mean- 
ing at  all,  nor  one  the  reverse  of  what  is  ordinarily  understood 
by  them.     Considering  the  time  over  which  the  business  had 
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then  extended,  the  skill  and  care  devoted  to  it,  and  the  capital 
employed,  the  amount  of  profit  found  by  the  Master  to  have 
accrued  at  the  time  this  answer  was  filed,  was  not  only  not  large, 
but  it  was  on  the  other  hand  extremely  small ;  so  small  that  it 
hardly  merited  the  term  profit  at  all.  It  is  difficult  to  resist  the 
conclusion,  in  view  of  all  the  circumstances  that  the  defendants, 
at  the  time  this  answer  was  filed,  looked  upon  this  question  of 
profit  and  loss  in  a  different  light  from  that  in  which  it  is  pre- 
sented in  the  report  now  before  us. 

Second.  The  letters  of  the  defendants,  written  to  their  cus- 
tomers by  Mr.  Winslow,  their  business  manager,  touching  the 
manu&cture  of  these  spikes,  are  significant  evidence  on  this 
question  of  profit  and  loss.  They  are  not  the  letters  of  an 
imperfectly  informed  clerk  or  other  subordinate,  but  of  one  of 
the  partners,  who  shows  throughout  a  perfect  familiarity  with 
the  whole  business.  They  were  written  in  the  ordinary  course 
of  business,  by  one  of  the  defendants,  who  was  thoroughly  con- 
versant with  all  the  details  of  the  bus/ness  and  the  state  of  the 
market,  both  in  respect  to  the  raw  material  and  the  manufactured 
article.  These  letters  cover  nearly  the  whole  period  embraced 
in  this  accounting,  and  were  written  with  a  full  knowledge  of 
the  results  of  the  business  from  year  to  year,  as  the  master's 
report  finds  ^^that  accounts  of  the  different  departments  of 
the  defendants'  manufacturing  establishment  or  works,  known 
as  "The  Albany  Iron  Works,"  have  been  closed  or  made 
up  periodically  at  the  end  of  what  are  called  "  business  years/' 
It  is  evident  from  these  letters  that  this  business,  from  the 
very  start,  was  conducted  under  the  most  favorable  auspices ; 
not  as  an  untried  experiment,  but  commencing  after  many  years' 
experience,  from  which  the  means  of  making  an  accurate  fore- 
cast must  have  been  derived ;  carried  on  on  a  large  scale ;  with 
the  best  machinery  and  an  abundance  of  the  best  material ;  with 
a  conceded  and  growing  reputation ;  with  a  large  market,  and 
wealthy  corporations  for  customers,  which  the  defendants  wero, 
able  to  supply  often  at  a  day's  notice  ;  and  with  an  increasing 
demand  growing  out  of  the  widely  acknowledged  superiority  of 
the  article  furnished  as  compared  with  other  kinds  in  the  market. 
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It  is  evident,  too,  from  these  letters,  that  while  the  defendants 
furnished  their  customers  with  spikes  manufactured  from  superior 
iron,  they  found  their  account  in  so  doing,  and  charged  the  dif- 
ference in  the  price  between  that  supplied  and  poorer  material  ; 
that  they  obtained  a  *Mivihg  profit,"  at  least  *'a  small  profit,"  on 
the  business  as  they  conducted  it ;  and  that  they  found  it  for 
their  interest,  as  well  as  the  interest  of  their  customers,  to  fur- 
nish the  best  article,  though  they  could  supply  one  of  poorer 
quality  with  "  as  much  profit,"  yet  it  would  be  at  the  expense 
of  their  acquired  reputation,  which  they  wisely  choose  not  to  for- 
feit. It  is  fairly  inferable  also,  from  these  letters,  that  they  had 
no  formidable,  at  least  no  successful,  rival  in  the  business,  for 
these  letters  repeatedly  assert  that  the  defendants  manufactured 
the  best  article ;  that  experience  at  once  demonstrated  that  the 
best  was  the  cheapest,  and  that  all,  or  nearly  all,  their  orders 
were  for  the  best,  those  being  the  only  ones  their  customers 
would  buy  or  consent  to  use.  It  is  true,  indeed,  that  in  one 
letter  (that  to  Minot,  April  11,  1850),  the  defendants  speak  of 
being  pressed  by  the  rivalry  of  those  who  manufacture  a  cheaper 
and  poorer  ariticle ;  yet,  in  the  same  letter,  they  assert  emphati- 
cally  that  they  can  not  use  the  best  material  in  the  manufacture 
of  their  spikes  unless  consumers  are  willing  to  pay  the  difference 
between  its  cost  and  that  of  the  poorer  iron  ;  yet  they  continued 
the  business ;  used  the  best  material ;  were  eager  and  successful 
in  increasing  the  sale  in  the  United  States  down  to  the  last. 
Throughout  this  correspondence,  there  is  no  hint  by  the  defend- 
ants that  they  were  losing  money,  or  that  they  desired  to  aban- 
don or  curtail  this  branch  of  their  business,  or  change  its  relative 
scale  of  prices,  though,  according  to  the  report  of  the  master, 
the  more  they  made  and  sold,  even  during  the  last  three  years, 
after  the  trade  was  thoroughly  established,  the  heavier  were 
their  losses,  until  they  rose  the  last  year,  to  over  $17,000  on  a 
business  of  $133,000. 

Third,  These  continued  and  increasing  losses  are  not  charged 
to  any  extraordinary  embarrassment  or  unforseen  calamity.  It 
is  true  that  the  spike  factory  was  burnt  during  this  period,  but 
that  was  during  the  fifth  business  year  (Report,  p.  4),  in  which 
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their  entire  loss,  according  to  the  master,  was  only  $1,428.61. 
There  was,  indeed,  a  reduction  in  prices  at  which  the  spikes 
were  sold,  after  the  second,  and  down  to  and  including  the  sev- 
enth business  vear,  but  this  reduction  bears  none  of  the  marks 
of  a  struggle  to  win  customers,  or  force  the  market  on  particu- 
lar occasions,  but  was  a  regular  lowering  of  rates  to  make  them 
correspond  with  the  decline  in  the  iron  market,  marked  by  intel- 
ligent calculation  and  forecast,  free  from  the  pressure  of  any 
necessity,  so  far  as  we  can  see,  and  undisturbed  by  any  sudden 
irregularities  or  great  fluctuations  in  the  prices  or  demands  of 
the  trade. 

But  the  result  arrived  at  by  the  master  we  have  stated,  and 
the  question  of  its  correctness  is  raised  before  us  by  exceptions 
taken  to  his  report  by  both  parties.  These  exceptions,  and  the 
long  and  elaborate  arguments  thereon,  refer  to,  and  open  the 
immense  mass  of  evidence  from  which  the  master  deduced  his 
results.  This  evidence  relates,  of  course,  almost  wholly  to  the 
cost  of  manufacturing  these  spikes  including  the  cost  of  the 
raw  material.  The  sum  at  which  they  were  sold  was  easily 
ascertained,  but  to  fix  the  exact  amount  of  expense  which 
entered  into  the  cost  of  their  production,  was,  upon  the  plan 
on  which  this  reference  was  conducted  (and  perhaps  would 
have  been  upon  any  plan  that  could  have  been  adopted)  a  work 
of  immense  labor  and  difficulty.  We  may  say,  indeed,  that  it 
was  impossible  to  fix  the  exact  amount  of  that  expense,  as  many 
of  the  elements  which  entered  into  it  had  no  existence  in  precise 
figures,  and  were  incapable  of  being  reduced  to  certain  quanti* 
ties.  They  were  entangled  with  other  and  different  branches  of 
the  defendants'  large  business  carried  on  in  the  same  establish- 
ment, and  their  details  mingled  with  details  relating  to  the  cost 
of  manufacture  of  a  variety  of  other  articles.  It  was,  therefore, 
impossible  to  arrive  at  certainty,  and  a  result  was  only  reached 
through  estimates,  comparisons,  and  apportionment.  These 
remarks  apply  more  particularly  to  most  of  the  variou.s  items  of 
cost  which  entered  into  the  manufacture  other  than  the  value  of 
the  iron,  though  they  apply  in  a  measure  to  that  also.  We  have 
traced  and  examined  the  evidence  in  this  case  in  detail,  and  now 
proceed   to  state  our  conclusions.      We  can    not  add    to  our 
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already  prolonged  labor  by  discussing  at  any  great  length  these 
details  which  we  have  examined  and  shall  dwell  only,  and  that 
briefly,  on  those  parts  of  the  case  wherein  we  think  the  conclu- 
sions of  the  master  must  be  modified. 

The  largest  item  in  the  cost  of  manufacture  is  embraced  in 
the  value  of  the  iron,  or  spike  rods,  out  of  which  the  spikes 
were  made.  This  item  constituted  over  four-fifths  of  the 
whole  expense,  as  will  be  seen  from  an  examination  of  the 
results  set  forth  by  the  master. 

•^  After  a  careful  consideration  of  this  question  of  the  prices  at , 
which  the  rods  should  enter  into  the  expense  account  of  the  } 
defendants,  we  are  satisfied,  in  view  of  the  whole  evidence  bear-  | 
ing  upon  it,  that  the  conclusions  of  the  master  thereon  should  . 
be  modified.     It  appears  from  the  proofs  that  the  rods  were, 
made  by  the  defendants,  and  by  them  wrought  into  spikes  by  the. 
use  of  the  complainants'  patented  machines.     A  large  and  ready  '. 
market  was  thus  furnished  the  defendants  for  their  iron  within  ' 
the  very  precincts  of  their  rolling  mills,  under  circumstances    « 
which  were  equivalent  to  a  single  and  continuous  contract  for 
9,400   tons   of   spike    rods.     These   rods   were    manufactured 
under  the  most  favorable  auspices,  were  of  a  very  few  sizes,  of 
one  shape,  dropped  from  the  rolls  into  this  ready  market,  and 
were  at  once  absorbed  by  a  single  customer.     For  the  purposes     \ 
of  this  case,  we  may  properly  consider  the  defendants  in  this  posi- 
tion, as  iron  manufacturers,  selling  their  rods  to  themselves  as      ; 
spike  makers,  and  inquire  what  would  have  been  the  price  at     / 
which  they  would  readily  have  sold  these  rods  in  such  quantity   / 
to  any  other  spike  maker,  supposing  that  the  defendants  had  not 
been  in  the  latter  business.  /Now,  no  such  sale  has  been  proved 
in  the  general  market.     None  probably  could  have  been  proved 
which  would  have  embraced  anything  like  their  quantity  to  a 
single  purchaser.     The  sales  that   have  been  proved  were  in 
comparatively  small  quantities  to  single  purchasers,  and  though 
stated  to  be  at  wholesale  prices,  yet,  in  view  of  the  comparative 
smallness  of  the  individual  sales,  and  the  number  of  customers, 
these  transactions,  as  contrasted  with  the  immense  quantity  of 
one   kind  of  iron  which  the  defendants  transferred   from  one 
department  of  their  business  to  another,  were  more  of  the  char- 
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accer  of  a  retail  than  a  wholesale  business.  The  quantity  of 
merchandise  of  a  single  size,  form,  and  quality  to  be  delivered 
under  a  single  contract,  all  other  things  being  equal,  inevitably 
affects  the  price  up  to  a  certain  point.  No  law  of  trade  is  more 
regular  in  its  operation  than  this.  The  reasons  upon  which  it  is 
founded  are  obvious.  The  manufacturer  who  thus  deals  on  a 
large  scale  with  a  single  transaction  and  a  single  customer  can, 
and  does,  produce  and  sell  cheaper  than  when  his  business  is  split 
up  into  a  multitude  of  smaller  transactions.  He  forecasts  the 
future,  and  buys  his  raw  material  and  works  it  up  under  circum- 
stances which  he  can  control,  and  proceeds  with  greater  certainty, 
uniformity,  and  economy. 
,'  ''^We  therefore  think  that  the  circumstances  under  which  the 

/  defendants  transferred  this  large  quantity  of  rods  from  their  roll- 
ing  mills  to  these  spike  machines  should  be  considered  in  arriving 
at  the  prices  at  which  they  should  be  charged  in  their  expense 
account.  If  it  is  still  insisted  that  these  circumstances  can  not 
properly  be  allowed  to  influence  our  decision,  and  that  the 
^^  market  price  "  at  the  defendants'  works  is,  after  all,  the  only 
true  guide,  it  may  be  replied  that  the  evidence  does  not  justify  us 
in  assuming  that  there  was  a  market  price  there,  or  anywhere 
else,  for  any  such  quantity  of  rods  as  the  defendants  consumed. 
There  was  no  other  such  market  as  these  spike  machines  fur- 
nished the  defendants'  rolling  mills.  We  are  therefore  satisfied 
that  we  ought  not  to  ignore  the  condition  of  things  under  which 
the  defendants  as  iron  makers  furnished  themselves  as  spike 
makers  with  these  rods.  On  the  contrary,  we  are  constrained 
to  think  that  it  is  a  proper  subject  for  our  consideration,  and  that 
its  natural  and  legitimate  effect  should  be  allowed  to  operate  in 
the  reduction  of  the  prices  at  which  these  rods  are  charged  by 

\  the  master  in  the  defendants'  expense  account.  ^ 

We  have  carefully  considered  the  extent  of  that  reduction,  and 
after  weighing  the  whole  matter,  are  satisfied  that  it  should  be 
at  the  rate  of  four  dollars  and  a  half  per  ton  of  rods  used  to 
make  a  ton  of  spikes  of  2,000  pounds  weight.  This  we  regard, 
in  view  of  the  whole  evidence,  germane  to  the  point,  as  allowing 
a  fair  price  for  the  rods.  In  coming  to  this  result  we  have  not 
overlooked  the  testimony  of  the  defendants'  witness,  Hammond, 


MARCH,     1869.  511 


Troy  Iron  and  Nail  Factory  v.  Corning. 


SO  earnestly  pressed  upon  our  attention  by  the  complainant's 
counsel,  but  we  have  not  attached  any  very  great  importance  to 
it.  It  is  true  that  he  states  that  for  three  of  the  years  covered 
by  the  periods  of  accounting,  the  firm  of  Adams  &  Hammond, 
of  which  he  was  a  member,  made  about  two  hundred  tons  of 
spike  per  annum.  They  received  all  their  rods  of  the  Plymouth 
Iron  Company,  and  they  were  of  the  same  quality  of  wrought 
iron  scrap  rods  as  those  used  by  the  defendants.  They  were 
received  under  a  single  contract,  and  at  a  price  $5.60  per  ton 
less,  on  the  average,  than  the  master  has  allowed  the  defendants 
for  thfeir  rods  during  the  same  years.  Still,  this  was  compara- 
tively a  limited  transaction,  the  whole  circumstances  connected 
with  which  may  not  be  before  us,  and  the  witness  who  testified 
to  it  did  not  seem  to  have  a  very  clear  idea  of  the  iron  market 
at  the  time  to  which  his  testimony  referred.  He  thought  the 
market  price  of  iron  advanced  some  in  the  latter  part  of  1845, 
and  continued  to  advance  for  two  or  three  years  afterward,  but 
in  this  he  was  mistaken ;  as  the  whole  evidence  shows,  iron  did 
not  rise,  but  continued  steadily  to  decline  during  nearly  the  entire 
period  covered  by  the  accounting,  and  down  to  the  last  year, 
when  there  appears  to  have  been  a  slight  reaction.  Still,  as  we 
have  already  remarked,  we  do  not  attach  any  very  great  import- 
ance to  the  facts  testified  to  by  this  witness,  though,  as  far  as  they 
go,  they  tend  to  show  that  the  prices  allowed  by  the  master  for 
the  defendants'  rods  for  the  first  three  years  are  too  high,  and  that 
our  reduction  is  none  too  much. 

This  question  touching  the  value  or  price  at  which  the  spike 
rods  are  allowed  by  the  master,  and  included  in  the  expense 
account  of  the  defendants,  was  raised  and  presented  by  the 
defendants'  sixth  exception  to  the  report  of  the  master.  This 
exception  is,  therefore,  sustained  to  the  extent  and  upon  the 
principles  we  have  set  forth.  All  other  points  raised  by  this 
exception  are  overruled. 

The  complainants'  twenty-third  exception  raises  severalques- 
tions  touching  the  allowance  made  by  the  master  for  the  ^^  use 
of  water  power,  buildings,  lands,  machinery,  and  tools  for  spike 
factory  purposes."  (Report,  p.  31.)  The  only  remarks  we  have 
to  make  upon  this  exception,  which  includes  a  variety  of  objec- 


512  SOUTHERN    DISTRICT    OF    NEW  YORK. 

Troy  Iron  and  Nail  Factory  v.  Corning. 

tions  stated  in  detail,  will  relate  first  to  the  principle  of  allowing 
anything  at  all  for  the  use  of  the  property,  and,  second,  to  the 
amount  actually  allowed  by  the  master.  This  property  we  may 
call,  for  convenience,  the  fixed  capital  used  by  the  defendants  in 
the  business  of  manufacturing  these  spikes.  We  use  this  term 
to  distinguish  it  from  what  is  called  in  another  part  of  this  case 
the  floating  capital.  The  material  points  involved  in  this  aspect 
of  the  case  will  appear  more  clearly  by  citing  the  language  of 
the  report.  On  pages  31  and  32  of  the  report,  the  master  says: 
^^  A  part  of  the  expenses  of  manufacturing  the  hook-headed  spikes, 
made  with  the  use  of  the  bending  lever,  by  the  proprietors  of 
the  Albany  Iron  Works,  was  the  value  of  the  occupation  and 
use  of  the  real  estate,  buildings,  water  power,  dams,  bulk-heads, 
water  wheels,  and  other  fixtures  and  machinery,  machines,  and 
tools,  and  exclusively  employed  by  the  spike  factory  department 
in  the  manufacture  and  storage  of  its  production,  etc.,  and  for  the 
materials  used  by  its  mason,  carpenter,  blacksmith,  etc.,  from 


time  to  time." 


^^  Schedule  O,  hereto  annexed,  and  forming  a  part  of  this  my 
report,  contains  an  estimate  which  I  have  made,  from  the  testi- 
mony, of  the  average  values,  in  the  last  half  of  the  business 
year  ending  the  4th  of  April,  1846,  and  in  each  of  the  seven 
next  succeeding  business  years,  of  the  water  power,  the  spike 
factory  building,  the  spike  factory  store-house,  and  of  the  dam, 
bulk-head,  water  wheel,  and  propelling  machinery,  and  of  the 
machinery  and  tools  in  the  spike  factory." 

"  From  these  estimated  values,  which  I  believe  to  have  been 
about  the  true  values  of  this  part  of  the  spike  factory  property 
from  time  to  time  according  to  the  weight  of  the  testimony,  I 
have,  for  greater  caution,  and  because  I  believed  it  would  not 
alter  the  result  of  this  reference,  deducted  ten  per  cent." 

The  report  then  proceeds  to  allow  eight  per  cent,  per  annum 
on  the  estimated  value  of  this  part  of  the  spike  factory  property, 
and  to  allow  such  a  proportion  of  the  amount  as  was  properly 
chargeable  to  the  hook-headed  spikes,  leaving  the  balance  out  as 
belonging  to  the  other  articles  manufactured  in  the  spike  fac- 
tory. 
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He  allows  for  the 

I 

a) 

year, 

2 

3 

4 

5 

6 

7 
a 

$177.14 

43275 

672.67 

947-74 

1)1 16.04 

.    i)994.o8 

2,074.11 

i>597-96 

The  total  amount  of  these  items  is         .         .  $9,006.49 

The  complainants  contend  that  this  is  in  the  nature  of  rent 
for  the  use  of  premises  which  the  defendants  had  already  erected 
for  their  other  business,  and  therefore  it  should  not  be  allowed 
as  an  item  in  their  expense  account.  But  we  do  not  see  how 
the  true  amount  of  profit  derived  from  the  use  of  the  machines 
is  to  be  determined  without  deducting  from  the  value  of  the 
articles  made  all  the  elements  of  cost  in  their  production.  The 
use  of  shop  room  and  tools  is  a  necessary  ingredient  in  the 
expense  of  manufacturing  most  articles,  and  we  see  no  reason 
why  it  must  not  be  estimated  and  allowed  as  part  of  the  expense 
account.  The  case  of  Goodyear  et  al.  v.  The  Providence  Rubber 
Co,  is  cited  by  the  complainants  in  support  of  their  objection  to 
this  allowance.  But  as  that  case  is  not  reported,  and  the  decis- 
ion was  oral,  we  are  not  in  possession  of  the  reasons  by  which 
it  was  supported.  On  the  whole,  we  think  the  allowance  of  the 
items  embraced  in  this  exception  was  correct  on  principle.  We 
have  examined  the  evidence  upon  which  the  amount  allowed  by 
the  master  rests,  and  although  the  final  results  at  which  he  ar- 
rived were  reached  by  estimates  and  apportionments,  we  can  not 
say  that  he  has  erred  in  these,  or  that  the  evidence  fails  to  sup- 
port them.  As  we  have  already  stated  in  another  part  of  this 
opinion,  certainty  in  fixing  many  of  the  items  of  the  defendants' 
expense  account  was  impossible ;  but  we  think  the  amount 
allowed  by  the  master  under  this  head  was  no  more  than  rea- 
sonable.    This  exception  is,  therefore,  overruled. 

The  complainants,  by  their  twenty-fourth  exception,  object  to 
the  allowance  made  by  the  master  for  the  use  of  what  is  called 
floating  capital.     The  total  amount  allowed  by  the  master  under 

65 
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this  head  was  $7,692.94.  We  regard  the  principle  upon  which 
this  allowance  was  made  as  correct,  and  after  examining  the  evi- 
dence, we  approve  of  the  amount  allowed. 

There  are  over  fifty  remaining  exceptions  to  the  concisions 
of  the  master  on  the  one  side  and  on  the  other,  which  have 
been  discussed  at  great  length  by  counsel.  Of  these  exceptions, 
the  evidence  bearing  on  them,  and  the  arguments  presented,  we 
have  made  a  prolonged  and  laborious  examination.  We  have 
endeavored  to  sift,  analyze,  and  classify  the  evidence  bearing 
upon  each  point  raised,  and,  on  the  whole,  have  concluded  to 
overrule  them  all.  But  we  can  not  undertake  to  go  into  the 
reasons  that  have  led  us  to  this  result,  as  we  could  not  do  so 
without  extending  this  opinion  over  hundreds  of  pages.  This 
evidence  relates  to  innumerable  details,  the  discussion  of  which 
could  not  be  compressed  into  the  compass  of  an  ordinary  volume. 
We,  therefore,  content  ourselves  by  stating  the  result  to  which 
we  have  arrived  touching  these  remaining  exceptions. 

Reducing  the  price  of  the  spike  rods,  as  we  have  already  indi- 
cated, and  leaving  the  rest  of  the  report  to  stand,  we  find  that 
the  amount  of  profits  made  by  the  defendants  in  the  use  of  the 
complainants'  patent,  described  in  the  bill,  between  the  15th  of 
October,  1845,  ^"^  ^^^  3'^^  ^^  March,  1849,  after  deducting 
the  losses  that  subsequently  accrued,  is  $8,475.09.  The  com- 
plainants are,  therefore,  entitled  to  recover  this  sum,  with  interest 
at  the  rate  of  seven  per  cent,  per  annum,  from  the  last-named 
date  to  the  entry  of  the  final  decree  in  this  cause. 

As,  upon  the  facts  reported  by  the  master,  and  not  excepted 
to  by  either  party,  Mr.  Horner  is  to  be  deemed  a  member  of  the 
firm,  and,  therefore,  a  co-defendant  down  to  March  31,  1849, 
after  which  no  profits  were  made ;  his  withdrawal  from  the  firm 
does  not  require  to  be  noticed  in  the  decree. 

The  rule  touching  the  time  from  which  interest  is  to  be  com- 
puted, which  we  have  adopted,  is  liberal  toward  the  defendants, 
and  we  have,  therefore,  taken  no  account  of  the  trifling  loss  on 
the  fifty-one  tons  of  spikes  made  by  the  defendants,  the  adjust- 
ment of  which  was  provided  for  by  stipulation.  Subject  to  the 
modification  in  the  price  of  the  rods,  which  we  have  indicated, 
let  the  report  of  the  master  in  this  case  be  confirmed,  and  a 
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decree  entered  for  the  complainants  for  the  sum  of  $8,475.09, 
with  interest  from  March  31,  1849,  ^^  ^^^  ^^^^  ^^  ^^^  decree, 
together  with  costs  to  be  taxed. 

The  clerk  of  this  Court  is  directed  to  compute  the  interest 
and  include  the  same  on  the  entry  of  the  decree. 


Mr.  Justice  N£lson  concurs  in  this  opinion. 


The   Morse  Fountain  Pen   Ccmpany 

vs. 

The  Esterbrook  Steel  Pen  Manufacturing  Com- 
pany.    In  Equity. 

A  verbal  admission  of  infringement,  and  a  promise  to  desist,  is  a  strong  circumstance 
against  the  defendant  upon  a  motion  for  a  preliminary  injunction. 

In  the  case  of  simple  mechanism,  a  bare  inspection  is  sufficient  upon  the  question  of 
infringement  presented  upon  a  motion  for  preliminary  injunction. 

The  grant  of  a  subsequent  patent  serves  merely  to  indicate  the  opinion  which  highly 
respectable  officers  had  formed  on  an  ex  parte  examination  of  the  subject.  If 
the  infringement  be  clear,  an  injunction  should  be  granted,  notwithstanding  such 
patent. 

Where  defendants  were  making  a  pen  which  was  afterward  patented,  and  which,  in 
their  answer,  they  declared  to  be  a  new  and  useful  improvement  in  the  art  of 
making  pens  known  or  existing  at  and  prior  to  the  invention  thereof  by  the 
patentee,  and  where  the  complainant^s  pen  and  the  defendants*  pen  were  substan- 
tially the  same :  Held :  That  the  defendants  were  estopped  by  their  answer 
from  averring  by  affidavits  that  pens  substantially  the  same  as  their  own  or  the 
complainants*,  had  been  made  before  the  invention  of  either. 

(Before  Fixld,  J.,  District  of  New  Jersey,  March,  1869.) 

This  was  a  motion  for  a  provisional  injunction  to  restrain  the 
defendants  from  infringing  letters  patent  for  an  ^^  improvement 
in  pens/'  granted  to  William  A.  Morse,  January  14,  1868,  and 
assigned  to  complainants. 
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The  invention  consists  in  making  the  pen  in  two  parts,  con- 
sisting of  a  shank  to  fit  the  pen  holder,  with  a  projecting  tongue 
which  unites  it  with  the  other  portion  of  the  pen  containing  the 
point.  The  union  is  formed  by  passing  the  tongue  of  the  first 
part  through  a  loop  in  the  second,  and  then  curving  the  end  so 
as  to  form  a  chamber  for  the  retention  of  a  supply  of  ink. 

The  claim  of  the  patent  was  as  follows : 

*<  I  claim  a  fountain  union  pen  made  of  two  parts,  A  C  and  F,  the  same  being 
adjustable  and  connected  substaniially  as  described  and  shown  for  the  purpose 
specified." 

y,  B,  Dayton  and  Henry  Baldwin,  yr,,  for  complainants. 

Jonathan  Marshall  and  George  Harding,  for  defendants. 

Field,  J. 

This  is  an  application  for  a  preliminary  injunction  to  restrain 
the  infringement  of  a  patent  for  an  improved  fountain  pen. 
The  bill  is  in  the  usual  form,  setting  forth  the  issuing  of  the 
patent,  use,  and  exclusive  possession,  and  the  infringement.  It 
is  sworn  to  by  William  A.  Morse  and  Semmy  Rosenthal,  who 
compose  the  Morse  Fountain  Pen  Company — Morse  being  the 
original  patentee,  and  Rosenthal  having  acquired  an  interest  in 
the  patent  to  the  extent  of  one-half,  by  assignment.  Two  affi- 
davits have  also  been  produced  and  read,  on  the  part  of  the  com- 
plainants, in  support  of  the  application.  One  is  by  William  A. 
Morse,  the  patentee.  He  states,  among  other  things,  that  when 
he  applied  for  his  patent,  he  was  familiar  with  the  various  kinds 
of  steel  pens  in  the  market,  and  that  there  was  not  to  his  knowl- 
edge any  such  thing  as  a  fountain  pen  amongst  them.  That 
when  he  put  his  pen  into  the  market,  he  found  the  usual  diffi- 
culty in  introducing  a  novelty,  but  had  gradually  overcome  it, 
and  that  now  the  demand  for  his  pens  was  large  and  steadily 
increasing,  and  they  had  become  a  regularly  recognized  article 
in  the  stationer's  trade.  That  in  July,  1868,  he  first  encoun- 
tered a  pen  which  he  plainly  saw  to  be  a  mere  imitation  of  his 
patented  pen  ;  that  upon  inquiry  he  found  that  it  came  from 
the  Esterbrook  Factory,  at  Camden,  New  Jersey.  That  he 
promptly  wrote  to  them  that  the  pen  they  were  manufacturing 
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was  an  infringement  upon  his  patent,  and  unless  they  desisted 
from  making  it  he  would  commence  suit  against  them  ;  that 
thereupon  Mr.  Richard  Esterbroolc,  Sen.,  came  over  to  Phila- 
delphia to  see  him,  and  after  examining  his  letters  patent  said  it 
was  plain  to  him  that  the  pens  they  were  making  were  an 
infringement  of  that  patent,  and  that  they  would  make  no  more 
of  them  unless  Mr.  Goodspeed,  for  whom  they  made  them, 
would  obtain  a  license  from  him,  and  that  they  would  write  to 
Mr.  Goodspeed  to  that  effect ;  that  after  this  interview  the 
defendants  ceased  making  these  pens;  that  it  was  not  until 
November,  1868,  that  deponent  became  aware  they  had  resumed 
the  manufacture  of  them  ;  that  he  again  wrote  to  them  to  the 
same  effect  that  he  had  done  in  July,  and  that  the  only  answer 
he  received  was  one  stating  that  they  were  manufacturing  those 
pens  for  Mr.  Goodspeed,  of  New  York,  and  that  he  had  indem- 
nified them,  and  that  the  question  of  infringement,  therefore, 
was  one  with  which  they  had  nothing  whatever  to  do.  The 
other  affidavit  is  by  John  Turner.  He  says  he  is  one  of  the 
firm  of  Warrington  &  Co.,  steel  pen  manufacturers,  Philadel- 
phia ;  that  he  has  been  a  pen-maker  in  England  and  in  this 
country  for  about  thirty  years  ;  that  he  has  examined  the  letters 
patent  granted  to  William  A.  Morse,  January  14,  1868,  for  an 
improvement  in  pens,  and  believes  he  understands  the  invention 
therein  described  and  specified ;  that  he  has  also  examined  the 
two  pens  annexed  to  his  affidavit  and  marked  Goodspeed's  Foun- 
tain, No.  I  Patent,  and  Goodspeed's  Fountain,  No.  2  Patent,  and 
is  of  opinion  that  these  two  pens  embody  the  improvement 
described  and  specified  in  Morse's  said  patent,  each  of  them 
being  a  fountain  pen,  consisting  of  two  parts,  one  of  which 
parts  is  an  ordinary  pen,  provided  with  slots  or  perforations,  and 
raised  edges  to  such  slots  so  as  to  hold  and  retain  the  other 
part,  which  other  part  serves  to  retain  the  ink,  or  acts  as  a  foun- 
tain, and  is  adjustable  in  the  slots,  all  substantially  as  described 
in  said  letters  patent ;  that  his  firm  was  at  one  time  employed  in 
manufacturing  Goodspeed's  pens,  but  being  notified  that  such 
pens  were  an  infringement  of  Morse's  patent,  and  that  they 
were  liable  to  prosecution  therefor,  they  examined  the  matter, 
and  being  satisfied  that  such  pens  did  infringe  Morse's  patent. 


51 8  DISTRICT    OF    NEW  JERSEY". 

Mone  Fountain  Pen  Co.  v.  Escerbrook  Ste;l  Pen  Manufacturing  Co. 

they  advised  Mr.  Goodspeed  that  they  could  not  make  any  more 
of  them,  and  discontinued  making  them  accordingly. 

Thus  a  very  clear  and  Strang  case  for  an  injunction  has  been 
made  by  the  complainants.  Has  this  been  overcome  by  the 
affidavits  which  have  been  produced  upon  the  part  of  the  defend- 
ants ?  It  has  first  been  attempted  to  neutralize  the  effect  of  the 
affidavits  of  Morse  and  Turner,  to  which  I  have  referred.  For 
this  purpose  an  affidavit  of  Richard  Esterbrook,  Sen.,  has  been 
offered.  He  does  not  deny  any  of  the  statements  made  by 
Morse,  in  his  affidavit,  but  says  when  he  expressed  the  opinion 
that  the  pen  the  defendants  were  making  for  Goodspeed  was  an 
infringement  of  the  Morse  patent,  he  was  under  the  impression 
that  the  complainants  had  a  patent  for  the  pen  which  was  exhib- 
ited to  him  by  Morse,  and  marked  ^^  Morse  Fountain  Pen  Co., 
patented  January  14,  1868,"  but  he  has  since  ^^  learned  that  the 
complainants  have  no  patent  for  such  pen."  How  or  when  he 
learned  this  fact  he  does  not  say  ;  nor  does  he  explain  how  or  in 
what  respect  the  pen  so  exhibited  to  him  differs  from  the  pen 
patented  by  Morse.  He  also  states  that  at  the  time  when  this 
conversation  with  Morse  took  place,  the  pen  which  he  was 
manufacturing  for  Goodspeed,  and  to  which  reference  was  made, 
was  marked  ^^  Goodspeed*s  Golden  Pen,  No.  i,"  and  was  like 
the  one  attached  to  his  affidavit.  Now,  does  he  mean  to  say  that 
the  pen  which  he  is  now  making  for  Goodspeed  differs  materially 
from  the  one  he  was  then  making,  and  that  although  the  former  was 
an  infringement  of  the  complainants'  patent  the  latter  is  not  i 
He  does  not  say  so  expressly,  but  this  would  seem  to  be  a  fair 
inference  from  his  language.  Unless  he  means  this,  I  do  not 
see  the  force  or  bearing  of  this  part  of  his  affidavit.  But  if  this 
be  his  meaning,  where  is  the  evidence  that  the  pens  he  was  then 
making  for  Goodspeed  differ  in  any  essential  respect  from  those 
he  is  now  making.  And  if  this  is  what  he  means  to  say  now, 
why  was  no  reference  to  this  fact  made  in  his  letter  to  the  com- 
plainants of  the  1 2th  of  February,  1869.  It  would  have  been 
so  easy  and  so  natural  for  him  to  have  said,  ^^  The  pens  I  am  now 
making  for  Goodspeed  are  not  the  same  as  those  I  formerly 
made,  and  I  do  not  consider  them  an  infringement  of  your 
patent."     But  instead  of  saying  this,  or  anything  like  it,  he  puts 
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himself  entirely  upon  the  ground  that  as  the  defendants  were 
manufacturing  for  Goodspecd,  and  were  indemnified  by  him, 
they  had  no  interest  in  the  question  of  infringement. 

The  fact  then  sworn  to  by  Morse  stands  uncontradicted,  that 
Esterbrook,  in  July  last,  after  examining  Morse's  letters  patent, 
did  admit  that  the  pens  that  the  defendants  were  then  manu- 
facturing for  Goodspeed,  were  an  infringement  of  that  patent, 
and  that  he  promised  to  desist  from  making  them.  And  the 
attempt  he  now  makes  to  break  the  force  of  this  admission  is 
certainly  not  a  very  successful  one.  When  he  made  this  admis- 
sion, he  was  manufacturing  pens  for  Goodspeed,  and  his  interest 
would  have  made  him  desire  to  reach  a  different  conclusion.  At 
that  time  he  could  have  had  no  doubt  whatever  upon  the  subject. 
His  attention  was  particularly  called  to  the  matter ;  he  examined 
the  letters  patent  of  Morse,  and  said  it  was  clear  the  pens  he 
was  making  were  an  infringement  of  that  patent.  Had  his 
opinion  undergone  any  change  as  late  as  the  12th  of  February, 
when  he  wrote  the  letter  annexed  to  Morse's  affidavit,  and  after 
he  had  resumed  the  manufacture  of  pens  for  Goodspeed  ?  Cer- 
tainly, if  it  had,  he  would  have  said  so.  The  only  reason  he 
assigned  for  making  these  pens,  after  he  had  promised  he  would 
discontinue  to  do  so,  was  that  Goodspeed  had  indemnified  him. 
It  is  but  fair  to  presume  he  had  no  other. 

Then  we  have  another  affidavit  of  John  Turner,  the  same 
witness  whose  affidavit  of  February  24,  1869,  was  produced 
by  the  complainant.  His  first  affidavit,  as  we  have  seen,  was 
very  full  and  explicit.  He  not  only  expresses  a  decided  opinion 
that  Goodspeed's  pens  are  an  infringement  of  the  Morse  patent, 
but  he  assigns  such  reasons  for  that  opinion,  that  it  is  manifest 
he  perfectly  understood  the  nature  and  extent  of  Morse's  patent, 
and  the  invention  therein  described,  and  that  Goodspeed's  pens 
did  embody  the  same  improvement  therein  specified.  Now,  he 
says  that  the  pen  referred  to  in  his  former  affidavit,  and  which 
he  concluded  infringed  Morse's  patent,  was  a  pen  similar  to  the 
one  attached  to  his  second  affidavit,  and  marked  Goodspeed's 
pen.  The  same  remark  that  was  made  as  to  Esterbrook's 
affidavit  applies  to  this.  If  it  means  anything  to  the  purpose,  it 
means  that  the  pens  which  the  defendants  are  f^oy^  pnaking  for 
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Goodspeed,  are  essentially  different  from  those  which  the  firm 
of  Warrington  &  Co.,  of  which  Turner  was  a  member,  were 
making  at  the  time  referred  to  in  his  affidavit.  But  there  is  no 
evidence  to  show  that  this  is  the  case.  At  all  events,  he  has 
not  attempted  to  explain  wherein  that  difference  consists.  There 
is,  I  think,  therefore,  in  this  affidavit  nothing  to  weaken  the 
force  of  the  clear  and  positive  statement  made  by  him  in  his 
former  one. 

A  number  of  other  affidavits  have  been  read  on  the  part  of  the 
defendants ;  it  is  not  necessary  to  go  into  a  detailed  examination 
of  them.  One  of  them  is  by  Goodspeed,  who  although  not 
nominally  a  party  to  this  suit,  yet  is  virtually  the  defendant. 
The  others  are  by  men  who  represent  themselves  to  be  pen- 
makers,  and  who  certainly  express  the  opinion  that  the  pens 
which  the  defendants  are  manufacturing  for  Goodspeed,  are  no 
infringement  of  Morse's  patent.  Edward  Smith,  for  instance, 
says,  that  he  has  read  a  certified  copy  of  the  letters  patent 
granted  to  Morse ;  that  he  has  also  examined  the  pen  marked 
^^  Goodspeed's  Fountain,  No.  i  Patent,"  and  is  of  opinion  that 
this  pen  does  not  embody  the  improvement  described  and  specified 
in  said  letters  patent.  And  yet  this  witness  is  one  of  the  firm  of 
Warrington  &  Co.,  who  were  at  one  time  employed  in  making 
pens  for  Goodspeed,  but  who,  as  Turner  states,  upon  being  satis- 
fied that  these  pens  were  an  infringement  of  Morse's  patent, 
advised  Mr.  Goodspeed  that  they  could  not  make  any  more  of 
them.  But  the  answer  to  all  these  affidavits  is,  that  we  have 
the  pens  before  us,  and  can  examine  and  compare  them.  And, 
although  no  doubt  there  are  cases  where  such  a  comparison 
would  involve  more  than  the  usual  amount  of  mechanical  knowl- 
edge, and  might  not,  therefore,  be  satisfactory,  yet  it  appears  to 
me  that  in  a  matter  so  simple  as  this,  a  bare  inspection  of  the 
pens  patented  by  the  complainants,  and  made  by  them,  and  the 
pens  manufactured  by  the  defendants,  must  be  sufficient  to  sat- 
isfy any  one  that  they  are  substantially  the  same  pens.  They 
may  vary  in  form.  The  pen  made  by  the  defendants  may  ia 
some  respects  be  a  better  pen  than  that  made  by  the  complain- 
ants, but  it  embodies  the  same  improvement  as  that  described 
and  specified  in  Morse's  patent.     What  is  this  improvement  ? 
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It  is  a  fountain  pen,  which  will  hold  a  larger  quantity  of  ink  than 
pens  formerly  in  use.  It  consists  of  two  parts,  one  of  which  is 
an  ordinary  pen,  provided  with  slots  or  perforations,  and  raised 
edges  to  such  slots  so  as  to  hold  the  other  part,  which  other  part 
serves  to  retain  the  ink  and  acts  as  a  fountain,  and  is  adjustable 
in  the  slots.  The  invention,  as  described  in  the  specifications, 
is  not  confined  to  this  particular  form  of  connecting  the  two 
parts,  but  it  consists  of  a  fountain  union  pen,  made  in  two  parts, 
the  same  being  adjustable,  and  connected  substantially  as  therein 
specified.  Now  where  is  the  difference  between  the  pen  pat- 
ented by  the  complainants,  and  described  in  the  specification, 
and  that  made  by  the  defendants  ?  I  can  see  none.  Whether 
the  fountain  part  or  reservoir  attachment  is  applied  to  the  inside 
of  the  pen  or  to  the  back  of  it,  can  make  no  essential  difference; 
for,  as  we  have  seen,  the  invention  is  not  confined  to  any  partic- 
ular form  of  connecting  the  two  parts.  The  variations  between 
them  are  in  form  only,  and  not  in  substance.  The  improve- 
ment embodied  in  both  is  the  same. 

But  it  is  said  that  Goodspeed  has  applied  for  a  patent  for  his 
pen,  and  we  have  the  affidavit  of  Mr.  Frazer,  who  states  that 
he  has  been  employed  by  Goodspeed  to  obtain  letters  patent  for 
his  improvement  on  fountain  pens ;  that  the  application  was  filed 
in  the  Patent  Office  on  the  loth  of  June,  1868 ;  that  it  was  par- 
tially allowed  on  the  24th  of  that  month;  that  it  has  since  been 
pending  in  appeal  until  the  25th  of  February,  when  the  patent 
was  fully  allowed,  and  went  to  issue  ;  and  that  he  is  imformed  by 
the  proper  official  clerk  of  the  Patent  Office,  that  the  said  patent 
will  issue  and  bear  date  on  the  9th  day  of  March,  instant.  But 
suppose  the  patent  had  already  been  issued  to  Goodspeed  ;  as  said 
by  Judge  Kane,  in  case  or  IVilson  v.  Barnuniy  i  Wallace  C.  C. 
347,  the  grant  of  a  subsequent  patent  serves  merely  to  indicate 
the  opinion  which  highly  respectable  officers  had  formed  on  an 
ex  parte  examination  of  the  subject,  but  was  not  conclusive,  or 
even  prima  facte  evidence.  In  that  case,  the  Judge  being  well 
satisfied  of  the  fact  of  infringement,  granted  an  interlocutory 
injunction,  although  a  majority  of  the  experts  examined  thought 
there  was  no  infringement. 

Let  an   injunction  issue  until  the  further  order  of  the  Court. 
66 
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A  motion  to  dissolve  the  injunction  was  subsequently  argued, 
which  was  denied  in  July,  1869.  The  opinion  of  the  Court  was 
in  substance  as  follows  : 

Field,  J. 

In  the  case  of  Thf  Morse  Pen  Co.  v.  The  Esterbrook  Steel  Pen 
Manufacturing  Co,^  the  motion  to  dissolve  the  injunction  is 
denied.  I  have  decided  the  case  upon  this  point.  In  granting 
the  injunction,  I  held  that  the  pen  patented  by  Morse  was  sub- 
stantially the  same  pen  with  that  which  the  defendants  ^ere  man- 
ufacturing for  Goodspeed.  I  may  have  been  mistaken  in  that 
opinion,  but  I  still  adhere  to  it.  If  that  opinion  be  correct,  of 
course  the  motion  to  dissolve  must  be  denied.  For  the  answer 
of  the  defendants  avers  that  Goodspeed  has  obtained  a  patent 
for  the  pens  which  the  defendants  were  manufacturing  for  him, 
and  that  such  pens  were  a  new  and  useful  improvement  in  the 
art  of  making  pens,  known  or  existing  at  and  prior  to  the 
invention  thereof  by  Goodspeed.  If  this  be  so,  then  the  Good- 
speed  pen  is  a  substantially  different  pen  from  that  referred  to  in 
the  affidavits  read  upon  the  part  of  the  defendants.  If  the  pen 
then  patented  by  Morse  be  substantially  the  same  pen  as  that 
which  the  defendants  were  making  for  Goodspeed,  and  for 
which  he  has  obtained  a  patent,  the  defendants  are  precluded 
from  averring  that  it  is  the  pen  referred  to  in  the  affidavits. 


James  T.  Gilmore 

vs. 

Samuel  Golay,  Henry  B.  Sears,  et  al.     In  Equity. 

The  letters  patent  for  improvement  in  "millstone  dressing/*  granted  January  21, 
i868y  to  Samuel  GoUy,  as  to  that  part  of  the  invention  set  forth  in  the  first  and 
third  claims,  are  invalid,  inoperative,  and  void. 

Form  of  a  decree  under  section  16  of  the  act  of  July  4,  1836. 

(Before  Olin,  J.,  District  of  Columbia,  March,  1869.) 
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This  was  a  bill  in  equity  filed  under  section  16  of  the  act  of 
July  4,  1836,  by  the  complainant,  as  owner  of  the  letters  pat- 
ent for  improvement  in  machinery  for  dressing  or  working  stone, 
granted  to  him  May  29,  1863,  and  the  owners  of  letters  patent 
for  improvement  in  millstone  dressing,  granted  to  Samuel 
Golay,  January  21,  1868.  It  was  claimed  that  these  patents 
interfered  with  each  other,  that  Gilmore  was  the  original  and 
first  inventor  of  the  interfering  invention,  and  that  the  letters 
patent  granted  to  Golay  were  void.  The  bill  prayed  that  the 
said  letters  patent  might  be  declared  inoperative,  invalid,  and 
void.  The  learned  judge  delivered  no  written  opinion,  but  the 
decree  signed  by  him  is  given  in  full,  as  one  of  the  first  in  a  class 
of  cases,  doubtless  designed,  hereafter,  to  occupy  much  of  the 
attention  of  the  courts.  (See  also  Gold  and  Silver  Ore  Separa- 
ting Co.  V.  Mason^  p.  489.) 

The  claims  of  the  interfering  patent  were  as  follows : 

Gilmore's  patent: 


**  First.  The  placing  of  a  diamond  or  diamonds,  or  other  hard-cutting  points,  on 
the  periphery  or  sides  of  a  wheel  or  disk,  or  anything  equivalent  thereto,  and  opera- 
ting said  wheel  or  disk,  at  any  required  speed,  by  rotary  motion,  or  by  rotary,  rectili- 
near, and  reciprocating  motion,  simultaneously  applied,  at  and  for  the  purpose  set 
forth. 

<'  Second,  The  manner  of  rotating  the  cutter-wheel  A^  by  means  of  the  pulleys  B, 
£,  E^  C,  and  H ;  also,  the  mode  of  giving  rectilinear  and  reciprocating  motion  to  the 
said  cutter-wheel  by  means  of  the  divided  nut  U,  screw  K,  bevel  wheels  N  N^  and  O, 
pulleys  S  and  H,  vibrating  hanger  Q,  and  shipper  rod  T;  also,  the  dovetailed  arm  C, 
and  tight  screw  C^  for  attaching  said  arm  to  the  slide  block  D,  and  adjusting  the  cut- 
ter-wheel; the  said  several  parts  being  combined,  arranged,  and  operated  substantially 
as  shown,  and  for  the  purpose  specified. 

*'  Third.  The  mechanical  parts  for  supporting  and  connecting  the  said  rotary  cutter, 
together  with  the  parts  for  controlling  its  movement,  as  stated,  to  the  arm  of  the  pat- 
ented millstone  dresser,  herein  referred  to,  so  that  the  said  cutter  will  conform  to  the 
position  and  movements  of  the  said  arm,  as  herein  described,  and  for  the  purpose  set 
forth." 


Golay's  patent : 


"  First.  A  cutting  tool  armed  with  a  diamond  or  diamonds,  or  other  hard  stones,  and 
so  constructed  and  operating  that  while  it  is  caused  to  traverse,  it  will  cut  or  chip  a 
furrow  or  groove  in  a  millstone,  by  a  succession  of  blows,  as  set  forth. 

**  Second.  The  disk  /  and  /^  hung  to  a  spindle  J,  and  having  sockets  p  of  difllisr- 
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ent  sizes  in  which  the  cutting  stones  are  held  when  the  disks  are  brought  together  as 
described. 

*'  Third.  The  cutting  tool  K,  constructed  substantially  as  specified,  in  combinadoa 
with  the  mechanism  herein  described,  or  any  equivalent  to  the  same,  for  imparting  to 
the  said  tool  a  rotary,  longitudinal,  or  lateral  motion,  as,  and  for  the  purpose  herein  set 
forth. 

'*  Fourth.  The  adjustable  firame  A,  guided  by  the  central  spindle  P,  and  carrying  the 
adjustable  plates  c'  in  combination  with  the  pivoted  frame  B. 

'*  Fifth.  The  reversible  guide  bar  C  so  secured  to  the  frame  B  by  boltsythat  it  may 
be  inclined  for  the  purpose  specified.** 

fVm,  Leski  and  A.  G.  Riddle^  for  complainant. 
y,  H,  Bradley^  Jr.y  for  defendants. 

Olin,  J. 

This  cause  came  to  be  heard  at  this  term,  and  was  argued  by 
counsel,  and  thereupon,  upon  consideration  thereof,  it  is 

Ordered,  adjudged,  and  decreed,  as  follows,  to  wit :  That  the 
letters  patent  of  the  United  States  No.  73,524,  granted  Jan- 
uary 21,  1868,  to  Samuel  Golay,  for  improvement  in  millstone 
dressing,  to  wit:  As  to  that  part  of  the  alleged  invention  set 
forth  in  the  specification  of  said  letters  patent  in  the  following 
words,  to  wit:  ''The  main  feature  of  my  invention  consists  of 
a  cutting  tool,  armed  with  a  diamond  or  other  hard  stone,  and 
so  constructed  and  operating  as  to  pick  or  cut  grooves  in  a  mill- 
stone by  a  series  of  blows  delivered  in  quick  succession,"  and 
as  claimed  in  the  first  claim,  to  wit :  ''  A  cutting  tool  armed 
with  a  diamond  or  diamonds,  or  other  hard  stone,  and  so  con- 
structed and  operating  that  while  it  is  caused  to  traverse,  it  will 
cut  or  chip  a  furrow  or  groove  in  a  millstone  by  a  succession  of 
blows;"  and  in  the  third  claim,  to  wit :  ''The  cutting  tool  K, 
constructed  substantially  as  specified,  in  combination  with  the 
mechanism  herein  described,  or  any  equivalent  to  the  same,  for 
imparting  to  the  said  tool  a  rotary,  longitudinal,  or  lateral 
motion,  as  and  for  the  purpose  herein  set  forth,"  are  hereby  de- 
clared invalid,  inoperative,  and  void,  and  that  the  defendants  pay 
the  cost  in  this  cause,  to  be  taxed  by  the  clerk. 


APRIL,    1869.  525 

Cleveland  v.  Towle. 


Charles  H.  Cleveland 


vs. 


William  P.  Towle. 

A  manufacture  and  sale,  by  persons  other  than  the  patentee,  of  articles  made  upon  the 
same  principle  as  the  patented  thing,  for  more  than  two  years  prior  to  the  appli- 
cation of  the  patentee,  avoids  the  patent. 

The  defendant  will  infringe  the  cumplainant*s  patent  if  he  use  the  invention  of  com- 
plainant as  one  of  the  elements  of  a  combination  which  he  has  himself  pat- 
ented. 

(Before  Gilss,  J.,  District  of  Maryland,  April,  1869.) 

This  was  an  action  on  the  case,  tried  by  Judge  Giles  and  a 
jury,  to  recover  damages  for  the  infringement  of  letters  patent 
for  ^^  improvement  in  suspenders,"  granted  to  plaintiff  October 
8,  1867. 

The  claim  of  the  patent  was  as  follows  : 

*'  The  shoulder  brace  meets  at  each  end  in  a  single  attachment  that  buttons  to  the 
sides  of  the  waistband. 

*'  The  suspender  or  shoulder  brace,  composed  of  two  single  straps,  CC,  each  passing 
from  its  attaching  strap  at  the  one  side  over  the  shoulder  to  the  attaching  strap  on  the 
other  side  of  the  body,  substantially  as  herein  described. 


*> 


Joseph  L.  Brent  and  Robert  J.  Brent^  for  plaintiff. 

fVilliam  H.  Norrisy  for  defendant. 

Giles,  J.,  charged  the  jury  as  follows  : 

The  patent  of  complainant  is  for  a  suspender  composed  of 
two  straps,  dither  elastic  or  non-elastic,  crossing  each  other  on 
the  back  and  passing  over  and  under  the  shoulder,  and  being 
attached  to  the  pantaloons  at  two  points,  one  on  either  side,  just 
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above  the  hip,  as  described  in  said  patent.  And  if  the  jury 
shall  find  from  the  evidence  that  in  1858,  and  more  than  two 
years  before  the  complainant  applied  for  his  patent,  suspenders 
made  upon  this  principle  were  manufactured  and  sold  by  the 
American  Suspender  Company,  in  Connecticut,  or  sold  by  Mr. 
Church,  their  agent  in  the  city  of  New  York,  then  the  said 
complainant  was  not  the  first  and  original  inventor  of  the  said 
suspender,  and  the  jury  will  find  the  first  issue  in  the  negative. 

2.  If  the  jury  shall  find  that  the  patent  ofthe  defendant,  although 
for  a  combination  which  contains  as  one  of  its  elements  the 
same  principle  or  substance  which  is  embodied  in  complainant's 
patent,  the  same  is  an  infringement  on  complainants's  patent,  and 
the  jury  will  find  the  second  issue  in  the  affirmative. 

3.  If  the  jury  shall  find  that  the  defendant  manufactured  or 
vended  suspenders  which,  in  their  manufacture,  contained  the 
principle  which  is  described  in  the  first  instruction,  as  patented 
to  complainant,  they  will  find  the  third  issue  in  the  affirmative, 
if  the  jury  shall  find  the  first  issue  in  the  affirmative. 


George  S.   Harwood  and  George  H.  Quincy 

vs. 

The    Mill    River  Woolen    Manufacturing   Com- 
pany. 

In  answer  to  the  oflfer  to  anticipate  an  American  invention  by  a  foreign  patent,  proof 
will  be  received  that  the  devices  set  forth  in  the  foreign  patent  are  inoperative, 
impracticable,  and  worthless. 

When  the  plaintiff  used  a  perforated  dipper  for  performing  the  double  function  of 
stirring  the  oil  and  raising  enough  for  a  single  operation,  and  the  defendant  sub- 
stituted a  dipper  of  wire  gause,  which  stirred  the  oil  and  raised  enough  for  a 
single  operation,  but  the  raising  and  lowering  mechanism  was  difierent,  and  the 
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mode  of  applying  the  oil  was  different.     Held :  That  the  defendant*8  mechanism 
was  a  substantial  equivalent  for  the  plaintiff  *s. 

(Before  Shipman,  J.,  District  of  Connecticut,  April,  1869.) 

This  was  an  action  on  the  case,  tried  by  the  Court  without 
a  jury,  and  brought  to  recover  damages  for  the  infringement 
of  letters  patent  for  improvements  in  machinery  for  oiling  or 
lubricating  wool  or  other  fibrous  material,"  granted  to  William 
Clissold,  October  7,  1862,  assigned  to  plaintiffs,  and  reissued  to 
them  September  13,  1864,  and  again  March  27,  1866. 

The  nature  of  the  invention  and  the  claims  which  it  was  al- 
leged were  infringed  by  the  defendants,  are  set  forth  in  the 
opinion. 

Hubbard  ^  McFarland^  for  plaintiffs. 
C  G.  Child^  for  defendants. 

Shipman,  J. 

This  is  an  action  at  law  for  an  alleged  infringement  of  a  pat- 
ent. By  stipulation  it  was  tried  to  the  Court.  The  suit  is 
founded  upon  a  patent  reissued  to  the  plaintiffs,  as  assignees  of 
William  Clissold,  the  alleged  inventor.  Clissold  originally  took 
out  a  patent  for  the  invention  in  England,  February  24,  1862. 
October  7,  1862,  he  took  out  a  patent  in  the  United  States. 
September  13,  1864,  the  same  having  been  surrendered,  was 
reissued  to  these  plaintiffs.  The  latter  again  surrendered  the 
patent,  and  the  present  reissue  was  granted  to  them  March  27, 
1866.     The  present  action  is  founded  upon  this  last  reissue. 

The  invention  purports  to  be  an  improvement  in  machinery 
for  oiling  or  lubricating  wool,  or  other  fibrous  material.  The 
specification  contains  an  elaborate  description  of  the  machinery, 
and  the  claim  includes  nine  different  combinations.  The  plain- 
tiffs insist  that  the  machine  used  by  the  defendants  infringes  the 
third,  fourth,  and  fifth  combinations  set  forth  in  their  patent  as 
the  inventions  of  Clissold.  The  defendants  have  pleaded  the 
general  issue,  and  given  notice  of  a  patent  to  John  Mason,  of 
England,    published    in   a    printed   volume,  which    they    claim 
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includes  and  antedates  the  invention  of  Cllssold.  »This  part  of 
the  case,  however,  is  easily  disposed  of,  as  the  proof  by  wit- 
nesses familiar  with  the  subject  is,  that  the  devices  set  forth  in 
the  Mason  patent  are  inoperative,  impracticable,  and  worthless. 
The  plaintiffs  having  proved  the  validity  of  their  invention  of 
Clissold,  and  their  title  to  the  exclusive  use  of  the  same,  the 
only  material  question  left  is  that  of  infringement.  It  will  be 
extremely  difficult,  if  not  impossible,  to  describe  the  plaintiffs' 
and  defendants'  machines  in  a  judicial  opinion  so  that  any  one 
not  familiar  with  them  can  understand  their  precise  operation. 
The  plaintiffs'  specification  sets  forth  the  nature  of  Clissold's 
invention  as  follows  : 

"This  invention  relates  to  the  operation  of  supplying  oil  or 
oleaginous  mixture  to  wool,  preparatory  to  its  being  submitted  to 
the  carding  engine,  and  whilst  being  fed  thereto  for  the  purpose 
of  being  worked  into  sliver,  the  object  of  this  invention  being 
to  effect  a  uniform  and  equable  distribution  of  the  liquid  through 
the  mass  of  fibers  under  operation,  and  prevent  the  waste  of 
oil,  labor,  and  time  that  is  consequent  on  the  mode  of  oiling 
heretofore  practiced.  To  this  end  a  pressure  roller  is  used^ 
mounted  above  the  feed  apron  of  a  carding  machine,  to  which 
the  wool  is  supplied  in  the  usual  manner.  This  pressure  roller, 
receiving  oil  from  a  suitable  reservoir  through  the  intermediary 
of  a  traveling  brush,  or  brushes,  and  dipping  plate,  or  plates, 
which  supply  the  brush  or  brushes  with  the  requisite  quantity  of 
oil,  will  insure  the  equable  distribution  of  the  oil  over  the  whole 
surface  of  the  wool  as  it  passes  under  it,  and  in  contact  there- 
with. The  dipper  is  arranged  to  perform  two  functions :  first, 
of  continually  stirring  up  and  mixing  the  oil  or  composition,  and 
second,  in  carrying  or  lifting  up  the  requisite  quantity  of  oil  for 
each  individual  oiling  operation.  Without  this  stirring  up,  it 
would  be  impossible  to  use  a  composition,  or  even  common  oil. 
The  one  separates,  the  other  settles  with  a  heavy  sediment.'* 

It  is  unnecessary  to  attempt  a  full  description  of  the  ma- 
chinery constructed  by  Clissold  to  accomplish  this  purpose,  as 
the  alleged  infringement  is  only  of  some  of  the  subordinate 
combinations  whose  use  he  contemplated  apart  from  the  other 
devices. 
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The  third  branch  of  the  claim  is  in  the  followings  words : 
^^In  automatic  wool-oiling  machinery,  we  claim  the  combination 
of  a  tank  or  reservoir  with  a  dipper  or  equivalent  mechanism 
for  performing  the  double  functions  of  stirring  or  agitating  the 
oil  or  lubricating  matter  in  the  tank,  and  of  lifting  therefrom  at 
each  time  a  quantity  of  oil  or  lubricating  matter  requisite  for  one 
oiling  operation,  and  this  is  claimed  only  when  arranged  for 
operation  as  described — that  is  to  say,  so  that  the  said  dipper 
shall  not  come  in  contact  with  the  wool — substantially  as  set 
forth." 

The  fifth  branch  of  the  claim  is :  "  In  automatic  wool-oiling 
machinery,  we  also  claim  the  combination  of  an  oil  tank  with  a 
dipper,  constructed  substantially  as  described,  so  that  the  requi- 
site quantity  of  oil  for  each  operation  shall  be  lifted  and  con- 
veyed from  the  tank  by  adhesion  of  the  oil  or  lubricating  mat- 
ter to  the  dipper,  substantially  as  set  forth."  It  is  not  important 
to  cite  the  fourth  branch  of  the  claim,  as  the  question  of 
infringement  is  presented  in  relation  to  the  third  and  fifth 
clauses,  above  cited.  In  the  plaintiffs*  machine  the  tank  or 
reservoir  containing  the  oil  or  other  lubricating  mixture  is  placed 
at  one  end  of  the  carding  engine ;  a  horizontal  cross-bar  extends 
over  the  tank  and  across  the  sheet  of  wool  parallel  to  and  over 
a  pressure  roller,  under  which  pressure  roller  the  wool  passes. 
On  this  cross-bar,  which  is  supported  by  posts  at  each  end, 
travels  a  carriage  to  which  is  attached  a  brush,  and  also  an 
incline  or  lifting  shoe.  The  dipper  plate  is  of  thin  perforated 
metal,  lying  flat  to  the  surface  of  the  fluid.  To  this  dipper 
plate  is  attached  a  vertical  rod,  which  runs  in  a  vertical  slide,  the 
slide  being  attached  to  the  cross-bar  over  the  tank.  The  car- 
riage slides  backward  and  forward  over  the  edge  or  top  of  the 
cross-bar,  and  as  it  reaches  the  vertical  rod  which  is  attached  to 
the  dipper  plate,  it  (the  incline)  engages  a  pin  inserted  in  the  rod 
at  right  angles  to  it,  and  raises  the  dipper  plate,  and  with  it,  suf- 
ficient oil  for  one  operation.  This  oil  is  taken  by  the  moving 
brush  and  distributed  over  the  pressure  roller,  the  latter  carrying 
it  on  to  the  wool.  After  the  dipper  plate  has  been  lifted  and 
the  brush  taken  ofl^  the  oil,  the  plate,  by  its  own  gravity  and 
that  of  the  rod,  falls  again  into  the  fluid,  and  at  the  next  return 
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of  the  carriage  is  again  lifted  by  the  incline  or  shoe.  This 
operation  is  continually  repeated  at  each  revolution  of  the  end- 
less belt.  By  this  constant  rising  and  falling  of  the  perforated 
dipper-plate  the  liquid  is  agitated  and  mixed,  and  a  regular  and 
equable  quantity  presented  to  the  brush.  The  tank  in  the 
defendants'  machine  is  placed  in  front  of  the  carding  engine^ 
and  has  a  shaft  placed  over  it  near  the  outer  edge,  and  travers- 
ing its  whole  length.  Near  each  end  of  the  tank  two  arms 
project  from  this  shaft,  and  from  their  ends  are  stretched  a 
piece  of  wire  gauze.  One  end  of  the  shaft  projects  from  the 
end  of  the  tank ;  on  this  end  of  the  shaft  is  a  fixed  pulley,  to 
which  is  attached  a  leather  strap.  This  strap  is  fastened  to  the 
end  of  a  curved  arm,  the  other  end  of  which  arm  is  pivoted 
near  the  base  of  the  opposite  side  of  the  tank,  at  the  same  end. 
A  coil  of  wire  is  wound  round  the  shaft,  the  toe  or  bearing 
point  of  which  engages  the  side  of  the  tank,  and  tends  to  keep 
the  arms  of  the  shaft  resting  on  the  side  of  the  tank,  with  the 
wire  gauze  stretched  across  above  the  sheet  of  wool  as  it  passes 
to  the  carding  engine.  A  small  pulley  is  pivoted  to  the  curved 
arm  referred  to,  and  a  cam  placed  on  the  shaft  of  a  cog-wheel 
under  it.  As  the  cog-wheel  revolves,  carrying  the  cam,  the 
latter  engages  the  pulley  and  lifts  the  curved  arm.  By  this 
means  the  shaft,  through  the  medium  of  the  strap  and  fixed  pul- 
ley, is  revolved  so  as  to  immerse  the  wire  gauze  in  the  fluid  in 
the  tank.  The  inclined  plane  of  the  cam  gradually  releases  the 
shaft  so  that  it  raises  the  wire  gauze  to  a  certain  point,  and  then, 
by  an  abrupt  shoulder  on  the  cam,  the  shaft  is  wholly  and  sud- 
denly released,  and  the  coiled  spring  throws  it  over  with  force, 
the  projecting  arms  of  the  shaft  striking  on  the  edge  of  the 
tank,  and  sprinkling  the  liquid  on  the  wool. 

From  the  point  where  the  brush  takes  off  the  oil  in  the  Clis- 
sold  machine,  and  the  point  where  the  wire  gauze  reaches  near 
the  top  of  the  tank,  and  stands  on  a  plane  at  all  points  equidis- 
tant from  the  surface  of  the  oil,  in  the  defendants'  machine,  the 
operations  of  the  machines  are  different;  but  up  to  these  points, 
they  both  perform  substantially  the  same  operations.  The  wire 
gauze  in  the  defendants'  is  clearly  an  equivalent  for  the  per- 
forated metal  plate  in  the  plaintiffs'.     There  is,  then,  a  com- 
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bination  of  tank  and  dipper.  They  both  raise  the  oil  by  adhe- 
sion, and  raise  only  enough  for  one  oiling  operation.  The  only 
difficult  question  is,  whether  the  operation  is  performed  substan- 
tially in  the  same  way.  In  the  plaintifPs  machine  the  dipper  is 
immersed  by  its  own  gravity,  and  is  raised  by  the  action  of  the 
incline  or  lifting  shoe  operating  directly  on  the  pin  in  the  vertical 
rod.  In  the  defendants',  the  dipper  is  immersed  by  the  operation 
of  the  incline  on  the  revolving  cam,  through  the  medium  of  the 
curved  arm,  strap,  and  pulley  on  the  end  of  the  shaft,  and  is 
raised  by  force  of  the  spring  on  the  shaft,  bearing  on  the  side  of 
the  tank.  The  same  result  is  reached  in  both  cases,  and  I  am 
of  the  opinion  that  the  defendants'  mechanism  is  substantially 
an  equivalent  for  the  plaintiffs',  and  infringes  the  third  and  fifth 
claims  in  the  latter's  patent. 

Let  judgment  be  entered  for  the  plaintiffs  for  one  dollar  dam- 
ages and  costs. 


Peter  Brown 

vs. 

George  C.  Hall  et  al.     In  Equity. 

Where  the  invention  consisted  in  introducing  a  wire  into  the  bead  of  a  paint  can,  to 
give  strength  and  prevent  the  walls  from  collapsing,  and  a  similar  wire  was  proven 
to  have  been  previously  used  in  ice-cream  freezers.  Held:  that  if  a  can  so  con- 
structed was  old,  as  a  structure,  it  was  of  no  consequence  what  substance  was  or 
was  intended  to  be  carried  or  contained  wirhin  it. 

Whether  the  force  of  the  side  pressure  was  exerted  by  lifting  the  vessel  by  a  handle 
and  suffering  the  weight  of  its  contents  to  exert  the  side  pressure,  or  by  pressing 
down  upon  the  cover,  is  immaterial. 

Whether  the  addition  of  the  handle,  or  bail,  as  an  element  of  the  combination,  would 
have  made  it  substantially  difierent,  quare. 

Substantial  matter  of  defense  as  to  the  novelty  of  the  invention  should  be  set  up  in  the 
answer  with  sufficient  particularity  as  to  time,  place,  and  person,  to  enable  the 
plaintiff  to  know  what  he  has  to  meet. 

If,  however,  the  plaintiff  attend  the  examination  of  the  witnesses  of  defendant,  with- 
out objecting  to  the  testimony  because  relating  to  defenses  not  set  up  in  the  answer, 
he  can  not  take  advantage  of  the  defect  at  the  hearing. 
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Under  such  circumsrances  the  defendant  will  be  allowed  to  amend  his  answer  without 
costs,  even  at  the  hearing. 

Every  objection  to  te^timor>y  which  could  have  been  taken,  and  which  does  not  appear, 
by  the  record  of  the  testimony,  to  have  been  specifically  taken,  must  be  consid- 
ered as  having  been  waived. 

An  objectlan  to  testimony  which  does  not  state  the  grounds  of  objection,  ii  not  a  legal 
or  valid  objection. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  April,  1869.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  an  ^Mmprovement  in  paint  cans,'* 
granted  to  complainant  November  29,  1859,  ^^^  claim  of  which 
was  as  follows: 

*<  The  employment  of  strengthening  wire,  within  the  bead,  as  and  for  the  purpose 
herein  shown  and  described.** 

The  facts  sufficiently  appear  in  the  opinion. 

S.  D,  LaWy  for  complainant. 

H,  E,  Trema'tne  and  J.  A.  Seaman^  for  defendants. 

Blatchford,  J. 

This  is  a  final  hearing,  on  pleadings  and  proofs,  of  a  suit  in 
equity  founded  on  letters  patent,  issued  to  the  plaintiff,  Novem- 
ber 29,  1859,  ^^^  ^"  ''  improvement  in  paint  cans."  The  speci- 
fication states  that  ^^  the  invention  is  a  new  and  improved  paint 
can,  and  the  body  of  the  can  is  constructed  with  a  semi-circular 
projection,  or  bead,  near  to  its  top  edge,  which  serves  to 
strengthen  the  can  ;  that  the  cover,  when  the  same  is  on,  comes 
down  close  to  the  upper  side  of  the  projection  or  be.id  ;  and  that, 
within  the  bead,  a  wire  is  placed,  which  gives  strength  to  the  sides 
of  the  can,  preventing  them  from  collapsing.  The  tin  cans  usually 
employed  are  liable  to  collapse,  when  held  by  a  bail,  owing  to  the 
great  weight  of  the  paint,  but  by  use  of  the  wire  within  the  bead, 
the  walls  of  the  cans  are  strengthened  so  that  they  can  not  collapse. 
No  paint  can,  thus  made,  nor  any  other  covered  vessel,  has  ever 
been  made  having  a  wire  secured  within  a  bead  near  and  below 
the  mouth,  as  shown  by  me,  as  far  as  I  am  aware."  The  claim 
of  the  patent  in  question,  in  this  suit,  is  as   follows :   *'*'  The 
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employment  of  strengthening  wire  within  the  bead,  as  and  for 
the  purpose  herein  shown  and  described." 

The  point  of  the  invention,  as  disclosed  by  the  specification, 
is  placing  a  wire  within  a  bead,  or  semi-circular  projection,  near 
the  top  edge  of  the  body  of  the  can,  and  at  such  a  distance  from 
such  top  edge  that  the  cover,  when  the  same  is  on,  comes  down 
close  to  the  upper  side  of  the  bead.  The  object  of  the  wire  in 
the  bead  is  to  strengthen  the  sides  of  the  can,  and  prevent  them 
from  collapsing  by  the  side  pressure  of  weight  of  contents. 
The  liability  of  a  can  of  paint  to  collapse,  when  held  by  a  bail, 
is  pointed  out,  and  the  cause  assigned  is  the  great  weight  of  the 
paint.  The  specification  states  that  the  invention  is  claimed 
^^as  new  in  the  construction  of  paint  cans,"  and  the  patent  is 
granted  for  ^^an  improvement  in  paint  cans."  But  the  specifi- 
cation states  that  no  covered  vessel,  so  far  as  the  patentee  is 
aware,  has  ever  been  made  having  a  wire  secured  within  a  bead, 
near  and  below  the  mouth,  as  shown  by  him.  If  a  can  so  con- 
structed be  old  as  a  structure,  it  is  of  no  consequence  what 
substance  was  or  was  not  intended  to  be  carried  or  contained 
within  it,  provided  it  employed  within  a  bead,  located  substan- 
tially in  the  same  place,  a  wire  to  strengthen  the  can  against 
side  pressure  from  its  contents,  and  prevent  the  wall  from  col- 
lapsing by  such  side  pressure. 

The  evidence  of  James  A.  Price,  a  witness  for  the  defendants, 
a  tinsmith,  residing  in  Brooklyn,  New  York,  fifty  years  of  age, 
and  who  has  worked  in  the  tin  business  twenty-seven  years, 
shows  that,  from  the  year  1835  to  the  year  1840,  at  No.  Ill 
Greenwich  street,  in  the  city  of  New  York,  he  made  vessels 
for  freezing  ice-cream,  the  vessel  being  about  thirteen  or  four- 
teen inches  long  and  five  to  eight  inches  :n  diameter,  and 
having  an  exterior  bead  from  three-quarters  of  an  inch  to  an 
inch  and  three-quarters  from  the  top,  and  a  wire  inside  of  the 
bead  to  strengthen  or  stifFen  the  vessel,  the  cover  going  down 
on  the  outside  to  the  bead.  This  ice-cream  freezer  had  no  bail 
or  handle  by  which  it  could  be  held  up  or  carried.  It  had  a 
handle  on  the  top  of  the  cover  by  which  to  revolve  it  in  a 
freezing  composition.  The  plaintiff's  paint  can  is  described  in  his 
speciiication  and  shown  in  the  drawings  of  his  patent,  as  pro- 
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vided  with  a  handle,  by  which  it  can  be  lifted  or  carried* 
From  twenty-five  to  fifty  of  the  ice-cream  freezers  in  question 
were  made.  They  were  publicly  sold.  The  wire  was  twined, 
and  then  covered  with  solder,  in  the  bead,  as  nearly  as  could  be, 
so  as  to  make  a  smooth  interior  surface  and  to  prevent  the  rust- 
ing of  the  wire.  It  is  quite  apparent  that,  as  a  structure,  having 
a  wire  within  the  bead,  to  give  strength  and  prevent  the  col- 
lapsing of  the  walls  of  the  vessel  from  side  pressure,  the  pat- 
ented can  and  the  ice-cream  freezer  are  alike.  This  is  irrespective 
of  any  handle  or  bail.  The  claim  of  the  patent  does  not  em- 
brace a  handle  or  bail.  It  claims  only  the  employment  of  a 
strengthening  wire  within  the  bead,  for  the  purpose  described. 
That  purpose  is  to  strengthen  the  can  from  side  pressure  and 
prevent  its  walls  from  collapsing  from  side  pressure.  The  side 
pressure  from  the  contents  within  existed  in  the  ice-cream 
freezer,  and  the  effect  of  the  wire  therein  was  to  strengthen  the 
vessel  and  prevent  its  walls  from  collapsing.  Whether  the  force 
of  the  side  pressure  be  exerted  by  lifting  the  vessel  by  a  handle 
and  sufFering  the  weight  of  its  contents  to  exert  therside  pressure 
or  by  pressing  down  on  its  cover,  as  would  happen  when  the  ice- 
cream freezer  was  revolving  in  the  freezing  composition,  makes 
no  difference.  In  the  paint  can,  when  lifted,  the  pressure  on  its 
sides  would  be  outward  from  within,  while  in  the  ice-cream 
freezer,  when  revolved  in  the  freezing  composition,  which  was 
the  way  of  using  it,  as  stated  by  Price,  the  pressure  would  prob- 
ably be  that  of  the  freezing  composition  exerted  inwardly  from 
without.  But  this  makes  no  difference.  Whether  an  amendment 
of  the  claim  to  introduce  the  handle  or  bail  as  an  element  in 
the  combination,  would  distinguish  the  can  from  the  ice>cream 
freezer  is  a  point  not  necessary  or  proper  now  to  be  determined. 
The  only  point  I  now  decide  is  that  in  claiming  the  employment 
of  a  strenthening  wire  within  the  bead,  for  the  purpose  described 
in  his  patent,  the  patentee  was  anticipated  by  the  ice-cream 
freezer,  and  that  the  claim  is  void  for  want  of  novelty. 

The  plaintiff"  insists,  however,  that  the  defendants  can  not 
avail  themselves  of  this  defense,  for  the  reason  that  the  an- 
swer only  sets  up  that  the  invention  was  not  new  with  the 
plaintiff*,  and    had,  long  before  the  date  of  his  patent,  been  in 
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public  use  and  on  sale,  without  the  plaintifPs  consent  or  allow- 
ance, and  that  the  plaintiff  was  not  the  true,  original,  or  first 
inventor  of  it,  and  that  the  mode  of  making  cans  described  in 
his  specification  was,  in  all  substantial  respects,  well  known  and 
frequently  and  publicly  used  in  the  manufacture  of  cans  for  the 
holding  of  paint,  and  for  other  purposes.  The  answer  states  no 
place  or  time  when,  or  person  by  whom,  the  prior  invention  was 
made  or  known. 

Under  the  decisions  in  O^Reilley  v.  Morse^  15  Howard,  62, 
no,  and  Pitts  v.  Edmonds^  2  Fisher's  Patent  Cases,  52,  54,  I 
think  that  such  substantial  matter  of  defense  as  that  relied  on  in 
this  case  ought  to  be  set  up  in  the  answer,  if  it  is  to  avail  the 
defendant,  with  sufficient  particularity  to  enable  the  plaintiff  to 
know  what  it  is  he  has  to  meet.  But  the  ground  on  which  the 
doctrine  of  those  cases  is  put  is,  that  the  patentee  must  not  be 
allowed  to  be  surprised,  and  must  have  notice  of  what  he  is 
required  to  meet.  In  the  present  case  the  objection  in  question 
was  not  taken  by  the  plaintiff  until  the  hearing  before  the  Court 
on  the  proofs.  ^*l"he  defendants  examined  before  the  examiner  \ 
five  witnesses  on  the  question  of  novelty,  including  the  witness  \ 
Price,  and  the  plaintiff  interposed  no  objection  on  the  ground 
that  the  testimony  was  directed  to  defenses  not  raised  by  the 
answer.  Every  objection  which  could  be  taken,  and  which 
does  not  appear  by  the  record  of  the  testimony  to  have  been 
specifically  taken,  must  be  considered  as  having  been  waived. 
An  objection  to  testimony  which  does  not  state  the  ground  of 
objection,  is  not  a  legal  or  valid  objection.  The  presumption  is, 
that  if  the  plaintiff  had  caused  it  to  be  stated  on  the  record  by 
the  examiner  that  he  objected  to  the  evidence  on  the  subject 
of  novelty,  because  the  answer  specified  no  time,  place,  or  per- 
son in  respect  to  the  prior  invention,  the  defendants  would  have 
taken  steps  to  amend  their  answer.  On  these  grounds  they 
will  now  be  allowed  to  do  so,  without  costs,  setting  up  the  par- 
ticulars of  defense  on  the  ground  of  want  of  novelty  disclosed 
in  the  proofs.  A  motion  on  notice  must  be  made,  setting  out 
the  specific  amendments  desired.  When  the  answer  shall  have 
been  thus  amended,  the  bill  will  be  disn^issed  with  costs 
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George  Crompton 


vs. 


The  Belknap  Mills  et  al.     In  Equitv. 

To  warrant  a  patent,  the  invention  must  be  useful :  that  is,  capable  of  some  beneficial 
use,  in  contradistinction  to  what  is  pernicious,  or  frivolous,  or  worthless. 

The  fact  that  a  blank  form  of  oath  not  executed  is  found  among  the  pa}iers,  can  not 
overcome  the  direct  recital  of  the  letters  patent  that  the  oath  was  taken,  or  the 
presumption  that  the  requi.'ements  of  the  law  wers  complied  with  in  issuing  the 
patent. 

The  taking  of  the  oath  is  not  a  condition  precedent,  failing  which  the  patent  must 
fail. 

Whether  the  oath  be  taken  or  not,  or  the  fee  paid,  the  omission  would  not  render  the 
patent  void  when  granted. 

Differences  of  description  or  specification  between  the  original  and  reissue  are  consistent 
with  the  identity  of  the  thing  patented.  To  correct  a  description  or  claim,  or 
both,  is  one  object  of  allowing  a  surrender. 

In  the  reissued  patent  the  patentee  need  not  claim  all  that  was  claimed  in  the  original 
patent.     He  may  retain  whatever  he  deems  proper. 

A  claim  in  a  reissue  for  the  use  of  a  pattern  chain,  or  any  other  device  for  determining 
the  design  to  be  woven,  it  is  not  a  claim  for  all  subsequent  improvements,  nor  doet 
it  enlarge  the  patent.  It  is  limited  to  the  pattern  chain  described,  or  one  sab* 
stantially  the  same,  or  some  well-known  substitute. 

A  reissue  granted  to  an  assignee  may  be  extended  to  the  patentee.  In  judgment  of 
law,  a  reissue  is  only  a  continuation  of  the  original  patent. 

A  notice  of  an  application  to  extend  the  original  patent  u  a  sufficient  notice  of  an 
application  for  the  extension  of  a  reissue. 

The  functions  of  the  Commissioner  in  extension  cases  are  judicial,  and  his  judgment 

settles  conclusively  all  questions  of  notice. 

If  there  was  fraud  practiced  in  obtaining  the  patent,  that  is  a  matter  between  the  Pat- 
ent Office  and  the  patentee. 

The  patent  although  obtained  by  fraud  must  be  respected  and  enforced  until  reversed 
or  annulled  by  some  proceedings  directly  for  that  purpose.  It  is  not  exposed  to 
the  attacks  of  strangers  or  third  persons  for  such  reason. 

The  claim  of  Crompton  is  for  a  combination  of  five  elements,  to  wit :  the  jacks,  the 
lifter,  the  depressor,  the  pattern  chain,  and  the  holding  mechanism;  and    any 
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machine  combining  substantially  in  the  same  manner  substantially  the  same  ele- 
ments, or  well-known  6^bstitutes  for  the  same,  must  be  regarded  as  an  infringe- 
ment. 

Such  a  claim  would  not  be  infringfcd  by  a  combination  which  dispensed  with  one  of  the 
elements,  and  substituted  therefor  another  element  substantially  diflferent  in  con- 
struction and  operation,  but  serving  the  same  purpose. 

Nor  by  any  and  every  combination  of  the  same  elements  which  may  produce  the  same 
result,  but  only  by  the  peculiar  combination  of  the  elements  described,  or  one 
substantially  the  same^ 

The  elements  combined  being  old  and  the  patent  being  for  the  peculiar  combination, 
the  doctrine  of  mechanical  equivalents  does  not  apply* 

The  identity  or  diversity  of  two  machines  depends,  not  on  the  employment  of  the 
same  elements  or  powers  of  mechanics,  but  upon  producing  the  given  effect  by 
substantially  the  same  mjde  of  operation,  or  substantially  the  same  combination 
of  powers. 

One  device  can  not  be  said  to  be  a  well-known  substitute  for  another  which  can  not  be 
used  for  it. 

A  patent  for  a  combination  of  three  distinct  things  is  not  infiringed  by  combining  two 
of  them  with  a  third,  which  is  substantially  diff<;rcnt  from  the  third  element  de- 
scribed in  the  specification. 

The  loom  manufactured  under  letters  patent  granted  to  S.  T.  Thomas,  July  3,  1855, 
and  Februaiy  11,  i86z,  and  to  Thomas  and  Everett,  July  25,  x866,  does  not  in- 
fringe the  patent  granted  to  Moses  Marshall,  Dece.-riber  11,  1849,  as  reissued 
and  extended. 

(Before  Clifford  and  Clark,  JJ.,  District  of  New  Hampshire,  May,  1869.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  *'an  improvement  in  looms  for  weav- 
ing figured  fabrics,"  granted  to  Moses  Marshall,  December  ii, 
1849,  assigned  to  complainant  May  5,  1859,  reissued  to  com- 
plainant April  24,  i860,  and  extended  to  the  inventor  for  seven 
years  from  December  ii,  1863,  and  assigned  to  complainant  for 
the  extended  term,  December  19,  1863. 

The  claim  of  the  original  patent  was  as  follows : 

"  What  I  claim  as  my  invention,  and  desire  to  have  secured  to  me  by  letters  patent, 
is  the  improvement  herein  above  described  in  the  machinery  for  operating  the  harness, 
so  that  any  proper  number  of  heddles  may  be  used  or  changed  as  desired  without 
taking  the  loom  to  pieces;  said  improvement  consisting,  first,  in  providing  the  movable 
spring  reats  fur  supporting  the  jacks  of  the  harness  when  they  are  not  in  use,  and 
which  are  sprung  back  by  the  bevel  face  on  the  shoulders  of  the  jacks  when  they  are 
kept  in  play  by  the  cams  on  the  pattern  chain,  the  whole  arrangement  being  substan- 
tially as  herein  above  set  forth  ;  and  second,  in  the  "  evener,**  constructed  and  operat- 
ing as  herein  described,  for  assisting  in  moving  the  upper  heddle  levers  and  keeping 
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them  even,  so  that  the  cams  or  rollers  on  the  pattern  chain  will  operate  accurately  on 
the  jacks  as  specified :  meaning  to  claim  the  exclusive  use  of  said  spring  rests  and 
'*evener,**  in  a  loom,  the  invention  of  which  is  entirely  original  with  me. 

'*  I  also  claim  the  combination  of  rotating,  lifting,  and  depressing  bars,  arranged  in 
endless  chains,  so  as  to  revolve,  as  described,  wilh  the  forked  jacks,  having  inrernal 
shoulders,  as  specified. 

The  claim  of  the  reissue  was  as  follows : 


**  I  claim  combining  with  the  jacks  that  operate  the  series  of  leaves  of  heddles,  and 
with  the  lifter  and  depressor,  and  pattern  chain,  or  any  equivalent  apparitus  for  deter- 
mining the  pattern,  a  mechanism  for  holding  the  jacks  either  in  their  elevated  or  de- 
pressed position,  when  not  required  to  be  operated,  substantially  as  and  for  the  purpose 
specified. 

**  1  also  claim  imparting  an  irregular  motion,  substantially  such  as  herein  described, 
to  the  jacks  by  means  of  eccentric  cog-wheels,  substantially  as  and  for  the  purpose 
specified.** 

The  defendants  claimed  to  manufacture  looms  under  letters 
patent  granted  to  Samuel  T.  Thomas,  July  3,  1855,  and  Feb- 
ruary II,  1S62,  and  to  Samuel  T.  Thomas  and  Edward  Everett, 
July  25,  1866. 

Causien  Browne  and  B.  R.  CurtiSy  for  complainants. 
Joshua  D,  Ball  znd  T.  A,  Jenckes^  for  defendants. 

Clark,  J. 

December  11,  1849,  ^  Patent  was  granted  to  Moses  Marshall 
for  "an  improvement  in  looms  for  weaving  figured  fabrics.** 
He  described  his  improvement  to  consist  in  this,  to  wit:  "Pro- 
viding the  movable  spring  rests  for  supporting  the  jacks  of  the 
harness  when  they  are  not  in  use,  and  which  are  sprung  back  by 
the  bevel  face  on  the  shoulders  of  the  jacks  when  they  are  kept 
in  play  by  the  cams  on  the  pattern  chain,"  '^  substantially  as  set 
forth  ;"  and  second,  "  the  evener,"  as  described. 

**  Meaning  to  claim  the  exclusive  use  of  the  rests  and  evener 
in  a  loom,  the  invention  of  which  is  entirely  original  with  me." 

He  also  claimed  a  combination  of  rotating,  lifting,  and  depres- 
sing bars,  which  are  not  material  in  this  case. 

The  complainant  alleges  that  before  May  5,  1859,  the  pat- 
entee, Marshall,  assigned  to  him,  the  complainant,  all  right,  title, 
and  interest  in,  to,  and  under  said  letters  patent. 
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And  that,  on  said  5th  day  of  May,  1859,  he  covenanted  and 
agreed  with  the  complainant  to  convey  to  him  all  right,  title, 
and  interest  whatever  in,  to,  and  under  any  extension  of  said 
patent  which  might  be  obtained. 

That  afterward,  and  before  the  24th  day  of  April,  i860,  said 
letters  patent  were  surrendered  for  a  defect  in  the  specification, 
and  new  letters  were  issued  on  said  24th  day  of  April,  i860,  to 
the  complainant  for  the  remainder  of  the  term  of  fourteen  years, 
from  the  date  of  the  original  patent,  to  wit:  the  nth  day  of 
December,  1849. 

On  the  8th  day  of  December,  1863,  this  reissued  patent  was 
extended  for  the  further  term  of  seven  years  from  the  nth  day 
of  December,  1863,  and  on  the  19th  day  of  December,  1863, 
said  Marshall  sold  and  assigned  all  his  right  and  interest  under 
said  extension  to  the  complainant. 

Under  the  reissued  patent,  the  patentee,  or  assignee,  stated  his 
claim  as  follows : 

*'What  I  claim  as  my  invention,  and  desire  to  secure  by  let- 
ters patent  is,  combining  with  the  jacks  that  operate  the  series 
of  leaves  of  heddles,  and  with  the  lifter  and  depressor,  and  pat- 
tern chain,  or  any  equivalent  apparatus  for  determining  the 
pattern,  a  mechanism  for  holding  the  jacks  either  in  their  elevated 
or  depressed  position,  when  not  required  to  be  operated,  sub- 
stantially as  and  for  the  purpose  specified." 

He  also  claims  imparting  an  irregular  motion  to  the  jacks, 
which  is  not  here  material. 

This  reissued  patent  the  complainant  alleges  the  respondents 
have  infringed. 

His  bill  of  complaint  is  dated  the  ist  day  of  October,  1864, 
and  prays  that  the  Belknap  Mills  may  be  decreed  to  account  for 
and  pay  over  to  the  complainant  all  such  gains  and  profits  as 
have  accrued  to  them  in  that  behalf,  and  may  be  restrained  from 
making,  using,  or  vending  any  looms  embracing  in  their  con- 
struction the  invention  of  said  Marshall,  and  for  general  relief. 

The  respondents  in  their  answer  deny  the  validity  of  the 
original  patent  to  Moses  Marshall,  December  11,  1849. 

They  also  deny  the  validity  of  the  reissue,  April  24,  i860, 
and  of  the  extension,  December  8,  1863. 
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And  they  also  deny  any  infringement  of  the  complainant's 
patent,  if  he  has  any,  and  say  that  they  have  never  manufactured 
or  used  any  looms  involving  the  invention  of  Marshall,  but  that 
their  looms  have  been  manufactured  under  letters  patent  issued, 
two  of  them  to  Samuel  T.  Thomas,  and  one  of  them  to  Samuel 
T.  Thomas  and  Edward  Everett,  and  that  they  were  essentially 
different  in  principle,  construction,  and  mode  of  operation. 

These  letters  patent  they  produce  in  evidence. 

The  first  are  dated  July  3,  1855,  and  are  for  an  "improve- 
ment in  looms." 

Among  other  things,  the  patentee  claimed  the  combining  with 

each  rocker,  lever,  and  lifter,  an  arm,  cam,  and  sector,  or  equiv- 
alents, the  whole  being  applied  together,  and  made  to  operate 
substantially  as  described. 

Also,  the  combining  with  the  series  of  lifters  and  pattern  prism, 
a  series  of  bent  levers,  or  their  equivalents,  and  imparting  to  the 
pattern  prism  vertical,  or  up  and  down,  movements  as  described. 

This  patent,  and  that  to  Moses  Marshall  and  the  reissue,  had 
in  view  the  accomplishment  of  the  same  object,  to  wit :  the  pro- 
duction of  an  *' open-shed  loom." 

And  the  question  of  infringement  arises  between  this  patent 
mainly,  and  the  Moses  Marshall  patent,  as  reissued  and  extended. 

The  next  patent  to  Thomas  is  dated  February  ii,  1862,  and 
that  to  Thomas  and  Everett,  July  25,  1866. 

The  respondent  objects  to  the  Marshall  patent  of  December 
II,  1849.  ^l^^t  ^^^  invention  was  neither  new  nor  useful,  and 
that  the  patentee  did  not,  before  the  granting  and  issuing  of  the 
letters  to  him,  take  the  oath  prescribed  by  section  6  of  the  act 
of  July  4,  1836,  that  he  verily  believed  he  was  the  original 
inventor  or  discoverer  of  the  art,  machine,  etc.,  for  which  he 
solicited  a  patent.     5  Statutes  at  Large,  119. 

A  patent  is  deemed  prima  facie  evidence  that  th  epatentee  has 
made  the  invention.  Philadelphia  Railroad  v.  StimpsoHy  14  Pet. 
448. 

There  is,  in  this  case,  no  sufficient  evidence  to  overcome  that 
presumption,  or  prima  facie  case. 

There  is  evidence  that  *' open-shed"  fancy  looms  were  used 
prior  to  Marshall's  invention,  but  not  involving  the  combination 
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of  Marshall.      His  invention  must,  therefore,  be  taken  to  be 
new. 

Precisely  how  useful  it  may  be,  the  Court  have  not  under- 
taken to  decide ;  but  that  it  is  sufficiently  so  to  support  a  patent, 
we  have  no  doubt.  Other  looms  may  have  been  preferred  by 
different  persons,  or  may  have  found  a  readier  sale ;  but  that 
good  cloth  can  be  woven  by  Marshall's  loom  and  invention 
there  is  sufficient  evidence. 

To  warrant  a  patent,  the  invention  must  be  useful,  that  is, 
capable  of  some  beneficial  use,  in  contradistinction  to  what  is 
pernicious,  or  frivolous,  or  worthless.  Dickinson  v.  i/«///,  14 
Pick.  217;  fVhitney  v.  Emmett^  I  Bald.  303;  Many  v.  Jagger^ 
I  Blatch.  373. 

These  objections  to  the  patent  can  not,  therefore,  avail. 

Nor  can  the  other,  that  the  oath  required  by  section  6  of  the 
'    act  of  183&  was  not  taken,  for  two  reasons. 

1st.  We  are  not  satisfied  the  oath  was  not  taken.  The  let- 
ters patent  recite  that  it  was. 

The  respondent  finds  among  the  papers  on  file  in  the  case  in 
the  Patent  Office  a  blank  form  of  the  oath,  with  the  jurat  not 
signed  by  any  magistrate,  and  hence  he  argues  the  oath  was  not 
taken. 

But  the  oath  may  have  been  taken  for  all  that ;  and  this  nega- 
tive testimony  can  not  overcome  the  direct  recital  of  the  letters 
patent  that  the  oath  was  taken;  or  the  presumption  that  the 
requirements  of  the  law  were  complied  with  in  issuing  the 
patent. 

But  suppose  it  were  so.  Suppose  the  oath  was  not  taken ; 
would  the  patent  be  void  on  that  account  ? 

It  was  held  otherwise  by  Justice  Story,  in  the  case  of  ff^hit- 
temore  v.  Cutter^  i  Gal.  429. 
/>  The  taking  of  the  oath,  though  to  be  done  prior  to  the  grant- 
ing of  the  patent,  is  not  a  condition  precedent^  failing  which,  the 
patent  must  fail.  It  is  the  evidence  required  to  be  furnished  to 
the  Patent  Office,  that  the  applicant  verily  believes  he  is  the 
oriorinal  and  first  inventor  of  the  art,  etc. 

If  he  takes  this  oath,  and  it  turns  out  that  he  was  not  the  first 
inventor  or  discoverer,  his  patent  must  fail  and  is  void.    So,  if  he 
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do  not  take  it,  and  still  he  is  the  first  inventor  or  discoverer,  the 
patent  will  be  supported./  It  is  prima /acu  evidence  of  the  nov- 
elty and  originality  of  the  invention  until  the  contrary  appear.v, 
Parker  v.  Stiles^  5  McLean,  60.  y^ 

So  the  act  says,  on  payment  of  the  duty,  that  is,  fees,  the 
commissioner  shall  make  an  examination,  and,  if  the  invention 
shall  be  found  useful  and  important,  shall  issue  a  patent. 

Suppose  the  fees  should  not  be  required  or  paid,  would  the 
patent,  therefore,  be  void  ? 

Yet  the  one  requirement  appears  to  be  as  much  a  condition 
precedent  as  the  other. 

Both  directory,  not  to  be  dispensed  with ;  but  neither  involv- 
ing the  validity  of  the  patent  when  granted. 

The  next  objections  are  to  the  reissued  patent,  and  they  arc 
two. 

First.  That  the  original  patent  was  void,  and  the  reissue  was 
therefore  so  j"  and. 

Second,  That  the  reissue  was  not  for  the  same  invention  as  the 
original. 

The  first  of  these  objections  has  already  been  disposed  of.  It 
was  maintained  in  the  argument  that  the  original  patent  was 
void  for  want  of  the  proper  oath,  and  that  the  defect  could  not 
be  cured  by  the  reissue. 

But,  whether  the  oath  were  taken  or  not,  we  are  of  the  opinion 
as  already  expressed,  that  such  an  omission  would  not  invalidate 
the  patent,  nor  would  it  affect  the  reissue. 

The  second  objection  to  the  reissue  is  a  more  serious  one,  and 
for  its  proper  determination  requires  a  careful  examination  and 
comparison  of  the  original  patent  to  Marshall  and  the  reissue 
to  Crompton. 

The  presumption  of  law  is,  that  the  reissued  patent  is  for  the 
same  invention  as  the  original.  O^Reilly  v.  Morse^  15  How. 
62;  French  v.  Rogers^  l  Fish.  1335  Hussey  v.  McCormick^  l 
Fish.  509 ;  Hussey  v.  Bradley^  2  Fish.  362. 

Differences  of  description  or  specification  are  consistent  with 
the  identity  of  the  thing  patented.  To  correct  a  description,  or 
claim,  or  both,  is  one  object  of  allowing  a  surrender.     Ibid, 

The  original  patent  to  Marshall  claimed  the  improvement 
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therein  described,  consisting,  first,  *'  in  providing  the  movable 
spring  rests  for  supporting  the  jacks  of  the  harness,  when  they 
are  not  in  use,  and  which  are  sprung  back  by  the  bevel  face  on 
the  shoulders  of  the  jacks  when  they  are  kept  in  play  by  the 
cams  on  the  pattern  chain,  the  whole  arrangement  being  sub- 
stantially as  herein  above  set  forth  j"  and,  second,  **  the  evener 
constructed  and  operating  as  herein  described,  for  assisting  in 
moving  the  upper  heddle  levers,  and  keeping  them  even,  so  that 
the  cams  or  rollers  on  the  pattern  chain  will  operate  accurately 
on  the  jacks  as  specified,  meaning  to  claim  the  exclusive  use  of 
said  spring  rests  and  evener  in  a  loom,  the  invention  of  which  is 
entirely  original  with  me."  "  I  also  claim  the  combination  of 
rotating,  lifting,  and  depressing  bars,  arranged  in  endless  chains, 
so  as  to  revolve  as  described,  with  the  forked  jacks,  having  inter- 
nal shoulders  as  specified." 

In  the  specification  the  elementary  features  of  the  improvement 
are  said  to  consist  in  a  series  of  stationary  rests,  wliich  support 
the  jacks  of  the  harness,  when  the  sheds  operated  by  them  are 
not  in  use ;  the  chain  shafts,  and  lifting  and  depressing  bars  for 
operating  the  jacks  and  harness;  and  the  evener,  which  is  com- 
posed of  two  rollers,  set  in  a  frame  having  a  reciprocating  rec- 
tilinear motion,  which  rollers  press  against  the  beveled  ends  of 
the  harness  levers,  and  assist  in  shifting  the  sheds  of  yarn,  and, 
what  is  more  essential,  operate  always  to  keep  the  levers  even, 
for  the  proper  operation  of  the  cams  on  the  pattern  chain. 

The  specification  then  describes  the  parts  referred  to,  among 
others  the  jacks,  the  rests,  the  elevator  and  depressor  arranged 
upon  two  endless  chains,  the  method  of  connecting  the  jacks 
and  heddle  levers,  the  operation  of  the  cams,  the  shafts,  which 
carry  the  elevating  and  depressing  bars,  eccentric  gear,  the  pat- 
tern chain,  and  the  evener. 

In  the  reissued  patent  the  claim  is  stated  to  be,  the  "com- 
bining with  the  jacks  that  operate  the  series  of  leaves  of  heddles 
and  with  the  lifter  and  depressor  and  pattern  chain,  or  any  equiv- 
alent apparatus  for  determining  the  pattern,  a  mechanism  for 
holding  the  jacks,  either  in  their  elevated  or  depressed  position, 
when  not  required  to  be  operated,  substantially  as  and  for  the 
purpose  specified." 
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^^  Also,  imparting  an  irregular  motion,  substantially  such  as 
herein  described,  to  the  jacks,  by  means  of  eccentric  cog- 
wheels, substantially  as  and  for  the  purpose  specified." 

The  specifications  described  the  object  of  the  first  part  of  the 
invention  to  be,  to  avoid  moving  any  of  the  leaves  of  the  hed- 
dles,  which  are  not  required  to  be  moved  for  the  production  of 
the  design,  during  any  part  of  the  operation,  that  is,  to  produce 
an  open-shed  loom,  and  of  the  second  part  of  the  invention,  to 
consist  in  imparting  an  irregular  motion  to  the  lifters  and 
depressors  by  means  of  eccentric  cog  gearing,  etc. 

They  then  go  on  to  describe  the  levers,  jacks,  the  elevators 
and  depressors,  the  cams  and  motions  and  forms  of  the  jacks, 
the  spring  latches  or  catches,  the  pattern  chain,  and  the  evener, 
sometimes  in  the  same  words,  "sometimes  more  minutely,  but 
always  substantially  as  in  the  original  Marshall  patent. 

The  most  important  difference,  so  far,  is  in  the  statement  of 
the  claims. 

In  the  original  patent  the  claim  is,  first,  for  ths  movable 
spring  rests ;  second,  for  the  evener ;  and  third,  for  the  combi- 
nation of  rotating,  lifting,  and  depressing  bars,  arranged  in  end- 
less chains,  so  as  to  revolve,  as  described,  with  the  forked  jacks 
having  internal  shoulders. 

In  the  reissued  patent  the  claim  is,  combining  with  the  jacks 
that  operate  the  series  of  leaves  of  heddles,  and  with  the  lifter 
and  depressor,  and  pattern  chain,  or  any  equivalent  apparatus  for 
determining  the  pattern,  a  mechanism  for  holding  the  jacks 
either  in  their  elevated  or  depressed  position,  when  not  required 
to  be  operated  sqbstantially  as  and  for  the  purpose  specified. 

In  Battin  et  aL  v.  Taggart  et  aL^  17  How.  74,  it  was  held 
that  whether  the  defect  be  in  the  specification,  or  the  claim,  of 
a  patent,  the  patentee  may  surrender  it,  and  by  an  amended 
specification,  or  claim,  cure  the  defect. 

In  that  case,  which  was  for  an  improvement  for  breaking  and 
screening  coal,  the  claim  was  for  the  manner  in  which  the  party 
had  arranged  and  combined  the  breaking  rollers  with  each  other 
and  the  screen ;  and  the  amended  specification  described,  in  the 
reissued  patent,  substantially  the  same  machine,  but  claimed  the 
breaking  apparatus  only;  it  was  held  a  dedication  to  the  public 
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did  not  accrue  in  the  interval  between  one  patent  and  the 
other. 

It  has  been  repeatedly  decided  that  the  reissued  patent  must 
be  substantially  for  the  same  invention  as  the  original  patent. 
Under  such  circumstances  a  new  and  different  invention  can  not 
be  claimed.  Battin  et  aL  v.  Taggart  et  aL^  17  How.  74; 
French  v.  Rogers^  i  Fish.  133. 

In  the  reissued  patent  the  patentee  need  not  claim  all  that 
was  claimed  in  the  original  patent.  He  may  retain  whatever  he 
deems  proper.  Carver  v.  Braintree  Manufacturing  Co.^  2  Story,  432. 

We  think  that  substantially  the  .same  invention  is  described  in 
the  two  patents. 

It  was  urged  in  the  argument  that  the  reissued  patent  was  not 
for  the  same  but  for  a  greater  invention,  because  the  patentee 
had  inserted  in  the  specification  these  words : 

^^  It  will  be  obvious  that  this  part  of  my  invention  is  not 
dependent  upon  the  use  of  the  pattern  chain,  as  it  can  be  used  in 
connection  with  any  other  device  for  determining  the  design  to 
be  woven,  by  shifting  the  jacks  or  their  equivalent  into  position 
to  be  elevated  or  depressed.**  This  is  said  to  be  done  for  the 
purpose  of  making  it  embrace  all  improvements  afterward  in- 
vented. But  it  certainly  can  not  have  that  elFect,  nor  can  it 
enlarge  the  patent.  If  it  could  do  any  such  thing  it  would  ren- 
der the  patent  void  for  uncertainty.  But  in  the  specification  the 
patentee  has  described  a  pattern  chain ;  in  his  claim  he  has 
claimed  a  pattern  chain,  or  any  equivalent  apparatus  for  deter- 
mining the  pattern,  in  combination  with  other  things,  and  to  that 
pattern  chain,  or  one  substantially  the  same,  or  some  well-known 
substitute,  the  patent  must  be  limited. 

The  same  remarks  will  also  apply  to  another  interpolation, 
to  wit : 

"  Nor  is  it  dependent  upon  the  use  of  chains  for  carrying  the 
lifting  or  depressing  bars  in  a  continuous  circuit;  as  it  is  equally 
applicable  to  looms  in  which  jacks  are  elevated  or  depressed  by 
the  well-known  reciprocating  lifters  and  depressors,  as  in  the 
well-known  Crompton  loom,"  and  to  others  of  like  character. 
They  do  not  enlarge  the  invention  or  the  patent.  We  think, 
therefore,  that  the  invention  described    and    patented    in    the 
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reissued  patent  is  substantially  the  same  invention  described  in 
the  Marshall  patent  of  December  ir,  1849.  The  claim  is  in  a 
different  form,  but  for  substantially  the  same  invention. 

It  may  be  open  to  the  objection  so  pointedly  stated  in  the 
cases  of  Burr  v.  Duryee^  l  Wall.  535 ;  Case  v.  Brown^  2  Wall. 
320,  that  there  is  an  attempt  to  make  the  new  specification  more 
elastic,  and  to  cover  more  than  the  old,  but  it  does  not  enlarge 
the  invention. 

But  if  it  should  be  held  th^t  the  original  patent  to  Marshall^ 
and  the  reissue  to  Crompton,  the  assignee,  were  valid,  it  is  con- 
tended that  the  extension  to  Marshall  was  not,  for  three  reasons^ 
to  wit : 

1.  That  as  Marshall  never  had  any  interest  in  the  reissued 
patent  it  could  not  be  extended  to  him. 

2.  That  no  sufficient  notice  was  given  to  the  public  of  the 
application  for  the  extension  of  the  patent ;  and, 

3.  That  the  extension  was  obtained  by  fraud. 

To  the  first  objection,  to  wit*:  **That  as  Marshall  never  had 
any  interest  in  the  reissued  patent  it  could  not  be  extended  to 
him,*'  it  is  a  full  answer  that,  in  judgment  of  law,  the  reissue  is 
only  a  continuation  of  the  original  patent.  So  held  in  Read  v. 
Bowman^  2  Wall.  604 ;  and  as  Marshall  was  the  original 
patentee,  the  extension  was  legally  and  properly  to  him.  ff^il- 
son  V.  Rousseau^  4  How.  646.  The  extension  inuring,  under  the 
statute,  to  the  assignees  and  grantees  to  the  extent  of  their  re- 
spective interests.     5  Statutes  at  Large,  125,  sec.  18. 

The  second  objection  is  that  there  was  no  notice  ever  ordered 
or  given  of  any  application  to  extend  the  reissued  patent. 

There  was  of  the  application  to  extend  the  original  patent, 
and  the  objection  stands  upon  the  supposition  or  idea  that  they 
are  two  distinct  patents,  while  in  judgment  of  law  they,  are  one. 

If  the  reissue  was  only  a  continuation  of  the  original  patent, 
then  a  notice  to  extend  the  original  would  seem  to  have  been 
sufficient. 

Again,  under  the  act  of  1836,  the  Secretary  of  State,  the  Com- 
missioner of  Patents,  and  the  Solicitory  of  the  Treasury  were  a 
board  of  commissioners  to  ^^hear  and  decide  upon  the  evidence 
produced  before  them,  both  for  and  against  the  extension.'* 
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It  has  been  held  that  the  functions  of  this  board  were  judicial, 
and  that  their  judgment  settled  conclusively  all  questions  of 
notice.     Brooks  v.  Bicknell^  3  McLean,  435. 

The  statute  of  May  27, 1848  (9  Statutes  at  Large,  23 t,  sec.  i), 
provided  that  the  power  to  extend  patents  then  vested  in  the 
board  of  commissioners  should  be  vested  solely  in  the  Commis- 
sioner of  Patents;  and  in  Clum  v.  Brewer^  2  Curtis,  506,  it  was 
held  that  the  act  of  the  commissioner  in  extending  a  patent  was 
conclusive  of  the  facts,  which  he  is  required  to  find,  in  order  to 
grant  such  extension,  in  the  absence  of  fraud  or  excess  of  juris- 
diction. But  here,  third,  it  is  said  that  the  extension  was  pro- 
cured by  fraud. 

We  do  not,  however,  think  this  objection  is  open  to  this 
respondent.  He  stands  before  the  Court  accused  of  infringing 
the  complainant's  patent.  He  may,  undoubtedly,  show  that  the 
invention  claimed  by  the  complainant  was  not  new  or  useful,  or 
that  it  had  been  dedicated  to  the  public,  or  that  there  was  no 
sufficient  specification  or  description,  and  so  that  there  was  in 
fact  no  infringement  for  which  he  should  answer,  but  we  think 
he  can  not  attack  the  granting  and  validity  of  the  patent  in  this 
collateral  manner. 

'    If  there  was  fraud  practiced  in  obtaining  the  patent,  that  is  a\ 
matter  between  the  Patent  Office  and  the  patentee;  and  can, 
perhaps,  be  inquired   into  by    some  proper  proceeding   of  the 
officers  of  the  government  to  vacate  the  patent. 

But,  in  this  particular,  like  a  judgment,  it  must  be  respected 
and  enforced,  until  reversed  or  annulled  by  some  proceedings      | 
directly  for  that  purpose.  / 

It  is  not  exposed  to  the  attacks  of  strangers  or  third  persons  y^ 
for  such  reason,  y 

The  next,  and  only  question  remaining,  is  that  of  infringe- 
ment. 

The  respondents  admit  they  have  on  hand,  with  intent  to  sell, 
the  Thomas  loom,  manufactured  under  the  patents  to  Thomas 
and  to  Thomas  and  Everett.  But  they  deny  that  either  of  the 
respondents  ever  at  any  time,  before  or  since  the  date,  of  said 
alleged  reissued  letters  patent,  or  before  or  after  the  alleged 
extension  of  said  alleged  patent,  have  manufactured,  used,  sold. 
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or  continue  to  manufacture,  use,  or  sell  any  looom  or  looms 
embracing  the  said  alleged  improvement,  or  any  mechanism  sub- 
stantially the  same. 

The  question,  then,  is  whether  the  Thomas  loom,  as  it  is 
called,  infrirges  the  Marshall  patent  as  reissued  and  extended? 

The  original  patent  to  Marshall,  December  11,  1849,  claimed 
the  movable  spring  rests  to  hold  the  jacks  of  the  harness,  and 
the  "evener,*'  and  the  combination  of  the  rotating,  lifting,  and 
depressing  bars,  so  as  to  revolve,  etc. 

As  reissued  to  Crompton,  the  claim  was  for  combining  with 
the  jacks  and  with  the  lifter  and  depressor  and  pattern  chain,  or 
any  equivalent  mechanism  for  determining  the  pattern,  a  mechan- 
ism for  holding  the  jacks  either  in  their  elevated  or  depressed 
position  when  not  required  to  be  operated,  substantially  as  and 
for  the  purpose  specified. 

The  language  is  "a  mechanism  for  holding  the  jacks." 

This  is  broad  enough,  upon  its  face,  to  cover  any  mechanism, 
and  if  it  stood  alone  and  unaided  it  would  be  so  general  and 
uncertain  as  to  be  entirely  void,  but  in  the  specification  the  hold- 
ing mechanism  is  described  particularly  and  precisely,  and  the 
claim  is  limited  by  such  specification. 

Here,  then,  are  combined  five  elements,  to  wit:  the  jacks, 
the  lifter  and  depressor,  the  pattern  chain,  and  the  holding  mech- 
anism; and  any  machine  combining  substantially  in  the  same 
manner,  substantially  the  same  elements,  or  well-known  substi- 
tutes for  the  same,  must  be  regarded  as  an  infringement  of  this 
reissued  patent.     Gorham  v.  Mixter^  i  Am.  L.  J.  549. 

But  it  would  not  be  infringed  by  a  combination  which  dis- 
pensed with  one  of  the  elements  and  substituted  therefor  another 
element,  substantially  different  in  construction  and  operation, 
but  serving  the  same  purpose.  Eames  v.  Godfrey^  I  Wall.  79 ; 
Vance  v.  Campbell^  I  Black,  427. 

Nor  by  any  and  every  combination  of  the  same  elements, 

which  may  produce  the  same  result,  but  only  by  the  peculiar 

combination  of  the  elements  described,  or  one  substantially  the 

same.     Case  v.  Brown^  l  Wall.  320. 

/   rThe  elements  here  combined  are  old,  the  patent  is  for  the 
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peculiar  combination,  and  the  doctrine  of  mechanical  equ 
lents  does  not  apply.     McCormick  v.  Talcott^  20  How.  405.  ^ 

The  identity  or  diversity  of  two  machines  depends  not  on  the 
employment  of  the  same  elements  or  powers  of  mechanics,  but 
upon  producing  the  given  effect  by  substantially  the  same  mode 
of  operation,  or  substantially  the  same  combination  of  powers. 
Odiorne  v.   WinkUy^  2  Gal.  51 ;   Evans  v.  Eaton^  3  Wash.   C. 

C.  443- 

Following  these  principles  and  adjudications,  we  proceed  to 
the  examination  and  comparison  of  the  Marshall  and  the  Thomas 
looms. 

In  both  we.  find,  substantially,  the  same  jacks,  differing  in 
form,  but  performing,  substantially,  the  same  office. 

In  both  we  find,  substantially,  the  same  elevator  and  depressor. 

Arranged  in  the  Marshall  loom  is  a  rotating,  endless  chain,  so 
that  the  same  bar  in  going  up  is  an  elevator,  but  in  rotation  or 
revolution  going  down,  becomes  a  depressor. 

These  three  elements  are  substantially  the  same,  but  when  we 
come  to  the  holding  mechanism  we  find  a  marked  and  substan- 
tial difference  in  the  two  machines. 

In  the  argument  of  the  respondent's  counsel,  it  was  contended 
that  the  holding  mechanism  of  the  Marshall  loom  was  not  only 
the  "series  of  horizontal  spring  latches  or  catches,"  and  the 
shoulders  on  the  two  prongs  of  the  jacks,  but  that  it  included 
the  connecting  mechanism  of  the  jacks  with  the  heddle  lever, 
the  pattern  mechanism,  and  the  "  evener."  Now,  although  it 
be  true  that  the  connecting  mechanism  and  pattern  mechanism 
of  the  jacks  hold  the  jacks  securely  upon  the  spring  latches  as 
upon  a  seat,  until  they  be  forced  or  allowed  to  come  off  by  the 
pattern  mechanism,  and  although  in  the  operation  of  the  machine 
there  is  a  point  of  time  after  the  jacks  are  forced  off  the  springs, 
when  the  heddle  levers  are  firmly  held  by  the  evencr  so  that  the 
jacks  can  not  move  nor  the  sheds  close  until  allowed  to  do  so 
by  the  removal  of  the  evener,  yet  we  have  considered  the  hold- 
ing mechanism  to  be  as  decided  in  the  patent,  to  wit :  the  series 
of  horizontal  spring  latches  or  catches,  and  the  notches  on  the 
prongs  of  the  jacks,  and  still  we  find  the  holding  mechanism  of 
the  two  machines  to  be  substantially  different. 
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In  the  Marshall  machine,  the  elevator  carries  upward  a  par- 
ticular jack,  the  beveled  face  on  the  projecting  notch  on  the 
prong  of  the  jack  meets  the  beveled  face  of  the  spring,  presses 
it  back  and  passes  it.  Then  the  spring  flies  out  under  the 
shoulder  of  the  jack  and  the  jack  rests  upon  it  in  a  manner 
similar  to  a  window-sash  raised  and  resting  on  the  old  and 
familiar  window-spring.  Here  it  sits  or  is  held  until  the  pattern 
mechanism  forces  it  ofF  the  spring  and  allows  it  to  descend. 

When  a  jack  is  carried  down  by  the  depressor  it  is  held  by  a 
similar  spring ;  being  kept  on  its  seat  by  the  pattern  mechanism 
until  allowed  to  be  drawn  off  by  the  oblique  connecting  mech- 
anism. 

Now,  in  the  Thomas  loom  there  is  a  very  different  mechanism 
or  device. 

There  is  a  jack  which  is  carrfed  up  and  down  by  an  elevator 
and  depressor.  On  one  side  of  this  jack  there  is  a  gearing  con- 
necting it  with  and  operating  a  sector.  As  the  jack  goes  up  and 
down  it  rolls  or  rocks  this  sector  forward  and  backward,  as  if 
you  should  turn  a  wheel  part  of  the  way  round,  say  one-fourth, 
and  then  bring  it  back  again,  and  so  continue. 

In  or  near  the  circumference  of  this  sector,  there  is  a  cam 
groove,  and  playing  in  this  cam  groove  forward  and  backward  as 
the  sector  moves,  a  projecting  stud  or  friction  roller  connected 
with  an  arm  of  the  heddle  lever.  This  heddle  lever  rocks  upon 
its  fulcrum,  and  as  the  arm,  guided  and  controlled  by  the  pro- 
jecting stud  in  the  cam  groove,  is  carried  upward  or  downward 
by  the  cam  groove,  the  ends  of  the  rocking  heddle  lever  are  car- 
ried backward  and  forward,  elevating  or  depressing,  or  holding 
stationary  the  harness. 

In  the  one  end  of  the  cam  groove  is  a  concentric  into  which 
the  projecting  stud  or  roller  falls,  which,  it  is  contended  by  the 
complainant's  counsel,  is  a  substitute  for  a  spring  latch  or  catch 
of  the  Marshall  loom  ;  but  we  are  of  the  opinion  it  is  not  so ; 
but  that  the  whole  cam  groove,  of  which  the  concentric  makes 
a  part,  is  more  correctly  a  substitute  for  the  cam  ;  and  that  this 
device  of  the  Thomas  loom  much  more  resembles  in  principle 
and  operation  the  old  Middlesex  cam  loom  than  it  does  the  Mar- 
shall loom.     It  can  not  b^  srpncedpd  tj^at  t^.e  Marshall  and  xhp 
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Thomas  holding  devices  are  the  same,  because  the  operation  in 
both  cases  is  performed  by  a  surface  of  metal  passing  under  or 
over  another  surface^  and  that,  therefore,  one  infringes  the  other. 

In  the  old  Middlesex  cam  loom  one  surface  passed  over 
another,  to  wit :  over  the  cam,  and  was  elevated,  depressed,  or 
held  stationary  by  it ;  yet  it  was  very  different  from  the  Marshall 
device.  We  can  not  give  the  Marshall  holding  device  any  such 
latitude  of  construction. 

There  is  also  in  the  Thomas  loom  a  brake  connected  with 
and  operating  upon  the  periphery  of  the  sector,  retarding,  regu*' 
lating,  and  governing  its  motion. 

And  whether  we  regard  this  brake  as  a  part  of  the  holding 
mechanism  or  not,  we  think  and  conclude  that  these  two 
elements  are  substantially  different,  and  that  one  is  not  a  well- 
known  substitute  for  the  other. 

We  come  now  to  the  last  element  or  device,  to  wit :  the  pat- 
tern mechanism. 

Had  the  patent  to  Marshall  not  been  surrendered,  and  a  new 
one  issued,  the  question  of  infringement,  if  it  arose  at  all,  must 
have  arisen  between  the  holding  mechanism  of  the  two  looms ; 
but  that  patent  having  been  surrendered,  and  a  new  one  issued, 
claiming  a  combination  of  elements,  that  new  one  is  liable  to  be 
avoided  by  showing  that  the  Thomas  loom  uses  a  substantially 
different  element  from  any  one  of  those  combined. 

To  return  to  the  pattern  devices.  These  two  mechanisms  or 
devices  are  very  different  in  their  construction  and  in  their 
operation. 

H.  B.  Renwick,  one  of  the  complainant's  experts,  says:  ^^I 
think  the  pattern  chain  in  model  B  (the  Thomas  loom)  is, 
considered  by  itself,  a  substantially  different  species  of  pattern 
chain  from  that  specially  described  and  represented  in  the  draw- 
ing of  the  Marshall  reissue,  and  differing  from  it  in  the 
fact  that  it  requires  motion  in  two  directions  in  order  to  cause 
it  to  operate  upon  the  jacks,  while  the  chain  represented  in 
the  drawings  of  Marshall  requires  motion  only  in  one  direc- 
tion." Precisely  in  the  sense  mentioned  by  this  expert  we 
are  now  considering  these  two  devices  or  mechanisms;  that 
is,  by  themselves;   and   in   that   view   they   are   substantially 
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different  in  principle,  construction,  and  operation.  But  if  we 
consider  them  in  regard  to  the  functions  they  perform,  we 
shall  find  as  great  and  substantial  difference.  Both  select  the 
jacks  to  be  operated  }  but  the  pattern  chain,  in  addition  to  this, 
in  the  Marshall  loom,  forces  the  jacks  of  the  upper  series  of 
spring  catches,  and  holds  them  on  to  the  lower  series,  in  both 
instances  in  opposition  to  the  force  supplied  by  the  oblique  con- 
nection of  the  jacks  with  the  heddle  levers.  Both  these  devices 
are  said  to  be  old.  That  is  true  in  a  limited  sense.  The  Mar- 
shall chain  is  old.  The  Thomas  mechanism  is  old  in  the  fun- 
damental principle.  It  is  that  of  the  Jacquard  pattern ;  but 
Thomas  has  made  two  improvements  upon  it,  which  are  not  old. 
They  are  also  said  to  be  well-known  substitutes  for  one  another  ; 
but  it  is  very  evident,  both  from  the  testimony  of  the  experts 
and  an  examination  of  the  machines,  that,  though  the  Marshall 
pattern  mechanism  might  be  applied  to  the  Thomas  loom,  there 
is  no  apparent  practical  mode  of  applying  the  Thomas  pattern 
mechanism  to  the  Marshall  loom,  with  its  present  method  of 
holding  the  jacks.  Can  one  device  be  said  to  be  a  well-known 
substitute  for  another  which  can  not  be  used  for  it?  Thus 
much  for  the  elements  of  the  Marshall  combination.  We  now 
pass  to  the  combination  itself.  Is  the  combination  in  the  two 
machines  substantially  the  same?  It  may  be  said  they  can  not 
be,  if  the  elements  are  not  the  same,  as  gold  and  copper  is  not 
the  same  combination  as  silver  and  copper.  But  the  inquiry  is 
to  another  point.  Is  the  method  or  manner  of  the  combination 
the  same  ?  We  think  not.  Indeed,  there  seems  to  be  as  wide 
and  substantial  a  difference  in  the  mode  of  combination  as  in 
the  things  combined.  Take,  for  instance,  the  combination  of 
the  jacks  with  the  holding  mechanism  in  the  Marshall  loom. 
By  the  lengthening  of  the  lower  heddle  lever,  giving  an  oblique 
direction  to  the  connection  of  the  jacks  with  the  upper  lever  and 
lower,  the  protuberances  upon  the  prongs  of  the  jacks  are  held 
upon  the  upper  series  of  spring  catfhes. 

There  is  no  such  connection,  device,  ofHce  performed,  or 
combination,  that  we  can  discover,  in  the  Thomas  loom. 

Again:  take  the  combination  of  the  pattern   mechanism  in 
the  Marshall  loom  with  the  jacks.     It  is  so  arranged  as  to  hold 
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the  protuberances  of  the  jack  upon  the  lower  series  of  spring 
catches,  there  performing  substantially  the  same  office  that  the 
oblique  connection  of  the  jacks  with  the  heddle  levers  does  in 
regard  to  the  upper  catches.  There  is  nothing  like  this  in  the 
Thomas  loom.  Again  :  take  the  combination  of  the  holding 
mechanism  with  the  pattern  mechanism  and  jacks,  and  there  we 
find  a  substantially  different  combination,  or  mode  of  combina- 
tion, in  the  two  looms. 

In  the  Marshall  loom  the  jacks  are  combined  with  the  hold- 
ing catches  by  their  oblique  connection  with  the  heddle  levers, 
keeping  the  jacks  seated  upon  the  upper  catches  until  forced  off 
by  the  pattern  cams,  and  pulling  the  jacks  off  the  lower  catches 
when  not  held  on  by  the  cams.  Is  there  any  such  arrangement 
in  the  Thomas  loom  ?  We  do  not  find  it,  nor  anything  nearly 
approaching  it. 

In  the  Thomas  loom  the  jack  is  connected  with  the  rocking 
sector  by  a  gearing,  rocking  the  sector  backward  and  forward  as 
the  jack  goes  up  and  down.  In  the  circumference  of  this 
sector  is  a  cam  groove  or  slot ;  in  this  groove  plays  a  stud  or 
friction  wheel  attached  to  an  arm  of  the  heddle  lever. 

This  stud  is  guided  and  held  by  the  cam  slot,  thus  elevating, 
depressing,  or  holding  the  heddle  lever  as  it  comes  into  one  or 
the  other  part  of  the  slot.  The  pattern  mechanism  has  nothing 
whatever  to  do  with  this  holding,  elevating,  or  depressing,  farther 
than  to  select  the  particular  jack.  We  leave  out  of  this  com- 
bination the  brake,  purposely,  though  that  device  in  the  Thomas 
looms,  and  the  "evener"  in  the  Marshall,  play  very  important 
parts,  both  in  holding  the  shed  open  and  in  preventing  its  closing 
too  quickly. 

We  might  pursue  this  examination  and  comparison  further, 
but  we  have  gone  far  enough  to  warrant  the  conclusion  to  which 
we  have  come,  that  the  respondents  have  not  infringed  the  com- 
plainant's reissued  patent.  See  Brightly's  new  Digest,  p.  612, 
sees.  84,  96,  89. 

To  constitute  an  infringement  of  a  patent  for  a  combination, 
the  defendant  must  have  used  the  same  combination,  constructed 
and  operated  substantially  in  the  same  way.  Gorham  v.  MixUr^ 
I  Am.  Law  Journal,  539. 
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A  patent  for  a  combination  is  not  infringed  unless  all  the 
essential  parts  of  it  are  substantially  imitated.  Bell  v.  Daniels^ 
I  Fish.  372. 

The  patentee  of  a  combination  can  not  treat  another  as 
infringer  who  has  improved  the  original  machine  by  the  use  of  a 
substantially  different  combination,  though  it  produce  the  same 
result.      Union  Sugar  Refinery  v.  Matthiessen^  2  Fish.  600. 

A  patent  for  a  combination  of  three  distinct  things  is  not 
infringed  by  combining  two  of  them  with  a  third  which  is  sub- 
stantially different  from  the  third  element  described  in  the  speci- 
fication. Prouiy  v.  Ruggles^  16  Pet.  336;  S'tlsby  v.  Foote^  14 
How.  219;  McCormick  v.  Talcott^  20  How.  402;  Vance  v. 
Campbell^  I  Black,  427 ;  Eames  v.  Godfrey^  i  Wall.  78 ;  Brooks 
V.  Jenkins^  3  McL.  432;  Brooks  v.  Bicknell^  4  McL.  30;  Parker 
V.  Hayworth^  4  McL.  370 ;  Latta  v.  Shawky  i  Fish.  465  ;  Lee 
V.  Blandyy  2  Fish.  89,  and  other  cases. 

In  Adorns  v.  Barrett^  I  Fish.  461,  it  was  held  that  in  an  action 
for  an  infringement,  the  machines  themselves,  as  shown  by  the 
models,  were  evidence  entitled  to  the  highest  credit. 

We  have  examined  the  models  in  this  case  very  carefully  and 
repeatedly,  and  they  have  very  materially  aided  us  in  coming  to 
a  satisfactory  conclusion,  particularly  in  determining  how  much 
weight  was  to  be  given  to  the  opinions  and  explanations  of  the 
experts,  two  of  whom  appeared  on  each  side,  swearing  with  equal 
confidence  and  apparent  intelligence  in  opposite  directions. 

The  complainant's  bili:  must  be  dismissed  with  costs. 
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William  H.  Seymour  and  Dayton  S.  Morgan 


vs. 


David  M.  Osborne,  William  A.  Kirby,  et  al.     In 

Equity. 

A  claim  for  "  the  discharging  the  cut  stalks  and  heads  of  grain  from  the  platform  D 
by  means  of  the  combination  of  ths  rake  C  with  the  lever  B/*  etc.,  though  in  its 
strictly  literal  sense  a  claim  for  a  result,  which  would  be  invalid,  is  a  claim  for  a 
result  produced  by  specific  means;  and  under  the  rules  which  obtain  in  the  con- 
struction of  such  claims,  it  should  doubtless  be  held  to  be  a  claim  for  the  described 
means,  and  valid  to  the  extent  of  the  invention  of  the  patentee. 

The  qualification,  "substantially  as  described,**  affixed  to  broad  claims,  is  a  qualifica- 
tion Intended  to  mean  much  or  little,  as  the  interests  of  the  patentees  may 
require. 

Though  the  action  of  the  Commissioner  in  receiving  a  surrender  and  granting  a  reissue 
is  very  tiTon%  prima  facte  evidence  that  the  case  was  one  in  which  a  reissue  was 
proper  and  lawful,  the  decision  of  the  Commissioner  upon  this  point  is  not  con- 
clusive; and  the  more  recent  decisions  very  clearly  indicate  the  opinion  that  many 
reissues  have  been  improperly  granted,  and  that  the  abuses  arising  therefrom  have 
been  such  as  to  require  a  more  rigid  scrutiny  in  regard  to  the  propriety  and  legality 
of  the  surrender  and  reissue  of  a  patent. 

To  remove  a  useless  appendage  of  a  quadrant-shaped  platform,  or  simply  to  change  its 
position  from  the  side  to  the  rear  of  a  cutting  apparatus,  required  neither  ingenu- 
ity or  invention. 

Claims  too  broad  upon  their  face  may  be  so  restricted  by  the  words  "  substantially  as 
described,**  or  words  of  similar  import,  that  they  may  be  considered  valid  to  the 
extent  of  the  invention  of  the  patentees. 

In  determining  the  question  of  infringement,  such  claims  must  be  considered  in  their 
restricted  sense,  and  will  not  be  infiinged  by  devices  differing  in  mechanical  con- 
struction, not  operating  in  substantially  the  same  way  or  upon  the  same  mechan- 
ical principles,  or  which  are  not  mere  equivalents. 

When  the  improvements  claimed  are  only  improvements  upon  a  well-known  machine, 
the  patentee  can  not  treat  as  infringers  others  who  have  improved  the  previously- 
existing  organizations  by  the  use  of  a  different  device,  arrangement,  or  combina- 
tion, which,  through  performing  the  same  functions,  does  it  in  a  different,  simpler, 
and  better  manner. 

(Before  Nilsom  and  Hall,  J  J.,  Northern  District  of  New  York,  May,  1869.) 
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This  was  a  bill  in  equity  to  restrain  the  defendants  from  in- 
fringing the  following  letters  patent : 

1.  Letters  patent  for  an  ''improvement  in  harvesting  ma- 
chines," granted  to  Aaron  Palmer  and  S.  G.  Williams,  July  r, 
185 1,  reissued  to  them  April  10,  1855,  ^"^  ^g^i^^i  ^^  ^^^  divi- 
sions (Nos.  4  and  5),  January  i,  1861.  These  reissues  having 
been  assigned  to  complainants,  one  of  them  (No.  5)  was  again 
reissued  to  them  May  31,  1864. 

2.  Letters  patent  for  an  ''  improvement  in  reaping  machines,*' 
granted  to  William  H.  S?ymour,  July  8,  1851,  and  reissued  to 
him  in  three  divisions  (Nos.  1003,  1004,  and  1005).  These 
reissues  having  been  assigned  to  complainants,  No.  1004  was 
reissued  May  7,  1861,  and  No.  1003  was  reissued  May  31, 
1864.  The  foregoing  patents  were  extended  for  seven  years 
from  the  expiration  of  the  original  term. 

3.  Letters  patent  for  an  "  improvement  in  grain  harvesters," 
granted  to  Aaron  Palmer  and  Stephen  G.  Williams,  January  24, 
1854,  and  assigned  to  complainants. 

The  nature  and  claims  of  these  several  originals  and  reissues 
are  fully  set  forth  in  the  opinion  of  the  Court. 

George  Gifford  and  E,  W.  Stoughton^  for  complainants. 

David  tVright^  for  defendants. 

Hall,  J. 

The  bill  in  this  case  alleges  the  infringement  of  one  original 
and  of  four  reissued  patents  ;  and  it  prays  for  an  injunction  and 
an  account,  and  for  a  decree  for  the  profits  of  the  alleged  in- 
fringements. 

The  defendants  having  answered  the  bill,  voluminous  proofs 
were  taken  ;  and  in  June  last  the  cause  was  heard  on  pleadings 
and  proofs.  The  continual  pressure  of  other  business  has  pre- 
vented an  earlier  decision. 

On  July  I,  1851,  letters  patent  were  granted  to  Aaron  Palmer 
and  S.  G.  Williams,  upon  a  specification  which  stated  that  they 
had  invented  a  new  and  improved  harvesting  machine^  and  which 
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sufficiently  described  the  construction  of  the  parts  embraced 
within  the  claim  of  the  patentee. 

The  invention  thus  claimed  and  patented  was  an  improvement 
in  the  harvesting  machine  ;  the  improvement  consisting  of  new 
devices  and  a  novel  arrangement  of  parts,  by  which  the  cut 
grain  was  to  be  removed  from  the  platform,  and  laid  in  gavels, 
by  an  automatic  rake. 

In  the  machine  described,  the  inner  edge  of  the  platform  on 
which  the  cut  grain  was  to  be  received  was  straight,  and  the 
outer  edge  was  curved.  There  was  a  straight  fence  or  guard 
rising  from  the  inner  edge  of  this  platform,  and  a  curved  fence 
or  guard  along  and  above  its  outer  edge ;  and  by  and  between 
these  the  cut  grain  was  kept  in  its  proper  place  when  the  ma- 
chine and  its  automatic  rake  were  in  operation.  An  iron  rail 
(marked  d  in  the  drawing),  inclining  upward  as  it  extended 
toward  the  front  of  the  platform,  was  properly  supported  above 
this  outer  or  curved  fence  or  guard.  This  rail  did  not  extend 
forward  quite  to  the  point  where  the  rake  was  to  fall  upon  the 
platform  in  front  of  the  cut  grain,  and  it  terminated  at  some 
distance  from  the  rear  of  the  platform  ;  and  a  short  rail  or  gate 
was  hinged  to  the  rear  end  of  the  inclined  rail  just  described. 
The  rear  end  of  this  short  rail  or  gate  rested  upon  the  curved 
fence  or  guard  ;  and  mostly,  though  not  entirely,  in  the  rear  of 
the  loose  end  of  this  hinged  rail,  and  upon  the  rear  part  of  the 
outer  or  curved  guard,  there  was  placed  another  short  rail,  hav- 
ing an  upward  inclination  as  it  extended  to  the  rear. 

The  rake  was  moved  forward  and  backward  between  the 
inner  and  outer  fences,  or  guards,  by  means  of  an  operating  lever, 
to  which  it  was  connected  by  rods  or  arms  of  suitable  length. 
This  rake  was  placed  some  distance  in  front  of  the  operating 
lever,  and  the  connecting  rods  or  arms  were  hinged  upon  this 
lever  so  as  to  allow  the  rake  to  rise  and  fall  without  regard  to 
the  plane  in  which  the  lever  moved.  A  stiff  rod  or  bar  was 
firmly  attached  to  the  outer  end  of  the  rake-head,  and  extended 
outward  beyond  it  so  far  as  to  rest  upon  the  above-described 
rails  which  surmounted  this  outer  fence  or  guard,  or  upon  the 
upper  edge  of  such  fence  or  guard,  as  the  action  and  movement 
of  the  machine  required.     The  operating  lever  was  forked  at 
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the  inner  end,  and  was  hinged  upon  and  supported  in  a  horizontal 
position  by  a  fulcrum  pin  between  the  inner  fence  or  guard  and 
the  main  or  driving-wheel  of  the  machine.  This  fulcrum  pin 
passed  through  the  two  legs  or  branches  of  the  lever,  one  of 
which  branches  extended  a  considerable  distance  above,  and  the 
other  a  somewhat  less  distance  below  the  main  bodv  of  the 
lever.  On  the  inner  end  of  each  of  these  legs  or  branches 
were  several  teeth,  which  respectively  corresponded  with  and 
meshed  into  an  outer  or  an  inner  series  to  teeth  or  cogs  cast 
within  a  recess  on  the  side  or  face  of  the  main  or  driving-wheel 
of  the  machine.  As  the  series  of  teeth  or  cogs  were  on 
opposite  sides  of  the  wheel,  and  contained  only  the  number  of 
teeth  or  cogs  required  to  give  the  desired  motion  to  the  oper- 
ating lever,  this  lever  was  moved  forward  when  one  of  these 
series  of  teeth  or  cogs  on  the  driving-wheel  came,  in  the  course 
of  the  forward  movement  of  the  machine,  in  proper  connection 
with  the  lower  branch  or  arm  of  such  lever ;  and  it  was  moved 
backward  when  the  teeth  upon  the  upper  branch  or  arm  of  such 
lever  came  into  proper  connection  with  the  other  series  of  teeth 
or  cogs  upon  such  driving-wheel — thus  giving  to  the  lever,  and 
consequently  to  the  rake  hinged  upon  it,  the  required  recipro- 
cating motion  forward  and  backward  above  the  platform. 

In  a  machine  thus  constructed,  the  rake,  when  it  reached  its 
most  advanced  position,  would  be  in  advance  to  the  forward 
end  of  the  supporting^rail,  and  would  then  fall  by  its  own 
weight  and  rest  upon  the  forward  part  of  the  platform.  The 
supports  of  the  inclined  rail  first  before  mentioned  being  so  bent 
outwardly,  or  otherwise  so  constructed  as  not  to  interfere  with 
the  backward  movement  of  the  rod  or  bar  extending  outward 
from  the  end  of  the  rake-head,  the  backward  movement  of  the 
lever  would  carry  back  the  rake  with  its  teeth  resting  upon  the 
platform.  By  this  movement  of  the  rake  the  cut  grain  would 
be  raked  along  the  platform  and  finally  thrown  or  dropped  from 
its  inner  side.  .  When  the  bar  or  rod  projecting  from  the  outer 
end  of  the  rake-head  reached  the  under  side  of  the  rear  end  or 
rear  part  of  the  short  or  hinged  rail,  that  end  of  such  hinged 
rail  would  be  forced  upward  until  the  rod  or  bar  cleared  it,  when 
it  would  fall  back  into  its  place.     As  the  rake  was  drawn  still 
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further  backward,  the  projecting  bar  or  rod  would  rise  upon  the 
upward  inclination  of  the  short  rail  in  the  rear  until  the  teeth  of 
the  upper  branch  of  the  lever  were  no  longer  in  connection  with 
the  series  of  teeth  upon  the  driving-wheel,  when  the  rearward 
motion  of  the  operating  lever  would  be  suspended.  Then 
almost  simultaneously  with  this  suspension,  and  as  the  driving- 
wheel  revolved,  the  teeth  of  the  upper  arm  of  the  operating 
lever  would  be  brought  into  connection  with  the  other  series  of 
teeth  or  cogs  upon  the  driving-wheel,  and  the  operating  lever 
and  the  rake  would  consequently  advance  toward  the  front  part 
of  the  platform.  The  rear  end  of  the  short  rail  hinged  on  the 
outer  edge  of  the  platform  having  dropped  into  its  place  below 
the  inclined  rail  at  the  rear  of  the  platform,  the  rod  or  bar 
attached  to  the  rake-head  would  ride  the  hinged  rail  and  the 
outer  rail  forward  of  such  hinged  rail  (thus  keeping  the  rake- 
teeth  above  the  cut  grain)  until  it  reached  the  forward  end  of 
such  outer  rail,  when  the  rake  would  again  fall  by  its  own  weight 
until  its  teeth  rested  upon  the  front  portion  of  the  platform, 
ready,  when  the  backward  movement  of  the  lever  should  begin, 
to  repeat  the  movement  just  described. 

The  different  parts  of  the  machine  described  in  such  specifi- 
cation were  shown  upon  the  drawing  which  accompanied  it;  and 
they  were  indicated  by  letters  referred  to  in  such  specification 
and  in  the  claim  of  the  patentees. 

The  claim  was  in  these  words :  **What  we  claim  as  our 
invention,  and  desire  to  secure  by  letters  patent,  is  the  discharg- 
ing the  cut  stalks  and  heads  of  grain  from  the  platform  D  by 
means  of  the  combination  of  the  rake  C  with  the  lever  B^  and 
the  co-operation  therewith  of  the  series  of  teeth  ^,  y,  on  the 
face  of  the  wheel  A  and  the  inclined  rail  d^  rising  above  the 
curved  guard  of  the  platform  D^  substantially  in  the  manner 
herein  set  forth." 

This  claim,  though  in  its  strictly  literal  sense  a  claim  of  a 
result  which  would  be  invalid,  is  a  claim  of  a  result  produced 
by  specific  means  ;  and  under  the  rules  which  obtain  in  the  con- 
struction of  such  claims,  it  should  doubtless  be  held  to  be 
a  claim  of  the  described  means — or  rather  of  the  particular 
organization   and    devices   described   by  means  of   which   the 
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specifiecl  result  is  produced — and  therefore  valid  and  effectual  to 
the  extent  of  the  actual  invention  of  the  patentees. 

On  April  10,  1865,  this  patent  was  surrendered,  and  it  was 
then  reissued  to  Palmer  and  Williams,  the  original  patentees, 
upon  an  amended  or  different  specification. 

There  was  no  great  difference  between  these  two  specifica- 
tions in  respect  to  the  mode  of  construction  recommended, 
except  that  it  was  said  that  the  fence  or  guard  on  the  inner  edge 
of  the  platform  might  be  made  straight,  or  might  be  curved  to 
correspond  with  the  sweep  of  the  inner  end  of  the  rake. 

The  claim,  however,  was  considerably  modified  ;  the  co- 
operation of  the  series  of  teeth  p  and  q  on  the  face  of  the  wheel 
^,  and  the  inclined  rail  d  rising  above  the  curved  guard  of  the 
platform  being  no  longer  claimed  as  a  part  of  the  invention  ;  and 
the  modified  claim  was  restricted  to  the  use  of  the  specified  com- 
bination of  the  rake  and  lever  when  moved  by  gearing  located 
within  the  inner  edge  or  circle  of  the  platform.  This  will  suf- 
ficiently appear  by  a  comparison  of  the  two  claims,  the  claim  of 
the  reissued  patent  being  in  these  words :  **  What  we  claim  as 
our  invention,  and  desire  to  secure  by  letters  patent,  is  discharg- 
ing the  cut  stalks  and  heads  of  grain  from  the  main  platform 
Z),  on  which  they  first  fall,  by  means  of  the  combination  of  the 
rake  C  with  the  overhung  lever  5,  moved  by  gearing  located 
within  the  inner  edge  or  circle  of  said  platform,  as  herein  set 
forth."  This  amended  claim,  unless  restricted  by  the  words 
"as  herein  set  forth,"  to  the  devices  and  organization  particu- 
larly described,  seems  to  be  much  more  extensive  than  that  of 
the  original  patent,  inasmuch  as  it  covers  the  use  of  the  com- 
bination of  the  rake  and  lever  when  moved  by  gearing  of  any 
description  located  within  the  inner  edge  or  circle  of  the  plat- 
form, instead  of  confining  it  to  the  gearing  described  in  the 
original  specification;  and  it  seems  to  be  intended  to  cover 
every  such  use,  and  to  prevent  any  evasion  of  the  assumed  rights 
of  the  patentees,  on  the  ground  that  the  fence  or  guard  on  the 
inner  edge  of  the  platform  was  curved  instead  of  straight. 

This  reissued  patent  was  obtained  nearly  four  years  after  the 
original  patent  was  granted,  and  when,  it  is  to  be  supposed,  the 
patentees  were  not  ignorant  of  the  precise  character  and  extent 
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of  their  invention,  or  of  the  best  mode  of  embodying  it  for  public 
use,  whatever  might  have  been  the  case  at  the  time  the  original 
patent  was  granted.  This  reissued  patent  was,  however,  deemed 
insufficient  to  suppress  the  use  of  all  devices  which  might  be 
employed  by  others  in  the  construction  and  operation  of  an 
automatic  rake  ;  and  nearly  six  years  after  the  first  reissue,  and 
nine  and  a  half  years  from  the  date  of  the  original  patent,  this 
reissued  patent  was  surrendered,  and  was  immediately  reissued 
to  the  original  patentees,  in  two  patents,  dated  on  the  iirst  day 
of  January,  1861. 

The  claim  in  the  first  of  these  reissues  (called  in  the  bill 
Reissue  No  4)  is  in  these  words  :  "  What  we  claim  as  our  inven- 
tion is  discharging  the  cut  grain  from  a  quadrant-shaped  platform, 
upon  which  it  falls  as  it  is  cut,  by  means  of  an  automatic  sweep- 
rake  sweeping  ovf  r  the  same  platform,  substantially  as  described.*' 

This  claim,  unless  the  words  *^  substantially  as  described,"  are 
held  to  impose  restrictions  which  they  would  not  impose  under 
the  ordinary  rules  of  construction,  is  much  moie  extended  than 
that  of  either  the  original  or  the  prior  reissued  patent,  for  the 
introduction  for  the  first  time  of  the  term  quadrant-shaped,  as  a 
description  of  the  platform,  can  hardly  be  considered  as  a  restric- 
tion of  the  prior  claims.  The  platform  required  under  either 
of  the  prior  patents  was,  necessarily  (in  substance),  a  quadrant- 
shaped  platform  as  much  as  that  described  in  this  reissue ;  for 
the  curved  fence  or  guard  at  the  outer  edge,  and  which  was 
necessary  to  the  proper  action  of  the  rake  and  the  other  parts 
described,  made  the  platform  quadrant-shaped,  in  substance  and 
effect,  without  regard  to  the  precise  form  of  the  outline  adopted 
in  its  construction.  The  combination  of  the  rake  and  operating 
lever,  which  was  the  prominent  feature  of  the  original  and  prior 
reissued  patent,  is  not  mentioned  ;  and  the  limitation  of  the 
claim  of  the  reissued  patent  to  machines  in  which  the  rake  and 
lever  were  moved  by  gearing,  located  within  the  inner  edge  or 
circle  of  the  platform,  is  silently  rejected.  Indeed,  this  claim 
bears  scarcely  any  resemblance  to  the  claim  of  the  original 
patent,  which  was,  in  substance,  a  claim  of  the  combination  of 
several  elements,  viz  :  the  rake,  the  forked  lever  with  teeth 
upon  its  upper  and  lower   branches,  the  movement  of  which 
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gave  to  the  rake  its  reciprocating  motion  backward  and  forward, 
the  two  series  of  teeth  or  cogs  in  the  face  of  the  driving-wheel, 
and  the  curved  rails  at  the  outer  edge  of  the  platform,  which 
governed  the  vertical  motion  of  the  rake.  The  combination 
originally  patented,  and  all  its  elements  (unless  it  be  the  rake), 
are  apparently  forgotten  ;  and  the  broad  claim  is  made  of  "  dis- 
charging the  cut  grain  from  a  quadrant-shaped  platform  on  which 
it  falls  as  it  is  cut,  by  means  of  an  automatic  sweep-rakc  sweep- 
ing over  the  same,"  limited  only  by  the  qualification  '* substan- 
tially as  described  >"  a  qualification  which  is  evidently  intended 
to  mean  little  or  much,  as  the  interests  of  the  patentees  may 
require.  And  in  order  to  aid  in  giving  it  this  flexible  character, 
the  specification  states  that  the  Jnvention  claimed  under  this 
patent  consists  in  arranging  an  automatic  sweep-rake  in  such 
relation  to  a  quadrant-shaped  platform  upon  which  the  grain  falls 
as  it  is  cut,  that  it  shall  vibrate  over  the  same  at  suitable  inter- 
vals to  discharge  the  cut  grain  upon  the  ground,  and  "  that  the 
accompanying  drawings  represent,"  not  the  invention  itself,  but 
"a  convenient  arrangement  of  parts  for  carrying  out  the  object 
of  our  invention." 

The  claim  of  this  reissue  is  so  broad  that  there  would  seem 
to  be  no  necessity  for  the  other  patent  granted  upon  the  last- 
mentioned  surrender  and  reissue,  if  the  broad  claim  just  referred 
to  could  be  maintained.  Perhaps  the  just  fear  that  this  might  be 
extremely  doubtful  may  be  properly  regarded  as  the  reason  why 
the  other  reissue  was  desired. 

The  other  patent  of  the  reissue  of  January  i,  1861,  was  not 
obtained  without  much  difficulty,  the  application  having  been 
twice  rejected.  It  was  finally  granted  upon  a  report,  which 
states  that  "  the  claim  is  in  hct /or  the  means  made  use  of  to  free 
the  platform  from  the  fallen  grain,"  and  that  "it  covers  the  com- 
bination and  arrangement  of  those  means  within  the  inner  edge 
of  the  platform."  This  claim  is  in  these  words:  "What  we 
claim  under  this  patent  as  our  invention  is,  sweeping  the  cut 
grain  from  the  platform,  upon  which  it  falls  as  it  is  cut,  by  means 
of  an  automatic  sweep-rake,  moved  by  gearing  located  within 
the  inner  edge  of  said  platform,  substantially  as  described." 
This  claim  is  more  restricted  than  that  of  the  other  reissue  of 
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the  same  date,  founded  upon  the  same  reissued  patent,  and  is 
confined  to  cases  in  which  the  rake  is  moved  by  gearing  located 
within  the  inner  edge  of  the  platform,  while  the  other  claim 
contained  no  such  restriction.  The  omission  of  the  term  ''quad- 
rant shaped,"  in  describing  the  platform,  is  not,  for  reasons  already 
stated,  deemed  of  much  importance ;  and  it  is  not  easy  to  give 
any  satisfactory  reason  for  the  application  for  this  patent,  if  the 
other  reissued  patent  could  be  sustained,  as  any  infringement  of 
this  patent  would  be  also  an  infringement  of  the  other  reissue  of 
the  same  date,  if  the  validity  of  the  latter  could  be  maintained. 

Only  the  first  named  of  these  reissues  of  January  i,  1861,  is 
now  in  force  and  relied  on  in  this  suit,  the  last  having  been  sur- 
rendered and  reissued  to  the  plaintifi^s  as  assignees  under  Palmer 
and  Williams,  on  May  31,  1864.  In  this  last  reissue,  desig- 
nated by  the  plaintifi^s  as  reissue  No.  1682,  the  claim  is  in  these 
words:  '*  What  we  claim  under  this  patent  as  our  invention  is, 
the  combination  of  the  cutting  apparatus  of  a  harvesting  machine 
with  a  quadrant-shaped  platform  arranged  in  the  rear  thereof, 
and  a  sweep-rake  operated  by  mechanism  in  such  manner  that 
its  teeth  are  caused  to  sweep  over  the  platform  in  curves  when 
acting  on  the  grain,  these  parts  being  and  operating  substantially 
as  hereinbefore  set  forth.  We  also  claim  the  combination  of  a 
quadrant-shaped  platform,  a  sweep-rake  operated  by  mechanism 
which  causes  the  rake  to  move  in  alternately  opposite  directions, 
an  inclined  rail  to  raise  the  rake,  and  a  switch,  these  parts  being 
and  operating  substantially  as  hereinbefore  set  forth."  The 
switch  here  referred  to,  as  one  of  the  elements  of  the  combina- 
tion claimed,  is  the  short  or  hinged  portion  of  the  rail  denomi- 
nated a  short  rail  or  gate  in  the  original  patent. 

On  this  last  reissue,  also,  the  plaintiffs  rely  to  sustain  their 
suit,  it  being  claimed  that  the  defendants  have  infringed  the  first 
claim  of  this  patent. 

The  several  reissues  above  mentioned  appear  to  have  been 
granted  upon  petitions  stating  that  the  patents  surrendered  were 
inoperative  and  invalid  by  reason  of  a  defective  specification, 
which  defect  had  arisen  from  inadvertence  and  mistake;  but 
instead  of  this  statement  being  verified  by  oath,  the  affidavit  of 
the  applicant,  following  such  petition,  states  only  bis  belief  that 
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such  prior  patent  was  not  fully  valid  and  available  to  biniy  and 
that  the  said  error  had  arisen  from  ^"^  inadvertence,  accident,  or 
mistake. 

It  was  urged  upon  the  argument,  that  these  reissued  patents 
were  severally  unauthorized,  illegal,  and  void  ;  and  as  the  ques- 
tion thus  raised,  if  decided  in  favor  of  the  defendants,  must  ren- 
der any  further  discussion  of  the  rights  claimed  under  these  pat- 
ents entirely  unnecessary,  it  will  be  first  considered. 

Section  13  of  the  act  of  1836,  which  authorizes  the  surrender 
and  reissue  of  patents,  provides,  in  substance,  that  when  any 
patent  *' shall  be  inoperative  or  invalid,  bv  reason  of  a  def»:ctive 
or  insufficient  description  or  specification,  or  by  reason  of  the 
patentee  claiming  in  his  specification,  as  his  own  invention, 
more  than  he  had  or  shall  have  a  right  to  claim  as  new,  if  the 
error  has  or  shall  have  arisen  by  inadvertency,  accident,  or  mis- 
take, and  without  any  fraudulent  or  deceptive  intention,  it  shall 
be  lawful  for  the  commissioner,  upon  the  surrender  to  him  of 
such  patent,  to  cause  a  new  patent  to  be  issued  to  the  said 
inventor  for  the  same  invention,  for  the  residue  of  the  period 
then  unexpired  for  which  the  original  patent  was  granted,  in 
accordance  with  the  patentee's  corrected  description  and  specifi- 
cation," etc. 

It  must  be  conceded  that  the  action  of  the  commissioner,  in 
receiving  a  surrender  and  granting  a  reissue,  is  very  strong  ^r/iw^r 
facie  evidence  that  the  case  was  one  in  which  a  reissue  was 
proper  and  lawful,  but  the  decision  of  the  commissioner  upon 
this  point  is  not  conclusive;  and  the  mors  recent  decisions  very 
clearly  indicate  the  opinion  that  many  reissues  have  been  improp- 
erly granted,  and  that  the  abuses  which  have  grown  out  of  fraud- 
ulent or  improper  reissues  have  been  such  as  to  require  a  more 
rigid  scrutiny  in  regard  to  the  propriety  and  legality  of  the  sur- 
render and  reissue  of  a  patent.  Burr  v.  Duryee^  I  Wall.  531, 
579;  Case  v.  Brown^  2  Wall.  320 ;  Sickles  v.  Evans^  2  Fisher, 
417;   Carhart  v.  Austin^  2  Fisher,  543. 

It  would  seem  to  be  quite  clear  upon  the  patents  and  proofs 
in  this  case,  that  the  original  patent  to  Palmer  and  Williams  was 
not  in  any  just  sense  inoperative  or  invalid.  The  specification 
was  full  and  complete,  aud  it  is  believed  that  ibe  claim  fully 
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covered  and  completely  protected  the  actual  invention  of  the 
patentees.  It  is  true  that  it  did  not  claim  a  quadi ant-shaped 
platform,  nor  the  combination  of  such  a  platform  with  the  cut- 
ting apparatus  or  other  operating  parts  of  a  harvesting  machine  ; 
but  it  is  conceded  by  the  plaintiffs  that  the  quadrant-shaped 
platform  was  not  then  new,  and  that  it  had  been  before  used  by 
Seymour.  And  it  had  been  described  in  combination  with  a 
revolving  automatic  rake  in  the  prior  patent  to  Piatt.  But  inde- 
pendently of  these  circumstances,  the  particular  form  or  outline 
described  was  not,  we  think,  then  the  subject  matter  of  a  patent. 
The  size  and  particular  form  of  the  platform,  whether  square, 
rectangular,  or  otherwise  shaped,  was  simply  a  question  of 
mechanical  construction,  depending  upon  the  form,  construction, 
and  operation  of  the  other  parts  of  the  machine;  and  the  actual 
invention  of  Palmer  and  Williams  was  confined  to  the  devices 
and  organization  by  which  the  automatic  rake  was  effectually 
operated  and  made  to  produce  the  desired  result.  No  one  who 
had  any  pretensicn  to  mechanical  skill,  or  even  to  practical  good 
sense,  could  have  been  stupid  enough,  after  placing  the  circular 
fence  and  rail  on  the  old-fashioned  rectangular  platform,  to  leave 
the  useless  wood  outside  that  fence  and  rail,  to  add  unnecessarily 
to  the  weight  of  the  machine  and  consequently  to  the  force  required 
for  its  operation.  To  remove  this  useless  wood,  or  simply  to 
change  the  position  of  Piatt's  quadrant-shaped  platform  to  the  rear 
of  the  cutting  apparatus,  required  neither  ingenuity  nor  invention. 

It  is  also  quite  certain  that  the  patentees  had  neither  invented 
nor  contemplated  any  device  for  the  operation  of  an  automatic 
rake,  other  than  that  specifically  described  and  claimed  in  the 
specification.  That  was  a  meritorious  and  valuable  invention, 
and  it  was  amply  protected  by  the  original  patent.  In  short,  it 
is  believed  that  there  is  no  ground  upon  which  a  surrender  and 
reissue  of  this  patent  can  be  maintained. 

It  may  be  useful,  though  unnecessary,  to  refer  to  some  of  the 
modifications  of  the  claims  of  the  patentees,  as  exhibited  in  these 
reissued  patents,  and  to  some  circumstances  which  indicate  that 
they  were  made  for  the  purpose  of  covering  subsequently  invented 
devices,  or  different  forms  of  construction,  which  had  been 
observed   in  other  machines.     The  patent  to  Seymour,  herein- 
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after  mentioned,  had  secured  to  him  the  exclusive  use  of  certain 
devices  for  operating  the  automatic  rake,  the  most  material  and 
most  essential  portions  of  which  were  located  at  or  near  the 
outer  edge  of  the  platform  ;  and  the  same  liberality  which  would 
extend  the  claim  of  Palmer  and  Williams  to  all  devices  for 
operating  the  rake  by  gearing  located  within  the  inner  edge  or 
circle  of  the  platform,  would  extend  that  of  Seymour  to  all  gear- 
ing located  at  or  near  its  outer  edge.  If  the  broad  claims  of  the 
reissues  of  Palmer  and  Williams'  patent  could  be  maintained, 
the  efforts  of  all  other  inventors  to  produce  superior  devices,  if 
not  effectually  suppressed,  would  be  rendered  comparatively 
fruitless  by  a  combination  of  these  two  patents,  and  of  the 
reissues  granted  upon  their  surrender  from  time  to  time,  and  by 
the  danger  of  protracted  and  expensive  litigation  under  them. 

The  idea  of  claiming  a  quadrant-shaped  platform  had  not 
occurred  to  the  patentees,  either  at  the  time  of  the  application 
for  the  original  patent,  or  at  the  time  of  the  application  for  the 
first  reissue ;  and  in  the  specification  annexed  to  the  first  reissue 
(and,  in  fact,  also  in  those  annexed  to  the  last  reissue),  the  inner 
fence  or  guard,  which,  for  all  substantial  and  practical  purposes, 
marks  and  defines  the  real  outline  of  the  side  of  the  platform  on 
which  it  rests,  may,  it  is  said,  be  either  straight  or  curved- 
Besides,  upon  the  original  drawing  or  model  of  Palmer  and  Wil- 
liams' invention,  the  platform  deserves  the  appellation  of  quad- 
rant shaped  as  little  as  that  above  referred  to,  which  would  be 
bounded  by  two  circular  lines  (one  convex  and  one  concave) 
and  two  straight  lines. 

In  all  the  specifications  the  claims  are,  in  their  literal  terms, 
of  the  operation  or  result  of  the  devices  or  invention  which 
might  have  been  claimed,  rather  than  of  the  invention  itself; 
but  in  the  original  patent  the  claim  is  so  qualified  and  limited 
that  the  claim  could  doubtless  have  been  maintained.  The 
claims  under  the  reissued  patents  of  January  i,  i86r,  are  not  so 
restricted  and  qualified  i  and  the  broad  claim  to  the  exclusive 
right  of  discharging  cut  grain  from  a  quadrant-shaped  platform,  on 
which  it  falls  as  it  is  cut,  by  means  of  an  automatic  sweep  rake, 
operated  by  mechanism  and  sweeping  over  the  same  platform,  is 
put    forth,  subject    only    to   the   limitation,   ^^substantially   as 
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described,"  which  is  to  be  claimed  to  be  of  very  great  or  of  very 
little  importance,  as  the  interest  of  the  patentees  may  require. 
This  form  of  claim  was  properly  characterized  and  condemned 
in  Burr  v.  Duryee^  and  much  that  was  said  by  Mr.  Justice 
Grier,  in  delivering  the  opinion  of  the  Court  in  that  case, 
might  be  properly  repeated  in  this. 

The  claims  under  the  reissue  of  the  other  patent  of  i86t,  as 
made  in  1864,  are  not  of  the  same  objectionable  character,  but 
they  are  broad  enough,  if  they  can  be  maintained,  to  cover 
nearly  every  form  of  construction  and  mode  of  operation  which 
could  be  adopted  in  the  construction  and  use  of  an  automatic 
rake  upon  any  existing  form  of  the  ordinary  harvesting  machine; 
and  certainly  these  claims  would  cover  many  subsequent  inven- 
tions, of  which  these  patentees,  at  the  time  of  their  application 
for  their  original  patent,  had  not  the  slightest  conception — 
inventions  so  entirely  different  from  theirs  that  there  can  be  no 
possible  doubt  but  that,  so  far  from  being  identical,  they  are  en- 
tirely different  in  construction,  character,  and  mode  of  operation. 
Indeed,  neither  of  these  claims  could  be  sustained  as  beingr  a 
claim  of  the  same  invention  as  that  described  in  the  original  pat- 
ent, except  by  force  of  the  words  "substantially  as  described," 
or  words  of  similar  import ;  and  the  case  of  Burr  v.  Duryee  is 
deemed  sufficient  authority  for  the  conclusion  that  these  claims 
under  the  issue  of  the  Palmer  and  Williams  patents  are  void 
unless  these  claims  can  be  held  to  be  restricted  to  the  devices 
originally  described  and  claimed. 

But,  leaving  the  invention  of  Palmer  and  Williams  for  the 
present,  another  series  of  patents  will  now  be  considered. 

On  July  8,  1851,  a  patent  was  granted  to  the  plaintiff,  Sey- 
mour, for  new  and  useful  improvements  in  reaping  machines. 

In  the  specification  annexed  to  this  patent  it  is  said:  "The 
platform,  instead  of  being  made  in  a  square  form,  extending  only 
three  or  four  feet  back  of  the  sickle,  as  heretofore,  is  extended 
back  in  a  circular  form  ;  that  the  grain,  instead  of  being  raked 
off  behind  the  machine,  as  heretofore,  making  it  necessary  to 
take  up  each  swath  as  it  cut,  is  swept  off  in  a  circle  and 
dropped  far  enough  from  the  standing  grain  to  be  out  of  the  way 
of  cutting  the   next  swath.*'     The  specification  further  says : 
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''The  grain  is  raked  from  the  machine  by  means  of  a  rake  that 
is  made  to  travel  back  and  forth  in  the  following  manner:  To 
one  end  of  the  rake-rod  is  attached  a  pinion  of  twelve  cogs^  may 
be  more  or  less,  that  meshes  into  the  internal  spur-wheel,  which 
causes  the  rod  to  revolve.  This  rod  has  a  universal  joint  a  few 
inches  from  the  pinion.  This  short  section  of  the  rod  is  sup- 
ported in  a  horizontal  transverse  position  by  two  bearings  that 
are  attached  to  the  wheel-frame.  To  the  other  end  of  this 
rake-rod  is  attached  a  pinion  with  cogs  or  some  irregular  surface 
to  correspond  with  the  oblong  track.  As  the  rod  revolves 
the  pinion  travels  in  the  oblong  circular  track.  The  rake- 
rod  extends  through  the  pinion  and  projects  out  a  little,  say  a  half 
an  inch,  more  or  less,  as  the  pinion  comes  to  the  upper  side  of 
the  track.  The  end  of  the  rake-rod  rests  on  the  upper  side 
of  the  guide  which  holds  the  pinion  up  into  the  upper  side 
of  the  track,  and  causes  it  to  pass  from  3  to  4  as  the  rake- 
rod  revolves.  Then  the  rake-rod  passes  around  the  end  of  the 
guide  and  under  the  under  side  of  it,  and  holds  the  pinion  down 
into  the  under  side  of  the  circulating  track,  and  causes  it  to 
return  back  to  3  again.  The  rake  is  attached  to  the  rake-rod 
by  the  three  attachments  through  which  the  rake-rod  revolves. 
The  rod  passes  through  one  or  more  of  the  attachments,  and 
extends  out  beyond  the  pinion  into  the  groove  in  the  center  of 
the  guide.  It  extends  out  a  little  further  than  the  rake-rod, 
that  it  may  keep  in  the  groove  at  all  times.  When  the  pinion 
is  against  the  upper  side  of  the  track  the  rod  holds  the  rake 
down  on  the  grain  ;  when  the  pinion  passes  down  the  rod, 
holding  into  the  groove,  raises  the  rake  up  and  holds  it  up 
until  the  pinion  passes  up  to  the  upper  side  of  the  track, 
where  the  rake  falls  on  the  grain  and  is  held  down  until 
the  grain  is  swept  off.  This  application  of  the  power  to  the 
rake  will  allow  the  extension  of  the  cutting  and  raking  surface 
with  little  additional  expense." 

The  description  thus  given  may,  perhaps,  be  better  understood, 
in  the  absence  of  the  proper  drawing,  if  it  be  stated  that  the 
reciprocating  motion  of  the  operating  lever  was  caused  by  its 
continued  revolution,  while  its  outward  end  was  moved  backward 
and   forward   by  the   meshing  of  the  cogs  of  a   wheel   firmly 
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attached  to  the  outer  end  of  such  lever,  into  a  series  of  cogs 
projecting  upward  from  a  bar  which  curved  along  near  the  outer 
and  curved  edge  of  the  quadrant-shaped  platform,  and  into 
another  series  of  cogs  projecting  downward  and  placed  at  a  dis- 
tance above  this  lower  series  of  cogs  about  equal  to  twice  the 
diameter  of  such  cog-wheel.  These  upper  and  lower  series 
were  connected  at  each  end  by  a  semi-circular  bar,  with  cogs  of 
the  same  character  upon  the  inner  side,  so  that  on  reaching  the 
front  end  of  the  lower  bar,  or  series  of  cogs,  the  cog-wheel 
attached  to  the  end  of  the  lever  would  be  carried  up  along  the 
cogs,  on  the  inner  side  of  the  semi-circular  bar,  until  it  struck 
the  upper  series  of  cogs,  and  would  then  be  carried  back  to  and 
down  the  semi-circle  in  the  rear,  and  then  again  back  to  the 
front  and  around  as  before.  A  bar  passing  through  the  arms 
which  connected  the  rake-head  with  the  operating  lever,  by  a 
hinge  joint  near  the  middle  of  the  length  of  such  arms,  and 
fitting  into  a  slot  or  open  space  between  guide-bars  placed  paral- 
lel to  and  equidistant  from  the  upper  and  lower  cogged  bars,  or 
series  of  cogs,  was  thereby  kept  in  the  same  plane,  while  the 
rise  and  fall  of  the  operating  bar  at  one  end  of  such  arms  pro- 
duced a  reversed  motion  of  the  rake-head  at  the  other  end. 
With  this  explanation,  and  the  description  above  copied,  the 
operation  of  the  rake,  and  of  the  machinery  by  which  its  move- 
ments were  to  be  produced,  will  probably  be  understood. 

The  device  thus  described  is  very  ingenious,  and  operated 
beautifully  in  the  model,  but  it  is  probably  too  complicated  in 
its  structure,  and  too  liable  to  be  clogged,  or  otherwise  injuri- 
ously affected  by  the  falling  or  standing  grain,  to  compete  suc- 
cessfully with  the  more  simple  arrangement  adopted  by  the 
defendants. 

The  claim  made  in  the  specification  annexed  to  this  patent 
IS  in  the  following  words :  "  What  I  claim  as  my  invention,  and 
desire  to  secure  by  leaers  patent,  is,  the  rake  attached  for  raking 
the  grain  from  the  machine  without  hand  labor,  constructed  and 
operated  substantially  as  described. 

This  patent  was  surrendered  on  the  loth  of  July,  i860,  and 
was  reissued  in  three  parts,  Nos.  1003,  1004,  and  1005. 

The  claims  in  these  reissued  patents,  Nos.  looj,  1004,  and 
72 
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1005,  were  respectively  as  follows:  No.  1003:  "What  I  claim 
as  my  invention  is :  first,  supporting  the  arm  or  lever  of  a 
vibrating  sweep-rake  at  each  end,  substantially  as  described  ; 
second,  operating  an  automatic  sweep-rake,  by  gearing  on  both 
ends  thereof,  in  combination  with  the  platform  of  the  harvest- 
ing machine  for  delivering  the  grain  in  gavels,  substantially  as 
described."  No.  1004:  "The  combination  of  the  arm,  rod, 
or  lever,  which  carries  a  vibrating  sweep-rake,  with  a  guide-rod, 
which  forms  a  movable  fulcrum  for  the  rake-head,  substantially 
as  described,  for  the  purpose  set  forth  ;"  and  No.  1005:  '^The 
arrangement  of  a  quadrant-shaped  platform,  immediately  behind 
the  cutting  apparatus,  so  as  to  receive  the  cut  grain  as  it  falls, 
and  from  which  it  is  discharged  in  the  arc  of  a  circle  substan- 
tially as  described." 

On  the  7th  day  of  May,  1861,  this  reissued  patent.  No.  1005, 
was  surrendered  atnd  reissued.  The  claim  in  such  last-men- 
tioned reissue  is  for  ^^a  quadrant-shaped  platform,  arranged 
relatively  to  the  cutting  apparatus  substantially  as  herein  de- 
scribed, for  the  purpose  set  forth."  This  reissue  is  called  No. 
72  in  the  plaintiff's  bill. 

The  above  No.  1004  does"  not  appear  to  have  been  reissued  ; 
but  it  is  not  relied  upon  by  the  plaintiffs  in  this  suit. 

On  the  31st  day  of  May,  1864,  the  above-reissued  patent. 
No.  1003,  was  surrendered  and  reissued  as  No.  1683.  ^^^ 
claims  in  the  last-mentioned  reissue  are:  ^^  First,  The  combina- 
tion in  a  harvesting  machine  of  the  cutting  apparatus  (to  sever 
the  stalks)  with  a  reel  and  with  a  quadrant-shaped  platform 
located  in  the  rear  of  the  cutting  apparatus,  these  three  numbers 
being  and  operating  substantially  as  set  forth.  Second,  The 
combination  in  a  harvesting  machine  of  the  cutting  apparatus 
with  a  quadrant-shaped  platform  in  the  rear  of  the  cutting 
apparatus,  a  sweep-rake,  mechanism  for  operating  the  same,  and 
devices  for  preventing  the  rise  of  the  rake-teeth  when  operating 
on  the  grain,  these  five  members  being  and  operating  substan- 
tially as  set  forth." 

These  reissues  of  the  patent  originally  granted  to  William  H. 
Seymour,  in  1851,  were  granted  upon  petitions  and  affidavits 
that  the  prior  patents  were  not  fully  available,  etc.,  substantially 
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like  those  before  referred  to  as  those  upon  which  the  several 
reissues  of  the  Palmer  and  Wiiliams  patents  were  severally 
granted. 

On  the  3d  day  of  July,  1865,  the  reissued  patents  above 
designated  as  No.  72  and  No.  1683  were  extended  for  seven 
years  from  and  after  the  8th  day  of  July,  1865,  and  they  are 
relied  upon  by  the  plaintiffs,  who  allege  that  they  have  been 
infringed  by  the  defendants. 

The  general  form,  scope,  and  object  of  the  claims  of  the 
several  reissues  of  the  Seymour  patent  need  not  be  particularly 
remarked  upon.  They  are  substantially  of  the  same  character  as 
those  contained  in  the  reissues  of  the  Palmer  and  Williams 
patent,  and  must  be  governed  by  the  same  principles ;  and  much 
that  has  been  said  in  respect  to  the  reissues  of  the  Palmer  and 
Williams  patent  will  therefore  apply  with  equal  force  to  the  re- 
issues of  the  patent  of  Seymour. 

But  there  is  still  another  patent  under  which  a  claim  is  made 
by  the  plaintiffs,  and  this  will  now  be  referred  to : 

On  the  24th  day  of  January,  1854,  a  patent  was  issued  to 
Aaron  Palmer  and  Stephen  G.  Williams  for  an  improvement 
in  grain  harvesters.  The  specification  annexed  to  this  patent 
described  a  method  of  hanging  the  inner  and  outer  bearing  of 
the  shaft  or  axis  of  the  reel,  used  in  harvesters,  upon  the  forward 
and  projecting  ends  of  two  horizontal  beams  supported  by  posts, 
crossing  each  other  in  the  form  of  an  X,  set  upon  or  attached  to 
the  frame  of  the  machine  at  a  point  so  far  in  the  rear  of  the 
cutting  apparatus  as  not  to  come  in  contact  with  the  standing 
grain.  The  outer  bearing  of  this  shaft  was  near  the  middle  of 
its  length.  The  reel  was  made  with  this  shaft  nearly  five  feet 
long,  with  one  set  of  arms  projecting  from  the  middle,  and 
another  set  from  the  end  of  the  shaft  at  right  angles;  and  to  the 
outer  end  of  those  arms  are  attached  ribs  running  parallel  with 
and  projecting  outward  beyond  the  shaft  and  over  the  standing 
grain  nearly  half  their  length — thus  covering  the  width  of  grain 
within  the  scope  of  the  cutting  apparatus. 

One  of  the  claims  in  this  patent  is,  of  ^^  the  method  of  hang- 
ing the  reel  so  as  to  dispense  with  any  post  or  reel  bearers  next 
to  the  standing  grain,  as  herein  described ;  thereby  preventing 
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the  grain  from  getting  caught  and  held  fast  between  the  divider 
and  reel  supporter;"  and  it  is  insisted  by  the  plaintiffs  that  this 
claim  has  been  infringed  by  the  defendants. 

Before  either  of  the  inventions  patented  by  Palmer  and 
Williams  and  by  Seymour,  as  hereinbefore  stated,  were  made, 
and  on  or  before  the  22d  day  of  November,  1848,  one  Nelson 
Piatt  made  his  petition  and  specification  to  obtain  a  patent.  On 
the  day  last  mentioned  he  made  the  required  oath  that  he 
believed  himself  to  be  the  original  and  first  inventor  of  the 
improvement  in  the  harvesting  machines  described  in  such  speci- 
fication ;  and  on  this  petition  and  specification  a  patent  was 
issued,  bearing  date  June  12,  1849.  The  priority  of  Piatt's 
invention  is  not  denied. 

The  machine  described  in  Piatt's  specification  was  extremely 
complicated.  It  had  a  quadrangular  platform  directly  in  the 
rear  of  the  cutting  apparatus,  and  a  quadrant-shaped  plat- 
form at  the  inner  or  stubble  end  of  the  quadrangular  platform. 
These  platforms  were  double,  with  spaces  between  the  upper 
and  lower  portion  to  allow  the  head  of  an  automatic  rake  to 
Inove  and  turn  between  such  upper  and  lower  portions.  The 
upper  portions  of  these  double  platforms  were  slotted,  so  that  the 
rakes  might  pass  through  these  slots  and  move  with  the  head  of 
the  rake,  which  moved  between  the  upper  and  lower  parts  of 
the  platform.  The  specification  also  fully  described  two  auto- 
matic rakes,  and  the  gearing  required  for  their  operation  when 
attached  to  and  working  with  a  harvesting  machine.  The  head 
of  one  of  such  rakes  moved  from  side  to  side  across  the  swath 
cut,  and  under  the  upper  portion  of  the  double  quadrangular 
platform,  which  had  slots  therein  to  allow  the  teeth  of  the  rake 
to  pass  through  when  turned  upward  perpendicular  to  the  plat- 
form, and  to  be  carried  across  the  length  of  the  platform  while 
in  that  position  in  order  to  move  the  grain  to  the  stubble  side  of 
the  quadrangular  platform  and  to  the  edge  cf  the  conjointed 
quadrant-shaped  platform.  When  this  was  accomplished,  the 
teeth  were  turned  downward  through  the  upper  quadrangular 
platform  and  out  of  the  way  of  the  fallen  grain ;  and  the  rake 
was  then  moved  by  the  machinery  to  the  proper  position  for  its 
teeth  to  be  again  turned  up  from  their  horizontal  to  their  vertical 
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position,  when  they  were  again  turned  upward  by  the  machinery, 
and  the  rake  carried  the  cut  grain  to  the  edge  of  the  quadrant- 
shaped  platform  as  before.  The  second  rake  was  attached  by 
one  end  of  its  head  to  a  cogged  quadrant,  in  such  a  manner  that 
it  might  be  turned  upon  its  own  axis  at  the  same  time  that  it 
was  swung  through  the  arc  of  vibration  of  the  quadrant,  to 
carry  the  grain  received  from  the  first  rake  over  the  second  or 
quadrant-shaped  platform,  and  deposit  it  behind  the  latter  on  the 
ground.  In  order  that  the  ends  of  the  teeth  might  be  carried 
above  and  placed  behind  the  grain  or  grass  delivered  by  the  first 
rake  on  the  second  platform,  they  were  turned  to  a  horizontal 
position  when  moving  forward  by  a  weighted  lever,  in  which 
position  they  remained  until  brought  over  and  behind  the  grain 
to  be  removed  by  them,  when  the  teeth  were  again  turned  to  a 
vertical  position  and  the  rake  moved  in  such  manner  as  to  rake 
off  the  grain  which  had  been  delivered  by  the  first  rake  on  the 
second  platform. 

The  devices  for  operating  these  rakes  were  fully  described, 
and  the  claims  of  the  patentees  were  as  follows : 

*'i.  What  I  claim  as  my  invention,  and  desire  to  secure  by 
letters  patent,  is  the  combination  of  a  series  of  removable  cutters 
with  the  links  of  an  endless  revolving  chain  which  carries  them 
successively  into  contact  with  the  grass  or  grain  to  be  cut,  sub- 
stantially as  herein  described,  whether  the  cutters  be  contiguous 
or  placed  at  intervals  upon  the  chain. 

"  2.  I  claim  making  one  end  of  each  cutter  sharp,  in  order 
that  by  pressing  against  the  adjacent  end  of  the  next  cutter 
straw,  grass,  or  other  intervening  obstructions  may  be  cut  in  two 
and  allowed  to  pass  out,  the  cutters  thus  freeing  themselves 
from  obstructions  which  might  otherwise  choke  or  break  them. 

"3.  I  also  claim  placing  the  bundles  or  sheaves  of  grain  at 
right  angles  to  the  path  of  the  machine  by  means  of  a  second 
rake  (H)  combined  with  the  first,  substantially  as  herein  set 
forth. 

"4.  I  also  claim  moving  or  turning  the  first  rake  by  cords, 
chains,  or  belts,  arranged  and  operated  as  described,  or  in  any 
other  substantiallv  similar  manner. 

^^  5.  I  also  claim  vibrating  the  second  rake  (H)  and  turning 
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the  teeth  as  herein  set  forth,  whether  the  devices  employed  to 
effect  these  movements  be  such  as  described  or  others  equivalent 
thereto. 

*^6.  I  also  claim  changing  the  frequency  of  the  alternations 
of  the  rakes  by  means  of  cones  of  wheels  (3,  4,  5),  and  pinions 
(3,  4,  5),  or  other  equivalent  device,  for  the  purpose  of  varying 
the  size  of  the  sheaves  as  herein  set  forth." 

The  last-mentioned  patent  having  been  assigned  to  the  plain- 
tiffs in  this  suit  was  by  them  surrendered,  and  it  was  reissued 
to  them  in  four  separate  patents  on  August  31^  1858.  The 
first,  second,  and  fifth  of  the  six  claims  contained  in  the  speci- 
fication, annexed  to  one  of  these  reissued  patents,  were  in  the 
following  words : 

*^  First,  Combining  with  a  machine  for  cutting  grain  and 
gathering  it  upon  a  platform  (A),  a  raking  mechanism  which 
at  suitable  intervals  sweeps  the  grain  off  the  platform,  changes 
the  direction  of  its  stalks  relative  to  the  path  of  the  machine, 
and  discharges  it  upon  the  ground  in  gavels,  substantially  as 
herein  set  forth. 

"  Second.  The  employment  of  a  sweep  or  vibrating  rake, 
operating  in  such  manner  that  while  sweeping  the  grain  oS^  the 
platform  and  discharging  it  upon  the  ground,  it  will  change  the 
direction  of  the  stalks  as  described. 

"  Fifth.  The  construction  and  arrangement  of  a  sweep-rake, 
and  the  mechanism  for  operating  it  in  such  manner  that  it  is 
carried  back  and  forth,  and  its  teeth  raised  and  lowered  without 
support  at  the  outer  end." 

The  claims  contained  in  the  remaining  three  reissued  patents, 
obtained  by  the  plaintiffs  on  the  surrender  of  the  original  patent 
to  Piatt,  are  not  now  all  before  us,  nor  if  they  were  would  it 
be  necessary  to  examine  them  except  to  see  how  far  they  were 
in  conflict  with  the  broad  claims  now  insisted  upon,  and  con- 
tained in  the  reissues  of  the  patents  to  Seymour,  and  to  Palmer 
and  Williams.  If  they  were  of  the  same  character  as  those 
above  given,  it  is  difficult  to  perceive  upon  what  grounds  the 
reissued  patents  relied  on  in  this  case  can  be  valid  if  Piatt  had 
invented  in  November,  1848,  all  that  is  now  covered  by  the 
claims  of  the  reissues  of  Piatt's  patent,  made  upon  the  applica- 
tion and  for  the  benefit'  of  the  present  plaintiffs. 
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The  construction  and  operation  of  the  rakes  contained  in  the 
machines  manufactured  by  the  defendants,  and  which  are  com- 
plained of  as  an  infringement  of  the  patents  reh'ed  on  by  the 
plaintiffs,  are  quite  simple,  when  compared  with  the  construction 
and  operation  of  either  of  those  described  in  the  plaintiffs'  patents. 
In  the  defendants'  machines,  the  rake  is  not  connected  by  long 
arms  and  hinged  joints  to  a  separate  operating  lever,  by  which 
it  is  to  be  dragged  and  pushed  back  and  forth  over  the  platform  ; 
there  is  no  arrangement  or  device  at  the  outer  or  grain  side  of 
the  machine  to  give  to  the  rake  its  reciprocating  motion  back- 
ward and  forward,  or  its  motion  up  and  down  in  order  to  pass 
over  the  cut  grain  in  its  forward  motion,  and  to  place  it  in 
contact  with  such  grain  in  its  backward  movement,  and  the  con- 
struction and  mode  of  operation  of  the  rake,  and  of  the  gearing 
which  gives  it  its  proper  motion,  are  substantially,  if  not  entirely, 
different  from  those  of  either  of  the  machines  described  in  the 
plaintiffs'  several  patents. 

In  this  machine  of  the  defendants  the  rake-teeth  are  set  in  a 
lever  or  beam,  the  outer  portion  of  which  forms  the  rake-head, 
and  the  outer  end  of  which  moves  over  the  platform  from  front 
to  rear  in  the  arc  of  a  circle  ;  and  the  rake  so  formed  removes 
the  cut  grain  from  the  platform  to  the  ground.  This  lever  or 
beam  extend^s  inward  some  distance  beyond  the  rake-teeth,  and 
is  there  firmly  attached  longitudinally  to  a  shorter  bar  or  frame 
of  metal  which  moves  horizontally  upon  a  pivot  fixed  just  inside 
of  the  periphery  of  a  horizontal  wheel  placed  between  this 
pivotal  point  and  that  portion  of  the  lever  or  beam  which  con- 
tains the  teeth  of  the  rake.  The  metal  bar  or  frame  attached 
to  the  inner  end  or  extension  of  the  beam  which  forms  the  rake- 
head,  is  also  so  arranged  as  to  move  up  and  down  upon  another 
pivot  placed  directly  above  the  point  of  the  pivot  first  mentioned. 
This  horizontal  wheel  has  a  series  of  cogs  on  its  upper  face  and 
near  its  periphery,  and  there  is  another  series  of  cogs  on  the 
inner  face  of  the  driving  wheel.  The  cogs  on  these  wheels 
mesh  into  cog-wheels  at  the  end  of  a  shaft  extending  from  one 
of  these  wheels  to  the  other,  and  the  motion  of  the  driving- 
wheel  is  thus  communicated  to  the  horizontal  wheel  before  refer- 
red to.     On  the  upper  face  of  this  horizontal  wheel,  and  just 
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within  the  series  of  cogs  near  its  periphery,  is  a  wedge-shaped 
cam  of  a  curved  form,  not  very  far  within  and  parallel  to  the 
periphery  of  the  wheel,  and  from  its  highest  point  a  pin  projects 
upward  through  a  slot  which  runs  along  on  one  side  of  the  short 
bar  or  metal  frame  before  described,  from  near  the  pivots  before 
referred  to,  a  distance  nearly  equal  to  the  diameter  of  the  hori- 
zontal wheel.  On  the  under  side  of  the  metal  frame  or  bar 
before  mentioned  and  on  each  side  of  the  slot  before  referred 
to,  are  cams,  having  curved  faces  extending  downward,  and  so 
arranged  as  to  come  into  contact  and  co-operation  with  the  cir- 
cular and  wedge-shaped  cam  before  described  as  extending 
upward  from  the  upper  face  of  the  horizontal  wheel. 

The  machine  being  in  motion,  and  the  rake  at  the  front  of 
the  platform  in  its  proper  place  to  begin  its  backward  movement, 
the  beam  on  which  the  rake-teeth  are  fixed  is  carried  backward 
by  the  pin  upon  the  horizontal  wheel  moving  in  the  slot  before 
described,  until  it  reaches  the  side  of  the  platform.  The  lower 
portion  of  the  cam  on  the  upper  face  of  the  horizontal  wheel 
having  then  come  into  contact  with  the  cams  on  the  sides  of 
the  slot  in  the  metal  bar  or  frame  before  described,  the  beam 
and  rake  are  immediately,  by  the  continued  movement  of  the 
wheel  and  the  combined  action  of  the  cams,  lifted  out  of  the 
way  of  the  cut  grain  then  upon  the  platform,  and  the  beam  and 
rake  are  moved  round  to  the  front  of  the  platform.  The  high- 
est portion  of  the  cam  upon  the  horizontal  wheel  having  by  this 
time  been  reached  and  passed,  the  beam  falls,  and  the  beam 
and  rake  again  go  through  the  movements  just  described. 

The  platform  of  the  defendants'  machine  is  not  quadrant- 
shaped  in  its  outline.  It  has  four  straight  sides,  but  no  two 
sides  are  parallel.  Both  on  the  stubble  side  and  on  the  side 
next  the  standing  grain,  the  platform  narrows  considerably  as 
the  lines  extend  to  the  rear,  and  the  rear  line  of  the  platform 
inclines  backward  from  the  grain  side  to  the  stubble  side  so  rap- 
idly that  the  fence  or  guard  which  extends  along  the  grain  side 
and  rear  of  the  platform  is  not  only  quite  near  the  outer  end  of 
the  rake  where  it  reaches  the  front  edge  of  the  platform,  but 
also  at  the  time  it  reaches  the  rearmost  corner  of  the  platform 
at  the  stubble  side  of  the  machine. 
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This  form  of  the  platform  with  the  fence  or  guard  before 
referred  to,  makes  the  platform  in  effect  a  quadrant-shaped  plat- 
form, although  in  its  actual  outline  it  does  not  approach  much 
nearer  the  shape  of  an  exact  quadrant  than  the  platform  made 
by  Hussey  prior  to  the  inventions  of  Palmer  and  Williams,  and 
of  Seymour. 

In  this  machine  of  the  defendants,  the  reel  is  supported  by  a 
single  upright  post  pivoted  at  its  lower  end  upon  the  inner  por- 
tion or  standing  grain  side  of  the  main  frame  of  the  machine, 
nearly  opposite  the  driving  wheel,  and  at  a  considerable  distance 
in  front  of  the  cutter  bar.  Being  thus  pivoted,  it  is  adjustable 
in  such  manner  that  the  reel  can  be  moved  backward  or  for- 
ward, and  temporarily  fastened  in  such  position  as  may  be 
required.  By  means  of  two  short  arms  or  posts  rising  from 
each  end  of  a  connecting  beam  or  bar,  either  straight  or  curved, 
which  is  attached  crosswise  to  this  single  post  in  such  manner  as 
to  be  adjustable  up  and  down  as  required  by  the  height  or  con- 
dition of  the  grain  to  be  cut,  the  reel  is  supported  in  its  hori- 
zontal position,  one  of  the  bearings  being  at  the  stubble  end  of 
the  shaft  and  the  other  near  the  middle,  there  being  no  support 
at  the  outer  end  of  the  reel.  The  reel  shaft  is  extended  beyond 
the  arms  of  the  reel  on  the  stubble  side,  through  the  upper  ends 
of  the  short  arms  before  referred  to,  and  it  is  made  to  revolve 
by  means  of  a  wheel  on  its  extreme  inner  or  stubble  end,  con- 
nected by  proper  means  with  the  driving-wheel.  The  reel  shaft 
has,  therefore,  no  support  at  its  outer  end,  or  at  any  point  over 
the  standing  grain,  but  this  method  of  support  does  not  dispense 
with  a  post  or  reel  bearer  on  the  side  of  the  frame  next  the 
standing  grain.  It  is  apparent  that  this  method  of  hanging  the 
reel  is  an  improvement  upon  the  plaintiffs'  method  of  hanging  it 
in  respect  to  the  adjustable  features  of  the  defendants'  organiza- 
tion, and  it  is  supposed  that  it  is  also  an  improvement  in  so  far 
as  it  diminishes  the  weight  of  the  machine.  The  infringement 
claimed  consists  in  the  construction,  sale,  and  use  of  the  defend- 
ants* machine  of  the  character  just  described. 

In  considering  this  case  upon  this  question  of  infringement,  it 
is  unnecessary  to  determine  that  the  reissues  of  the  Seymour 
patent,  or  of  that  of  Palmer  and   Williams,  are  void  -,  but  the 
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case  may  be  disposed  of  upon  the  assumption  that  the  claims  in 
the  several  reissued  patents  are  so  restricted  by  the  words  **  sub- 
stantially as  described,"  or  words  of  similar  import,  that  they 
may  be  considered  valid  to  the  extent  of  the  actual  inventions  of 
the  several  patentees. 

In  regard  to  the  first  of  Palmer  and  Williams'  inventions  and 
patents,  and  also  in  regard  to  the  Seymour  invention  and  patents, 
it  may  be  said  in  general  terms  that  the  inventions  of  the  pat* 
entees  are  not  embraced  in  the  machines  manufactured  and  sold 
by  the  defendants. 

These  devices  are  not  the  same  in  form  or  in  substance. 
Indeed,  they  arc  not  even  similar  in  their  form  or  modes  of  con- 
struction or  operation.  They  arc  entirely  different  in  mechan- 
ical construction,  and  do  not  operate  substantially  in  the  same 
way,  or  upon  substantially  the  same  mechanical  principles ;  and 
the  difference  does  not  result  from  the  substitution  in  the  defend- 
ants' machine  of  mechanical  equivalents  for  the  devices  invented 
by  Palmer  and  Williams,  or  by  Seymour.  This  sufficiently 
appears  by  a  comparison  of  the  several  devices ;  and  a  very 
slight  examination  of  the  models  produced  at  the  hearing  was 
sufficient  to  satisfy  us  that  no  infringement  of  the  patents  just 
referred  to  had  been  established.  Eames  v.  Cook^  2  Fisher, 
146;  Morris  v.  Barrett^  i  Fisher,  461 ;  Rapp  v.  Bard^  I  Fisher, 
196;  Jfkerican  Pin  Co,  v.  OakvilU  Co.^  3  Am.  Law  Reg.  137. 
nfhe  several  inventions  claimed  were  only  improvements  upon 
a  well-known  machine;  the  plaintiffs  were  not  the  first  who 
had  invented  and  described  an  automatic  rake  in  combination 
with  the  cutting  apparatus  and  other  parts  of  harvesting  machines, 
and  the  patentees  can  not  treat  as  infringers  others  who  have 
improved  the  previously  existing  organizations  by  the  use  of  a 
different  device,  arrangement,  or  combination  which,  though 
performing  the  same  functions,  does  it  in  a  different  and  more 
simple  and  better  manner.  It  is  well  settled  that  the  inventor 
of  the  first  improvement  can  not  successfully  invoke  the  doc- 
trine of  equivalents  to  suppress  other  improvements  which  are 
.  not  colorable  imitations  of  the  first.  McCormick  v.  Talcett^  20 
yHow.  405;  Burr  v.  Duryie^  i  Wall.  573.     • 
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The  doctrine  just  stated  is  also  applicable  in  its  full  force  to 
the  claim  made  under  the  original  patent  to  Palmer  and  Wil. 
liams,  which  claims  the  described  ^'^^ method"  of  supporting  the 
reel  of  a  harvesting  machine  ;  that  is,  the  described  mode  or  man- 
nery  or  the  described  means  of  supporting  the  reel.  BouUon  v. 
Bully  2  H.  Blackstone,  463,  478.  The  use  of  entirely  differ- 
ent means  of  support  does  not  constitute  an  infringement ;  and 
though  the  result  or  end  attained  may  be  the  same,  the  means 
used  in  the  defendants'  machine  for  supporting  the  reel  are  not, 
in  form  or  substance,  the  same  as  that  described  in  the  Palmer 
and  Williams  patent,  nor  are  they  such  as  would  be  suggested 
by  the  reading  of  that  patent.  In  the  Palmer  and  Williams  ma- 
chine, the  reel  is  supported  by  four  posts,  two  of  them  crossed 
in  the  form  of  an  X,  resting  on  the  outer  side  of  the  main  frame 
of  the  machine,  and  the  other  two  crossed  in  the  same  manner, 
resting  on  the  inner  or  stubble  side  of  the  frame,  and  by  bearers 
attached  to  the  heads  of  these  crossed  posts,  extending  a  con- 
siderable distance  forward  from  the  most  advanced  upper  ends 
of  these  posts.  On  the  drawing,  these  cross-posts  appear  to 
rest  on  the  frame  at  points  on  each  side  of  the  driving-wheel, 
nearly  opposite  to  the  cutting  apparatus  and  the  axis  of  the  driv- 
ing-wheel respectively. 

In  the  defendants*  machine,  as  has  been  stated,  there  is  but  a 
single  post  rising  from  the  frame  for  the  support  of  the  reel. 
It  rests  upon  the  inner  or  standing  grain  side  of  the  frame  at  a 
point  considerably  in  advance  of  the  cutting  apparatus,  and  it 
has  the  adjustable  features  and  the  cross-beam  and  short  posts 
or  arms  before  described. 

This  method  of  supporting  the  reel  is  not  in  substance  the 
same  as  that  described  in  Palmer  and  Williams'  specification, 
and  it  does  not  dispense  with  a  post  next  to  the  standing  grain, 
as  stated  in  the  claim  of  Palmer  and  Williams'  patent,  although 
such  post  is  placed  next  the  standing  grain  to  be  immediately 
cut,  and  not  next  the  standing  grain  included  in  the  swath  to  be 
cut  during  the  next  round  of  the  machine. 

In  our  opinion,  the  method  of  supporting  the  reel  adopted  in 
the  defendants'  machine  is  not  that  described  and  claimed  in  the 
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Palmer  and  Williams  patent,  nor  do  we  consider  it  a  colorable 
evasion  of  that  patent. 

Upon  the  whole  case,  then,  the  plaintiiFs'  bill  will  be  dismissed 
with  costs. 

Mr.  Justice  Nelson  concurs. 


Samuel  H.  Doughty 


vs. 


Joseph  I.  West.     In  Equity. 

The  point  that  a  patent  was  issued  unintentionally,  thrcugh  a  blander  of  a  subordinate 
in  the  Patent  Office,  is  one  which  can  nut  be  availed  of  in  a  suit  brought  on  the 
patent.  For  any  such  invalidity,  the  only  remedy  would  be  a  direct  proceeding  by 
the  United  States  to  vacate  the  patent. 

The  seal  of  the  United  States  and  the  signature  of  the  proper  officers  to  the  grant 
must  be  respected  in  the  absence  of  fraud,  so  long  as  the  United  States  themselves 
do  not  question  the  grant. 

The  Draper  patent,  owned  by  plaintifTi  is  a  valid  prior  patent  for  the  hoops  and 
pockets,  as  an  element  in  defendant's  combination  under  De  Furest*s  patent.  If 
De  Forest's  patent  is  a  valid  patent  for  such  combination,  the  pUiniiflf  can  not 
use  such  combination  without  obtaining  a  right  to  do  so  under  the  De  Forest 
patent,  nor  can  De  Forest  or  those  holding  under  him  use  the  invention  of  Draper 
as  an  element  in  De  Forest's  combination  without  obtaining  a  right  to  do  so  from 
plaintiff. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  June,  1869.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendants 
from  infringing  letters  paten:  for  "an  improvement  in  skeleton 
skirts,"  granted  to  Samuel  H.  Doughty  and  James  Draper,  as 
assignees  of  James  Draper,  October  4,  1859,  assigned  to 
Doughty,  Draper,  James  Brown  and  William  King,  and  rtissued 
to  them  December  27,  1859,  assigned  to  plaintiff,  and  reissued 


JUNE,     1869.  5^^ 

Douehty  v.  West. 


to  him  August  i,  1865.    A  trial  under  the  first  reissue  of  this  pat- 
ent will  be  found  to  be  reported  Doughty  v.  ff^^sf^  Vol.  II.,  p.  553. 
The  claim  of  the  last  reissue  was : 

"  The  new  manufacture  of  skeleton  skirts,  substantially  as  described,  consisting  of  a 
series  of  tapes  woven  in  the  direction  of  their  length  in  alternate  sections,  as  tingle 
and  double  tapes,  with  the  hoops  inserted  in  the  loops  formed  by  weaving  the  tapes  as 
double  tapes,  and  there  secured  to  prevent  the  tapes  from  sliding  laterally  en  the 
hoops." 

The  defendant  claimed  under  letters  patent  for  **an  improve- 
ment in  hooped  skirts,"  granted  to  Charles  H.  De  Forest,  Jan- 
uary 6,  1863^  the  claim  whereof  was  as  follows  : 

*'  The  emplbyment  of  the  clasp  C,  or  its  equivalent,  in  combinntion  with  the  hoops 
and  pockets  A  of  the  hoop-supporting  tapes,  for  preventing  the  displacement  or  de- 
rangement of  the  hoops  in  the  pockets,  substantially  as  hereinbefore  described." 

S.  D.  Law^  C,  M,  Keller^  and  George  Gifford^  for  complainant. 

'John  B.  Staples^  for  defendants. 

Blatchford,  J. 

The  bill  in  this  case  is  found  on  reissued  letters  patent, 
granted  to  the  plaintiff  August  i,  1865,  for  fourteen  years  from 
October  4,  1859,  for  "an  improvement  in  skeleton  skirts." 
The  patent  was  originally  issued  October  4,  1859,  to  the  plain- 
tiff' and  James  Draper,  as  assignees  of  said  Draper  as  ^nventor. 
On  December  27,  1859,  '^  ^^^  reissued  to  the  plaintiff  and  said 
Draper  and  James  Brown  and  William  King,  the  then  owners 
of  it.  Subsequently,  and  before  the  granting  of  the  reissue  of 
1865,  the  entire  interest  in  the  patent  and  in  the  reissue  of  1859, 
was  assigned  to  the  plaintiff.  He  brought  a  suit  in  equity  on 
the  reissue  of  1859,  '"  ^^'^  court,  against  two  of  the  defendants 
who  are  defendants  in  this  suit.  That  suit  was  brought  to  a 
final  hearing  before  Mr.  Justice  Nelson  and  Judge  Shipman. 
It  appears  from  the  opinion  of  the  Court  in  that  case^  Doughty  v. 
fVest^  2  Fisher's  Patent  Cases,  553,  delivered  by  Judge  Ship- 
man  and  concurred  in  by  Mr.  Justce  Nelson,  that  the  plaintiff 
contended  that  the  reissue  of  1859  covered  ^^^  skeleton  skirts 


582  SOUTHERN    DISTRICT    OF    NEW   YORK. 

Doughty  V.  West. 

with  the  perpendicular  tapes  woven  singly  between  the  hoops, 
and  woven  double  or  with   pockets  for  the   reception   of  the 
hoops.     The  Court  held,  however,  that  the  claim  of  the  reissue 
of  1859,  ^^  drawn,  was  limited  to  a  skeleton  skirt  in  which  the 
hoops  were  fastened  in  the  loops  or  pockets  by  some  kind  of 
materia!  put  on  in  a  soft  state  and  adhering   by  sticking,  and 
which  subsequently  became  hard,  such  material  being  put  into 
the  pocket,  or  upon  the  hoop  within  the  pocket,  so  as  when 
hardened  to  keep  the  hoop  rigidly  in  its  place.     In  other  words, 
the  Court  regarded  the  reissue  of  1859  ^^  covering  only  the 
mode  of  fastening  the  hoops  in  the  loops  in  the  perpendicular 
tapes  by  such  adhesive  material.     The  Court  then  added:  ^^If 
the  invention  is  broad  enough  to  include  all  skeleton  skirts  with 
the  perpendicular  tapes  woven   singly  between  the  hoops  and 
woven  double,  or  with  pockets,  for  the  reception  of  the  hoops, 
then  his  patent  should  be  reissued  to  cover  that  invention,  and 
there  is  no  possible  difficulty  about  doing  it.    If  there  is  something 
in  the  state  of  the  art  which  will  show  that  he  is  not  the  inventor 
to  that  extent,  then  he  can  obtain  no  such  reissue.     If  he  is  the 
inventor  of  a  skeleton  skirt  of  that  character,  with  the  perpen- 
dicular  tapes    woven   singly  between    the   hoops,  and    woven 
double  or  with  pockets  for  the  reception  of  the  hoops,  which 
hoops  are  inserted  either  while  in  process  of  being  woven  or 
after  they  are  woven,  and  then  fastened  in  any  manner,  there 
certainly  can  be  no  possible  difficulty  in  describing,  and  it  is  the 
duty  of  the    patentee  to  accurately  describe   it.''     Again   the 
Court  says :    ^^  If  the  patentee  invented  and  was  the  first  to 
make  a  skeleton   skirt  woven   singly  between  the  hoops,  and 
double  at  the  place  of  insertion  of  the  hoops,  fastened  at  the 
pockets — and  that  is  the  simple  description    of   the  invention 
claimed — then   he  was  entitled  to   it."     Again :  "  It  not  very 
unfrequently    happens    that    patentees,    by    mistake,    limit   the 
invention  described,  and  make  it  narrower  than  the  invention 
made.     If  that  is  the  case,  and  it  can  be  seen  on  the  reissue  of 
the  patent  that  the  invention  extends  beyond  the  construction 
the  Court  gives  it,  it  can  be   made  the  subject  of  trial  here- 
after.    If  the  patentee  has  made  the   invention  thus  broadly 
claimed,  it  will  hereafter  present  a  simple  issue  for  trial,  as  the 
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patent  can  be  made  to  cover  it  without  difficulty."  This  de- 
cision was  rendered  in  June,  1865,  and  the  patent  reissue  was 
granted  August  i,  1865. 

The  specification  of  this  reissue  limits  the  invention  "  to  an 
improvement  in  skeleton  skirts,"  that  is,  as  it  defines  them, 
''  skirts  consisting  of  a  series  of  tapes  extending  from  the  waist 
down,  and  a  series  of  horizontal  and  parallel  hoops  secured  to 
the  side  of  the  rapes,  by  stitching,  by  tying,  or  by  rivet-clasps." 
The  object  of  the  invention  is  stated  to  be  to  remedy  the  defect 
which  arose  from  the  fact  that  theTastcning  by  which  the  hoops 
were  secured  to  the  sides  of  the  tapes,  was  liable  to  break  and 
permit  the  hoops  to  fall  and  drag  on  the  ground,  being  a  source 
of  inconvenience  and  often  of  serious  accidents.  The  remedy 
is  effected,  says  the  specification,  "  by  making  the  skirt  of  a 
series  of  tapes  woven  along  their  length,  alternately  as  single 
and  as  double  tapes,  to  form  loops  or  openings  at  the  required 
distances  apart  for  the  reception  of  the  hoops,  which  are  no 
longer  dependent  upon  the  means  of  fastening  to  the  side  of  the 
tapes,  and  can  not  fall,  even  if  not  fastened."  It  also  says : 
"A  skeleton  skirt  when  thus  fabricated,  needs  no  fastening  of 
the  hoops  to  the  tapes  to  hold  them  up,  and  the  only  fastening 
required  is  to  prevent  the  tapes  from  sliding  laterally  on  the 
hoops,  so  that,  if  such  fastenings  should  give  wav,  the  hoops 
will  still  be  held  up  by  the  tapes."  The  specification  then 
states  that  the  inventor  has  found  glue  to  be  a  suitable  means 
for  securing  the  hoops  in  the  loops  of  the  tapes,  to  prevent  the 
tapes  from  sliding  laterally  on  the  hoops,  as  the  weight  of  the 
hoops  has  no  tendency  to  rupture  the  fastening,  as  in  skeleton 
skirts  known  prior  to  his  invention  ;  and  that  the  hoops  may  be 
inserted  in  the  act  of  weaving  the  tapes,  or  the  tapes  may  be 
woven  with  the  loops  and  the  hoops  inserted  afterward.  The 
specification  then  describes  the  manner  in  which  the  tapes  can 
be  woven  as  single  tapes,  for  the  required  distance  between  two 
hoops,  and  then  be  woven  double  for  a  little  more  than  the 
width  of  the  hoop,  and  then  a  hoop  be  inserted  between  the  two 
series  of  tapes,  and  then  the  weaving  of  the  tapes  as  single  be 
resumed,  and  the  hoop  be  thus  inclosed  in  the  loops  so  formed. 
It  further  states  that  the  loops  may  be  formed  by  the  weaving  of  the 
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tapes  in  the  same  manner,  and  the  hoops  may  be  inserted  after- 
ward. The  claim  is  as  follows :  "  The  new  manufacture  of 
skeleton  skirt,  substantially  such  as  described,  consisting  of  a 
scries  of  tapes  woven  in  the  direction  of  their  length  in  alternate 
sections,  as  single  and  double  tapes,  with  the  hoops  inserted  in 
the  loops  formed  by  weaving  the  tapes  as  double  tapes,  and 
there  secured  to  prevent  the  tapes  from  sliding  laterally  on  the 
hoops." 

The  bill  charges,  as  an  infringement  of  the  patent,  the  making 
and  selling  of  skeleton  skirts  by  the  defendants.  One  of  the 
principal  defenses  set  up  in  the  bill  is,  that  Draper  was  not  the 
original  and  first  inventor  of  what  is  covered  by  the  last  reissue, 
and  much  testimony  has  been  introduced  by  the  defendants  for 
the  purpose  of  establishing  the  existence,  before  the  time  of  the 
invention  of  Draper,  of  skeleton  skirts  similarly  constructed. 

The  main  questions  discussed  on  the  hearing  were,  whether 
Draper  was  an  original,  and,  if  so,  the  first,  inventor  of  the 
improvement  claimed  in  the  last  reissue,  and  whether  he  made 
such  invention  before  the  time  when  he  applied  for  his  original 
patent.  On  these  points  the  plaintiff  has  clearly  made  out  his 
case  to  my  entire  satisfaction.  Without  discussing  the  evidence 
at  length,  it  is  sufficient  to  say  that  it  establishes  that  Draper 
made  the  invention  of  a  skirt,  such  as  is  claimed  in  the  present 
reissue,  as  early  as  June,  1856  ;  that  neither  the  Morrow  skirt 
nor  the  Hartley  skirt  anticipates  the  invention  ;,  that  neither  the 
Hough  skirt  nor  the  skirt  defendants  exhibit,  No.  17,  was  a 
skeleton  skirt,  within  the  meaning  of  the  patent ;  that  the  Clark 
skirt  was  not  prior  to  the  Draper  skirt ;  that  the  France  skirt 
was  subsequent  to  Draper^s ;  that  the  Connct,  the  Schmidt,  and 
the  SchlumpfF  skirts  were  not  prior  to  Draper^s  ;  and  that  no 
other  alleged  prior  skirt  in  regard  to  which  evidence  was  adduced 
is  an  answer  to  the  patent.  In  fact,  the  evidence  shows  that 
all  the  skeleton  skirts  which  have  be&n  constructed  like  the  one 
described  and  claimed  in  the  present  reissue  of  the  Draper  patent, 
are  traceable  back  to  skirts  which  Draper  made  in  connection 
with  Brown  and  put  into  the  market  in  pursuance  of  his  inven- 
tion. Such  skirts,  when  Draper  and  Brown  first  made  them  and 
put  them  into  the  market,  were  constructed  precisely  accord- 
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ing  to  the  descriptiun  contained  in  the  specification  of  the  present 
reissue,  and  like  the  first  skirt  made  by  Draper  in  June,  1856, 
and  such  they  have  continued  to  be  ever  since. 
^The  present  reissue  is  not  attacked  or  impeached  for  fraud. 
It  must,  therefore,  stand  as  a  valid  reissue,  properly  granted. 
The  point  taken,  that  it  was  issued  unintentionally,  through  a 
blunder  of  a  subordinate  in  the  Patent  Office,  is  one  which  can 
not  be  availed  of  in  a  suit  brought  on  a  patent.  For  any  such 
alleged  invalidity  the  only  remedy  would  be  a  direct  proceeding 
by  the  United  States  to  vacate  the  patent.  The  seal  of  the 
United  States  and  the  signature  of  the  proper  officers  to  the  grant 
must  be  respected,  in  the  absence  of  fraud,  so  long  as  the  Unitetf"^ 
States  themselves  do  not  question  the  grant.  This  is  familiar 
law  in  regard  to  all  grants  by  a  sovereign.  * 

The  only  defense  set  up  on  the  point  of  infringement  is,  that 
in  some,  at  least,  of  the  skirts  made  by  the  defendant,  threads 
of  filling  have  been  left  out  in  one  or  both  of  the  two  portions 
of  tape  which  form  the  loop.  But  this  is  no  defense.  The 
tape  is  none  the  less  a  double  tape,  within  the  meaning  of  the 
specification,  because  the  loop  or  pocket  is  formed  wholly  of 
warp  threads ;  and  the  loop  is  none  the  less  a  loop  formed  by 
weaving  the  tape  first  as  a  single  tape  and  then  as  a  double  tape 
and  then  as  a  single  tape,  because  the  portions  which  form  the 
loop  are  composed  wholly  of  warp  threads.  Any  such  arrange- 
ment is,  at  best,  an  improvement  embodying  the  original  inven- 
tion of  Draper,  which  can  not  be  used  without  violating  his 
patent. 

The  defendants  set  up,  in  their  answer,  that  all  the  skirts 
which  they  have  made  with  double  woven  tape,  since  the  present 
reissue  to  the  plaintiff  was  granted,  have  been  made  under  a 
patent  granted  to  one  Charles  H.  D^  Forest,  January  6,  1863, 
for  an  "improvement  in  hoop  skirts."  The  specification  of  that 
patent  declares  the  invention  of  De  Forest  to  be  an  "improved 
method  of  fastening  the  hoops  to  the  tapes  in  hoop  skirts."  It 
also  says :  ^^  My  invention  relates  to  that  kind  of  hoop  skirts  in 
which  the  tapes  or  vertical  strips  are  woven  or  formed,  with 
pockets  or  loops,  through  which  the  hoops  pass,  and  which  sus- 
tain or  support  the  hoops,  and  my  invention  has  for  its  object  a 
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simple,  durable,  and  effective  means  of  retaining  or  holding  the 
hoops  in  the  pockets,  in  their  proper  position,  or,  in  other  words, 
to  prevent  the  tapes  from  sliding  on  the  hoops,  and,  to  this  end, 
my  invention  consists  in  the  employment,  in  combination  with 
the  hoops  and  pocket  tapes,  of  a  metallic  retaining  clasp,  so 
arranged  as  to  prevent  the  hoop  from  sliding  through  or  in  the 
pocket."  The  claim  of  the  patent  is  to  the  employment  of  the 
.clasp  in  combination  with  the  hoops  and  pockets.  There  is 
nothing  in  the  patent,  properly  construed,  which  can  give  a  right 
to  use  under  it  the  hoops  and  pockets,  if  they  are  covered  by  a 
valid  prior  patent.  The  plaintiff's  patent  is  a  valid  prior  patent 
for  the  hoops  and  pockets,  as  an  element  of  De  Forest's  combi- 
nation. If  De  Forest's  patent  is  a  valid  patent  for  such  combi- 
nation, the  plaintiff  can  not  use  such  combination  without 
obtaining  a  right  to  do  so  under  the  De  Forest  patent.  Nor 
can  De  Forest,  or  those  holding  under  him,  use  the  invention  of 
Draper,  as  an  element  in  De  Forest's  combination,  without 
obtaining  a  right  to  do  so  under  the  plaintiff's  present  reissue. 

There  must  be  a  decree  for  the  plaintiff  for  a  perpetual  injunc- 
tion and  an  account,  with  a  reference  to  a  master,  and  for  the 
costs  of  the  suit. 


Henry  A.  Strong  and  Edmund  F.  Woodbury 

vs. 
Reuben  Noble  et  al.     In  Equity. 

Although  a  tubular  knit  fabric  was  old,  and  although  a  whip  wss  old,  and  although 
the  idea  of  covering  a  whip  with  something  was  old,  it  by  no  means  follows  that 
the  application  of  a  knit  fabric  to  the  covering  of  a  whip,  so  as  to  produce  a  whip 
covered  with  such  a  fabric,  is  merely  applying  the  knit  fabric  to  a  new  or  double 
use. 

There  is  scarcely  a  patent  granted  which  does  not  involve  the  application  of  an  old 
thing  to  a  new  use.  The  mei  it  consists  in  being  the  first  to  make  the  application, 
and  the  first  to  show  how  it  can  be  made,  and  the  first  to  show  there  is  utility  in 
making  it. 
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When  the  defendant  knit  a  fabric  by  machinery  in  flat  strips,  and  then  formed  it  into 
tubes  by  interlooping  two  rows  of  loops.  Held:  That  such  iniertooping  was  knit- 
ting, and  that  the  fabric  when  completed  and  in  a  tubular  form  was  a  knit  fabric, 
and  a  tubular  fabric,  and  a  tubular  knit  fabric,  and  a  fabric  knit  into  a  tubular 
form,  and  a  fabric  brought  into  a  tubular  form  wholly  by  knitting. 

(Before  Blatchpord ,  J.,  Southern  District  of  New  York,  June,  1869.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  an  "improvement  in  whips/*  granted 
to  complainants  as  assignees  of  the  inventor,  Edmund  F.  Wood- 
bury, December  18,  1866. 

The  facts,  including  the  nature  of  the  invention  and  the 
claims  of  the  patentee,  are  fully  stated  in  the  opinion. 

S.  D,  Law^  for  complainants. 
F.  H.  Brooks^  for  defendants. 

Blacthford,  J. 

The  bill  in  this  case  is  founded  on  letters  patent  granted  to 
the  plaintiffs  on  December  18,  1866,  for  an  "improvement 
in  whips,"  the  plaintiffs  being  the  assignees  of  the  plaintiff  Wood- 
bury, the  inventor.  The  specification  contains  the  following 
statement  of  the  nature  and  utility  of  the  invention :  "  My 
invention  consists  in  using  a  knit  fabric  for  the  cover  of  the 
handle  or  other  portion  of  a  whip.  The  benefits  arising  from 
constructing  a  whip  with  such  a  cover  arc  these :  first,  it  makes 
a  more  ornamental  cover  than  ordinary  plaiting  and  looks  equally 
as  well  or  better  than  what  is  termed  a  *  worked '  cover ; 
second,  the  cost  of  such  a  cover,  especially  for  the  handle  of  a 
whip,  is  much  less  than  that  of  covers  ^  worked'  by  hand,  and  is 
more  durable.  I  design  to  use  this  cover  principally  for  the 
handles  of  whips,  where  there  is  more  wear  than  on  any  other 
parts  of  the  whip,  but  it  can  be  used  for  any  other  portion 
or  for  the  enrire  whip."  The  specification  then  describes  the 
manner  in  which  the  inventor  covers  the  whip  or  the  handle 
with  such  knit  fabric.  It  says:  "The  fabric  is  first  knit  on  to 
a  machine  just  as  ordinary  plain  tubular  knitting  is  produced,  of 
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a  size  proper  to  permit  of  its  being  drawn  on  the  body  of  the 
whip.  I  then  usually  turn  the  fabric  '  wrong  side  out/  as  I 
think  it  is  more  ornamental  for  this  purpose ;  but  this  is  a  matter 
of  choice,  and  not  essential.  When  the  body  of  the  whip  has 
been  prepared  for  the  cover,  I  take  a  piece  of  the  knit  fabric,  of 
the  length  desired,  and  draw  it  on  the  body  of  the  whip  to  the 
desired  place.  Then,  after  fastening  the  cover  at  one  end  in 
any  suitable  manner,  if  it  is  not  as  close  a  fit  to  the  handle  as 
desired,  I  twist  the  other  end  around  the  handle,  causing  the 
rows  of  stitches  to  lie  spirally  around  the  handle.  The  twisting 
of  the  cover  makes  it  smaller,  and  causes  it  to  fit  closely  to  the 
handle,  and  also  improves  the  looks  of  the  handle  so  covered. 
After  the  cover  is  fitted  on  as  above  described,  I  apply  one  or 
more  coats  of  glue  or  sizing,  which  cause  it  to  adhere  firmly  to 
the  handle  or  body  of  the  whip  in  every  place,"  The  claims 
are  as  follows :  i.  A  whip  having  the  handle  or  any  other  por- 
tion covered  with  a  knit  fabric,  substantially  as  herein  described. 
2.  Covering  the  handle  or  any  other  portion  of  a  whip,  by  draw* 
ing  on  the  same  a  piece  of  tubular  knit  fabric,  and  fastening  it 
thereon  in  any  suitable  manner,  substantially  as  and  for  the  pur- 
pose herein  described. 

The  first  defense  set  up  is,  that  the  invention  patented  is  not 
a  patentable  invention.  It  is  urged  that  the  knit  fabric  referred 
to  in  the  first  claim  is  a  tubular  knit  fabric  ;  that  it  appears,  by 
the  evidence,  that  tubular  knit  fabrics  were  known  and  used  for 
various  purposes  before  Woodbury  applied  such  a  fabric  to  the 
covering  of  whips ;  that  the  application,  in  accordance  with  the 
patent,  of  such  a  knit  fabric  to  the  covering  of  a  whip,  is  merely 
the  application  of  an  old  article  to  a  new  use,  and  that,  there- 
for^rthe  patent  is  void,  as  respects  the  first  claim. 

The  conclusion  by  no  means  follows  from  the  premises. 
"Although  a  tubular  knit  fabric  was  old,  and  although  a  whip  was 
old,  and  although  the  idea  of  covering  a  whip  and  a  whip  handle 
with  something  was  old,  it  by  no  means  follows  that  the  applica- 
tion, in  the  manner  shown  in  the  specification,  of  such  a  knit 
fabric  to  the  covering  of  a  whip,  so  as  to  produce  a  whip  or  a 
whip  handle  covered  with  such  a  fabric,  substantially  as  described 
in  the  patent,  is  merely  applying  the  knit  fabric  to  a  new  use,  in 
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the  sense  in  which,  in  the  law  of  patents,  the  mere  application 
of  an  old  article  to  a  new  use  is  held  not  to  be  the  subject  of 
a  patent.  Such  applications  are  of  this  character — using  an 
umbrella  to  ward  off  the  rays  of  the  sun,  it  having  been  before 
used  to  keep  off  the  rain ;  eating  peas  with  a  spoon,  it  having 
been  before  used  to  eat  soup  with  ;  cutting  bread  with  a  knife, 
it  having  been  before  used  to  -cut  meat  with.  To  apply  the 
principle  here  invoked,  to  avoid  the  first  claim  of  this  patent, 
would  render  void  the  mass  of  patents  that  are  now  granted. 

There  is  scarcely  a  patent  granted  that  does  not  involve  the 
application  of  an  old  thing  to  a  new  use,  and  that  does  not,  in 
one  sense,  fail  to  involve  anything  more.  But  the  merit  con- 
sists in  being  the  first  to  make  the  application,  and  the  first  to 
show  how  it  can  be  made,  and  the  first  to  show  that  there  is 
utility  in  making  it.  In  the  present  case,  the  points  of  advantage 
set  forth  in  the  specification  as  attending  the  invention,  are 
ornament,  economy,  and  durability.  It  could  not  be  told  neces- 
sarily a  priori  without  experiments,  that  these  advantages  would 
accompany  the  application  of  the  knit  fabric  as  a  covering  for 
the  whip.    / 

Another  ground  of  defense  urged  is,  that  the  defendants' 
whip  handles  are  not  covered  with  a  knit  fabric,  or,  if  they  are, 
that  such  knit  fabric  is  not  made  wholly  by  machinery,  and 
is  not  made  tubular  wholly  by  machinery.  The  evidence  is 
entirely  satisfactory  that  the  fabric  used  by  the  defendants  is  a 
knit  fabric,  and  not  a  woven  fabric,  within  both  the  etymological 
and  the  technical  definitions  of  a  knit  fabric.  It  appears,  that 
with  a  view  to  invade  the  patent  and  at  the  same  time  to  seem 
to  evade  it,  the  defendants  have  resorted  to  a  circuitous  method 
of  making  a  tubular  knit  fabric — z  fabric  which  shall  be  knit 
and  shall  also  be  tubular  when  ready  to  be  applied  to  the  whip. 

The  patentee  desiring  to  use  a  fabric  that  is  knit  and  tubular, 
does  what  every  person  proceeding  in  an  honest  and  straight- 
forward way  would  do.  He  uses  a  fabric  which  is  knit  in  a 
tubular  form  on  a  machine,  and  which  is  in  a  tubular  form 
when  it  is  taken  off  from  the  machine  on  and  by  which  it  is 
knit. 

The  defendants,  it  appears,  knit  their  fabric  by  machinery,  in 
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flat  Strips  of  the  proper  width  to  form  a  tube  of  the  required 
diameter,  and  projecting  loops  are  then  produced  on  each  edge 
of  the  strip,  and  those  loops  are  then  interlooped  with  each  other 
by  a  crochet  needle  by  hand,  forming  the  same  stitches  as  in  the 
rest  of  the  fabric,  and  making  it  impossible  to  tell  where  the 
union  was  eflFecred,  or  that  the  fabric  was  not  wholly  knit  by 
machinery.  But  the  interlooping  by  hand  of  the  two  rows  of 
loops  is  knitting,  and  the  fabric  when  completed  and  in  a  tubular 
form  is  a  knit  fabric,  and  a  tubular  fabric,  and  a  tubular  knit 
fabric,  and  a  fabric  knit  into  a  tubular  form,  and  a  fabric  brought 
into  a  tubular  form  wholly  by  knitting,  although  a  part  of  the 
knitting  is  done  by  machinery  and  a  part  by  hand.  The  pat- 
entee is  not,  because  he  describes  his  method  of  obtaining  the 
tubular  knit  fabric  to  be,  to  knit  it  by  machinery  (being  bound 
to  describe  the  best  method),  limited  to  that  method  of  obtaining 
the  fabric.  The  first  claim  is  to  the  whip,A)r  whip-handle  cov- 
ered with  a  knit  fabric,  substantially  as  described. 

Assuming  the  patentee  to  be  limited  to  a  knit  fabric  put  into 
a  tubular  form  before  it  is  begun  to  be  applied  to  the  whip  or 
the  handle,  the  mode  of  putting  it  into  such  a  tubular  form,  pro- 
vided it  be  knit,  is  of  no  consequence.  It  would  seem,  from 
the  evidence,  that  the  defendants  resort  to  the  extraordinarily 
circuitous  method  of  knitting  by  machinery  a  flat  strip,  with  a 
selvage  on  each  edge,  and  then  removing  the  two  selvages  by 
hand,  thus  disclosing  the  loops  which  are  to  be  interlooped  by 
hand  by  means  of  a  crochet  needle.  In  both  cases  the  fabrics 
have  the  characteristics  which  distinguish  knitted  from  woven 
fabrics,  of  being  formed  by  the  interlooping  of  loops  with  each 
other,  and  of  being  elastic  in  every  direction. 

The  fact  that  the  handles  of  whips  had  before  been  covered 
with  leather  tubes  drawn  over  the  same,  and  with  woven  fabrics, 
is  no  answer  to  the  patent.  The  defendants,  in  so  far  as,  in 
accordance  with  the  Avery  patent,  they  have  made  or  sold  whips 
covered  in  whole  or  in  part  by  a  covering  made  of  threads  of 
warp  and  weft  interwoven,  have  not  infringed  the  patent.  But 
they  have  infringed  it  by  making  or  selling  whips  covered  in 
whole  or  in  part  with  a  knit  fabric,  substantially  as  described  in 
the  plaintiff's  patent.     There  must  be  a  decree  for  an  account 
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and  an  injunction  with  costs.  The  question  of  the  extent  of 
their  liabih'ty,  under  such  accounting,  will  come  up  in  the  mas- 
ter's report. 


Martha   M.  Jones,  Administratrix,  etc.,  of  Sam- 
uel T.  Jones,  Deceased, 

vs. 

Franklin  Osgood,  Edwin  R.  Bennett,  and  Robert 

Reid.     In  Equity. 

The  ipecification  of  lettere  patent  granted  to  Samuel  T.  Jones,  February  24,  1852,  for 
'*  improvement  in  the  manufacture  of  zinc  white,"  is  open  to  the  objection  that 
it  does  not  properly  distinguish,  within  the  meaning  of  section  6,  act  of  1 836,  what 
was  invented  by  Jones  from  what  is  found  in  the  English  letters  patent  granted 
to  William  Edwin  Newton,  May  16,  1848. 

Where  the  defendant  was  only  one  of  several  directors  of  a  corporation  located  and 
doing  business  in  another  district,  it  ought  to  appear  that  he  has  power  alone  to 
direct  the  use  or  disuse  of  the  apparatus;  or,  at  least,  a  majority  of  the  directors 
ought  to  be  parties  to  the  suit. 

Whether  the  suit  ought  not  to  be  brought  in  the  district  where  the  corporation  is  lo- 
cated and  carries  on  its  business,  quare* 

(Before  BLATCHroRJD,  J.,  Southern  District  of  New  York,  June,  1869.) 

This  was  a  motion  for  a  provisional  injunction,  to  restrain 
defendants  from  infringing  letters  patent  for  ^^  improvement  in 
the  manufacture  of  zinc  white,"  granted  to  Samuel  T.  Jones, 
February  24,  1852,  extended  by  the  Commissioner  of  Patents, 
February  23,  1866,  for  seven  years  from  February  24,  1866,  but 
declared  by  act  of  Congress,  approved  July  3,  1868,  to  be  duly 
extended  for  seven  years  from  July  23,  1864,  the  date  of  the 
expiration  of  an  English  patent  granted  to  the  inventor  for  the 
same  invention. 

The  alleged  infringement  consisted  in  the  manufacture  of 
zinc  by  the  Birtlett  Zinc  Company,  a  corporation  doing  busi- 
ness in  the  State   of   New   Jersey,    where,  if  anywhere,  the 
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alleged  infringement  took  place.  Defendant  Osgood  was  presi- 
dent and  one  of  several  directors  of  said  company,  and  was  the 
only  one  of  the  defendants,  who  was,  at  the  time  of  the  hearing, 
connected  with  or  interested  in  the  management  of  the  corpo- 
ration. No  service  was  made  upon  the  other  directors  of  the 
company. 
The  claim  of  the  complainant's  patent  was  as  follows  : 

**  What  1  claim  as  my  invention,  and  desire  to  secure  by  letters  patent,  is  the  use  of 
a  porous  or  fibrous  bag  or  receiving  chamber,  with  porous  sides  or  bottom,  or  an  air- 
tight chamber  with  a  strjining  or  porous  bag  adipte-i  to  the  inside  thereof,  and  used  in 
connection  with  cither  a  blowing  or  exhausting  apparatus,  so  that  the  product  of  the 
diitilliition  and  oxygenation  of  zinc  or  other  volatile  metals  may  be  separated  fiom  the 
accompanying  air  and  gases,  which  latter  will  be  forced  or  o  berwise  drawn  through  the 
pores  ot  the  cloth  bag  or  chamber,  and  escape  into  the  atmosphere.** 

The  claims  of  Newton's  English  patent  were  as  follows : 

*^  First.  The  distillation  of  metallic  zinc,  or  of  oxide  of  zinc,  or  of  zinc  ore,  by  any 
of  the  means  above  mentioned. 

**  Second.  The  application  of  furnaces  similar  to  glass  furnaces,  reverberatory  furnaces, 
and  coke  ovens,  as  above  described,  and  the  modifications  of  them  respectively,  in  order 
to  tit  them  for  the  purpose  of  manufacturing  zinc  white. 

**  Tbhd.  The  novel  construction  of  furnace  for  this  purpose,  above  described,  and 
shown  in  Sheet  HI.  of  the  accompanying  drawings. 

**  Fourth.  I  claim  isolating  the  retorts  firom  each  other,  and  also  cutting  oflfthe  com* 
munication  between  the  retorts  and  the  oxidizing  chamber,  when  required,  whatever 
means  may  be  employed  to  effect  that  object.  I  d  >  not  confine  myself  to  the  apparatus 
shown  for  the  purpose,  as  I  have  done  so  merely  for  the  purpose  of  illustration. 

**  Fifth.  The  employment  of  suitable  apparatus  for  cleansing  the  mouths  of  the 
retorts,  without  being  obliged  to  enter  the  oxidizing  chamber. 

**Sixtk.  The  arrangement  of  apparatus  shown  and  described,  or  any  modification 
thereof,  by  which  the  retorts  may  be  charged,  cleaned,  and  replaced,  or  submitted  to 
any  operation  required,  without  interfering  with  the  oxidizing  chamber. 

**  Secentk.  The  application  or  employment  of  blase  furnaces  for  the  production  or 
manufacture  of  zinc  white  or  oxide  of  zinc,  whether  such  furnaces  are  circular  or  of 
any  other  suitable  form,  and  whether  they  are  constructed  and  arranged  in  a  vertical, 
inclined,  or  horizontal  position. 

*'' Eighth.  The  employment  or  introduction  of  currents  of  air  into  an  oxidizing  or 
other  chamber,  for  the  purpose  of  converting  the  metallic  vapors  of  zinc  into  zinc 
white  or  oxide  of  zinc;  also,  the  employment  of  an  exhausting  tube  or  blowing  appa- 
ratus for  conducting  the  metallic  vapors  to  the  oxidizing  chamber,  as  above  shown  and 
described.  1  claim,  also,  the  employment  of  wire  gauze  or  sieves  fur  sifting  the 
products;  also,  the  arrangement  of  vessels  for  receiving  the  heaviest  portion  of  the 
products. 

**  Ninth.  The  arrangement  of  the  oxidizing  chambers  so  as  to  allow  of  the  products 
being  collected  from  them  without  the  necessity  of  entering  the  said  chambers. 

**  Having  now  described  all  that  relates  to  the  manufacture  and  manner  of  collecting 
zinc  white,  I  will  proceed  to  an  explanation  of  that  part  of  the  invention  which  relates 
to  the  other  colors,  viz :  yellow  of  zinc  and  green  of  zinc. 

**  Zinc  Telioio. — As  the  manufacture  of  this  substance  f  jrms  the  subject  of  a  previous 
parent,  I  will  merely  remark  that  hydrochloric  acid  may  be  used  instead  of  sulphuric 
acid. 

'*  Zinc  Crrcfu.—* Yellow  having  been  produced  by  the  patented  process,  is  diluted  with 
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a  suitable  quintitv  of  witer,  and  mixed  with  a  certain  quantity  of  Prussian  blue  (pre- 
viously mixc.i  with  a  suitable  quintity  of  water,  oil,  or  other  appr.)priate  liquid)  either 
in  a  hot  or  coM  state.  Green  of  zinc  will  thus  bs  formed,  the  color  of  which  will  be 
as  durable  as  the  blue  itself.  The  above  substances  miy  be  employed  for  painting  of  any 
kin-i,  or  for  any  other  purposes  for  which  white  lead  or  other  pigments  are  usually 
employed.** 

C.  jf.  Seward^  C.  M,  Keller^  E,  //^.  Stoughtotty  and  Geo.  Glfford^ 
for  complainants. 

A,  y.  Todd^  T.  C,  T.  Buckley y  E.  Pierreponty  and  B.  R,  Curtis^ 
for  defendants. 

Blatchford,  J. 

This  is  a  motion  for  a  provisional  injunction,  founded  on 
letters  patent  granteJ  to  Simuel  T.Jones,  February  24,  1852, 
for  an  ^"^  improvement  in  the  manufacture  of  zinc  white,"  and 
which  purport  to  have  been  extended  by  the  Commissioner 
of  Patents  on  February  23,  i865,  for  seven  years  from  F'ebru- 
ary  24,  i8vo6,  and  which  were,  by  an  act  of  Congress  approved 
July  3,  1868  (15  U.  S.  Statutes  at  Large,  Private  Acts,  25), 
declared  to  have  been,  by  virtue  of  the  certificate  of  extension 
thereon  indorsed,  duly  extended  for  the  period  of  seven  years 
from  July  23,  1864,  that  date  being  the  date  of  the  expiration 
of  a  patent  granted  to  the  inventor  by  the  Government  of 
Great  Britain  for  the  same  invention. 

Various  interesting  questions  were  discussed  on  the  motion  ; 
but,  in  the  view  I  take  of  the  case,  it  is  unnecessary  to  refer  to 
many  of  them,  as  there  is  one  ground  that  is  fatal  to  the  motion. 
The  specification  of  the  patent  is,  I  think,  so  broad  as  to  include 
what  is  found  in  the  prior  patent  granted  in  England,  November 
16,  1847,  No.  11,964,  and  the  specification  of  which  was 
sealed  and  enrolled,  May  16,  1848,  to  William  Edwin  Newton, 
for  ^improvement  in  the  mode  or  modes  of  manufacturing  or 
preparing  certain  matters  to  be  employed  as  pigments."  The 
question  of  the  extension  of  the  Jones  patent  was  vigorously 
contested  before  the  Patent  Office,  but  the  existence  of  the 
Newton  patents  does  not  seem  to  have  been  adverted  to. 
There  never  has  been  any  trial  at  law  or  in  equity  on  the  Jones 
patent,  in  which  the  full  bearing  of  what  is  found  in  the  New* 
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ton  patent  on  the  invention  of  Jones  has  been  thoroughly  exam- 
ined. The  question  as  between  these  two  patents  is  now  pre- 
sented to  me  in  the  unsatisfactory  form  of  ex  parte  affidavits  on 
both  sides,  without  the  benefit  of  a  sifting  of  the  testimony  by 
cross-examination.  From  the  most  careful  examination  which 
I  have  been  able  to  give  to  these  affidavits,  in  connection  with 
the  specification  of  the  Jones  patent,  I  can  not  resist  the  con- 
clusion that  that  specification,  as  now  drawn,  covers  in  the 
claim  things  which  are  found  in  the  Newton  patent.  The 
specification  is  also  open  to  the  kindred  objection  that  it  does 
not  properly  distinguish,  within  the  meaning  of  section  6  of  the 
act  of  July  4,  1836  (5  U.  S.  Statutes  at  Large,  119),  what  was 
invented  by  Jones  from  what  is  found  in  the  Newton  patent. 
I  by  no  means  intend  to  say  that  there  is  not,  in  what  Jones 
really  invented,  something  which  may  lawfully  be  patented,  by 
a  properly  drawn  specification,  even  in  view  of  what  is  found  in 
the  Newton  patent. 

Independently  of  the  foregoing  views,  I  should  hesitate  long 
before  granting  a  provisional  injunction  in  this  case. 

It  is  shown  that  whatever  infringement  has  been  or  is  being 
committed  by  any  of  the  three  defendants,  on  the  plaintiff's 
patents,  has  arisen  solely  out  of  their  connection  with  a  New 
Jersey  corporation,  called  the  Bartlett  Zinc  Company,  of  which 
the  defendant  Osgood  is  president  and  a  director,  and  of  which 
the  defendants,  Bartlett  and  Reid,  are  not  directors,  although 
Bartlett  has  heretofore,  and  perhaps,  since  the  commencement 
of  this  suit,  been  a  director  of  it,  and  Reid  was  a  director  of  it 
prior  to  the  commencement  of  this  suit,  and  is  now  secretary 
of  it. 

The  defendant,  Osgood,  is  shown  to  be  the  only  one  of  the 
defendants  who  is  now  connected  with,  or  interested  in  the  man- 
agement of  the  corporation.  No  infringement  has  been  com- 
mitted out  of  the  State  of  New  Jersey,  where  the  manufactory 

of  the  corporation  is  situated. 

The  patent  is  for  the  use  of  a  certain  apparatus  in  the  collec- 
tion of  the  products  of  the  distillation  or  oxygenation  of  zinc 
and  other  volatile  metals.  It  does  not  cover  the  use  or  sale  of 
such  products  when  collected.   ^Osgood's  only  conD^ction  with 
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the  infringement  is  as  a  director  of  the  corporation,  and  he  is 
only  one  of  several  directors. 

It  does  not  appear  that  he  can  control  the  use  or  direct  the 
disuse  of  the  apparatus  by  the  corporation. 

The  intendment  would  be  to  the  contrary,  as  he  is  but  one  of 
several  directors. 

It  can  not  fairly  be  said  that  the  apparatus  used  by  the  corpo- 
ration in  New  Jersey  is  used  under  the  direction,  management, 
and  superintendence  of  Osgood,  within  the  meaning  of  the  case 
of  Goodyear  v.  Phelps^  3  Blatchf.  C.  C.  R.  91.  It  ought  to 
appear  that  Osgood  has  power  alone  to  direct  the  use  or  the 
disuse  of  the  apparatus,  or,  at  least,  a  majority  of  the  directors 
ought  to  be  parties  to  the  suit. 

And  even  then  it  would  be  questionable  whether  the  suit 
ought  not  to  be  brought  in  New  Jersey,  where  the  corporation 
is  located  and  carries  on  its  business.  Goodyear  v.  Chaffee^  3 
Blatchf.  C.  C.  R.  268.  / 

The  motion  for  an  injunction  is  denied. 


Charles  Hall 


vs. 
James  Bird. 

When  a  machine  was  constructed  in  1851,  and  was  kept  in  the  cellar  of  the  malrer, 
was  occasionally  used  there,  and  had  not  bodily  disappeared  from  view  at  the  time 
of  the  plaintilf  *s  invention,  yet,  as  its  existence  and  me  were  not  made  public,  and 
the  knowlelge  and  use  of  it  did  not  exist  in  a  manner  accessible  to  the  public, 
and  the  defendant,  although  the  son  of  the  maker,  constructed  a  different  machine 
for  the  same  purpose,  until  he  heard  of  the  machine  of  plaintiff,  when  he  remem- 
bered and  brought  out  and  used  the  old  machine.  He/d :  That  this  machine  was 
an  abandoned  and  lost  invention,  and  its  existence  was  no  bar  to  the  recovery  of 
plaintiff,  especially  as  the  plaintiff  had  no  knowledge  of  its  existence  at  the  time 
of  his  invention. 

(Before  Blatchfoid,  J.,  Sonthern  District  of  New  York,  June,  1869.) 
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This  was  an  action  on  the  case  tried  by  the  Court  without  z 
jury,  and  brought  to  recover  damages  for  the  infringement  of 
letters  patent  for  an  "improved  machine  for  stretching  chains," 
granted  to  plaintiff  August  30,  1864. 

The  nature  of  the  invention  and  the  facts  in  controversy  are 
set  forth  in  the  opinion. 

C  M,  Keller^  for  plaintiff. 

J?.  D.  Hobnes  and  J.  F.  Malcolm^  for  defendant. 

Blatchford,  J. 

This  is  an  action  on  the  case  for  the  infringement  of  letters  pat- 
ent granted  to  the  plaintiff,  August  30,  1864,  for  an  *' improved 
machine  for  stretching  chains."  It  has  been  tried  before  the 
Court  without  a  jury.  The  specification  says:  "This  invention 
relates  to  a  new  and  useful  device  for  stretching  chains,  those 
which  are  designed  for  working  over  pulleys  whereby  the  links 
arc  all  brought  to  an  uniform  length,  so  that  they  will  all  engage 
with  the  teeth  on  the  pulleys,  or  fit  properly  or  snugly  in  recesses 
made  therein.  The  great  difficulty  of  driving  machinery  or 
shafting  by  means  of  pulleys  and  chains  has  hitherto  been  owing 
to  the  variation  in  the  links,  some  being  shorter  than  others,  so 
that  many  would  not  engage  with  the  teeth  of  the  pulleys  or  fit 
properly  in  recesses  made  in  the  peripheries  of  the  pulleys  to  re- 
ceive them."  The  improved  machine  is  described  as  follows: 
^^A  framing  is  made,  composed  of  two  uprights,  at  some  distance 
from  each  other,  attached  to  a  suitable  base,  and  connected  near 
their  upper  ends  by  a  horizontal  bar.  To  one  side  of  this  bar 
there  is  attached  a  gauge  composed  of  a  bar  having  a  groove 
made  longitudinally  in  its  upper  surface,  and  curved  nocthes  at 
each  side  of  the  upper  part  of  such  groove,  the  notches  being 
all  of  the  same  size  and  at  equal  distances  apart,  corresponding 
precisely  to  the  alternate  links  of  an  uniform  and  perfect  chain. 
The  ends  of  the  handles  of  a  pair  of  tongs  are  connected  by 
links  to  a  ring  fitted  on  a  hook  in  one  of  the  uprights.  The 
ends  of  the  handles  of  a  similar  pair  of  tongs  are  connected  by 
links  to  a  ring  which  has  a  chain  secured  to  it.     The  jaws  of 
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the  two  pairs  of  tongs  have  grooves  made  in  their  ends  to  receive 
the  horizontal  links  of  the  chain  to  be  stretched,  the  portions  of 
the  jaws  at  each  side  of  the  grooves  grasping  the  upright  links. 
By  this  means,  the  tongs  are  enabled  >to  grasp  firmly  the  chain 
to  be  stretched.  The  chain,  before  spoken  of  as  secured  to  the 
ring  last  mentioned,  isfitted  on  a  hook  on  the  end  of  a  swivel 
on  a  screw  which  passes  horizontally  through  a  nut  attached  to 
the  other  upright,  the  screw  having  a  crank  on  its  outer  end.  A 
portion  of  the  chain  to  be  stretched,  which  has  links  of  different 
sizes,  is  fitted  between  the  tongs,  the  chain  on  the  hook  is  put 
in  place,  the  screw  is  turned,  and  the  portion  of  the  chain  between 
the  tongs  stretches,  the  pull  or  tension  causing  the  tongs  to  grasp 
the  chain  firmly.  Any  portion  of  the  chain,  from  one  to  any 
number  of  links,  may  be  thus  stretched  where  necessary.  The 
gauge  is  used  for  testing  the  chain  after  being  stretched,  in  order 
to  insure  correctness  and  uniformity  in  the  links,  the  groove 
receiving  the  vertical  links,  and  the  notches  the  horizontal  ones. 
By  this  arrangement  chains  may  be  stretched  so  that  theii  links 
will  be  of  uniform  length,  to  work  perfectly  over  pulleys.  The 
claims  arc : 

1.  The  employment  or  use  of  the  two  pairs  of  tongs,  or  other 
suitable  clamps,  in  connection  with  the  screw  or  its  equivalent, 
arranged  substantially  as  and  for  the  purpose  specified. 

2.  The  chain,  or  its  equivalent,  in  connection  with  the  swivel, 
for  conveniently  connecting  one  of  the  two  pairs  of  tongs  to  the 
screw  as  set  forth. 

3.  The  gauge,  when  used  in  combination  with  the  two 
pairs  of  tongs  and  the  screw,  or  its  equivalent,  for  the  purpose 
specified. 

This  suit  was  commenced  on  the  24th  of  December,  1866. 
The  notice  of  special  matter  of  defense  sets  forth  that  at  the 
time  of  the  commencement  of  the  suit,  and  for  four  years  prior 
thereto,  the  defendant  was  using,  for  the  purpose  of  stretching 
chains  for  pulley  blocks,  the  same  machine  which  the  plaintiff 
claims  to  be  an  infringement  of  his  patent ;  and  that  for  a  period 
of  eighteen  years  prior  to  August,  1862,  the  same  machine,  or  one 
of  the  like  kind  that  the  defendant  is  using,  was  used  for  the 
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purpose  of  stretching  chains  for  pulley  blocks,  by  the  deceased 
father  of  the  defendant. 

It  is  apparrent  from  the  specification,  that  the  plaintifr*s 
machine  is  designed  to  stretch  the  links  of  a  chain  so  as  to  make 
all  the  links  of  the  chain  of  a  uniform  length,  that  they  may  fit 
snugly  in  the  recesses  in  pulleys.  It  is  not  designed  to  stretch 
the  entire  chain  indiscriminately,  or  any  given  portion  of  it, 
without  reference  to  the  length  of  any  particular  link  before  or 
after  such  stretching  ;  but  it  is  designed  to  stretch  each  particular 
link,  that  is,  before  such  stretching,  shorter  than  a  prescribed 
length,  while  it  is  so  arranged  that  no  link  shall  be  stretched 
which  is  not  shorter  than  such  prescribed  length.  This  neces- 
sity requires:  i.  That  the  two  points  where  the  chain  is  to 
be  grasped  for  stretching  it  shall  not  be  always  at  a  fixed  dis- 
tance apart,  but  shall  be  capable  of  being  varied  in  their  distance 
apart,  so  as,  if  required,  to  stretch  a  single  short  length  that  may 
be  found  interposed  between  two  links  of  the  proper  length  ; 
2.  That  the  jaws  of  the  tongs  shall  be  so  constructed,  by  being 
grooved,  or  otherwise,  as  to  grasp  firmly  any  particular  link 
without  injuring  it  or  any  other  link. 

The  great  utility  of  the  invention  is  beyond  question.  The 
evidence  shows  that  it  is  impossible,  practically,  to  make  by 
hand  the  links  of  a  uniform  length,  and  that  if  made  thus 
uniform  by  hand,  they  will  stretch  in  use,  and  stretch  unequally, 
so  as  to  produce  difficulty  in  using  the  chain  on  a  pulley  with 
uniform  recesses,  and  that  the  only  feasible  method  of  making  a 
chain  for  use  on  such  a  pulley  is  to  make  the  links  shorter  than 
the  required  length,  and  then  take  out  the  stretch  of  the  metal 
by  stretching  each  separate  link  to  the  proper  gauged  measure 
by  a  machine  like  the  plaintiff's. 

It  is  in  evidence  that  the  defendant's  father,  in  1852,  procured 
to  be  constructed  in  New  York  a  machine  for  stretching  chains, 
which  had  two  piirs  of  tongs  that  grasped  the  chain  so  that  by 
applying  power  by  means  of  a  crank  at  one  end  the  chain  was 
stretched.  This  machine  he  placed  in  a  cellar,  where  he  used 
it,  keeping  it  concealed,  however,  from  persons  in  general.  The 
door  of  the  cellar  was  kept  locked,  and,  so  far  as  appears,  the 
existence  of  the  machine  was  known  only  to  the  machinist  who 
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put  it  up,  to  the  defendant's  father,  10  the  defendant's  brother, 
and  to  the  defendant  himself.  The  defendant  states  in  his  testi- 
mony, that  the  machine  was  locked  up,  to  keep  people  from 
seeing  it ;  that  his  father  always  locked  the  door  of  the  basement 
or  cellar  where  it  was  when  he  came  out  ;  that  the  machine 
was  kept  secret  ;  that  it  was  not  used  very  often,  perhaps  not 
once  in  a  month,  or  six  months,  or  a  year  ;  that  finally  he  took 
from  off  the  machine  a  pair  of  boxes,  which  he  wished  to  use 
for  another  purpose  ;  and  that  the  machine  thereafter  remained 
in  the  cellar  unused  until  it  was  removed  from  there  bv  him, 
his  father  having  died  in  1862.  It  also  appears  that  the  machine 
was  removed  from  this  cellar  into  the  defendant's  shop  in  July, 
1865;  that  when  taken  out  it  was  in  a  rusty  condition;  that 
prior  to  its  being  so  taken  out,  the  defendant  in  making  chains 
which  required  the  links  to  be  of  equal  length,  stretched  the 
links  by  hand  by  means  of  the  hammer  and  the  anvil,  and  not  by 
any  machine;  that  during  1864,  the  plaintiff's  machine  was 
described  to  the  defendant  by  a  workman  who  was  at  the  time 
in  his  employ,  and  who  had  previously  been  in  the  plaintiff's 
employ  and  used  his  machine ;  and  that  thereafter  the  rusty 
machine  was  exhumed  from  the  cellar  and  cleaned  and  fitted  up 
in  the  defendant's  shop,  and  used  to  stretch  the  links  of  chains. 
It  does  not  satisfa.ctorily  appear  that  during  the  time  that  the 
machine  in  the  cellar  was  used  by  the  defendant's  father,  he 
made  any  chains  which  required  the  links  to  be  stretched  to  a 
uniform  length,  or  that  he  used  the  machine  to  stretch  the  links 
of  chains  to  a  uniform  length. 

On  the  foregoing  facts,  I  think  that  this  case  fairly  falls 
within  the  case  of  Gayler  v.  IVilder^  10  Howard,  477,  even 
assuming  that  the  old  machine,  in  the  condition  in  which  it  was 
while  in  the  cellar,  was  substantially  identical  in  construction 
with  the  machine  as  used  by  the  defendant  after  July,  1865,  and 
with  the  plaintifPs  machine.  In  the  case  of  Gayler  v.  IVilder^ 
one  Conner  had  constructed  for  his  own  private  use  a  safe  sub- 
stantially like  the  one  patented  to  Fitzgerald,  some  time  before 
Fitzgerald  invented  his  safe,  and  had  used  it  as  a  safe  for  more 
than  six  years  in  the  counting  room  of  a  type  foundry.  Its 
existence  and  use  were  known  to  the  persons  who  worked  in  the 
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foundry,  although  its  particular  internal  construction,  which  was 
the  point  of  the  invention,  does  not  appear  to  have  been  known 
to  them.  It  then  passed  into  other  hands,  but  what  became  of 
it  did  not  appear.  Conner  made  but  one  such  safe,  and  after 
that  one  passed  out  of  his  hands,  he  used  other  safes  of  a  differ- 
ent construction.  At  the  trial,  before  Mr.  Justice  Nelson,  the 
Court  charged  the  jury  that  if  Conner  had  not  made  his  dis- 
covery public,  but  had  used  the  safe  simply  for  his  own  private 
purpose,  and  it  had  been  finally  forgotten  or  abandoned,  such  a 
discovery  and  use  was  not  an  obstacle  to  the  taking  out  of  a 
patent  subsequently  by  another  person  for  a  safe  of  like  con- 
struction, if  he  was  an  original,  although  not  the  first  inventor 
of  such  a  safe. 

The  jury  having  found  in  favor  of  the  patent,  the  case  was 
carried  to  the  Supreme  Court  by  a  writ  of  error,  and  that  Court 
held.  Chief  Justice  Taney  delivering  its  opinion,  that  the  prior 
knowledge  and  use  spoken  of  in  section  6  of  the  Patent  Act  of 
July  4,  1846  (5  U.  S.  Stat,  at  Large,  119),  as  necessary  to 
invalidate  a  patent,  must  be  a  ^^  knowledge  and  use  existing  in  a 
manner  accessible  to  the  public."  The  Chief  Justice  says : 
*^  If  the  Conner  safe  had  passed  away  from  the  memory  of  Con- 
ner himself  and  of  those  who  had  seen  it,  and  the  safe  itself  had 
disappeared,  the  knowledge  of  the  improvement  was  as  com- 
pletely lost  as  if  it  had  never  been  discovered.  The  public 
could  derive  no  benefit  from  it  until  it  was  discovered  by  another 
inventor.  And  if  Fitzgerald  made  his  discovery  by  his  own 
efforts,  without  any  knowledge  of  Conner's,  he  invented  an 
improvement  which  was  then  new  and  at  that  time  unknown  ; 
and  it  was  not  the  less  new  and  unknown  because  Conner's 
safe  was  recalled  to  his  memory  by  the  success  of  Fitzgerald's." 
The  Court  affirmed  the  correctness  of  the  instructions  to  the 
jury  above  mentioned. 

Now,'although  the  old  machine  in  the  present  case  was  con- 
/structed  in  1852,  and  had  been  kept  in  the  cellar  of  the  defend- 
/  ant*s    father    under    the   circumstances    stated,   and    had    been 
occasionally  used    there,  and    although  it    had    not    bodily  dis- 
appeared from  view,  yet  (ts  existence  and  use  were  not  made 
public,  the  knowledge  and  use  of  it  did  not  exist  in  the  manner 
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accessible  to  the  public,  it  had  been  substantially  abandoned,  and 
it  had  substantially  passed  away  from  the  memory  of  those  who 
had  used  it,  as  is  shown  by  the  fact  that  when  they  were  called 
on  to  stretch  the  links  of  chains  to  a  uniform  length — z  purpose 
to  which  it  is  not  shown  that  the  defendant's  father  ever  applied 
the  machine — it  did  not  occur  to  them  to  use  the  machine  for 
the  purpose,  until  after  they  had  learned  of  the  existence  and 
use  of  the  plaintiff's  machine.  The  knowledge  of  the  machine 
was,  therefore,  as  effectually  lost  as  if  it  had  never  been  con- 
structed, and  the  public  could  derive  no  benefit  from  the 
invention,  embodied  in  it,  until  such  invention  should  be  dis- 
covered by  another  inventor.  As  it  clearly  appears  that  the 
plaintiff  made  his  invention  by  his  own  efforts,  without  any 
knowledge  of  the  machine  in  the  cellar  of  the  defendant's  father, 
and  that  he  invented  an  improvement  which  was  then  new,  and 
was  at  the  time  unknown,  because  the  old  machine  was  recalled 
to  the  memory  of  the  defendant,  and  of  his  brother,  and  of  the 
machinist  who  put  it  up,  by  the  success  of  the  plaintiff's  ma- 
chine. / 

But  independently  of  this  view,  the  defendant  has  failed  to 
establish  satisfactorily  the  identity  of  the  old  machine  with  the 
machine  as  used  by  him  after  its  removal  from  the  cellar  in  an 
important  particular.  The  specifications  of  the  plaintiff's  patent 
states  that  the  jaws  of  his  tongs  have  grooves  made  in  their  ends 
to  receive  the  horizontal  links  of  the  chain,  the  portions  of  the 
jaws  at  each  side  of  the  grooves  grasping  the  upright  links,  and 
that  by  this  means  the  tongs  are  enabled  to  grasp  the  chain 
firmly.  In  the  use  of  the  machine  this  provision  of  the  grooves 
is  shown  to  be  important,  not  merely  to  grasp  firmly  the  link 
that  is  being  grasped,  but  to  avoid  injuring  it  or  any  other  link. 
A  like  provision  by  equivalent  means  is  found  in  the  jaws  of  the 
tongs  in  the  machine  as  used  by  the  defendant  since  July,  1865. 
But  such  provision,  so  far  as  appears,  was  wholly  wanting  in  the 
old  machine  as  it  was  while  in  the  cellar.  The  proper  con- 
struction of  the  first  claim  of  the  plaintiff's  patent  is,  that  it 
claims  the  use  of  the  tongs  or  other  suitable  clamps,  embodying 
such  a  provision  as  is  described  in  the  plaintiff's  specification^ 
and  as  is  found  in  the   machine  of  the  defendant,  and  as  is  not 
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shown  to  have  existed  in  the  latter  machine  before  July,  1865, 
for  grasping  the  proper  link  iirmly  without  injury  to  it  or  to 
any  other  link,  in  connection  with  the  screw  or  its  equivalent 
arranged  substantially  as  and  for  the  purpose  specified. 

On  the  evidence  the  plaintiff  is  entitled  to  recover.  The 
machine  used  by  the  defendant  infringes  the  first  claim  of  the 
plaintiff's  patent.  But  as  the  plaintiff  has  failed  to  prove  any 
specific  amount  of  damages,  the  finding  will  be  only  for  six  cents 
damages. 


George  T.  Bigelow,  Administrator,  etc.,  of  Samuel 
Nicholson,  Deceased,  and  Walter  R.  Davis 


vs. 


The  City  of  Louisville. 

Where  a  city  agreed  with  contractors  for  a  certain  patented  pavement,  and  the  exclusive 
license  of  the  patentee  agreed  with  the  contractors  that  they  might  proceed  to  exe- 
cute their  contract  without  charge  or  responsibility  to  the  patentee  or  to  him,  bat 
at  the  same  time  notified  them  that  he  would  not  release  the  city,  but  would  look 
to  and  require  it  to  pay  him  royalty.  Held:  That  this  reservation  was  of  no 
effect,  because  inconsistent  with  the  license  to  the  contractors.  He  could  not 
authorize  them  to  use  the  patented  process  without  relieving  them  from  responsi- 
bility for  an  infringement,  and  the  very  act  of  relieving  them  relieved  the  city. 

The  relieving  of  the  parties  primarily  liable,  by  a  universal  rule  of  law  as  well  as  of 
justice,  relieves  those  who  are  only  secondarily  responsible. 

(Before  Ballard,  J.,  District  of  Kentucky,  July,  1869.) 

This  was  an  action  on  the  case,  tried  by  the  Court  without 
a  jury,  to  recover  damages  for  the  infringement  of  letters  patent 
for  an  ^^  improvement  in  wooden  pavements,"  granted  to  Samuel 
Nicholson,  August  8,  1854,  reissued  December  i,  1863,  and 
extended  for  seven  years  from  August  8,  1868. 
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This  patent  is  more  particularly  referred  to  in  the  report  of 
Nicholson  Pavement  Co,  v.  Hatch^  p.  432. 

The  facts  in  the  case  are  specially  found  by  the  Court. 

George  W,  Weisinger^  for  plain tiflfs. 

y.  Graham  Moore  and  Joshua  F.  Bullitt^  for  defendant. 

Ballard,  J. 

This  cause  having  been  heretofore  submitted  to  the  Court, 
and  the  evidence  and  arguments  of  counsel  having  been  heard,  it 
appears  to  the  Court  that  this  is  an  action  brought  by  the  admin- 
istrator of  Samuel  Nicholson,  deceased,  against  the  defendant, 
for  the  violation  of  the  deceased's  patent  right  in  a  certain  new 
and  useful  "improved  wooden  pavement." 

The  defendant  has  pleaded  not  guilty,  and  the  parties  have 
filed  a  stipulation  in  writing,  in  conformity  to  the  statute,  waiv- 
ing a  jury,  and  agreeing  that  the  issue  might  be  tried  and  deter- 
mined by  the  Court. 

I  shall  proceed  to  find  the  facts  specially,  so  that  the  party 
feeling  himself  aggrieved  by  the  judgment  which  shall  be  ren- 
dered may  seek  redress  by  proper  proceedings  in  the  Supreme 
Court.     I  find: 

1.  That  letters  patent  were  regularly  issued  by  the  United 
States  to  the  plaintiff's  intestate,  on  August  8,  1854,  for  a  new 
and  useful  "improved  wooden  pavement;"  that  the  patent  was 
surrendered  and  reissued  December  i,  1863,  and  that  this  last 
was  surrendered  and  reissued  August  20,  1867. 

2.  That  the  general  council  of  the  city  of  Louisville,  by 
resolution  approved  March  4,  1867,  directed  the  mayor  to 
advertise  for  bids,  and  to  contract  for  the  improvement,  with  the 
Nicholson  pavement,  of  Jefferson  street,  from  the  west  line  of 
Fifth  to  the  east  line  of  Seventh  streets,  and  that  the  mayor  did 
make  the  required  advertisement. 

3.  That  on  April  24,  1867,  the  defendant  entered  into  a  con- 
tract with  Duckwall  &  Troxell,  by  which  the  latter,  for  a  con- 
sideration to  be  paid  by  the  former,  agreed  to  improve  the  por- 
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tion  of  Street  above  mentioned  with  the  Nicholson  pavement, 
the  work  to  be  done  under  the  supervision  of  the  city  engineer. 

4-  That  the  patenter,  on  June  7,  1867,  executed  to  Walter 
R.  Davis  a  writing  of  the  following  tenor,  to  wit: 

^'^To  all  whom  it  may  concern:  I,  the  undersigned, 
Samuel  Nicholson,  of  Boston,  State  of  Massachusetts,  being 
the  patentee  of  a  certain  patent  granted  to  me  by  the  United 
States,  for  improvements  in  wooden  pavements,  dated  August  8, 
A.  D.  1854,  and  reissued  to  me  by  letters  dated  December  i, 
A.  D.  1863,  do  hereby  grant  an  exclusive  license  unto  Walter 
R.  Davis,  now  of  the  city  of  Louisville,  in  the  State  of  Ken- 
tucky, his  heirs  or  assigns,  to  lay  said  pavement  in  the  said  city 
of  Louisville,  on  condition  that  he  shall,  without  delay,  pro- 
ceed to  procure  contracts  for  paving  in  the  said  city,  and  that  he 
shall  pay  to  me,  or  to  my  legal  representatives,  monthly,  or  as 
often  as  measurements  of  the  pavement  put  down  shall  be 
made,  a  rovalty  or  patent  fee  in  cash  at  the  rate  of  sixteen  cents 
per  square  yard,  superficial  measurement,  for  all  he  may  lay  or 
permit  others  to  lay  in  the  said  city  of  Louisville. 

^^  And  I  hereby  agree  that  this  license  may  continue  in  full 
force  during  the  term  of  my  present  patent. 

^'  In  case  the  said  Davis  or  his  assigns,  or  such  person  or  per- 
sons as  he  nr.ay  authorize  to  lay  said  pavement  by  virtue  of  this 
license,  shall  neglect  or  refuse  to  prosecute  said  work,  or  shall 
not  use  proper  efforts  and  diligence  in  obtaining  contracts  there- 
fore, or  shall  conspire  or  connive  with  other  parties,  in  any  man- 
ner, at  any  time,  to  prevent  the  adoption  of  said  patented  pave- 
ment in  the  said  city  of  Louisville,  or  to  delay  the  construction 
of  the  same  therein,  to  the  damage  of  the  said  patent  and  the 
injury  of  the  said  patentee,  or  shall  neglect  or  refuse  to  pay  said 
fee  or  rovalty  to  said  patentee,  as  herein  agreed  to  be  paid,  then 
the  said  Nicholson,  or  his  If^gal  representatives  or  assigns,  may 
terminate  this  license  by  giving  ten  days'  notice  of  his  intention 
to  do  so,  and  of  the  cause  for  which  the  same  is  to  be  revoked, 
such  notice  to  be  given  in  writing  and  directed  to  the  said  Wai- 
ter R.  Davis,  and  deposited  in  the  Boston  office.'* 

5.  That,  after  the  granting  of  said  license,  and  before  Duck- 
wall  &  Troxell  had  laid  any  of  the  pavement  under  their  con- 
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tract,  but  after  they  had  graded  a  portion  of  the  street  and  pro- 
cured some  of  the  material  necessary  for  the  making  of  the 
pavement,  the  said  Davis  notified  them  of  his  ^^ exclusive 
license,"  but  agreed  with  them  that  they  might  proceed  to  exe- 
cute their  work,  without  charge  or  responsibility  to  the  patentee 
or  to  him,  in  consideration  that  they  would  allow  him  to  super- 
intend the  execution  of  the  work  as  far  as  might  be  consistent 
with  their  contact  with  the  city.  He,  however,  at  the  same 
time,  notified  them  that  he  would  not  release  the  city,  but  would 
look  to  and  require  it  to  pay  him  royalty. 

6.  That  after  the  date  of  the  reissued  patent,  and  before  its 
expiration,  the  contractors  laid  said  pavement  according  to  the 
process  and  method  described  in  said  patent,  and  that  the 
licensee,  Davis,  superintended  the  work  so  far  as  to  see  that  it 
was  done  well,  and  according  to  the  specifications  of  the 
patent. 

7.  That  the  motives  which  induced  Davis  to  allow  Diickwall 
&  Troxell  to  use  the  patented  process  were  :  First,  a  desire  not 
to  interfere  with  their  contract ;  second,  a  desire  to  commend 
the  patented  pavement  to  the  city  of  Louisville,  with  the  hope 
of  thereby  inducing  it  to  improve  in  the  same  way  other  streets  ; 
third,  an  expectation  that  he  could  thus  license  Dackwall  & 
Troxell  to  use  the  patents,  and  yet  hold  the  city  liable. 

8.  It  does  not  appear  that  the  city  had  any  notice  of  the  pur- 
pose of  Davis  to  hold  it  responsible  until  after  the  work  was  done. 

9.  It  is  conceded  that  if  the  plaintiff  is  entititlcd  to  recover  any- 
thing;, hz  is  entitled  to  two  thousand  one  hundred  dollars  in 
damigei.  I  shall  not  d^cid:  the  important  question  raised  by 
counsel  whether  or  not  the  patent  of  Nicholson  covers  the  pro- 
duct as  well  as  the  process;  nor  that  other  important  question, 
whether  the  city  could  be  liable  fjr  using  the  patent  when  it  only 
contracted  with  others  for  a  price  to  be  paid  to  supply  it  with 
the  product  made  under  its  superintendence;  nor  still  that  other 
difficult  question,  whether  or  not  Walter  R.  Davis  is  the 
*^ assignee,"  the  "grantee,"  or  only  the  "licensee"  of  the 
patentee. 

It  is  immaterial  whether  the  writing  vested  in  Davis  the 
exclusive  right  of  making  and  using  the  thing  patented  in  the 
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city  of  Louisville,  or  only  gave  him  a  license  with  power  to 
license  others,  for  even  if  it  be  such  a  license,  the  power  con- 
ferred therein  to  license  others  gives  to  a  license  granted  by  him 
the  same  effect  as  if  it  had  been  granted  by  the  patentee  himself. 

Duckwall  &  Troxell  contracted  to  lay  down  a  Nicholson  pave- 
ment, and  if  they  could  not  do  so  without  infringing  Nichol- 
son's patent,  or  without  paying  him  "royalty,"  still  they  were 
bound  to  perform  this  contract  or  to  respond  to  the  city  in 
damages. 

The  city  did  not  undertake  to  supply  them  with  the  right  to 
lay  down  the  required  pavement.  Its  mayor,  it  is  true,  adver- 
tised for  bids  for  the  making  of  the  Nicholson  pavement,  but  the 
city  had  the  right  to  suppose  that  those  who  bid  or  contracted 
would  come  clothed  with  authority  to  do  the  required  work,  or 
at  least  that  they  would  obtain  such  authority  before  commencing 
it.  The  just  expectation  of  the  city  was,  in  fact,  realized.  The 
contractors  did,  before  they  used  any  part  of  the  patented  pro- 
cess, before  they  had  laid  any  of  the  alleged  patented  pavement, 
obtain  a  valid  license  to  use  the  invention  from  Davis,  who  had 
the  right  to  use,  and  to  license  others  to  use,  the  invention  in 
this  city. 

The  reservation,  by  Davis,  that  he  would  hold  the  city  liable 
for  the  '*  royalty,"  especially  as  it  was  not  notified  to  the  city, 
was  of  no  effect,  because  inconsistent  with  the  license  he  had 
granted  to  Duckwall  &  Troxell,  He  could  not  authorize  them 
to  use  the  patented  process,  without  thereby  relieving  them 
from  responsibility  for  an  infringement,  and  the  very  act  of 
relieving  them  relieved  the  city,  conceding  that  it  would  have 
been  liable  had  no  license  been  obtained.  The  relieving  of  the 
parties  primarily  liable,  by  a  universal  rule  of  law,  as  well  as  of 
justice,  relieves  those  who  are  only  secondarily  responsible.  In 
my  opinion,  the  claim  of  the  patentee  in  the  case,  which  is,  in 
fact,  the  claim  of  Davis,  has  no  more  foundation  than  if  Davis 
himself  had  been  the  contractor  instead  of  Duckwall  &  Troxell  j 
and,  had  he  been  the  contractor,  I  imagine  such  claim  must 
have  struck  even  him  as  so  obnoxiously  unfounded  that  he  would 
not  have  asserted  it. 

Let  judgment  be  entered  for  the  defendant. 
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Simon  Wing 

vs. 

Christopher  C.  Schoonmaker.     In  Equity. 

The  plate  holder  for  cameras  patented  by  Albert  L.  Southworth,  April  10,  1S55, 
existed,  and  was  carried  into  practical  operation  by  working  machines,  and  was  in 
use  by  practical  photographers  seven  or  eight  years  before  the  date  of  his  patent, 
and  before  he  had  perfected  his  machine.     The  patent  is  therefore  void. 

(Before  Nelson,  J.,  Northern  District  of  New  York,  July,  1869.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendant  from 
infringing  letters  patent  for  a  *'  plate  holder  for  cameras,"  granted 
to  Albert  S.  South  worth,  April  10,  1855,  reissued  September 
25,  i860,  and  assigned  to  complainant. 

The  nature  of  the  invention  and  the  claims  are  stated  in  the 
report  of  the  case  of  ff^ing  v.  Richardson^  Vol.  II.,  p.  535. 

E,  Cowen^  for  complainant. 

Townsends  ^  Browne  and  Henry  Baldwin^  jr.y  for  defendant. 

Nelson,  J. 

The  bill  is  iiled  in  this  case,  founded  on  a  patent  to  A.  S. 
Southworth,  April  10,  1855,  for  a  new  and  useful  plate  holder 
for  cameras,  and  reissued  September  25,  i860. 

The  claim  in  the  reissued  patent  is,  ^^  bringing  the  diflferent 
portions  of  a  single  plate,  or  several  plates,  successively  into  the 
field  of  the  lens  of  the  camera,  substantially  in  the  manner  and 
for  the  purpose  specified." 

The  patentee  states  in  his  specification  that  it  had  been  cus- 
tomary to  use  a  separate  plate  for  each  impression,  the  plate 
being  removed  from  the  camera  and  replaced  by  another,  when 
several  impressions  of  the  san^e  object  were  to  be  t^ken,  as  in 
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multiplying  copies.  This  caused  delay  and  trouble,  to  obviate 
which  was  the  object  of  this  invention,  and  which  consisted  in 
bringing  successively  different  portions  of  the  same  plate  or 
several  smaller  plates,  secured  by  one  plate  holder,  into  the  field 
of  the  lens  of  the  camera;  and  in  carrying  out  the  invention 
the  patentee  has  made  use  of  a  peculiarly  arranged  frame,  in 
which  the  plate  holder  is  permitted  to  slide,  and  in  which  the 
position  of  the  plate  holder  is  definitely  indicated  to  the  operator, 
etc. 

The  only  real  question  in  the  case  is,  whether  or  not  the 
patentee  was  the  first  and  original  inventor  of  the  above  im- 
provement. The  burden  of  the  proofs,  both  on  the  part  of  the 
complainant  and  defendant,  bears  upon  this  point. 

It  is  insisted,  on  the  part  of  the  complainant,  that  the  improve- 
ment was  conceived  and  put  into  practical  use  as  early  as  1846, 
and,  if  not,  as  early  as  the  winter  of  1847-48.  The  patent  was 
not  issued  till  1855.  I  have  looked,  with  some  care,  into  the 
proofs,  which  are  quite  voluminous,  and  am  satisfied  this  position 
is  not  sustained. 

On  the  contrary,  the  better  opinion  is  the  improvement  was 
not  perfected  by  the  patentee  till  the  year  1854.  He  went, 
according  to  his  own  account,  to  California,  in  the  winter  of 
1848-49,  and  remained  there  two  years;  and  on  his  return,  he 
took  up  the  subject  of  the  stereoscope,  and  was  engaged  in  con- 
sidering new  plans  and  new  ideas  on  this  subject,  and  taking  out 
patents  thereon,  until  he  was  taken  sick  and  shut  up  in  his  room, 
when  he  applied  himself  to  finish  the  idea  of  taking  pictures 
rapidly  in  the  center  of  the  lens,  by  adapting  the  movement  in 
a  frame  which  would  fit  any  ordinary  camera.  Again,  he  says, 
on  his  cross-examination,  that  it  was  three  years  after  his  return 
from  California  that  he  was  sick,  and  which  was  in  November, 
in  the  fall  of  1854.  He  says,  also,  on  his  examination-in-chief, 
that  he  had  not  perfected  the  mechanical  parts  of  his  machine, 
so  as  to  carry  out  his  idea  readily,  when  the  California  excite- 
ment led  him  to  go  there. 

He  further  says  that  the  instrument  made  by  Coburn  in  the 
fall  of  1846  was  abandoned,  and  that  he  then  contemplated  a 
different  improvement.     This  was  by  moving  the  lens  over  the 
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plate.  This  idea  was  not  in  the  first  patent  at  all,  and  is  only 
alluded  to  in  the  reissue.  Now  the  proofs  are  full  that  this 
idea  of  making  the  same  im{5ression  on  different  parts  of  the 
same  plate,  by  the  use  of  a  sliding  plate  holder,  existed  and  was 
carried  into  practical  operation  by  working  machines  as  early  as 
1847-48,  and  was  in  use  by  several  practical  photographers  some 
seven  or  eight  years  before  the  date  of  the  patent  of  South- 
worth,  and  before  he  had  perfected  his  machine. 

Entertaining  these  views,  it  follows  that  a  decree  must  be 
entered  for  the  defendant. 


Henrv  Blandy  and  Frederick  J.  L.  Blandv 

vs. 
Thomas  Griffith  and  Francis  Wedge.     In  Equity. 

The  improved  bed  plate  patented  to  H.  and  F.  J.  L.  Blandy,  August  3,  1858,  embraces 
these  particulars :  I .  A  hollow  continuous  bed  plate  placed  between  the  boiler  and 
the  engine ;  2.  The  bed  plate  to  have  flanges  on  its  upper  and  outer  side  cast 
with  it ;  3.  The  attachment  and  securing  of  the  operative  parts  of  the  engine 
upon  its  upper  and  outer  side  by  means  of  the  flanges. 

The  rule  is  well  settled  in  equity,  that  every  material  fact  upon  either  side  must  be  set 
up  in  the  pleadings,  and  that  the  Court  can  no  more  consider  what  is  proved,  but 
not  alleged,  than  what  is  alleged  but  not  proved. 

Where  the  complainants  insist  upon  an  estoppel  by  a  former  suit  between  the  same 
parties,  the  bill  should  have  averred  the  judgment,  in  anticipation  of  the  defense. 

Invention  is  the  work  of  the  brain,  and  not  of  the  hands-  If  the  conception  be  prac- 
tically complete,  the  artisan  who  gives  it  reflex  and  embodiment  in  a  machine  is 
no  more  the  inventor  than  the  tools  with  which  he  wroughL 

Mere  mechanical  skill  can  never  rise  to  the  sphere  of  invention.  The  latter  involves 
higher  thought  and  brings  into  activity  a  dii&rent  faculty.  Their  domains  are 
distinct.  The  line  which  separates  them  is  sometimes  difficult  to  trace ;  never- 
theless, in  the  eye  of  the  law,  it  always  subsists. 

As  long  as  the  root  of  the  original  conception  remains  in  its  completeness,  the  out- 
growth— whatever  shape  it  may  take — belongs  to  him  with  whom  the  conception 
originated. 

The  statute  (sec.  7,  act  of  1839)  is  inflexible  at  to  the  time  when  the  patent  it  to  be 
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applied  for,  with  referrence  to  the  prior  use  and  sale  of  the  invention.     The  neglect 
to  apply  within  two  years  after  sach  sale  or  use  is  inevitably  fatal. 

Where  a  patent  was  applied  for  May  3, 1856,  and  rejected  August  30, 1856;  amended 
specifications  filed  September  22,  1856,  and  finally  rejected  upon  appeal  to  the 
Commissioner,  June  15,  1857,  but  not  withdrawn,  and  a  new  application  made 
May  26,  1858,  and  patent  granted  August  3,  1858.  Held:  That  the  last  appli- 
cation was  in  the  nature  of  a  petition  for  a  review  of  the  previous  rulings,  and 
related  back  to  the  prior  application,  and  that  the  action  of  the  Commissioner  was 
not  original  and  independent,  but  a  renewal  and  elongation  of  the  former  proceed- 
ings and  a  reversal  of  the  former  rejections. 

Under  such  circumstances,  the  public  use  to  avoid  the  patent  must  be  for  two  years 
before  the  first  application. 

The  delay  from  June  15,  1857,  to  May  26,  1858,  was  not,  under  the  circumstances, 
unreasonable. 

Whether  two  years  would  be  a  proper  limit  to  establish  for  the  renewal  of  an  applica- 
tion after  the  rejection  of  a  prior  one,  qustre. 

The  bed  place  covered  by  BIandy*s  patent  is  not  a  frame  composed  of  hollow  tubes,  but 
a  single  continuous  shell  or  tube,  attached  laterally  to  the  boiler  and  having  the 
engine  attached  laterally  to  it. 

The  question,  upon  the  issue  of  novelty,  is  not  whether  the  invention  is  better  or  worse 
than  its  predecessors,  but  whether  it  is  new  and  useful,  and  diflerent  from  any- 
thing before  used  or  icnown. 

The  rights  secured  by  a  patent  for  an  invention  or  discovery  are  as  much  property  as 
anything  else,  real  or  incorporeal.  The  titles  by  which  they  are  held,  like  other 
titles,  should  not  be  overthrown  upon  doubts  or  objections  capable  of  a  reasonable 
and  just  solution  in  favor  of  their  validity. 

The  patent  granted  to  H.  &  F.  J.  L.  Blandy  examined  and  sustained. 
(Before  Swaynk,  J.,  Southern  of  District  of  Ohio,  September,  1869.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  ^^an  improvement  in  steam  engines/' 
granted  to  complainants  August  3,  1858. 

The  invention  consisted  of  a  hollow  bed  plate,  substantially 
in  the  form  of  an  eight-inch  pipe,  about  eight  feet  in  length, 
which  was  attached  by  feet  or  saddles  to  the  side  of  the  boiler 
of  a  portable  engine.  To  the  outside  of  this  pipe  the  working 
parts  of  the  engine  were  attached — being  thus  removed  from 
contact  with  the  boiler,  and  from  the  injurious  effects  of  the 
unequal  contraction  and  expansion  of  the  boiler  plates.  The 
cylindrical  form  of  the  bed  plate  imparted  great  strength,  while, 
as  it  was  hollow,  it  was  exceedingly  light. 
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The  claim  of  the  patent  was  as  follows : 

**  The  application  to  portable  steam  engines  of  a  hollow  continuous  bed  plate,  in  the 
manner  substantially  as  described,  for  the  support  and  attachment  of  the  operative  parts 
of  the  engine,  whereby  the  later,  in  working,  is  rendered  independent  of  the  contrac- 
tion and  expansion  of  the  former,  and  the  boiler  relieved  from  the  direct  stiain  of  the 
engine,  as  set  forth.'* 

The  defendants  were  using  similar  bed  plates,  except  that  a 
long,  longitudinal  strip  was  cut  from  the  pipe  on  the  side 
furthest  from  the  machinery  and  next  to  the  boiler,  thus  ex- 
posing the  interior  of  the  cylinder. 

The  complainants  used  their  bed  plate  as  a  heater  also,  by 
introducing  water  into  the  interior.  The  defendants  used  an 
auxiliary  heater,  which  was  located  in  the  slot  or  opening  of 
their  bed  plate. 

They  insisted,  by  way  of  defense,  that  the  invention  was  not 
new,  but  that  it  had  been  used  prior  to  the  invention  of  the 
patentees,  in  sundry  places,  in  the  form  of  an  open  frame,  com- 
posed of  four  sides,  each  of  which  was  a  hollow  tube,  arranged 
in  the  form  of  a  parallelogram  and  located  on  the  top  of  the 
boiler.  Upon  this  frame  the  machinery  was  placed.  They 
also  denied  infringement. 

The  plaintiffs  claimed  that  the  defendants  were  estopped  from 
denying  the  validity  of  the  patent,  by  reason  of  a  former  judg- 
ment at  law  between  the  same  parties,  upon  a  suit  for  the 
infringement  of  the  same  patent. 

This  point  was  not,  however,  made  in  the  pleadings,  but  was 
founded  upon  the  proofs  and  was  urged  in  argument  at  the  hearing. 

J.  W.  Trairiy  S,  S,  Fisher^  Geo.  Hardingy  and  A.  G.  Thurman^- 
for  complainants. 

F.  Seborn^  Geo.  M.  Lee^  and  C  D,  Coffin^  for  defendants. 

SWAYNE,  J. 

I.  The  first  question  to  be  considered  in  this  case  is  the 
proper  construction  of  the  patent  to  the  complainants.  In  the 
specifications  they  say  : 

^^  Our  improvement   relates   mainly  to  the   construction  of 
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portable  steam  engines.  The  great  desideratum  in  this  class  of 
machines  is,  to  construct  them  so  as  to  render  them  at  once 
compact,  yet  simple  i  light,  yet  strong  ;  and  hence,  available  for 
the  purposes  of  transportation. 

^^The  nature  of  our  improvement  consists  in  the  arrange- 
ment of  a  boUow  continuous  bed  plate  between  the  boiler  and  the 
engine,  upon  which,  and  to  which,  the  entire  working  parts  of 
the  latter  are  supported  and  attached  ;  the  hollow  bed  plate 
being  for  this  purpose  provided  with  suitable  flanges  cast  on  its 
upper  and  outer  sides,  by  which  the  operative  parts  of  the 
engine  are  supported  and  secured  to  it ;  there  being  others  cast 
on  its  under  side,  by  means  of  which  the  bed  plate  itself  is 
attached  or  riveted  to  the  boiler.  This  hollow  continuous  castings 
or  bed  pUtOy  may  be  also  used  as  a  beater  for  tbe  supply  water.  By 
tbis  plan  tbe  engine  will  be  rendered  insulated^  as  it  were^  from  the 
boiler,  so  that  the  relative  position  of  its  working  parts  to  each 
other  can  not  be  aflFccted  by  the  expansion  and  contraction  of 
the  boiler  so  as  to  impair  their  regular  and  easy  working ;  and 
on  the  other  hand,  the  boiler  will  not  be  subject  to  the  injurious 
eflFccts  of  the  vibration  and  direct  straining  of  the  operative 
parts  when  at  work.  ♦  *  ♦  *  * 

^^  The  bed  plate,  if  desired^  may  be  used  as  a  heater  for  the 
supply  of  water,  by  passing  the  exhaust  steam,  as  it  escapes 
from  the  cylinder,  through  a  pipe  suitably  arranged  within  the 
bed  plate;  it  (the  bed  plate)  having  been  previously  supplied 
with  water,  whence  the  steam  is  carried  to  the  smoke-stack,  so 
as  to  increase  the  draft  of  the  furnace  and  the  heated  water 
conducted  to  the  force  pump  so  as  to  be  conducted  into  the 
boiler  through  the  supply  pipe. 

^^  Having  thus  described  our  improvement,  wbat  we  claim  as 
new  and  desire  to  secure  by  letters  patent,  is  the  application  to 
portable  engines  of  a  hollow  continuous  bed  plate^  in  the  manner 
substantial^  as  described^ /or  the  support  and  attachment  of  tbe  opera-- 
tive  parts  of  tbe  engine^  whereby  tbe  latter ^  in  working,  is  rendered 
independant  of  the  contraction  and  expansion  of  the  former, 
and  the  boiler  relieved  from  the  direct  strain  of  the  engine  as 
set  forth." 
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Fairly  construed,  we  think  the  context  claims  for  the  pat- 
entees as  their  invention : 

1.  A  hollow  continuous  bed  plate  placed  between  the  boiler 
and  the  engine. 

2.  The  bed  plate  to  have  flanges  on  its  upper  and  outer 
side  cast  with  it. 

3.  The  attachment  and  securing  of  the  operative  parts  of 
the  engine  upon  its  upper  and  outer  side,  by  means  of  the 
flanges. 

According  to  these  views,  the  essence  of  the  invention  lies  in 
two  things:  The  construction  of  the  bed  plate  and  its  lateral 
attachment  to  the  engine,  as  set  forth  in  the  specifications. 

The  specifications  and  drawings  show  that  the  plummer 
block  is  fastened  to  the  end  of  the  bed  plate  on  one  side  of  the 
boiler,  while  the  fly-wheel  is  on  the  other.  This,  it  was  said  at 
the  argument,  balances  the  engine  and  gives  harmony  to  its 
workings.  It  was  inbisted  that  this  is  the  only  arrangement 
which  renders  possible  the  lateral  attachment  of  the  engine  to 
the  bed  plate,  and  that  this  attachment  is  not  only  the  invention 
of  the  complainants,  but  is  of  the  highest  value  in  the  construc- 
tion of  such  machinery. 

It  is  said  in  the  specifications  that  the  bed  plate  ^^may^  if 
desired^  be  used  as  a  heater  for  the  supply  water,"  and  full  direc- 
tions are  given  as  to  the  manner  in  which  this  object  may  be 
accomplished.  But  this  is  not  an  ingredient  of  the  claim.  It 
may  be  dispensed  with  at  the  option  of  the  builder  of  the  engine. 
The  summary  of  the  claims  is  silent  in  regard  to  it. 

What  is  set  forth  as  vital  is  the  construction  of  the  bed 
plate,  and  its  attachment  to  the  engine  in  the  manner  described. 
The  leading  objects  of  the  invention  are  lightness,  strength  and 
the  insulation  of  the  engine  from  the  disturbing  effects  of  the 
heat  of  the  boiler. 

11.  Before  the  filing  of  this  bill,  the  complainants  sued  these 
defendants  and  Washington  Ebert,  then  constituting  a  copart- 
nership, for  the  same  infringement  of  the  patent  which  has 
given  rise  to  this  litigation,  and  recovered  a  judgment  by  default 
for  $168.91  damages,  and  costs.  The  bill  is  silent  upon  the 
subject  of  this  judgment*     The  complainants  insist   that   the 
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defendants  now  before  the  Court  are  estopped  by  it  from  setting 
up  any  defense  which  might  have  been  made  in  that  case. 
Whether  this  would  be  so  if  the  bill  contained  the  proper  aver- 
ments is  a  question  we  are  not  called  upon  to  decide.  We  will 
only  say,  that  in  that  case  the  question  would  have  been  one  of 
grave  importance.  Aurora  City  v.  fVest^  7  Wall.  82 ;  Beloit  v. 
Morgan^  7  Wall.  622. 

As  the  bill  is  framed,  it  is  clear  the  judgment  can  not  have 
the  eflfect  upon  which  the  complainants  insist. 

The  rule  is  well  settled  in  equity,  that  every  material  fact 
upon  either  side  must  be  set  up  in  the  pleadings,  and  that  the 
Court  can  no  more  consider  what  is  proved  but  not  alleged  than 
what  is  alleged  but  not  proved.  Allegations  are  as  necessary  as 
proofs.  Foster  v.  Goddard^  i  Black,  518;  Simmes  v.  Guthrie^  9 
Cranch,  319;  Harrison  v.  Nixon^\g  Pet.  483;  Boon  v.  Chiles^  10 
Pet.  183  ;  Trip  v.  Hncent^  3  Barb.  Ch.  613  ;  Bank  v.  Sbtiltz, 
3  Ohio,  61;  Sadler  v.  Grover^  5  Dana,  552;  Breckenridge  v. 
Ormsby^  J.  J.  Marsh.  237. 

If  the  complainants  desired  to  bring  the  subject  before  the 
Court  as  matter  of  estoppel,  the  bill  should  have  averred  the 
judgment.  The  defendants  would  have  had  the  right  to  answer. 
The  Court  would  then  have  examined  the  subject  in  the  light  of 
the  law  and  the  evidence,  and  have  come  to  such  conclusions  as 
the  facts  and  the  law,  in  their  judgment,  required.  We  overrule 
this  proposition  of  the  complainants  as  untenable. 

III.  It  is  insisted  in  the  answers  that  the  improvement  pat- 
ented was  the  invention  of  the  defendant  Wedge,  and  not  of 
the  complainants ;  that  it  was  made  and  put  into  public  use  by 
the  complainants,  and  was  by  them  sold  to  others  to  be  used, 
more  than  two  years  before  they  applied  for  the  patent  \  and 
that  before  its  supposed  invention  by  the  complainants,  and  two 
years  before  their  application  for  the  patent,  it  had  been  invented 
and  discovered  by  others,  and  was  in  public  use  and  on  sale  at 
the  several  places,  and  that  such  use  was  known  to  the  several 
persons  specifically  mentioned. 

I .  It  appears  by  the  testimony  that  Wedge  was  the  drafts* 
man  in  the  complainant's  foundry.  He  devised  the  Hicks 
engine,  as  it  is  called.      He  says  it  was  a  copy  from  one  he  had 
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seen  in  England.  Some  of  the  other  witnesses  say  he  found 
the  design  in  a  book  he  had  borrowed.  There  was  difficulty  in 
removing  the  castings  from  the  molds,  and  the  parts  did  not  iit 
well  together.  Frederick  Blandy  said  that  another  like  it  should 
not  be  made.  He  suggested  the  plan  of  an  engine  substantially 
the  same  with  that  described  in  the  patent,  and  marked  a  diagram 
to  illustrate  his  ideas  in  the  sand  upon  the  floor.  Wedge 
objected  to  it  strenuously  as  of  no  value.  Blandy  replied  that 
it  could  not  turn  out  worse  than  the  Hicks  engine  of  Wedge, 
and  directed  him  to  prepare  the  drawings,  and  ordered  the  engine 
to  be  made.  It  was  made  accordingly,  and  was  sold  first  to 
Wedge  &  Elliott,  and  afterward,  with  their  consent,  to 
Dc  Graff.  These  facts  touching  the  invention  are  proved  by 
Blandy  himself,  and  by  Gordon  and  Fellows.  About  the  time 
the  drawings  were  made.  Wedge  showed  them  to  Baldwin  and 
told  him  that  the  plan  was  Blandy's. 

Wedge  was  subsequently  examined  as  a  witness.  He  was 
wholly  silent  as  to  all  this  testimony.  He  neither  denied  nor 
attempted  to  explain.  The  facts  are  denied  by  no  one.  Never- 
theless, Wedge  testifies  that  the  invention  was  his,  and  that  in 
making  the  first  engine  he  had  ^^  not  a  particle  "  of  assistance 
from  the  complainants.  There  is  also  testimony  that  the  com- 
plainants admitted  the  invention  to  be  his. 

Besides  the  testimony  in  support  of  the  complainants'  claim  as 
the  inventors,  already  adverted  to,  there  are  some  additional  facts 
of  great  weight  and  significance.  The  defendants  and  their  co- 
partner, Eberts,  negotiated  with  the  complainants  for  a  license 
to  use  the  invention.  They  also  negotiated  for  the  settlement  of 
the  suit  commenced  against  them  as  infringers.  The  result  was 
that  they  agreed  to  pay  the  amount  for  which  the  judgment  was 
entered  with  costs,  and  to  discontinue  the  use  of  the  invention. 
During  all  this  time  no  claim  was  set  up  by  Wedge  that  he  was 
the  inventor.  He  was  wholly  silent.  This  is  proved  by  Henry 
Blandy,  and  by  Wedge's  copartner,  Eberts. 

The  testimony  also  is  uncontradicted  and  unexplained  by 
Wedge,  or  by  any  other  witness  in  his  behalf. 

There  is  no  testimony  in  the  record  impeaching  the  character 
of  any  of  the  witnesses  upon  either  side.     The  conflict  is  not 


6l6  SOUTHERN    DISTRICT    OF    OHIO. 


Blandy  v,  Griffith. 


V 


irreconcilable.  The  error  of  Wedge  arose  probably  from  a 
misapprehension  of  the  law.  Having  made  all  the  drawings  for 
the  first  engine,  and  superintended  exclusively  its  construction, 
he  finally  came  to  the  conclusion  that  he,  and  not  Blandy,  was 
the  inventor. 

The  declarations  of  Blandy,  if  made  as  proved,  it  may  faLirly 
be  presumed  had  reference  to  this  agency  of  Wedge,  and  nothing 
more.  It  is  also  to  be  observed  that  all  the  facts  tending  to 
prove  Wedge  to  be  the  inventor  are  posterior  in  date  to  the 
time  when  Blandy  described  the  design  to  Wedge,  and  directed 
him  to  carry  it  into  execution. 

^Invention  is  the  work  of  the  brain,  and  not  of  the  hands.  If 
the  conception  be  practically  complete,  the  artisan  who  gives  it 
reflex  and  embodiment  in  a  machine  is  no  more  the  inventor 
than  the  tools  with  which  he  wrought.  Both  are  instruments  in 
the  hands  of  him  who  sets  them  in  motion  and  prescribes  the 
work  to  be  done.  Mere  mechanical  skill  can  never  rise  to  the 
sphere  of  invention.  The  latter  involves  higher  thought,  and 
brings  into  activity  a  different  faculty.  Their  domains  are  dis- 
tinct. The  line  which  separates  them  is  sometimes  difficult  to 
trace ;  nevertheless,  in  the  eye  of  the  law,  it  always  subsists. 
The  mechanic  may  greatly  aid  the  inventor,  but  he  can  not 
usurp  his  place.  As  long  as  the  root  of  the  original  conception 
remains  in  its  completeness,  the  outgrowth — whatever  shape  it 
may  take — belongs  to  him  with  whom  the  conception  originated.  ^ 
In  the  case  before  us  there  does  not  seem  to  be  any  pretense  for 
saying  that  Wedge  invented  anything.  He  simply  executed  the 
design  drawn  by  Blandy  in  the  sand.  All  the  engines  since 
made  have  been  substantially  like  the  first  one. 

2.  It  is  not  alleged  that  the  complainants  abandoned  their 
invention  to  the  public,  but  it  is  insisted  that  they  sold  it  and 
permitted  it  to  be  used  more  than  two  years  before  they  applied 
for  the  patent. 

The  first  engine  was  sold  in  the  summer  of  1855.  From  this 
time  the  complainants  continued  to  make  and  sell  them  with- 
out intermission.  They  filed  a  caveat  in  the  patent  office  on 
December  18,  1855.  The  first  application  for  a  patent  was 
filed  May  3,  1856.     It  was  returned  for  amendment  August  30, 
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1856 — the  Commissioner  holding  that  it  claimed  too  much. 
On  September  22,  1856,  amended  specifications  were  filed. 
They  described  clearly  and  distinctly  the  invention  covered  by 
the  patent.  On  March  5,  1857,  ^^^  complainants  made  a 
second  affidavit  of  the  originality  of  the  invention.  On  May  2, 
1857,  ^^®  application  was  rejected.  On  June  15,  1857,  it  was 
again  rejected  upon  appeal.  The  grounds  of  these  rejections  do 
not  appear  in  the  record,  nor  does  it  appear  that  the  application 
was  at  any  time  withdrawn,,  or  that  a  part  of  the  sum  deposited 
in  the  Patent  Office  was  refunded,  pursuant  to  section  7  of  the 
act  of  1836.  On  May  26,  1858,  the  last  application  was  filed. 
It  was  supported  by  numerous  affidavits  touching  the  novelty 
and  value  of  the  invention. 

The  specifications  are  the  same  in  all   material  respects  with 
those  upon  which  the  next  preceding  application  was  founded. 

The  statute  (act  of  1839,  sec.  7)  is  inflexible  as  to  the  time 
when  the  patent  is  to  be  applied  for,  with  reference  to  the  prior 
use  and  sale  of  the  invention.     The  neglect  to  apply  within  two 
years  after  such  sale  or  use  is  inevitably  fatal.     Whenever  this 
fact  appears,  the  patent  falls.     Whatever  the  circumstance,  the 
Courts  have  no  dispensing  power.     But  beyond  this,  the  pro- 
vision of  the  statute  is  silent.  'The  application  of  May  3,  1856, 
was  within  the  time  prescribed.     If  that  be  held  insufficient  by    . 
reason  of  the  defect  in  the  specifications — a  point  which  is  not   « 
necessary  to  consider — the  application  of  September  22,  1856 — 
to  which  no  objection  lies — was  also  in  time.     The  rejections  1 
were  shown  by  the  final  action  of  the  Commissioner — which  is  . 
sustained  by  the  opinion  of  this  Court — to  have  been  palpably    . 
wrong.     The  application  of  May   26,  1858,  was,  in  itself,  too 
late.     But  we  think  it  may  be  properly  held  to  have  been  in  the 
nature  of  a  petition  for  the  review  of  the  previous  rulings,  and 
to  have  related  back  to  the  prior  application  ;  and  that  the  final 
action  of  the  Commissioner  was  not  original  and  independent 
action,  but  a  renewal  and  elongation  of  the  former  proceedings, 
and  a  reversal  of  the  previous  rejections.     To  the  action  of  this 
revisory  character,  the  statute  imposes  no  limitation.  '  There  is 
nothing   in  the  record  tending  to  show  that  the  complainants 
acquiesced    in    the    second    rejection  as  terminating  their  con- 
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troversy  with  the  Patent  Office — or  as  conclusive  of  their  rights. 
They  ought  not  to  be  held  responsible  for  the  errors  of  others, 
which  they  could  not  prevent.  ^We  do  not  think  their  delay, 
between  the  rejection  upon  appeal  and  the  final  application, 
was,  under  the  circumstances,  an  unreasonable  one ;  and  we  do 
not  feel  warranted,  upon  the  facts  before  us,  to  adjudge  the  for- 
feiture of  the  valuable  rights  which  their  patent  otherwise 
secures  to  them.  It  was  suggested  in  the  argument  by  one  of 
the  counsel  for  the  complainants,  that  as  the  statute  allows  two 
years  within  which  to  make  the  application  for  a  patent  after 
the  sale  and  use  of  the  invention,  the  same  period,  by  analogy, 
should  be  given  for  the  renewal  of  the  application  after  the 
rejection  of  a  prior  one.  Whether  this  would  be  a  proper  rule 
to  establish,  we  do  not  deem  it  necessary  to  determime. 

We  simply  decide  this  part  of  the  case  before  us  upon  its 
own  facts  and  circumstances,  as  we  find  them  disclosed  in  the 
record, 

Adams  isf  Hammond  v.  Edmonds  &  Holman^  I  Fisher,  I  ;  Bell 
V.  Daniels  isf  Newkirk^  I  Fisher,  372  ;  Adams  v.  'Jones  et  aLy  I 
Fisher,  528 ;  Sayles  v.  C.  W  N.  W.  R.  R,  Co.^  2  Fisher,  526. 

3.  Of  the  several  bed  plates  older  than  the  invention  of  the 
complainants,  and  alleged  to  be  substantially  the  same  with  it — 
to  which  the  testimony  relates — the  stress  of  the  argument  was 
confined  chiefly  to    the   one    described    in    the    depositions   of 
Charles  Talbott  and  John  Souther. 

This  bed  plate  is  more  favorable  to  the  defendants  than  any 
other  to  which  our  attention  was  called,  and  our  remarks  in  this 
connection  will  be  confined  to  it.  They  were  cast  at  Rich- 
mond, Virginia.  At  first  they  were  made  solid.  After  the  year 
1845  ^^  1846,  they  were  altered  and  cast  hollow.  The  plate 
consisted  of  a  frame  cast  in  one  or  four  piecps.  The  sides  were 
hollow  boxes  from  four  to  eight  inches  square.  They  extended 
the  whole  length  of  the  boiler.  The  frame  was  placed  upon  it. 
The  parts  were  secured  to  the  boiler  by  feet  or  flanges  cast  with 
them,  and  secured  by  bolts.  Upon  the  bed  plate  so  attached, 
the  engine  was  placed,  and  firmly  fixed  there  by  bolts  or  rivets. 
Both  the  bed  plate  and  engine  were  directly  over  the  boiler. 
About  the  year  1853,  ^^^^  pipes  for  the  supply  of  water  were 
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introduced  into  the;  bed  plate.  The  exhaust  steam  from  the 
cylinder  was  passed  along  its  entire  length,  and  by  that  means 
heated  the  water  before  its  entrance  into  the  boiler.  The  object 
of  the  feet  or  flanges  on  the  plate  was  to  render  the  engine,  as 
far  as  practicable,  independent  of  the  contraction  and  expansion 
of  the  boiler,  and  to  relieve  the  boiler  from  the  direct  strain  of 
the  engine.  In  other  words,  the  purpose  was  to  effect,  as  far 
as  was  possible  by  the  means  employed,  the  insulation  of  the 
engine. 

Here  are  certainly  some  striking  points  of  analogy  to  the 
engine  of  the  complainants.  But  able  scientific  experts  have 
testified  that  the  dominant  conceptions  in  the  two  cases  are 
totally  distinct  from  each  other,  and  that  the  differences  are  not 
merely  mechanical  or  equivalent,  but  that  they  strike  deeper, 
and  are  radical  in  their  character.  Whether  they  are  so,  is  the 
test  to  be  applied  to  the  solution  of  the  question  before  us.  We 
have  already  held  that  the  use  of  the  plate  as  a  heater  is  not  a 
part  of  the  invention  patented.  This  subject  may,  therefore,  be 
laid  out  of  view.  The  essential  diversities  are  to  be  found,  it  is 
said,  in  two  particulars : 

The  bed  plate  covered  by  the  patent  is  a  single  continuous  shell 
or  tube.  It  is  proved  that  this  gives  a  combination  of  lightness 
and  strength  beyond  any  other  configuration  or  structure  which 
has  yet  been  devised. 

The  engine  is  attached  to  the  outer  side  of  the  bed  plate,  and 
is  not  placed  upon  it  or  over  the  boiler.  The  attachment  is 
lateral. 

In  both  these  points  the  proof  is  that  it  is  essentially  different 
from  the  Talbott  engine,  and  from  any  other  which  preceded  it. 

In  these  views,  after  much  reflection,  we  have  found  ourselves 
able  to  concur.  It  is  not  our  business  to  form  any  opinion  of 
the  comparative  value  of  the  complainants'  engine.  The  ques- 
tion is  not  whether  the  invention  is  better  or  worse  than  its 
predecessors,  but  whether  it  is  new,  useful,  and  different  from 
anything  before  used  or  known.  Those  who  hold  the  negative 
are  at  liberty  to  use  anything  older  to  which  the  proofs  in  this 
case  relate.     All  required  of  them  is  that  they  shall  not  use, 
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either  in  form  or  substance,  what  is  patented  to  the  complain- 
ants. 

/  "^he  rights  secured  by  a  patent  for  an  invention  or  discovery 
'are  as  much  property  as  anything  else,  real  or  incorporeal.  The 
titles  by  which  they  are  held,  like  other  titles,  should  not  be 
overthrown  upon  doubts  or  objections  capable  of  a  reasonable 
and  just  solution  in  favor  of  their  validity.  This  principle 
should  be  steadily  borne  in  mind  by  those  to  whom  is  intrusted 
V  the  administration  of  civil  justice.  / 

IV.  Conceding  the  patent  to  be  valid,  it  is  insisted  that  the 
defendants  have  not  infringed  it. 

In  regard  to  this  subject,  we  have  had  no  difficulty  and  enter- 
tain no  doubt.  The  slightest  examination  of  ^the  two  models  is 
sufficient  to  bring  the  mind  to  a  satisfactory  conclusion.  The 
models  are  not  present,  and  without  them  it  is  not  possible  to 
convey  so  clear  an  impression  to  the  minds  of  others  as  was 
made  upon  our  own.  Upon  such  subjects  the  eye  is  a  much 
more  effective  channel  for  the  communication  of  knowledge 
than  the  ear.  In  the  engine  of  the  defendants  which  is  com- 
plained of,  we  find  the  bed  plate  one  single  continuous  hollow 
casting,  extending  the  entire  length  of  the  boiler,  and  the  engine 
attached  to  it  laterally,  exactly  as  in  the  complainants'  engine. 
The  only  difference  is  that  there  is  a  slot  or  opening,  extending 
longitudinally  the  entire  lenth  of  the  plate,  on  the  side  next  to 
the  boiler  and  just  above  the  flanges,  by  which  the  plate  and 
boiler  are  connected  together. 

The  defendants'  bed  plate  and  its  attachments  are  in  all 
respects  those  of  the  complainants,  less  the  longitudinal  opening 
mentioned. 

A  clear  case  of  infringement  is  thus  presented.  It  is  vain 
for  the  defendants  to  deny  this  proposition.  As  well  might  an 
author  who  had  taken  a  page  from  the  book  of  another  claim  it 
as  his  own,  because  he  had  slightly  modified  the  language  in 
which  the  ideas  were  originally  clothed.  The  defendants*  en- 
gine is  copied  from  the  complainants'. 

It  is  the  same  face,  with  a  single  feature  a  little  multilated. 
The  defendants'  bed  plate  by  reason  of  the  slot  can  not  be  used 
as  a  heater.     This  defect  is  obviated  by  putting  a  pipe  within 
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the  slot  or  opening  for  that  purpose.  As  the  use  of  the  com- 
plainants' bed  plate  as  a  heater  is  not  covered  by  the  patent,  we 
need  not  remark  upon  this  substitute  of  the  defendants.  It  is  of 
no  consequence  in  the  case. 

We  think  the  complainants  are  entitled  to  an  injunction  and 
an  account  of  profits  as  prayed  for  in  the  bill.  A  decree  will 
be  entered  accordingly. 


William  H.  Bliss 


vs. 


WiLLiAM  H.  Haight,  George  Taylor,   et  al.     In 

Equity. 

Where  the  patentee  claimed,  as  his  improvement  in  hose  coupling,  two  thimbles  of  a 
peculiar  construction,  in  connection  with  a  conical  roller  or  rollers,  fitted  in  the 
screw  caps,  and  "the  whole  arranged  to  operate  as  and  for  the  purpose  set  forth  ;** 
and  it  appeared  that  the  roller  performed  two  functions— one  to  act  as  a  wedge  to 
make  a  tight  joint,  and  the  other  to  provide  a  swivel  joint  whereby  the  two 
pieces  of  hose  could  be  turned  or  rotated.  Held:  That  the  use  of  two  similar 
thimbles,  in  connection  with  the  non-rotating  pin  with  a  conical  face,  which  per- 
formed the  first  function  but  not  the  second,  was  no  infringement  of  the  patent. 

So,  too,  where  the  claim  was  for  a  lug,  in  connection  with  the  thimbles  *'  and  the  pin 
F,"  and  ic  appeared  that  the  pin  F  was  a  conical  roller.  Held :  That  the  rotating 
pin  with  the  beveled  inner  end  was,  as  such,  made  an  element  of  the  combination 
claimed  by  the  patentee,  and  the  use  by  the  defendant  of  all  the  remaining  ele- 
ments of  the  combination,  in  connection  with  a  pin,  beveled  but  not  rotating, 
was  no  infringement  of  the  patent. 

(Before  Blatchpord,  J.,  Southern  District  of  New  York,  September,  1869.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendants  from 
infringing  two  letters  patent  for  improvements  in  hose  coupling, 
one  granted  to  Robert  Lawton  and  William  H.  Bliss,  February 
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22,   1859,  ^^^  assigned  to  complainant;   the  other  granted  to 
complainant,  February  25,  1862. 

The  nature  of  the  inventions  and  the  claims  of  the  patents 
are  fully  set  forth  in  the  opinion  of  the  Court. 

Geo.  Gifford^  for  complainant. 

P,  Van  Antwerp  and  Chas.  M.  Keller^  for  the  defendants. 

Blatchford,  J 

The  bill  in  this  case  is  founded  on  two  letters  patent.  One 
of  them  was  granted,  on  February  22,  1859,  '^  Robert  B. 
Lawton  and  the  plaintiff,  for  an  improvement  in  hose  coupling, 
and  Lawton's  interest  in  it  was  assigned  by  him  to  the  plaintiff 
on  June  2,  1 866.  The  other  patent  was  granted  to  the  plaintiff 
February  25,  1862,  for  "an  improvement  in  hose  couplings." 
In  regard  to  both  of  the  patents  the  answer  sets  up  the  defense 
of  non-infringement.  In  regard  to  the  Bliss  patent,  it  sets  up 
the  further  defense,  that  for  upward  of  two  years  prior  to  the 
application  by  Bliss  for  that  patent,  he  made  and  sold,  or  caused 
to  be  made  and  sold,  large  numbers  of  couplings  containing  the 
improvements  claimed  in  that  patent,  or  substantial  and  mate- 
rial parts  thereof,  and  that  such  couplings  were  used  by  others 
with  his  knowledge  and  allowance  for  more  than  two  years 
before  he  made  such  application.  The  defense  that  Bliss  aban- 
doned to  the  public  the  invention  covered  by  the  Bliss  patent  is 
set  up  as  a  distinct  defense. 

The  defense  of  non-infringement  in  respect  to  the  Lawton  and 
Bliss  patent  will  be  first  considered.  In  order  to  determine  that 
question  it  is  indispensable  to  determine  what  is  the  nature  and 
scope  of  the  invention  claimed  therein.  The  specification  states 
the  object  of  the  invention  to  be  to  connect  hose  together  in 
such  a  manner  that  a  swivel  joint  will  be  attained,  and  at  the 
same  time  certain  provisions  made  for  compensating  for  the  wear 
attending  such  connection,  so  that  the  coupling  may  always  be 
kept  water  tight  by  the  mere  act  of  adjusting  or  connecting  the 
parts  together.  It  then  states  that  the  invention  consists  in  hav- 
ing a  metal  thimble  or  tube  attached  to  each  end  of  the  hose  to 
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be  connected,  one  thimble  fitting  within  the  other,  and  the  inner 
one  grooved  circumferentially  to  receive  one  or  more  taper  or 
conical  rollers,  that  are  adjusted  by  screw  caps  so  as  to  secure 
the  two  thimbles  together,  and  also  to  keep  the  end  of  the  inner- 
most one  against  a  packing  or  ground  seat  at  the  inner  side  of 
the  outermost  one,  whereby  the  desired  object  is  attained  as 
hereinafter  described.  It  then  describes  the  manner  of  attaching 
and  securing  the  thimbles  to  the  hose,  which  is  unimportant.  It 
then  says:  The  thimble  D,  its  outer  portion  beyond  its  hose  B,  is 
smaller  than  the  corresponding  portion  of  the  thimble  C,  so 
much  so  that  D  may  fit  within  C,  and  the  end  of  D  abut  against 
a  packing  or  ground  seat  c,  placed  on  a  shoulder  d^  which  is 
formed  within  C  by  its  enlargement,  it  being  understood  that  the 
inner  ends  of  the  thimbles  within  the  hose  are  equal  in  diameter. 
The  thimble  D  is  grooved  circumferentially  as  shown  at  ^,  the 
sides  of  the  groove  being  beveled  or  inclined  so  that  the  outer 
part  is  wider  than  the  inner  part,  and  on  the  thimble  C  tubular 
flanches  /  are  cast,  one  or  more,  the  opening  or  interior  of  the 
flanches  passing  through  the  thimble  C,  and  having  conical 
metal  rollers  g  placed  within  them,  said  rollers  being  provided 
with  stems  h  which  pass  into  caps  /',  and  are  secured  therein  by 
pins  or  small  screws  y  which  pass  laterally  into  grooves  in  the 
stems  as  shown  at  k.  The  roller  stems  h  are  allowed  to  turn 
freely  within  the  caps  /',  and  the  caps  /  screw  on  the  flanches^, 
as  plainly  shown  in  the  drawing.  From  the  above  description  it 
will  be  seen  that  by  fitting  the  thimble  D  within  C,  and  screwing 
down  the  rollers^  into  the  groove  e  in  thimble  D,  the  ends  A,  B, 
of  the  hose  will  be  connected  and  a  swivel  joint  obtained,  that  is 
to  say  the  hose  A,  B,  may  be  turned  or  rotated  and  consequently 
prevented  from  being  twisted  in  handling.  The  roller  or  rollers 
g  rotate  in  the  groove  e  and  thereby  prevent  friction,  and  favor  the 
easy  turning  or  rotation  of  the  hose.  It  will  also  be  seen  that 
as  the  roller  or  rollers  g  are  screwed  down  into  the  recess  ^,  said 
roller  or  rollers  will,  by  their  conical  form,  and  in  consequence 
of  bearing  against  the  outermost  beveled  edge  of  recess  ^,  pro- 
vision being  made  for  such  result,  force  the  outer  end  of  thimble 
D  against  the  packing  or  seat  c  and  thereby  form  a  water  tight 
joint,  and  as  the  roller  or  rollers  g  may  be  screwed  down  more 
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or  less  as  occasion  may  require,  the  wear  attending  the  turning 
of  the  coupling  may  be  compensated  and  a  water  tight  joint 
always  obtained."  Then  comes  a  disclaimer, as  follows :  "We 
do  not  claim  connecting  the  two  parts  or  thimbles  C  D  together, 
by  means  of  a  screw  or  pin  passing  through  one  thimble  and  fit- 
ting in  a  groove  in  the  other,  for  such  coupling  or  connection  is 
well  known  and  has  been  used,  if  not  for  the  same,  for  analo- 
gous purposes."  Then  follows  the  claim  in  the  words :  '*The 
two  thimbles  C,  D,  attached  to  the  ends  of  the  hose  A,  B,  the 
thimble  C  being  provided  with  the  shoulder  b  and  ground 
seat  or  packing  c,  and  the  thimble  D  provided  with  the  groove  e 
with  inclined  sides  and  fitted  within  thimble  C,  the  above  parts 
being  used  in  connection  with  the  conical  roller  or  rollers  g^  fit- 
ted in  the  screw  caps  /,  and  the  whole  arranged  to  operate  as  and 
for  the  purpose  set  forth." 

It  is  apparent  from  the  description  in  the  specification,  that  the 
conical  roller  is  endowed  with  two  functions.  The  conical  face 
of  the  roller  will,  by  bearing  against  the  beveled  or  inclined 
side  of  the  groove,  when  the  roller  is  screwed  into  the  groove 
or  recess,  force  the  end  of  one  thimble  against  the  ground  seat 
or  packing  in  the  other  thimble,  and  thus  form  a  water  tight 
joint.  This  function  of  making  pressure  by  the  wedge-like 
action  between  the  conical  face  of  the  roller  and  the  beveled 
side  of  the  groove,  has  relation  solely  to  the  production  of  a 
water  tight  joint  between  the  two  thimbles.  In  this  particular 
the  fact  that  the  roller  is  a  roller  capable  of  rotation,  and  not  a 
pin  incapable  of  rotation,  is  of  no  importance.  A  pin  with  a 
conical  face  incapable  of  rotation,  and  such  face  bearing  against 
the  beveled  side  of  the  groove,  would  be  in  all  respects  the  same 
as  a  roller  with  a  conical  face,  so  far  as  the  wedge-like  action 
between  such  conical  face  and  the  beveled  side  of  the  groove, 
to  press  together  the  parts  where  the  water  tight  joint  is  to  be 
formed,  is  concerned.  But  the  roller,  in  addition  to  having  a 
conical  face,  is  a  roller  ;  and  this  introduces  the  second  function 
of  the  conical  roller ;  that  is,  that  after  the  roller  is  screwed  into 
the  groove  and  the  connection  is  formed  between  the  two  pieces 
of  hose,  they  can  be  turned  or  rotated  easily  and  without  much 
friction,  by  means  of  the  rotation  of  the  roller  in  one  thimble,  as 
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its  face  bears  against  the  side  of  the  groove  in  the  other  thimble, 
as  the  two  pieces  of  hose  are  turned,  the  movement  of  the  end 
of  one  thimble  against  the  packing  or  ground  seat  in  the  other 
thimble  is  favored  and  assisted  by  the  rotation  of  the  roller. 
This  is  what  the  specification  calls  obtaining  a  swivel  joint.  It 
is  an  incident  of  this  function  that  compensation  is  made  for  the 
wear  attending  the  turning  of  the  hose  by  the  fact  that  the  roller 
may  be  screwed  down  further  into  the  grooves  as  the  conical  face 
of  the  roller  or  the  beveled  side  of  the  groove  becomes  worn. 
With  this  view  of  the  mechanism,  we  are  prepared  to  consider 
the  disclaimer  and  the  claim.  The  patentees  disclaim  connecting 
the  two  thimbles  together  by  a  screw  or  pin  passing  through  one 
thimble  and  fitting  in  a  groove  in  the  other.  By  these  words,  ^^  a 
screw  or  pin,"  as  used  in  contradistinction  to  what  the  patentees 
described  as  their  invention,  must  be  understood  a  screw  or  pin 
without  a  conical  face  and  without  the  capacity  of  rotating  as  a 
roller.  They  then  claim  the  two  thimbles  attached  to  the  ends 
of  the  hose,  the  one  thimble  provided  with  the  shoulder  and  the 
ground  seat  or  packing,  and  the  other  thimble  provided  with  the 
groove  with  inclined  sides  and  fitted  within  the  first  thimble,  ^^  the 
above  parts  being  used  in  connection  with  the  conical  roller  or 
rollers  g,  fitted  in  the  screw  caps  /',  and  the  whole  arranged  to 
operate  as  and  for  the  purpose  set  forth." 

To  be  within  the  claim,  the  thimbles  constructed  as  specified 
must  be  used  in  connection  with  the  conical  roller,  and  the  whole 
must  be  arranged  to  operate  for  the  purpose  set  forth.  The  pin 
which  screws  through  one  thimble  and  into  the  groove  in  the 
other  must  have  a  conical  face,  and  must  also  have  the  capacity 
of  rotating  as  a  roller,  and  the  whole  must  be  arranged  so  as  to 
operate,  to  accomplish  the  purposes  which  are  set  forth  in  the 
specification  as  the  purposes  to  be  accomplished  by  the  mechan- 
ism. These  purposes,  as  has  been  shown,  are  two  :  pressing 
the  ends  of  one  thimble  against  the  ground  seat  or  packing  in  the 
other  thimble,  and  procuring  the  swivel  joint.  To  accomplish 
these  purposes  requires  the  employment  of  a  conical  roller,  and 
of  both  the  functions  of  such  roller,  the  bearing  of  the  coni- 
cal face  of  the  roller,  as  a  pin,  against  the  beveled  side  of  the 
groove,  and  the  capacity  of  the  roller  to  rotate.     A  non-rotating 
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pin  is  not  the  conical  roller  of  the  patent,  even  though  it  has  a 
conical  face  as  its  inner  end,  unless  it  also  has  the  capacity  of 
rotating  as  a  roller. 

Some  question  was  made  on  the  hearing  as  to  whether  the 
patentees  intended  to  convey  the  idea  that  the  thimbles  could  be 
swiveled  upon  each  other  after  they  were  coupled  or  connected 
by  the  screwing  down  of  the  conical  roller  into  the  grooves,  and 
while  the  mechanism  was  set  ready  for  use.  But  the  specifica- 
tion, as  has  been  seen,  is  too  clear  on  this  point  to  admit  of  a 
doubt.  In  addition,  the  plaintiff,  in  the  specification  to  his  pat- 
ent of  February  25,  1862,  before  mentioned,  states  that  the  in- 
vention described  in  that  patent  relates  to  improvements  in  the 
hose  coupling  patented  to  Lawton  and  Bliss  by  the  patent  of 
1859,  ^"^  described  the  conical  roller  of  both  patents  as  having 
a  pin  having  a  beveled  or  taper  inner  end,  and  as  being  free  to 
rotate  to  prevent  friction  when  the  thimbles  are  turned,  after  the 
connection  is  made,  and  thus  making  a  swivel  joint. 

Such  being  the  proper  construction  of  the  claim  of  the  Law- 
ton  and  Bliss  patent,  it  is  manifest  that  the  defendants  have  not 
infringed  it.  Their  couplings  have  the  two  thimbles,  the  one 
with  the  seat  and  the  other  with  the  circumferential  beveled 
groove,  but  instead  of  a  conical  roller,  they  have  a  non-rotating 
pin,  with  a  conical  face.  It  is  true  that  they  secure  the  wedge- 
like action  between  the  conical  face  of  the  pin  and  the  beveled 
side  of  the  groove,  but  they  have  no  swivel  joint  resulting  from 
the  rotation  of  the  pin  after  and  while  the  apparatus  is  set. 
Both  of  these  features  must  be  found  in  an  apparatus  before  it 
can  be  an  infringement  of  the  claim  of  the  patent.  It  may  be 
that  the  patentees  have  a  patentable  invention  in  the  action 
between  the  conical  face  of  a  pin  and  the  beveled  side  of  a 
groove  in  two  thimbles  in  a  hose  coupling,  to  make  a  water- 
tight joint  between  the  end  of  one  thimble  and  a  seat  in  the 
other,  irrespective  of  any  capacity  in  the  pin  to  rotate  after  the 
thimbles  are  set  to  allow  a  swiveling  action  ;  but  if  they  have, 
they  have  failed  to  secure  it  by  their  claim,  as  at  present 
worded.  The  defendants  have  been  called  upon  to  meet  and 
defend  against  the  claim  as  it  is,  and  the  most  liberal  interpreta- 
tion will  not  warrant  the  Court  in  striking  out  from  the  claim 
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the  feature  of  rotation  which  makes  the  pin  a  roller,  and  which 
the  claim  states  is  a  part  of  the  whole,  and  must  operate  to 
effect  the  purpose  which  the  body  of  the  specification  sets  forth 
as  the  purpose  to  be  effected  by  such  rotation.  The  defend- 
ants' coupling  has  no  substitute  or  equivalent  for  such  feature  of 
rotation  in  the  pin,  and  it  does  not  infringe  the  patent. 

We  come  now  to  consider  the  Bliss  patent.  As  before 
stated,  that  patent  is  for  improvements  in  the  hose  coupling  pat- 
ented to  Lawton  and  Bliss  by  their  patent  of  February  22, 
1859.  There  are  two  claims  in  the  Bliss  patent,  but  only  the 
second  of  them  is  alleged  to  have  been  infringed — the  one 
relating  to  the  lug.  The  specification  states  the  object  of  the 
invention  to  be  "  to  obtain  a  more  secure,  or  a  firmer,  connec- 
tion of  the  two  butts  with  but  a  single  pin."  The  butts  are 
the  thimbles  of  the  Lawton  and  Bliss  patent,  and  the  pin  is  the 
conical  roller  of  that  patent.  It  is  described  as  a  cylindrical  pin 
with  a  beveled  or  taper  inner  end,  and  as  being  forced  into  the 
groove  in  the  innermost  butt  by  means  of  the  improved  mechan- 
ism claimed  in  the  first  claim  of  the  patent.  The  front  side 
of  that  groove  is  described  as  inclined  outward  from  its  inner  to 
its  outer  edge.     The  specification  says  : 

*^  Within  the  butt  A,  and  at  a  point  opposite  to  the  pin  F, 
there  is  a  lug,  G,  which  is  simply  a  projecting  piece  of  metal 
having  inclined  surfaces  at  its  outer  and  inner  edges,  as  shown 
in  figure    i.  *  *         *         The  butt,  B,  is  so  formed 

that  its  outer  part,  tf*,  will  fit  within  the  butt  A,  and  an  annular 
packing,  ^,  is  placed  within  the  butt  A  against  a  shoulder,  /^ 
for  the  end  of  the  butt  B  to  bear  against  and  form  a  water-tight 
joint.  See  figure  i.  The  part  a*  of  the  butt  B  has  a  groove,^, 
made  in  it  circumferentially.  This  groove  extends  entirely 
around  the  part,  tf*,  and  it  receives  the  inner  end  of  the  pin  F 
when  the  latter  is  forced  inward.  *  *  *  The  pin 
F,  it  will  be  seen,  has  a  beveled  or  taper  inner  end,  and  the 
front  side  of  the  groove,  ^,  is  inclined  outward  from  its  inner  to 
its  outer  edge,  as  shown  in  figure  i.  Hence,  when  the  pin  F 
is  forced  within  the  groove  G,  the  end  of  the  butt  B  will  be 
brought  in  close  contact  with  the  packing  ^,  and  a  close,  or 
water-tight,   joint  obtained.      The  lug  G,  in  consequence  of 


628  SOUTHERN    DISTRICT   OF    NEW   YORK. 

Bliss  o.  Haight. 

having  its  inner  edge  inclined,  also  has  the  same  tendency  to 
press  the  butt  B  against  the  packing  e*,  the  lug  fitting  in  groove 
g.  The  outer  edge  of  the  lug  is  inclined  in  order  to  facilitate 
the  insertion  of  the  part  a*  of  the  butt  B  within  A.  This  mode 
of  connection,  it  will  be  seen,  affords  a  swivel  joint,  as  the  butts 
are  allowed  to  turn  freely  after  the  connection  is  made,  the  pin 
F  being  free  to  rotate,  thereby  preventing  friction.  The  lug  G 
is  very  essential,  as  it  forms  a  bearing  directly  opposite  the  pin 
F,  and  insures  a  firm  connection  of  the  two  butts.  Without 
the  lug  G,  a  plurality  of  pins,  F,  would  be  required,  and  that 
would  considerably  augment  the  cost  of  construction,  and  also 
add  materially  to  the  manipulation  in  connecting  and  discon- 
necting the  butts." 

The  claim  in  regard  to  the  lug  is  as  follows :  ^^  The  lug  G 
within  the  butt  A,  when  used  in  connection  with  the  pin  F  and 
the  groove  g  of  the  butt  B,  substantially  as  and  for  the  purpose 
set  forth."  This  is,  in  substance,  a  claim  to  a  combination  of 
the  lug  on  one  butt  and  the  pin  F. 

Now,  the  specification  states  that  the  pin  F  not  only  has  its 
inner  end  beveled  or  tapering,  but  is  free  to  rotate,  so  as  to 
allow  the  butts  to  turn  freely  after  the  connection  is  made,  and 
thus  afford  a  swivel  joint.  This  rotating  pin  with  a  beveled 
inner  end  is,  as  such,  made  by  the  patentee  an  element  in  the 
combination  claimed  in  the  second  claim.  The  language  of  the 
claim  is  :  ^^  The  pin  F,"  that  is,  such  a  rotating  pin  as  the  speci- 
fication describes  the  pin  F  to  be.  A  non-rotatfng  pin  is  not 
within  the  description  or  the  claim.  The  purpose  referred  to  in 
the  claim  for  which  the  combination  is  made  is,  among  other 
things,  as  stated  in  the  specification,  to  allow  the  butts  to  turn 
freely  after  the  connection  between  them  is  made  by  means  of 
the  lug,  the  rotating  pin  and  the  groove  in  the  inner  butt,  such 
freedom  of  turning  being  stated  to  be  due  to  the  fact  that  the 
pin  F  is  free  to  rotate.  The  defendants  have  in  their  coupling 
no  capacity  of  rotation  in  the  pin  which  enters  into  the  groove 
in  the  inner  butt.  The  specification  of  the  patent  states  that 
the  mode  of  connection  by  means  of  the  lug  opposite  to  the 
pin  F  affords  a  swivel  joint.     This  mode  of  connection  is  the 
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combination  claimed  in  the  second  claim,  and  the  swivel  joint 
must  be  regarded  as  a  part  of  the  purpose  spoken  of  in  the 
claim  as  to  be  effectual  by  the  combination  of  which  the  rotat- 
ing pin  F  is  made  an  element.  The  swivel  joint  means  nothing 
more  than  such  freedom  of  turning  in  the  butts  after  they  are 
connected,  as  is  due  to  the  capacity  for  rotation  of  the  pin  F. 
This  second  claim  of  the  Bliss  patent  is  open  to  the  same  objec- 
tion as  the  claim  of  the  Lawton  and  Bliss  patent — that  is,  in 
making  a  pin  with  the  capacity  of  rotating  after  the  apparatus  is 
set,  so  as  to  allow  freedom  of  turning  in  the  butts  after  they  are 
connected,  an  element  in  the  combination  claimed.  Although 
the  defendants'  coupling  has  a  pin  with  a  conical  face,  and  a 
groove  with  a  beveled  side  in  the  inner  butt,  and  a  lug  on  the 
outer  butt  opposite  the  pin,  yet  as  the  pin  is  not  a  rotating  pin 
or  a  roller,  such  coupling  does  not  infringe  the  second  claim  of 
the  Bliss  patent. 

This  conclusion  makes  it  unnecessary  to  consider  the  ques- 
tion before  stated,  which  is  raised  in  the  answer  as  to  the  valid- 
ity of  the  Bliss  patent. 

The  bill  must  be  dismissed  with  costs. 


Edward    A.  L.  Roberts 

vs. 
The  Reed  Torpedo  Company.     In  Equity. 

Roberts  was  the  first  inventor  of  the  torpedo  patented  to  him  April  25,  1865. 

It  it  when  speculation  is  reduced  to  practice,  and  no  longer  rests  in  uncertain  experi- 
ments, that  an  invention  is  made  and  the  inventor  is  entitled  to  a  patent. 

(Before  Grixb,  J.,  Eastern  District  of  Pennsylvania,  September,  1869.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  "  improvement  in  explosive  torpe- 
does in  artesian  wells,"  granted  to  complainant  April  25,  1865. 

The  invention  consisted  in  the  provision  of  certain  devices  to 
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secure  the  prompt  ignition  of  the  powder  in  a  torpedo,  designed 
to  be  exploded  in  an  artesian  well,  and  also  to  protect  it  from 
water.  These  devices  were,  in  substance,  a  small  priming 
chamber  between  the  nipple  and  the  powder,  and  a  tube  of 
India  rubber  or  similar  material,  which  connected  the  firing 
device  with  the  top  of  the  torpedo  and  inclosed  the  cap  and 
nipple  so  as  to  insure  protection  from  the  water  in  the  well. 
The  claims  of  the  patent  were  as  follows : 

*'  First.  The  priming  chamber,  ^,  in  combination  with  the  flask,  plag,  and  nipple, 
substantially  as  described. 

**  Second.  The  arrangement  of  the  tube,y^  or  its  equivalent  composed  of  India  rub- 
ber or  other  similar  material  with  the  guard  </,  and  bolt  £,  substantially  as  described  in 
combination  with  the  flask  a.** 

Bakewell  ^  Christy^  and  George  Harding^  for  complainant. 
B,  F.  LucaSy  S,  A,  Purviancey  and  C.  M.  Keller^  for  defendant. 


Grier,  J. 

As  I  write  with  difficulty,  I  can  only  state  conclusions  to 
which  my  mind  has  come  after  a  careful  examination  of  this 
case. 

The  complainant  has  exhibited  a  patent  dated  April  25,  1865. 

This  is  prima  facie  evidence  of  a  good  title,  and  puts  on  the 
respondents  the  burden  of  proof  that  the  patent  is  void  or 
worthless. 

In  Goodyear  v.  Day^  2  Wall.  C.  C.  R.  299,  I  said :  "  It  is 
usually  the  case  when  any  valuable  discovery  is  made,  or  any 
new  machinery  of  great  utility  has  been  invented,  that  the  atten- 
tion of  the  public  has  been  turned  to  that  subject  previously, 
and  that  many  persons  have  been  making  researches  and  experi- 
ments. Philosophers  and  mechanicians  may  have  in  some 
measure  anticipated  in  their  speculations  the  possibility  or  prob- 
ability of  such  discovery  or  invention;  many  experiments  may 
have  been  unsuccessfully  tried,  coming  very  near,  yet  falling 
short  of  the  desired  result.  They  have  produced  nothing  bene- 
ficial, f  The  invention,  when  perfected,  may  truly  be  said  to  be 
the  culmininating  point  of  many  experiments,  not  only  by  the 
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inventor,  but  by  many  others.  He  may  have  profited  indirectly 
by  the  unsuccessful  experiments  and  Failures  of  others,  but  it 
gives  them  no  right  to  claim  a  share  of  the  honor  or  profit  of 
the  successful  inventor.  It  is  when  speculation  has  been  reduced 
to  practice,  when  experiment  has  resulted  in  discovery,  and 
when  that  discovery  has  been  perfected  by  patient  and  continued 
experiments,  when  some  new  compound,  art,  manufacture,  or 
machine  has  been  thus  produced,  which  is  useful  to  the  public, 
that  the  party  making  it  becomes  a  public  benefactor,  and  entitled 
to  a  patent." 

I  adopt  these  remarks  as  affording  a  rule  of  decision  which 
applies  clearly  to  the  present  case. 

As  the  infringement  of  the  patent  is  admitted,  the  only  ques- 
tion will  be  as  to  the  validity  of  complainant's  patent  of  April 
25,  1865. 

It  was  after  speculation  had  been  reduced  to  practice,  and 
after  repeated  experiments,  that  the  complainant  succeeded  in 
overcoming  the  prejudice  and  ignorance  of  the  people  on  the 
subject,  and  persuading  the  public  that  his  invention  was  useful ; 
and  it  was  after  he  had  established  its  great  utility  and  value, 
and  when  his  genius  and  patient  perseverance,  in  spite  of  sneers 
and  scoffs,  were  completely  successful,  that  Reed,  who  had  be- 
fore made  experiments  on  the  same  subject,  and  was  wholly  un- 
successful, imagined  that  he  had  the  best  right  to  the  invention, 
and  after  purchasing  one  or  more  of  complainant's  torpedoes,  he 
applied  on  the  ist  of  November,  1865,  for  a  patent  for  substan- 
tially the  same  combination  of  devices  for  machines  contained  in 
complainant's  patents.  On  the  15th  of  the  same  month,  the  re- 
spondents formed  themselves  into  a  company  or  corporation 
called  "The  Reed  Torpedo  Company,"  for  the  purpose  of 
pirating  the  complainant's  invention  and  supporting  the  expense 
of  litigation,  and  thus  defrauding  him  of  its  fruits.  They  have 
persevered,  even  after  the  preliminary  injunction  very  properly 
granted  by  the  District  Judge. 

Let  a  decree  be  entered  for  complainant  for  a  perpetual  in- 
junction, and  a  master  appointed  to  take  an  account  according 
to  the  prayer  of  the  bill. 
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Thomas  Sayles 


vs. 


Charles  H.  Hapgood  et  al.     In  Equity. 

When  a  man  conceived  a  certain  machine,  no  one  knows  except  himself.  When  he 
described  it,  no  one  knows  except  himself  and  those  to  whom  he  described  it. 
This  is,  from  the  nature  of  the  case,  the  testimony  upon  which  reliance  must  be 
placed. 

Priority  of  conception,  followed  by  a  prior  patent,  gives  priority  of  right. 

Letters  patent  for  an  improvement  in  cultivators,  granted  to  James  Dundas,  February 
8,  1859,  and  reissued,  are  void  for  want  of  novelty,  the  same  invention  having 
been  conceived,  and  a  machine  constructed,  by  H.  H.  Marsh,  before  the  concep- 
tion of  the  invention  and  the  construction  of  a  machine,  respectively,  by  Dundas. 

(Before  Drummond,  J.,  Northern  District  of  Illinois,  October,  1869.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  an  ''improvement  in  cultivators" 
granted  to  James  Dundas,  February  8,  1859;  reissued  October 
16,  1866,  and  assigned  to  complainant. 

The  claim  of  the  original  patent  was  as  follows : 

"  The  arrangement  of  the  half  shovels,  w  w,  in  connection  with  the  bars,  h  h  and  i, 
to  be  moved  to  the  right  or  left  at  pleasure  of  the  operator.** 

The  claims  of  the  reissued  patent  were  as  follows: 

First.  The  combination  in  a  straddle-row  cultivator  of  the  following  instrumentali- 
ties, viz :  The  two  wheels,  frame,  and  a  series  of  plows  arranged  in  two  gangs,  with 
a  central  space  between  the  gangs,  so  as  to  till  the  soil  simuluneously  at  both  sides  of  a 
single  row  of  plants  which  the  machine  straddles ;  all  of  these  operating  in  the  com- 
bination substantially  as  set  forth. 

Second,  The  combination  in  a  straddle-row  cultivator  of  the  following  instrumen- 
talities, viz :  The  two  wheels,  frame,  the  series  of  plows  arranged  in  two  gangs  at 
aforesaid,  and  se&t  for  the  driver ;  all  of  these  operating  in  the  combination  subsun- 
tially  as  set  forth. 

Third*  The  combination  in  a  straddle-row  cultivator  of  the  following  instrumentali- 
ties, viz :  The  two  wheels,  frame,  the  series  of  plows  arranged  in  two  gangs  as  afore- 
said, and  movable  stocks;  all  operating  in  the  combination  so  that  while  the  wheels 
limit  the  penetration  of  the  plows,  the  inner  plows  of  the  two  gangs  maT  be  moved 
laterally  to  avoid  the  plants  that  are  out  of  line  in  the  row,  substantially  as  set  forth* 
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Fourth,  The  combination  in  a  straddle-row  cultivator  of  the  following  instrumen- 
talities, viz  :  The  two  wheels,  frame,  the  series  of  plows  arranged  in  two  gangs  as 
aforesaid,  movable  stocks  as  aforesaid,  and  driver's  seat;  all  operating  in  the  combina- 
tion substantially  as  set  forth. 

Fifth.  The  combination  in  a  straddle-row  cultivator  of  the  following  instrumentali- 
ties, viz  :  The  two  wheels,  frame,  the  series  of  plows  arranged  in  two  gangs  as 
aforesaid,  driver's  seat,  and  a  connection  between  the  movable  plows;  all  operating 
in  the  combination  substantially  as  set  forth. 

^xth.  The  combination  in  a  straddle-row  cultivator  of  the  following  instrumentali- 
ties, viz :  The  wheels,  frame,  series  of  plows  arranged  in  two  gangs  as  aforesaid,  and 
mechanism  to  permit  the  plows  to  be  raised  relatively  to  the  treads  of  the  wheels,  all 
constructed  and  operating  in  the  combination  substantially  as  set  forth. 

IVest  y  Bond  and  Geo.  Harding^  for  complainant. 

Goodwin^  Lamed  ^  Towle^  for  defendants. 

Drummond,  J. 

This  is  a  bill  in  equity  against  the  defendants  for  an  infringe- 
ment of  the  patent  of  James  Dundas,  issued  in  1859,  ^^^  ^^^^' 
sued  in  1866,  for  a  certain  improvement  in  cultivators,  which 
consists,  in  substance,  of  an  arrangement  by  which  rows  of 
corn  are  hoed  or  tilled  at  one  operation,  through  fixed  shovels, 
combined  with  shovels  movable  laterally,  and  with  devices  fo^ 
raising  or  lowering  them  at  the  will  of  the  operator,  who  rides 
on  the  machine,  which  is  borne  on  two  wheels,  with  an  axle 
high  enough  to  pass  over  the  rows  of  corn. 

The  plaintiff  is  the  assignee  of  Dundas. 

Various  questions  were  discussed  on  the  argument,  but  the 
only  one  upon  which  any  stress  was  placed,  or  about  which 
there  was  any  serious  controversy,  was  whether  Dundas  was  the 
first  and  original  inventor  of  the  improvement  in  the  cultivator, 
as  claimed  by  him.  No  point  was  made  upon  the  identity  of 
the  machines  manufactured  by  the  defendants  and  that  patented 
to  Dundas ;  but  it  is  claimed  on  the  part  of  the  defendants  that 
a  man  by  the  name  of  Hiram  H.  Marsh  first  invented  the 
improvement  claimed  by  and  patented  to  Dundas,  and  the  con- 
troversy depends  upon  which  was  the  first  inventor  of  the 
improved  cultivator. 

The  conception  first  arose  in  the  mind  of  Dundas  in  June  or 
July,  1850  (in  his  deposition  he  say^  June),  and  it  appears  from 
the  deposition  of  Dundas,  and  of  his  son,  that  at  that  time  the 
80 
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father  gave  a  description  of  a  cultivator  to  the  son  sufficient  to 
enable  the  latter  to  construct  it.  The  son  says  that  he  began  to 
build  one  in  the  winter  of  1850,  and  that  he  and  his  father 
completed  the  wood  work  of  it  in  the  winter  or  very  early  in  the 
following  spring,  but  that  it  was  not  ironed  until  about  the  first 
of  June,   1851. 

This  machine,  thus  constructed  by  Dundas  and  his  son,  was 
used  during  the  season  of  1851,  in  June  or  July.  So  that  it 
appears  from  the  plaintiff's  testimony  that  the  plan  was  first  con- 
ceived in  June  or  July,  1850,  and  described  at  that  time,  but 
not  carried  out  into  a  complete  and  operating  machine  until  the 
summer  of  185 1. 

Dundas  made  application  for  a  patent  on  the  first  of  August, 
1 85 1,  but  from  circumstances  not  necessary  now  further  to  refer 
to,  then  failed  in  his  application,  and,  as  has  already  been  stated, 
the  patent  was  not  issued  until  1859. 

This  is  the  state  of  the  evidence  as  to  the  invention  of 
Dundas. 

Marsh  came  to  Illinois,  it  would  seem,  some  time  in  1847  ^^ 
1848.  He  married  on  the  15th  of  October,  1849,  and  he  and 
his  wife  went  to  live  on  a  farm  on  Centre  Prairie,  about  ten 
miles  from  Ottowa.  Mrs.  Marsh  says  that  before  their  mar- 
riage. Marsh  told  her  of  an  improvement  in  a  cultivator  which 
he  had  invented,  and  he  described  it  to  her.  Jarvis  Lawrence 
says  that  he  moved  into  the  neighborhood  where  Mr.  Marsh  was 
in  March,  1850,  and  that  Marsh,  in  the  spring  or  summer  of 
1850,  spoke  to  him  of  his  improvement  in  a  cultivator,  telling 
him  how  it  would  operate.  James  P.  H.  Bates  also  says 
that  Marsh  boarded  with  him  in  1847-48,  and  that  at  different 
times  he  used  to  speak  of  constructing  a  machine  for  culti- 
vating corn  by  riding  and  straddling  the  rows  with  wheels ;  that 
this  was  in  the  season  of  1848,  while  he  was  boarding  with  the 
witness.  Uri  Weaver  also  states  that  he  became  acquainted 
with  Marsh  in  1847  ^^  1848,  and  that  he  also  spoke  to  him  in 
May,  1850,  of  an  improvement  that  he  had  invented  in  a  culti- 
vator for  hoeing  and  tilling  corn;  that  he  had  described  it  to 
him  by  taking  sticks  and  explaining  how  he  could  make  it 
operate. 
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This  is  substantially  the  testimony  on  the  part  of  the  defend- 
ants as  to  the  conception  of  the  improvement  in  the  cultivator 
by  Marsh,  and  of  the  description  which  he  gave  of  it  from 
time  to  time,  and  to  different  persons. 

In  the  fall  of  1850,  Marsh  and  his  wife  went  to  Salem,  Tippah 
county,  Mississippi,  and  Marsh  made  a  contract  to  teach  school, 
which  contract  is  in  evidence,  and  is  dated  the  5th  of  Decem- 
ber, 1850,  and  consequently,  about  the  time  of  which  there  can 
be  no  mistake.  This  contract  said  that  the  school  was  to  com- 
mence on  the  jst  day  of  January,  185 1.  I  think  the  school  was 
about  eight  miles  from  Salem,  Mr.  Marsh  returning  to  Salem 
every  Saturday,  and  Mrs.  Marsh  remaining  in  Salem  in  the  mean- 
time teaching  music. 

In  the  month  of  January,  Marsh  described  to  a  mechanic  of 
Salem,  by  the  name  of  Ray,  the  kind  of  machine  he  had  in  his 
own  mind,  which  he  claimed  was  an  improvement  upon  a  culti- 
vator, and  gave  instructions  to  him  as  to  its  mode  of  construc- 
tion, and  a  machine  similar  to  the  one  introduced  in  evidence  on 
the  part  of  the  defendants,  and  referred  to  as  model  "  B,"  was 
completed  under  his  direction,  and  it  was  successfully  operated 
in  the  presence  of  numerous  witnesses,  in  a  field  of  Cozart,  at 
or  near  Salem,  early  in  March,  1 851,  so  that  at  that  time.  Marsh 
had  carried  his  conception  and  ideas  into  practical  effect  by  the 
construction  and  operation  of  an  improved  cultivator.  The 
cultivator  was  used  before  the  corn  was  planted  in  the  spring. 
It  was  also  used  after  the  corn  was  planted  and  was  considerably 
advanced,  and  the  evidence  is  that  corn  was  usually  planted  in 
that  vicinity  from  the  loth  to  the  20th  of  March. 

Marsh  and  his  wife  left  Mississippi  and  came  north  that  year 
(1851),  and,  by  his  direction,  this  cultivator  was  shipped  to  Illi- 
nois, but  owing  to  some  cause  it  never  arrived  here.  What 
has  become  of  it  is  unknown.  During  all  this  time,  while  Marsh 
had  the  project  of  the  cultivator  in  his  mind,  and  after  it  was 
constructed,  it  appears  that  he  intended  to  make  application  for 
a  patent,  and  on  the  ist  of  July,  1851,  he  made  the  necessary 
affidavit,  with  the  view  of  procuring  a  patent,  and  his  application 
was  filed  in  the  Patent  Office  on  the  5th  of  July. 

On  the  30th  of  July,  1851,  Marsh's  claim  was  rejected  and 
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a  patent  refused,  and  he  becoming  discouraged,  the  claim  was 
not  further  prosecuted  in  the  Patent  Office. 

This  seems  to  be  the  state  of  facts  with  reference  to  the 
conception,  description,  construction  and  practical  operation  of 
the  invention  of  Marsh,  independent  of  his  own  testimony. 

When  comparing  his  testimony  with  the  testimony  of  other 
witnesses  in  the  case,  it  would  seem  that  his  memory  is  not  re- 
liable as  to  dates.  In  June,  1864,  he  told  Mr.  Furst  and  Mr. 
Bond  that  he  had  made  the  invention  about  three  months  before 
the  application  for  his  patent,  which  application,  as  we  have 
already  seen,  was  in  the  beginning  of  July.  Now,  it  is  clear 
that  he  is  mistaken  as  to  this,  because  the  testimony  of  the  con* 
struction  and  use  of  a  machine  as  early  as  February  or  March, 
1851,  seems  conclusive.  It  also  appears  that  Marsh  made  an 
affidavit  on  the  24th  of  March,  1866,  in  Chicago,  in  which  he 
says  that  in  January  or  February,  185 1,  he  conceived  in  his  own 
mind  a  plan  for  a  corn  cultivator,  but  did  not  make  a  drawing 
or  model  of  the  same,  or  fully  explain  the  same  to  any  one,  until 
the  month  of  May  of  the  same  year,  which  it  is  clear  was  long 
after  he  had  actually  caused  his  cultivator  to  be  constructed,  and, 
besides,  there  is  a  letter  in  evidence  from  Munn  &  Co.,  dated 
the  31st  of  December,  1850,  which  refers  to  one  from  Marsh 
of  the  17th  of  the  same  month,  making  inquiry  as  to  the  steps 
necessary  to  be  taken  toward  securing  letters  patent  for  an  inven- 
tion, which  must  have  referred  to  this  improved  cultivator.  So 
that  there  can  be  no  doubt  that  Marsh  was  mistaken  in  the 
dates  mentioned  in  his  affidavit  of  the  24th  of  March,  1866, 
just  mentioned. 

These  are  the  facts  as  set  forth  by  the  evidence  on  the  part 
of  the  plaintiff  and  of  the  defendants,  and  what  is  the  truth  in 
relation  to  them  ? 

And,  first,  as  to  the  application  in  the  Patent  Office.  That  is 
a  matter  of  record,  and  about  the  time  there  can  be  nordoubt. 
The  application  of  Dundas  was  in  August,  1851.  That  of 
Marsh  was  injjuly  of  the  same  year.  Then,  Marsh  was  prior, 
in  point  of  time,  in  the  Patent  Office. 

Secondly,  as  to  the  construction  and  practical  operation  of  the 
machine.     It  is  not  claimed,  and  the  proof  does  not  establish,  on 
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the  part  of  the  plaintiff,  that  Dundas  brought  a  practical  opera- 
ting machine  into  being  before,  some  time  during  the  season  of 
1 85 1,  and  when  it  was  considerably  advanced.  The  testimony 
of  the  son  is,  as  we  have  seen,  that  the  iron  work  was  not  com- 
pleted until  June,  1851,  and  it  does  not  seem  to  have  been 
operated  until  the  summer  of  1851.  This  fact  depends  mainly, 
if  not  exclusively,  upon  the  testimony  of  Dundas  and  his  son, 
and,  of  course,  is  liable  to  error. 

When  was  the  machine  of  Marsh  finished  ?  As  to  this,  if  there 
is  any  reliance  to  be  placed  upon  testimony,  there  can  be  no 
doubt  whatever  Marsh  went  to  Mississippi,  or  was  there  in  De- 
cember, 1850.  That  time  is  fixed  beyond  all  controversy.  He 
was  teaching  school,  and  his  wife  was  teaching  music,  in  January 
and  February,  1851,  he  a  short  distance  from  Salem  and  she  in 
Salem.  Then  there  is  the  concurrent  testimony  of  many  wit- 
nesses as  to  the  construction  and  operation  of  the  machine, 
various  witnesses  testifying  that  it  was  operated  "  before  vegeta- 
tion was  started,"  "before  the  corn  was  planted,"  "before  there 
was  anything  green,"  so  that  there  really  can  not  be  any  doubt 
as  to  the  construction  and  operation  of  the  Marsh  machine. 
Then  Marsh  brought  into  being  a  machine  which  operated  suc- 
cessfully before  that  of  Dundas.  He  is  prior,  therefore,  in 
point  of  time  in  the  construction  and  operation  of  the  machine. 

The  only  remaining  question  is,  thirdly,  as  to  the  time  of 
the  conception  of  the  two  machines.  Here  all  we  have  on 
the  part  of  Dundas  is  the  testimony  of  the  father  and  of  the 
son.  About  this,  of  course,  there  may  be  room  for  forgetful- 
ness,  mistake,  or  error.  When  a  man  conceived  a  certain  ma- 
chine, no  one  knows  except  the  man  himself  j  when  he  de- 
scribed it,  no  one  knows  except  himself  and  the  person  to  whom 
he  describes  it.  We  have  to  rely  upon  their  testimony  in  order 
to  determine.  If  it  were  clear,  in  view  of  the  fact  that  the 
invention  was  followed  up  by  the  issuing  of  the  patent  to  Dun- 
das, that  he  was  prior  in  point  of  conception,  then,  perhaps,  he 
would  be  entitled  to  the  monopoly  which  is  claimed  by  the  plain- 
tiff in  this  case.  But  we  have  the  same  sort  of  evidence,  and, 
as  it  seems  to  me,  even  stronger,  as  to  the  conception  of  the 
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Marsh  machine.  There  arc  more  witnesses  who  testify  to  the 
priority  of  the  conception  on  the  part  of  Marsh  than  there  are 
to  that  on  the  part  of  Dundas.  I  have  referred  to  the  various 
witnesses  who  state  that  Marsh  communicated  the  conception 
of  this  machine,  and  that  it  was,  in  point  of  fact,  prior  to  1850. 
Mrs.  Marsh  distinctly  says  that  it  was  before  her  marriage.  Of 
course  you  may  say  she  does  not  tell  the  truth,  but  the  date  of 
her  marriage  is  a  thing  about  which  she  would  not  be  very  apt 
to  be  mistaken,  and  she  could  refer  to  any  event  in  connection 
with  that  and  speak  of  it  with  reasonable  certainty.  So  as  to  Mr. 
Lawrence;  the  time  when  he  came  to  the  neighborhood  in 
which  Marsh  resided.  And  so  as  to  Mr.  Bates.  On  the  whole, 
I  think  the  weight  of  the  evidence  is,  in  this  case,  that  the  con- 
ception and  construction  of  the  Marsh  machine  was  prior  in 
point  of  time  to  that  of  the  Dundas- machine.  And,  therefore, 
that  Dundas  was  not  the  first  and  original  inventor  of  the  im- 
provement in  a  cultivator  which  was  patented  to  him. 
The  bill  will  consequently  be  dismissed. 


James  H.  Hoffman 

vs. 
Edward  Stiefel  and  Isaac  Ney.     In  Equity. 

Where  the  patentee  prepared  a  new  enamel,  whereby  paper  collars  could  be  enameled 
and  folded  without  breaking,  which  result  was  new,  from  the  previous  lack  of  a 
proper  enamel — Held:  That  a  claim  for  a  new  article  of  manufacture  consisting  of 
a  turn-down  or  folded  enameled  paper  collar  was  valid. 

The  letters  patent  granted  to  James  H.  Hoffman,  January  4,  1S65,  and  reissued  Julj 
25,  1865,  and  the  letters  patent  granted  to  him  April  4,  1865,  for  improvements 
in  paper  collars,  sustained. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  November,  1869.) 

This  was  a  bill  in  equity  to  restrain  the  defendants  from 
infringing  two  letters  patent  granted  to  complainant,  one  for 
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"  improvement  in  turn-down  enameled  paper  collars,"  issued 
January  24,  1865,  and  reissued  July  25,  1865,  and  the  other  for 
the  ''  manufacture  of  sweat-proof  paper  collars/'  issued  April  4, 
1865. 

The  invention  described  in  the  iirst  patent  consisted  in  a  collar 
composed  of  paper  made  of  pulp  having  a  long  fiber,  enameled 
with  a  composition  of  blanc  iix,  white  wax,  and  a  trace  of  ultra- 
marine applied  in  a  thin  coat  to  the  paper  where  the  latter  is 
steamed,  so  as  to  open  the  pores. 

The  claim  of  the  original  patent  was  as  follows : 

'<  The  new  article  of  manufacture  herein  described,  constituting  a  turn-down   Or 
folded  collar,  made  and  finished  substantially  in  the  manner  and  the  purpose  set  forth.** 

The  claim  of  the  reissue  was  as  follows  : 

*'  The  new  article  of  manufacture,  consisting  of  a  turn-down  or  folded  enameled 
paper  collar,  substantially  as  described.'* 

The  invention  described  in  the  second  patent  consisted  in 
passing  the  paper  through  a  composition  of  blanc  fix,  isinglass 
and  bleached  wax,  drying  it,  and  coating  it  with  a  thin  prepara- 
tion of  bleached  shellac  dissolved  in  alcohol. 

The  claim  was  as  follows  : 

"  The  manufacture  of  sweat-proof  paper  shirt  collars  with  the  composition  substanti- 
ally as  described,  applied  in  the  manner  substantially  set  forth.** 

E.  fVetmore  and  C  M.  Keller^  for  complainant. 

2\  Darlington^  for  defendants. 

Blatchford,  J 

In  this  case  there  must  be  a  decree  for  the  plaintiff  in  respect 
to  the  reissued  letters  patent  granted  to  him  July  25,  1865,  as 
well  as  in  respect  to  the  letters  patent  granted  to  him  April  4, 
1865,  Both  of  these  patents  are  valid.  The  evidence  shows 
that  the  plaintiff  was  the  first  person  who  successfully  made  a 
turn-down  or  folded  collar  wholly  of  paper  with  an  enameled 
surface.  The  enameled  paper  known  prior  to  the  making  by 
him  of  the  invention  covered  by  his  reissued  patent  of  July  25, 
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1865,  was  unsuitable  for  the  making  of  a  turned>down  or  folded 
collar  wholly  of  paper.  The  fact  that  such  a  collar  was  nor 
known  as  a  practical  thing  before  the  plaintiff  made  it,  would 
naturally  lead  to  the  conclusion  that  the  proper  enameled  paper 
was  not  made  until  the  plaintiff  made  it,  because,  if  the  paper 
had  been  known,  the  use  of  it  for  the  collar  was  sufficiently 
obvious.  Finding  no  proper  enameled  paper  ready  to  his  hand, 
the  plaintiff  experimented  for  some  time  to  produce  it,  and  at 
length  succeeded,  and  the  making  of  the  collar  followed.  As 
the  plaintiff  invented  the  proper  mode  of  enameling  the  proper 
quality  of  the  paper  to  enable  a  turned-down  or  folded  collar  to 
be  made  wholly  of  paper  without  any  danger  of  crumbling  or 
breaking  the  enamel  by  the  operation  of  folding,  the  claim  for  a 
collar  made  from  such  enameled  paper  as  a  new  article  of  manu- 
facture, consisting  of  a  turn-down  or  folded  enameled  paper  col- 
lar, substantially  as  described,  is  valid.  In  regard  to  the  patent 
of  April  4,  1865,  there  is  no  evidence  to  show  that  the  plaintiff 
was  not  the  original  and  first  inventor  of  what  is  claimed  therein  ; 
namely,  the  manufacture  of  sweat-proof  paper  shirt  collars,  with 
the  composition  substantially  as  described  therein,  applied  in  the 
manner  substantially  set  forth  therein.  The  infringement  of  the 
patents  is  not  disputed  if  they  are  valid,  and  there  mu<st  be  the 
usual  decree  for  the  plaintiff  for  an  account  and  a  perpetual  injunc- 
tion, with  costs. 


Paul  C.  Coffin 


vs. 


James  B.  Ogden  and  Lucius  Woodruff.    In  Equity. 

Where  the  patentee  claimed  **  so  dividing  the  hub  or  follower  and  so  combining  the  same 
with  a  reversible  latch,  that  the^arms,  or  their  equivalents,  of  the  divided  hub  or 
follower,  may  be  released  for  the  purpose  of  allowing  the  latch  to  be  reversed  or 
turned — Hel{i:  That  such  claim  is  not  bad  as  a  claim  for  a  result,  but  roust  be 
held  to  be  a  claim  to  dividing  the  hub  or  follower  in  substantially  the  manner 
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described  by  the  patentee,  and  to  combining  the  hub,  so  divided,  with  a  reversible 
latch,  in  substantially  the  manner  described  by  the  patentee,  the  arms  of  the  hub 
being  released  in  substantially  the  manner  described  by  the  patentee,  for  the  pur- 
pose of  allowing  the  latch  to  be  reversed. 

So,  also,  vi^here  the  patentee  claimed  **  so  constructing  and  arranging  the  individual 
parts  of  a  divided  hub  or  follower,  that  the  reversal  or  turning  of  the  latch  is 
prevented  only  by  the  presence  of  the  spindle  within  the  lock.**  He/d:  That  such 
claim  must  be  held  to  be  a  claim  to  constructing  and  arranging  the  individual 
parts  of  the  divided  hub  in  substantially  the  manner  described  by  the  patentee,  the 
reversal  of  the  latch  being  prevented  only  by  the  presence  of  the  spindle  in  the 
lock,  in  substantially  the  manner  described  by  the  patentee. 

When  £,  prior  to  the  invention  of  the  patentee,  made  a  single  lock,  which  was  a  com- 
plete, working,   reversible  latch,  requiring  no   alteration,  adaptation,  addition,  or 
improvement  to  fit  it  for  use,  and  exhibited  it  to  several  persons,  but  did  not  put  it 
upon  a  door  or  into  use.    He/d :  That  this  was  sufficient  to  deprive  the  patentee  of 
the  right  to  be  considered  the  original  and  first  inventor. 

A  putting  of  an  invention  into  use  is  generally  strong  evidence  of  a  reduction  of  it  to 
practice;  but  it  may  be  a  completed  invention,  put  into  practical  form,  ready  for 
practical  use,  and  reduced  to  practice,  without  being  put  into  use  in  the  general 
acceptation  of  that  word. 

If  the  adaptation  to  use,  or  even  the  use  itself  is  merely  experimental,  the  invention  is 
not  perfected. 

But  use  is  not  necessarily  required  in  order  to  show  perfection  or  completion. 

The  exhibition  of  a  lock  to  persons  versed  in  lock  making,  who  understood  its  con- 
struction and  working,  and  who  recognized  it  at  the  time  as  a  completed  thing 
capable  of  working  and  of  effecting  the  result  intended  as  to  reversing  the  latch, 
and  who  were  shown  how  it  worked  so  as  to  be  capable  of  being  used  for  either 
a  right-handed  or  a  left-handed  door,  must  be  regarded  as  substantially  a  use  of  the 
reversing  mechanism. 

(Before  Blatchpokd,  J.,  Southern  District  of  New  York,  November,  1869.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  "improvement  in  locks  and  knob 
latches,"  granted  to  William  S.  Kirkham,  June  11,  1861, 
assigned  to  Charles  A.  Miller  and  reissued  to  him,  January 27, 
1863,  and  assigned  to  complainant. 

The  claim  of  the  original  patent  was  as  follows : 

^*  Constructing  the  hub  F  of  two  parts,  f,  g,  fitted  together  as  shown,  and  both  parts 
placed  on  the  knob  arbor  6,  and  used  in  connection  with  the  spring  H,  the  above  parts 
being  arranged  with  the  slide  £,  lever  D,  and  latch  C,  to  operate  as  and  for  the  purpose 
set  forth.*' 

The  nature  of  the  invention  and  the  claims  of  the  reissued 
patent  are  set  forth  in  full  in  the  opinion  of  the  Court. 
81 
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Geo,  Gifford^  for  complainant. 

B,  F,  Thurston  and  S.  Z).  Law,  for  defendants. 

Blatchford,  J. 

The  bill  in  this  case  is  founded  on  reissued  letters  patent  of  the 
United  States  granted  to  Charles  A.  Miller,  assignee  of  William 
S.  Kirkham,  the  inventor,  January  27, 1863,  for  an  improvement 
in  locks  and  latches,  and  assigned  to  the  plaintiff.  The  original 
letters  patent  were  granted  to  Kirkham,  June  11,  1861.  The 
defenses  set  up  in  the  answer  that  are  relied  on  are :  i.  That 
the  invention  in  question  was  previously  made  by  one  Barthol 
Erbe,  at  Birmingham,  near  Pittsburg,  Pennsylvania ;  2.  That 
the  claims  of  the  reissued  patent  are  not  for  any  patentable 
invention,  or  for  any  device  or  mechanism  arranged  and  oper- 
ating for  a  particular  purpose,  or  to  produce  a  particular  effect, 
but  are  for  an  effect  or  function  irrespective  of  any  particular 
mechanism,  and  that  such  patent  is  therefore  void ;  3.  That, 
if  the  patent  is  valid,  the  defendants  have  not  infringed  it. 

The  object  of  the  invention  is  stated  in  the  specification  to 
be  to  render  a  door  latch  ^*  readily  applicable  to  either  right  or 
left-hand  doors."  The  drawings  annexed  to  the  patent  repre- 
sent a  structure,  the  whole  of  which  is  called  in  the  specification 
a  door  lock,  containing  as  well  a  bolt  to  be  operated  by  a  key  as 
a  latch  to  be  operated  by  a  spindle  attached  to  a  knob  or  handle. 
The  invention  relates  only  to  those  parts  of  the  structure  which 
arc  connected  with  the  operation  of  the  latch.  The  specifica- 
tion states  that  the  invention  is  applicable  to  door  locks  gener- 
ally— as  well  to  a  lock  let  into  the  edge  of  a  door,  and  conse- 
quently concealed  from  view,  as  to  a  lock  secured  to  the  outer 
surface  of  a  door.  The  latch,  which  is  operated  by  the  turning 
of  the  spindle,  has  its  head,  that  is,  the  portion  which  projects 
beyond  the  face  plate  of  the  lock,  made  square  and  beveled  or 
rounded  off  at  one  end.  The  stem  of  the  latch  and  the  portion 
adjacent  to  the  head  are  cylindrical.  While  the  lock  is  in  work- 
ing order,  the  square  portion  of  the  latch  fits  snugly  in  a  square 
opening  in  the  face  plate,  but  such  portion  is  arranged  to  slide 
freely  in  such  opening,  and  when  such  portion  is  pulled  so  far 
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forward  that  the  cylindrical  portion  takes  its  place  in  such  open- 
ing, the  latch  can  be  readily  turned  and  its  beveled  edge  be 
reversed.  The  arrangement  to  allow  of  such  reversal  is  as  fol- 
lows :  At  or  near  the  center  of  the  cylindrical  portion  of  the 
latch  is  a  recess  therein,  in  which  fits  the  lower  end  of  a  lever, 
which  has  its  fulcrum  on  a  lug  projecting  from  the  inside  of  the 
upper  edge  of  the  case,  a  spring  bearing  against  the  short  arm  of 
the  lever.  A  slide  is  connected  by  a  pin  to  such  lever,  and  on 
such  slide  are  two  projections  or  lugs  against  which  the  arms  of 
the  hub  or  follower  bear.  This  hub  or  follower  consists  of  two 
parts.  One  of  them  is  arranged  to  turn  in  both  faces  of  the 
lock  and  has  a  square  opening  for  the  reception  of  the  spindle, 
and  is  partly  cut  away  for  the  reception  of  the  other  part,  a  por- 
tion of  which  is  also  adapted  to  the  spindle.  It  is  this  latter 
part  of  this  hub  that  acts  on  the  projections,  on  the  side  before 
mentioned,  the  points  which  bear  against  such  projections  being 
termed  arms.  When  the  spindle  is  out  of  the  hub,  this  latter 
part  of  the  hub  can  be  slid  in  a  direction  away  from  the  face 
plate,  independently  of  the  other  portion  of  the  hub,  which 
remains  stationary,  as  it  is  confined  to  the  front  and  rear  plates 
of  the  lock  case.  When  the  spindle  is  in  the  hub,  the  two  por- 
tions of  the  hub  become  as  one  portion  ;  and  perform  the  func- 
tions of  an  ordinary  hub,  that  is,  on  turning  the  spindle,  one  or 
the  other  of  the  arms  acts  on  one  of  the  projections  on  the  slide 
before  mentioned,  and  causes  the  slide  to  operate  the  latch. 
When  the  spindle  is  withdrawn,  the  two  portions  of  the  hub  are 
released  from  each  other,  and  the  arms  are  released  so  far  as  their 
action  on  such  projection  is  concerned.  When  it  is  desirable 
to  reverse  the  latch,  the  first  thing  to  be  done  is  to  withdraw 
the  spindle,  after  which  the  latch  can  be  pulled  out  from  the  face 
plate  to  a  distance  which  the  presence  of  the  spindle  in  the  hub 
has  hitherto  prevented.  In  thus  pulling  the  latch  out,  the  lever 
and  the  slide  move  in  the  same  direction,  such  movement  being 
permitted  by  the  yielding  of  the  arms,  which  have  been  released 
on  the  withdrawing  of  the  spindle.  After  the  latch  has  been 
drawn  out  so  far  that  its  cylindrical  portion  takes  the  place  before 
occupied  by  its  head  in  the  square  opening  in  the  face  plate,  the 
latch  can  be  readily  turned  and  reversed,  and  then  be  pushed 
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back  to  its  proper  position  and  the  spindle  can  then  be  reinserted. 
A  spring  is  arranged  to  restore  to  its  proper  position  the  movable 
portion  of  the  hub.  By  this  construction  of  the  hub,  its  arms 
can  be  released  and  the  reversal  of  the  latch  be  promptly 
accomplished,  while  such  reversal  is  effectually  prevented  by  the 
presence  of  the  spindle  in  the  hub.  In  this  way,  the  lock  is 
capable  of  being  applied  to  either  a  rigth-hand  or  a  left«hand 
door. 

The  claims  of  the  patent  are  two  in  number  :  f .  So  dividing 
the  hub  or  follower  and  so  combining  the  same  with  a  reversible 
latch,  that  the  arms,  or  their  equivalents  of  the  divided  hub  or 
follower  may  be  released  for  the  purpose  of  allowing  the  latch 
to  be  reversed  or  turned  ;  2.  So  constructing  and  arranging  the 
individual  parts  of  a  divided  hub  or  follower,  that  the  reversal 
or  turning  of  the  latch  is  prevented  only  by  the  presence  of  the 
spindle  within  the  lock. 

The  lock  made  and  sold  by  the  defendants  is,  in  its  mechan- 
ical construction,  substantially  the  same  as  the  lock  described  in 
the  plaintifPs  patent,  so  far  as  the  arrangement  of  the  parts  of  its 
divided  hub  and  their  combination  with  a  reversible  latch  are 
concerned.  The  defendants'  hub  is  divided  into  three  parts, 
one  of  which  is  movable,  relatively  to  the  other  two.  The 
movable  part  carries  the  arms  for  operating  the  latch.  When 
such  movable  part  is  released  from  the  other  parts,  the  latch 
can  be  moved  the  necessary  distance  to  allow  its  beveled  head 
to  be  turned  or  reversed.  The  parts  of  the  divided  hub,  thus 
arranged,  are  combined  with  the  reversible  latch.  The  presence 
of  the  spindle  in  the  hub  prevents  the  action  of  the  movable 
part  of  the  hub  while  the  withdrawing  of  such  spindle  releases 
such  movable  part  of  the  hub  so  as  to  allow  of  the  reversal  of 
the  latch.  There  is  no  lever  connecting  the  slide  with  the 
shank  of  the  latch,  but  the  slide  is  connected  directly  with  such 
shanks,  a  variation  which  is  merely  formal  and  does  not  concern 
the  invention.  So,  also,  the  variation,  by  dividing  the  stationary 
part  of  the  hub  into  two  parts,  is  merely  formal.  The  defend- 
ants' lock  contains  the  entire  mechanical  arrangement,  in  sub- 
stance, which  is  found  in  the  description  of  the  plaintifPs  patent, 
so  far  as  the  invention  of  Kirkham  is  concerned,  with  only  such 
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variations  as  the  skill  of  a  mechanic  would  suggest.  The 
invention  of  Kirkham  is  taken  in  its  mechanical  construction 
and  arrangement.  This  being  so,  and  the  invention  of  Kirk- 
ham, as  described,  being  infringed,  the  rules  of  law  require  that 
the  plaintifPs  patent  shall,  if  possible,  be  so  construed,  as  to 
make  it  valid,  with  reference  to  the  defendants'  lock,  ut  magis 
valeat  quam  pereat.  Upon  this  principle  there  is  no  difficulty 
in  so  construing  the  claims  of  the  patent  as  to  relieve  them 
from  the  objection  made,  that  they  claim  results,  or  effects,  or 
functions.  The  iirst  claim  must  be  held  to  be  a  claim  to  divid- 
ing the  hub  or  follower  in  substantially  the  manner  described  by 
the  patentee,  and  to  combining  the  hub  so  divided  with  a 
reversible  latch  in  substantially  the  manner  described  by  the 
patentee,  the  arms  of  the  hub  being  released  in  substantially  the 
manner  described  by  the  patentee  for  the  purpose  of  allowing 
the  latch  to  be  reversed.  The  second  claim  must  be  held  to  be 
a  claim  to  constructing  and  arranging  the  individual  parts  of  the 
divided  hub  in  substantially  the  manner  described  by  the  patentee, 
the  reversal  of  the  latch*  being  prevented  only  by  the  presence 
of  the  spindle  in  the  lock  in  substantially  the  manner  described 
by  the  patentee.  The  claims  must  be  construed  in  connection 
with  the  descriptive  parts  of  the  specification  and  with  reference 
to  what  is  seen  to  be  the  real  invention  {^Case  v.  Brown,  2  Wal- 
lace, 320).  If  the  defendant's  division  of  the  hub,  and  his  com- 
bination of  such  hub  with  a  reversible  latch,  and  his  release  of 
the  arms  of  the  hub,  and  his  arrangement  of  the  individual  parts 
of  the  divided  hub,  and  his  prevention,  by  the  presence  of  the 
spindle  in  the  lock,  of  the  reversal  of  the  latch,  were  not  all  of 
them  effected  substantially  in  the  same  way,  and  by  the  same 
mechanical  constructions,  described  in  the  plaintiff's  patent,  the 
question  whether  the  claims  of  such  patent  could  be  so  con- 
strued as  to  be  made  to  embrace  mechanical  constructions,  not 
substantially  described  in  such  patents,  for  dividing  the  hub, 
and  combining  it  with  the  reversible  latch  and  releasing  the 
arms  of  the  hub,  and  arranging  the  individual  parts  of  the 
divided  hub,  and  preventing  the  reversal  of  the  latch  by  the 
presence  of  the  spindle,  would  become  an  important  one. 
In  the  present  case,  such  question  is  unimportant,  for  on  the 
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construction  which  the  claims  must  receive,  the  defendants'  lock 
is  clearly  an  infringement. 

The  remaining  question  is  that  of  novelty. 

The  reversible  latch  claimed  to  have  been  invented  and  made 
by  Erbe,  prior  to  Kirkham's  invention,  undoubtedly  embodied 
the  inventions  claimed  in  the  plaintifTs  patent,  as  above  con- 
strued. The  lock  of  Erbe,  containing  such  latch,  had  a  hub 
divided  into  three  parts.  The  central  portion  of  the  hub  was 
no  thicker  than  the  space  between  the  walls  of  the  lock  case, 
while  the  other  two  portions  were  like  washers  and  of  the  same 
thickness  as  the  walls  of  the  lock  case.  The  central  portion 
was  rendered  movable  by  the  withdrawal  of  the  spindle,  and  was 
so  combined  with  a  reversible  latch  as  to  permit  the  movement 
of  such  central  portion  to  a  sufficient  distance  to  allow  of  the 
withdrawal  of  the  latch  far  enough  to  allow  of  its  reversal. 

It  possessed  all  three  of  the  features  which  go  to  make  up  the 
reversible  latch  of  the  plaintifTs  patent :  i.  A  reversible  latch 
bolt,  capable  of  being  reversed  when  pulled  out  from  the  face  of 
the  lock  case  to  a  distance  greater  than  the  distance  to  which  it 
is  usually  shot;  2.  A  hub  so  divided  that  the  part  carrying  the 
arms  can  be  detached  at  will  from  the  other  parts  of  the  hub, 
and  allowed  to  slide  within  the  walls  of  the  lock ;  3.  A  spindle 
capable  of  being  withdrawn  from  the  parts  forming  the  hub. 
The  parts  of  the  hub  in  the  Erbe  lock,  and  their  combinations 
with  the  latch  and  the  spindle,  are,  in  mechanical  construction 
and  management,  substantially  the  same  as  the  corresponding 
parts  described  in  the  plaintifTs  patent  and  found  in  the  defend- 
ants' lock.  In  the  feature  of  having  a  hub  divided  into  three 
parts  instead  of  two,  that  is,  one  movable  part  and  two  separated 
stationary  parts  embracing  the  movable  part,  when  the  latch  is 
set,  the  Erbe  lock  is  formally  more  like  the  defendants'  lock 
than  it  is  like  the  Kirkham  lock,  but  as  this  formal  difference 
does  not  relieve  the  defendants'  lock  from  being  an  infringement, 
so  it  does  not  destroy  the  identity  between  the  Kirkham  lock 
and  the  Erbe  lock  in  the  features  which  characterize  the 
patented  invention.  The  fact  that  there  is  a  permanent  con- 
nection in  the  Kirkham  lock  between  the  two  parts  of  the  hub 
which  enter  the  walls  of  the  lock  has  no  relation  to  any  of-  the 
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arrangements  or  combinations  through  which' the  latch  is  made 
reversible. 

The  question  then  arises  as  to  whether  the  Erbe  lock  ante- 
dates, as  a  completed  invention,  the  Kirkham  lock.  The  weight 
of  the  evidence  is  that  Kirkham  did  not  make  his  invention  at 
an  earlier  date  than  March  i,  1861.  The  testimony  of  Miller, 
as  to  the  exhibition  by  Kirkham,  as  early  as  September  i,  i860, 
of  a  drawing  of  the  invention,  is  not  to  be  relied  on,  in  view  of 
the  testimony  given  by  Allport  and  Hill  in  reference  to  the  cir- 
cumstances attending  the  construction  by  Kirkham  of  the  first 
lock  which  embodies  his  invention.  Besides,  the  testimony  of 
Miller  as  to  when  the  drawing  was  exhibited  is  in  itself  vague 
and  inconclusive,  and  is  not  corroborated  by  any  reliable  fact  or 
circumstance  in  the  case. 

What,  then,  is  the  date  of  the  Erbe  invention  ?  Erbe  him- 
self testifies  that  he  first  made  a  lock  containing  such  invention 
in  the  latter  part  of  the  year  i860.  A  duplicate  or  counterpart 
of  the  lock  then  so  made  is  in  evidence,  and  contains  the  con- 
struction and  arrangement  of  mechanism  before  stated  as  char- 
acterizing the  Erbe  lock.  He  made  but  one  of  such  locks  at 
that  time.  He  was  at  the  time  foreman  of  a  lock-making 
establishment  at  Birmingham.  He  exhibited  such  lock  before 
January  i,  1861,  and  about  Christmas  day,  in  i860,  to  Bernhard 
Brosi,  a  lock  maker  who  then  resided  at  Birmingham,  and 
worked  in  the  same  establishment  with  him.  He  also  exhibited 
such  lock  on  January  i,  1861,  to  Henry  Master,  who  was  at 
the  time  a  pattern  maker  in  the  same  establishment.  He  also 
exhibited  it,  in  January,  186 1,  to  Andrew  Patterson,  who  was  at 
the  time  superintendent  of  the  same  establishment.  Erbe 
showed  Brosi  how  the  lock  worked  so  as  to  be  used  either 
right  or  left,  and  showed  him  the  hub  or  follower  made  in  two 
pieces,  one  of  them  capable  of  being  taken  out  when  the  knob 
was  taken  away,  and  the  other  part,  being  the  main  part  of  the 
follower,  sliding  forward  in  the  case  of  the  lock  with  the  latch, 
so  that  the  square  part  of  the  latch  could  be  reversed.  Brosi 
had,  at  that  time,  been  a  lock  maker  for  eight  years.  He  ex- 
amined the  lock  carefully  at  the  time ;  and  had  never  seen  a 
reversible  latch  before.     He  says  that  the  lock  which  Erbe  then 
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exhibited  to  him  was  the  same,  in  construction,  as  the  duplicate 
or  counterpart  before  referred  to,  and  was  a  complete  lockt 
capable  of  working,  although  the  inside  part  of  the  latch  was 
roughly  made  of  wrought  iron.  Erbe  showed  him  the  same 
lock  on  two  other  occasions  shortly  afterward,  at  the  establish- 
ment where  both  of  them  were  employed.  Master  says  that  he 
examined  the  lock  at  the  time  with  the  case  open  ;  that  the  hub 
was  in  three  pieces,  the  middle  one  of  which  would  slide  between 
the  plate  and  the  case,  and  let  the  latch  forward,  when  the 
spindle  was  pulled  out ;  that  the  arrangement  by  which  the  latch 
was  made  capable  of  reversal  in  the  lock  shown  to  him  by  Erbe 
was  the  same  as  the  arrangement  for  that  purpose  in  the  dupli- 
cate or  counterpart  before  referred  to  ;  and  that  when  he  first 
saw  Erbe's  latch  he  had  never  before  seen  or  heard  of  a  rever- 
sible latch.  Patterson  says  that  the  reversible  latch  which  Erbe 
showed  to  him  was  like  the  duplicate  or  counterpart  before 
referred  to ;  that  the  hub  or  follower  was  so  constructed  that, 
when  the  spindle  was  withdrawn,  the  hub  would  slide  forward 
between  the  cases,  and  allow  the  head  of  the  latch  to  protrude 
beyond  the  face  of  the  lock  so  as  to  be  reversed,  there  being  a 
swivel  joint  connection  between  the  head  of  the  latch  and  the 
yoke ;  that  the  movable  part  of  the  hub  was  a  single  piece  with 
arms,  like  an  ordinary  follower  or  hub,  and  there  was,  in  one 
side  of  the  case,  on  the  spindle,  a  shoulder  or  boss  which  filled 
the  spindle  hole,  and  on  the  other  side  a  ring  or  washer  on  the 
spindle,  which  centered  the  spindle  in  the  hole  in  the  case ;  that 
he,  the  witness,  at  the  time,  regarded  the  thing  as  a  new  inven- 
tion ;  and  that  the  latch  part  and  its  connections  were  complete. 
Erbe  did  not  make  a  second  lock  of  the  kind  until  he  made 
one  which  was  deposited  in  the  Patent  Office  in  connection  with 
an  application  he  made  for  a  patent  in  1864.  Nor  did  he  put 
any  such  lock  into  use  on  a  door  until  after  he  had  so  applied  for 
a  patent.  I  am  not  satisfied  from  the  evidence  that  the  lock 
which  Erbe  so  made  in  i860  was  put  upon  a  door,  or  that  any 
other  lock  of  the  kind,  made  by  Erbe,  was  put  upon  a  door, 
until  after  such  application  for  a  patent  was  made  by  Erbe.  On 
this  evidence,  it  is  insisted,  on  the  part  of  the  plaintiff,  that  as 
but  one  lock  was  made  by  Erbe,  before  Kirkham  made  his  inven- 
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tion  and  obtained  his  patent,  and  as  the  lock  so  made  by  £rbe 
was  not  put  upon  a  door,  or  put  into  use,  or  tested  otherwise 
than  by  such  exhibition  of  it  and  its  working  to  the  three  witnesses 
to  whom  it  was  shown,  before  Kirkham  made  his  invention,  and 
obtained  his  patent,  the  invention  of  Erbe  was  not  one  reduced 
to  practice   before  the  invention   of  Kirkham  was   made,  but 
rested  only  in  experiment,  and  was  not  a  completed  invention. 
I  think  this  position  can  not  be  maintained  in  reference  to  this 
reversible  latch  of  Erbe's.     It  was  no  mere  experiment.     In  the 
shape  in  which  it  was  exhibited  by  Erbe,  and  is  reproduced  now 
in  the  duplicate  or  counterpart  before  referred  to»  it  is  a  complete 
working  reversible  latch,  requiring  no  alteration,  adaptation,  addi- 
tion, or  improvement  to  fit  it  for  use  as  a  latch,  and  as  a  reversi- 
ble latch.     It  was  put  into  a  practical  form,  in  working  metal,  as 
a  latch,  and  was  ready  for  practical  use,  in  itself,  and  as  a  pattern 
or  model  from  which  any  number  like  it  could  have  been  made 
by  Erbe  and  the  three  other  persons  who  saw  it  and  understood 
its  construction.     It  was,  therefore,  a  completed  and  perfected 
invention ;  and  the  imparting  of  a  knowledge  of  its  construction 
by  its  exhibition  by  Erbe  to  the  three  persons  connected  with 
the  business  of  lock  making,  who  saw  it  and   understood  its 
arrangement,  was  the  giving  to  the  public  of  such  knowledge  of 
it,  as  a  completed  invention,  before  Kirkham  made  his  invention 
of  the  same  thing,  as  to  deprive  Kirkham  of  the  right  to  be  con- 
sidered, in  law,  as  the  first  inventor  of  such  invention,  even 
though  he  was  an  original  and  independent  inventor  of  it.       A 
putting  of  an  invention  into  use  is  generally  strong  evidence  of 
a  reduction  of  it  to  practice.     But  it  may  be  a  completed  inven- 
tion, put  into  practical  form,  ready  for  practical  use,  and  reduced 
to  practice,  withot  being  put  into  use  in  the  general  acceptation 
of  that  word.     If  the  adaptation  to  use,  or  even  the  use  itself,  is 
merely  experimental,  the  invention  is  not  perfected.     But  use  is 
not  necessarily  required  in  order  to  show  perfection  or  comple- 
tion.    In  respect  to  most  inventions,  use,  not  merely  experimen. 
tal,  is  one  of  the  best  proofs  of  the  reduction  of  an  invention  to 
practice.     But  the  particular  invention  in  question  is  an  illustra- 
tion of  the  fact  that  a  piece  of  mechanism  may  be  shown  to  have 
been  completed,  and  not  to  have  rested  in  experiment,  and  to 
82 
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;'  have  been  capable,  from  its  structure,  of  working  successfully, 
•  so  as  to  deprive  of  the  merit  of  novelty,  in  the  patent  law,  a 
I  subsequent  independent  invention  of  the  same  thing,  without  its 
j  being  shown  that  such  piece  of  mechanism  was  actually  used 
before  the  making  of  such  subsequent  invention,  y 

To  put  upon  a  door  a  reversible  latch,  constructed  like  Kirk- 
ham's,  and  Erbe's,  and  the  defendants',  so  that  such  latch  shall 
be  in  working  order  and  be  used  practically  as  a  latch,  is  to  de- 
prive it  of  its  active  reversible  character.  The  only  occasion  in 
which  such  a  latch  ever  needs  to  be  reversed,  or  ever  can  be 
reversed,  is  when  it  is  off  from  a  door,  and  is  not  in  use  as  a 
latch.  So  long  as  it  is  on  a  door,  and  is  in  use  as  a  latch,  the 
mechanism  for  reversing  the  latch  is  dormant  and  inactive.  It 
in  no  manner  demonstrates  the  capacity  for  successful  action  of 
the  mechanism  for  reversing  to  put  the  latch  in  use  upon  a  door. 
Such  use  is  the  most  effective  way  of  depriving  any  observer  of 
all  opportunity  of  testing  the  capacity  of  the  mechanism  for 
reversing,  and  can  only  test  the  action  of  the  latch  as  a  latch  not 
possessed  of  any  capacity  of  being  reversed. 

The  only  point  of  view  in  which  the  necessity  for  use  on  a 
door  of  a  lock  containing  such  a  reversible  latch  can  be  urged 
is,  that  until  that  is  done,  it  can  not  be  seen  or  known  that  the 
latch  with  such  reversible  mechanism  attached  to  it  will  work 
successfully  as  a  latch,  or  that  the  reversing  mechanism  will  not 
have  to  be  regarded  as  an  unsuccessful  experiment,  because 
attached  to  a  latch  not  shown  to  work  successfully  as  a  latch 
with  such  attachment.  In  the  present  case,  however,  it  is  not 
pretended  that  the  latch  of  Erbe,  represented  by  the  duplicate  or 
counterpart  before  referred  to,  will  not  work  successfully  as  a 
latch  on  a  door,  when  the  spindle  is  in  position ;  or  that  any 
experiment  or  use  was  necessary  to  ascertain  whether  the  pres" 
ence  of  the  reversing  mechanism  would  or  would  not  interfere 
with  the  action  of  the  latch  as  a  latch  when  on  a  door.  The 
only  use  of  the  reversing  mechanism  is  to  enable  the  beveled 
side  of  the  projecting  head  of  the  latch  to  be  turned  to  the  proper 
position,  to  suit  the  door  on  which  the  latch  is  to  be  put,  as  a 
right-handed  or  a  left-handed  door,  and  when  once  the  latch  is 
arranged  to  suit  a  particular  door,  and  is  put  on  such  door,  the 
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reversing  mechanism  is  of  no  more  use  or  service,  while  the 
latch  remains  on  such  door,  than  if  such  mechanism  had  no 
existence.  It  can  never  again  be  of  any  use  until  and  unless  the 
same  latch  is  required  to  be  put  upon  a  door  differently  hung,  in 
respect  to  being  right-handed  or  left-handed.  Therefore,  the 
principal  scope  of  the  use  of  such  reversing  mechanism  is  to 
release  the  house  builder  from  the  necessity  of  exercising  any 
choice  as  to  selecting  locks  with  latches  made  especially  for 
right-handed  or  left-handed  doors,  and  to  relieve  lock  makers 
from  the  necessity  of  making  locks  especially  for  each  class  of 
doors.  In  view  of  these  facts,  in  reference  to  this  invention, 
the  exhibition  of  the  lock  containing  it  to  persons  versed  in  lock 
making,  who  understood  its  construction  and  working,  and  who 
recognized  it  at  the  time  as  a  completed  thing,  capable  of  work- 
ing and  effecting  the  result  intended  as  to  reversing  the  latch,  and 
who  were  shown  how  it  worked,  so  as  to  be  capable  of  being 
used  for  either  a  right-handed  or  a  left-handed  door,  must  be 
regarded  as  substantially  a  use  of  the  reversing  mechanism, 
which  is  the  whole  invention.  Such  use  as  Erbe  put  the  lock  to 
in  showing  Brosi,  and  Master,  and  Patterson,  how  the  reversing 
mechanism  practically  worked,  embodied  as  extensive  and  effect- 
ive a  use  of  such  mechanism  as  it  would  have  been  likely  to, 
have  if  such  lock  had  been  sold  to  a  purchaser  who  should  have 
put  it  in  use  upon  a  door.  These  views  are  confirmed  by  and 
result  from  the  most  carefully  considered  cases  and  authorities 
which  are  to  be  met  with  on  this  subject.  Reed  v.  Cutter^  i 
Story,  690  ;  Bedford  v.  Hunty  i  Mason,  302 ;  Curtis  on  Patents, 
sec.  87  ;   fVhitely  v.  Swayne^  7  Wall.  685. 

It  follows,  from  these  considerations,  that  the  invention  of 
Kirkham  was  fully  anticipated  by  that  of  Erbe,  and  that  the  bill 
must  be  dismissed  with  costs. 
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ABANDONMENT. 

I.  The  application  of  hard  rubber  or  vulcanite  for  dental  purposes  has  not  been 
abandoned  or  dedicated  to  the  public  by  the  patentee  or  those  claiming  under 
him.     Goodyear  v.  fVait,  242 

See  Application;  Public  Usk,  i. 

ACQUIESCENCE. 

1.  One  who  is  known  to  the  patentee  to  be  using  his  improvement  in  apparent 
good  5iith,  is  entitled  to  definite  and  early  information  of  the  patentee's  con- 
struction of  his  own  rights,  and  of  his  intention  to  enforce  them.  Morris  v. 
Lowell  Manufacturing  Co.  67 

2.  It  is  always  unfair  to  those  who  are  licensed  to  use  the  particular  article  or 
method,  under  letters  patent,  to  allpw,  by  lacAiSy  others  to  use  what  the 
licensees  alone  have  a  right  to  use  under  their  license.     Goodyear  v.  Hontinger,   147 

3.  Where  a  patentee  has  stood  by,  for  a  series  of  years,  and  permitted,  or  not  ob- 
jected in  the  way  in  which  the  law  authorizes  him  to  object,  to  the  use  of 
the  article  claimed  under  the  letters  patent,  such  conduct  ought  to  be  visited 
to  some  extent  upon  him.  Courts  of  equity  ought  to  demand  of  patentees 
reasonable  diligence  in  asserting  their  rights.     Ihid,  147 

Scj^  Injunction,  24. 

ACTION. 

See  Infrinoemknt,  i  . 

ADMINISTRATOR. 

1.  The  reasons  which  exist  for  requiring  an  administrator,  in  ordinary  cases,  to 
qualify  in  the  State  in  which  be  sues,  do  not  apply  to  suits  brought  by  an  ad- 
ministr'ator  to  whom  a  patent  has  been  granted  for  the  invention  of  his  in- 
testate,  for  the  infringement  thereof.     Goodyear  v.  Hullihen,  251 

2.  In  such  cases  the  administrator  is  a  trustee  holding  the  legal  title,  and  the 
patent  it.  not  assets  in  his  hands  belonging  to  the  personal  estate  of  the  intestate, 
but  is  a  franchise  granted  to  the  administrator  for  the  benefit  of  the  heirs  at 
law,  or  devisees  of  the  deceased  inventor.     Ihid.  251 
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ADMISSION. 

I.  The  admission  of  the  defendants  in  their  answer,  that  they  have  made  Urge 
profits,  is  to  be  understood  in  its  ordinary  tense,  and  is  entitled  to  weight  in 
ascertaining  the  truth  or  falsehood  of  the  showing  before  the  master.  Trty 
Iron  and  Nail  Factory  v.  Corning,  497 

EviDiNci,  2 ;  Injunction,  40. 

AGENTS. 

See  Infrinobmbnt,  5;  Injunction,  25. 

AGREEMENT. 

I.  The  consideration  for  a  contract  was  the  agreement  to  pay,  and  not  the  actual 
payment.  A  failure  to  pay  would  not  therefore  authorise  the  revocation  of 
the  contract.     Day  v.  Candee,  9 

See  Assignment  ;  Equity,  2  j  License. 

AMBIGUITY. 

1.  The  ^ct  that  the  patent  is  ambiguous,  or  claims  too  much,  is  the  vital  test  of 
its  validity,  and  not  the  motive  or  circumstance  in  which  such  ambiguity  or 
excessive  claim  originated.     Blakt  v.  Stafford,  294 

2.  Courts  are  reluctant  to  declare  a  patent  void  on  the  ground  of  vagueness  or 
ambiguity,  unless  it  be  very  clear  and  unmistakable.     Swift  v.  fFkiun,  343 

3.  An  ambiguity  in  the  description  may  be  removed  by  reference  to  the  draw- 
ings which  may  be  examined  to  determine  the  dimensions  of  the  parts, 
when  dimensions  become  material.     Ibid,  343 

See  CoNSTaucTioN  of  Patent,  20;  Feaud,  5. 

APPLICATION. 

1.  Where  a  patentee  made  application  for  letters  patent  April  12,  1855,  which 
application  was  rejected  February  6,  1856,  and  he  did  not  appeal  or  take  any 
further  step  until  March  25,  1864,  when  he  filed  a  new  application  upon 
which  his  patent  issued  :  Held:  That  it  is  doubtful  whether  any  new  application 
must  be  regarded  as  having  been  filed  in  aid  of  the  first,  upon  which  the  re- 
jection took  place.     Dental  yulcanite  Co.  v.  fVetkerbee.  ^Sy 

2.  The  law  makers  have  admonished  inventors  and  the  public  that  if  before  an 
application  they  suffer  more  than  two  years  to  elapse  in  the  use  of  an  inven- 
tion, they  shall  absolutely  forfeit  all  right  and  title  thereto.  Goodyear  ami 
Bacon  v.  HilU,  134 

3.  As  to  any  lackex  by  which  the  application  may  be  followed,  the  inventor  is  left 
under  the  dominion  of  common  law  principles.     Ibid,  134 

4.  When  his  application  is  rejected,  the  judgment  of  condemnation  by  the 
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Patent  Office  advertises  to  the  country,  at  least,  that  he  stands  in  no  better 
position  than  before  the  application  was  made.  The  country  is  advised  that 
at  that  stage  of  his  invention  he  has  no  rights.     Ibid.  1 34 

5.  More  especially  is  he  himself  advised  by  a  rejection  of  his  want  of  right,  for 

he  is  a  party  to  the  proceedings  and  more  immediately  damnified.     Ibid,  134 

6.  The  rejection  of  the  application  would,  at  least,  be  regarded,  in  the  logic  of 
equity,  as  a  notice  to  him  to  proceed  with  diligence  to  traverse  and  reverse  the 
judgment  of  the  Office.'    Ibid.  134 

7.  Whether  a  patent,  applied  for  1855,  rejected  in  1856,  allowed  to  sleep  for 
eight  years,  during  which  time  the  invention  went  into  public  use,  and  re- 
vived by  a  new  application  1864,  is  valid,  quart.     Ibid.  134 

8.  Where  a  patent  was  applied  for  May  3,  1856,  and  rejected  August  30,  1856 ; 
amended  specifications  filed  September  22,  1856,  and  finally  rejected  upon 
appeal  to  the  Commissioner,  June  15,  1857,  but  not  withdrawn.  A  new 
application  made  May  26,  1858,  and  patent  granted  August  3,  1858.  Held: 
That  the  last  application  was  in  the  nature  of  a  petition  for  a  review  of  the 
previous  rulings,  and  related  back  to  the  prior  application,  and  that  the  action 
of  the  commissioner  was  not  original  and  independent,  but  a  renewal  and 
elongation  of  the  former  proceedings  and  a  reversal  of  the  former  rejections. 
Blandy  v.  Griffith.  609 

9.  Under  such  circumstances,  the  public  use  to  avoid  the  patent  must  be  for  two 
years  before  the  first  application.     Ibid.  609 

10.  The  delay  from  June  15  to  May  26,  1858,  was  not,  under  the  circum- 
stances, unreasonable.     Ibid.  609 

I  z.  Whether  two  years  would  be  a  proper  limit  to  establish  for  the  renewal  of  an 

application  after  the'  rejection  of  a  prior  one,  quare.     Ibid.  609 

ARRANGEMENT. 

See  Inv£NTion,  15. 

ASSIGNEE. 

I.  The  fact  that  a  person  was  an  assignee  under  the  original  term  of  letters 
patent  furnishes  no  presumption  that  he  is  interested  in  the  extended  term. 
Goodyear  v.  Hullihen.  25  Z 

See  Extension,  12;  Licbnsbi;  Reissue,  21,  22. 

ASSIGNMENT. 

1.  A  patentee  can  not  convey  an  extended  patent  before  the  extension.  Day  v. 
Candee.  9 

2.  He  may,  however,  agree,  upon  a  valuable  consideration,  to  convey  such  right 
whenever  it  shall  be  vested  in  him.     Ibid^  9 

3.  This  was  the  eflfect  of  the  agreement  between  Chafifee  and  Goodyear,  dated 
May  23,  1850.     Ibid.  9 
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4.  An  assignment  of  a  patent  for  a  knitting  needle,  '<  to  be  applied  exclnlively 
to  the  knitting  or  construction  of  harness  for  looms,  and  for  other  purposes,*' 
obviously  means  harness  for  looms  and  harnesses  for  other  purposes,     jiiiin 

T.  DoUh.  197 

5.  Where  H.  agreed  with  A.  that  upon  a  fulfillment  of  certain  conditions,  he, 
H.,  would  assign  to  A.  the  extended  term  of  certain  letters  patent,  if  the 
same  should  be  extended;  Heid:  That,  if  the  conditions  had  been  fulfilled, 

A.  would  have  become  the  equitable  owner  of  the  extended  term.     Ibid.         197 

6.  The  conditions  not  having  been  fulfilled,  the  former  ownership,  legal  and 
equitable,  was  continued  as  to  third  parties,  and  justice  does  not  even  require 
that  a  decree  should  be  made  without  prejudice  to  the  rights  of  A.     Ibid.       197 

See  Agreement;  Equity,  i,  2;  Evidence,  5;  Extension,  i,  %,  3,  8, 
9,  10,  II,  13,  14;  License;  Licensee j  Power  or  Attorney; 
Reissue,  7. 

ATTACHMENT. 

See  Practice,  15. 

CLAIM. 

1.  A  proposition  to  limit  the  claim,  made  by  the  patentee  to  the  commissioner, 

but  not  accepted  by  the  latter,  does  not  bind  the  patentee.     Pike  v.  Potter.         55 

2.  The  office  of  the  claim  is  to  define  the  limits  of  the  patented  discovery  claimed 

by  the  inventor  as  his  exclusive  property.     Blake  v.  ^afford.  294 

3.  The  language  of  the  claim  need  not,  unless  the  peculiar  nature  of  the  subject- 
matter  requires  it,  be  expressed  with  technical  exactness.  If  by  the  use  of 
good  sense  and  the  ordinary  rules  of  interpretation  the  Court  can  clearly  see 

the  nature  and  limits  of  the  invention,  the  claim  will  be  upheld.     Ibid.  294 

4.  If  the  claim  is  so  ambiguous  and  uncertain  that  its  true  meaning  can  not  be 
made  out  without  retorting  to  conjecture,  or  if  it  includes  that  which  is  old, 
and,  therefore,  not  within  the  power  of  the  patentee  rightfully  to  claim,  then 

^    the  patent  is  void.     Ibid.  294 

5.  Whether  the  claim  is  vague  and  uncertain  is  a  question  of  law  to  be  deter- 
mined by  the  rules  of  construction  applied  in  the  light  of  the  state  of  the  art. 
Whether  it  claims  too  much  is  a  question  of  law  to  be  determined  in  the 
same  way.  The  element  of  firaud  is  not  essential  to  the  determination  of 
either  of  these  questions  by  the  courts.     Ibid.  294 

6.  A  claim  which  clearly  embraces  what  is  old  is  void,  whether  introduced  pur- 
posely or  by  mistake.     Ibid,  294 

7.  The  claim  governs  the  patent,  and  in  order  to  ascertain  what  is  patented,  refer- 
ence must  be  had  to  the  claim.     Haseiden  v.  Ogden.  378 

8.  A  claim  for  forming  a  roll  of  packing  *'  either  in  connection  with  the  India 
rubber  core  or  elastic  material,  or  without,**  is  equivalent  to  two  separate 
claims,  one  for  the  forming  of  the  roll  with  the  core,  and  one  for  the  form- 
ing of  it  without  the  core.     Tuck  v.  BramAiil.  400 

9.  The  patentee  might  have  made  two  such  claims,  separately  numbered,  and 
both  would  have  been  good  claims  if  the  inventions  were  new  with  him.    He 

did  that  in  effect  in  the  claim  he  made.     Ibid.  400 
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10.  Claims  too  broad  upon  their  face  may  be  so  restricted  by  the  words  <' substan- 
tially as  described,**  or  words  of  similar  import,  that  they  may  be  considered 
valid  to  the  extent  of  the  invention  of  the  patentees.     Seymour  v.  Osborne.       555 

11.  Where  the  patentee  claimed  <'so  dividing  the  hub  or  follower  and  so  com- 
bining the  same  with  a  reversible  latch,  that  the  arms  or  their  equivalents,  of 
the  divided  hub  or  follower  may  be  released  for  the  purpose  of  allowing  the 
latch  to  be  reversed  or  turned,**  Held:  That  such  claim  is  not  bad  as  a  claim 
for  a  result,  but  must  be  held  to  be  a  claim  to  dividing  the  hub  or  follower  in 
substantially  the  manner  described  by  the  patentees,  and  to  combining  the  hub, 
so  divided,  with  a  reversible  latch,  in  substantially  the  manner  described  by 
the  patentee^  the  arms  of  the  hub  being  released  in  substantially  the  manner 
described  by  the  patentee,  for  the  purpose  of  allowing  the  latch  to  be  reversed. 
Cojin  V.  Ogden,  640 

See  Combination,  I  j  Construction  of  Patent,  i,  7,  11,  ao,  23,  26, 
27,  29;  Division  or  Patent,  2j  Evidence,  3;  iNf^iNCEMENr, 
18,  21,  22  J  Invention,  18,  19,  20,  27  ;  Particular  Patents,  8. 

CLERICAL  ERROR. 

See  Reissue,  5. 

COMBINATION. 

1.  A  patentee  who  is  not  the  inventor  of  a  peculiar  element  of  a  combination, 
can  not  claim  that  element  in  combination  with  every  form  of  another  ele- 
ment with  which  he  unites  it,  but  may  claim  it  when  constructed  and  com- 
bined as  described  in  his  speciHcation.     Larabee  v.  Cortlan,  5 

2.  In  considering  whether  one  element  of  a  combination  is  substantially  the  same 
as  an  element  of  another  combination,  the  fact  that  one  works  better  than 
the  other,  coupled  with  the  fact  that  the  charge  is  not  within  the  ordinary 
knowledge  and  skill  of  all  mechanics,  is  highly  important  and  often  decisive. 
fFoodman  v.  Stlmpton,  98 

3.  The  position  of  the  body  of  a  raker  on  a  seat  can  form  no  element  in,  or 
mateiial  qualification  of  a  combination.  The  way  the  raker  ^ces  is  not  a 
part  of  the  organized  mechanism,  but  a  result  of  it.     Kirby  v.  Beardsley.         265 

4.  Tumblers  set  separately  in  the  proper  position  by  a  key  or  its  equivalent,  or 
by  hand,  as  in  alphabetical  or  index  locks,  are  different  mechanical  devices  or 
instruments  froru  those  which  are  set  at  one  time,  or  nearly  so,  by  the  action 

of  a  key  or  bit.      Tale  &  Greertieaf  Manufacturing  Co,  v.  North.  279 

5.  The  substitution  of  the  former  for  the  latter  in  a  lock  constitutes  a  new  and 
patentable  combination.     Ibid,  279 

6.  The  claim  is  not  for  the  combination  of  the  mechanism  with  the  fact  or  act 
of  setting  the  tumblers  separately.  If  it  were,  it  would  be  an  absurdity  and 
void.     Ibid,  279 

7.  A  combination  in  mechanism  must  consist  of  distinct  mechanical  parts  hav- 
ing some  relation  to  each  other,  and  each  having  some  function  in  the 
organism.     Ibid,  279 

83. 
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8.  The  question  is  not  whether  the  elements  of  the  patented  combination  are 
new,  but  whether  the  combination  is  new.     Blake  ▼.  Stafford,  294 

9.  Though  the  separate  parts  are  all  as  old  as  the  mechanic  arts,  if  they  are 
organized  into  a  new  machine  having  a  new  mechanical  operation,  and  the 
organisation  of  this  new  machine  involved  the  exercise  of  original  thought, 
and  is  productive  of  useful  results,  then  it  is  patentable.     Ih:d.  294 

10.  A  modification  of  the  parts  of  a  combination  by  which  a  new  result  is  obtained 
may  be  the  subject  of  letters  patent.     Turri/I  v,  Illinois  Central  R,  R.  330 

11.  All  the  parts  of  a  combination  must  co-act  in  producing  the  result  claimed 
firom  their  combination.     Swiji  v.  TFhisea,  343 

12.  If  a  packing  roll  existed  without  a  core,  any  one  could  have  patented  the  com- 
bination of  it  with  a  core  if  such  combination  was  invented  by  him  and  was 
new.      Tuck  v.  Bramhill,  400 

13.  There  is  sufficient  utility  and  invention  in  such  a  combination  to  support  a 
patent.  The  result  produced  by  the  combination  is  a  new  article,  and,  being 
useful,  is  patentable.     Ibid.  400 

14.  A  patent  for  a  combination  of  two  things  is  not  a  patent  for  a  combination  of 
one  of  the  two  with  a  third  and  different  thing.  The  authorities  on  this  sub- 
ject are  all  one  way.     Nicholson  Pavement  Co.  v.  HatcA.  432 

See  Construction  or  Patent,  i,  2,  3,  24,  26;  Double  Use,  8,  9, 
10;  Infringement,  14,  15,  16,  17;  Invention,  13;  Novelty, 
2;  Particular  Patent,  59. 

CONSTRUCTION  OF  PATENT. 

1.  Where  a  patentee  claimed  the  combination  of  a  jet-bath  and  a  movable  reser- 
voir, and  both  were  old,  and  a  jet-bath  had  also  been  previously  combined 
with  a  fixed  reservoir :  Held :  That  if  the  movable  reservoir  was  combined 
with  the  jet-bath  in  substantially  the  same  manner  as  the  fixed  reservoir  was 
combined  with  the  jet-bath,  or  with  no  more  changes  than  a  mechanic  of 
ordinary  skill,  with  the  old  improvement  before  him,  would  adopt,  the  patent 
could  not  be  sustained.     Larabee  v.  Cortlan.  5 

2.  And  this,  although  the  patentee  may  not  have  seen  or  known  of  the  jet-bath 
with  a  fixed  reservoir,  nor  of  the  movable  reservoir,  and  had,  in  fact,  invented 

the  improvement  by  the  efforts  of  his  own  genius  and  studies.     Ibid.  5 

3.  But,  if  the  manner  of  connecting  and  combining  the  jet-bath  with  the  mov- 
able reservoir,  and  supplying  the  jet- bath  with  water  from  the  reservoir,  b 
substantially  difierent  from  the  one  used  in  the  old  improvement,  the  patent 

is  valid.     Ibid.  5 

4.  Patents  are  to  be  liberally  construed }  they  should  not  be  subjected  to  too  rigid 
an  interpretation.  This  is  a  rule  of  law,  and  if  it  were  not,  and  were  not 
regarded,  but  very  few  patents  would  be  of  any  avail.     Waurburj  Brass  Co- 

V.  N.  T.  and  Brooklyn  Brass  Co.  43 

« 

5.  The  patentee  is  not  obliged  to  state  everything  to  which  his  invention  is  appli- 
cable in  order  to  be  protected  in  the  enjoyment  of  the  exclusive  right  to  such 
things.     Pike  v.  Potter.  55 
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6.  Patents  are  to  be  construed,  if  possible,  so  that  the  inventor  shall  have  the 
benefit  of  what  he  has  actually  invented.     Woodman  v.  Stimpson.  98 

7.  To  ascertain  what  the  patentee  has  invented,  we  look  in  the  first  place  at  the 
claim.     Ibid,  98 

8.  The  phrase  "  a  point  a  little  below  that  at  which  fusion  commences  **  in 
Whitney's  patent,  gives  a  maximum  of  temperature,  and  does  not  imply  that 
a  lower  temperature  was  inconsistent  with  his  invention.  fVhltney  t. 
Motury.  157 

9.  <*  A  little  below  fusion  **  does  not  mean  '*  incipient  fusion,**  or,  iron  in  a 
*'  semi-plastic  state,**  but  a  point  so  far  below  fusion  as  to  prevent  the  destruc- 
tion of  the  chill.     Ibid.  157 

10.  A  patent  for  a  particular  structure,  intended  to  accomplish  a  particular  end, 
does  not  import  an  exclusive  right  to  every  possible  mode  of  accomplishing 

the  same  end.     Blanc Aard  v,  Puttman,  1 86 

1 1.  Where  the  claim  was  for  "  the  application  of  a  latch  or  tongue  applied  to  the 
hook  of  the  needle,  and  operated  as  herein  described,**  and  the  specification 
stated  that  the  needle  was  constructed  *'  in  the  general  form  shown  in  the 
draw  ings,**  and  it  appeared  that  needles  with  a  latch  or  tongue  and  hook 
were  not  new,  but  that  needles  with  a  certain  curved  swell  shown  in  the 
drawings,  but  not  otherwise  referred  to  in  the  specification,  were  new  :  Held: 
That  if  the  knowledge  of  needles  without  this  swell  has  been  universal  or 
general,  the  declaration  that  the  needle  was  constructed  *'  in  the  general  form 
shown  in  the  drawings,**  might  have  sufficed  to  restrain  the  claim  to  needles 
made  with  a  swell;  but,  it  appearing  that  the  knowledge  of  the  primitive 
needle,  though  sufficient  to  defeat  a  subsequent  patent,  was  very  limited,  the 
claim  was  broader  than  the  invention.     Aiken  v.  Dolan,  197 

12.  This  defirct  might  be  cured  by  disclaimer.     Ibid,  197 

13.  The  description  of  Nelson  Goodyear*s  invention  must  be  read  in  the  light 
derived  from  the  knowledge  that  existed  of  the  Charles  Goodyear  patent, 

his  process,  and  the  practical  use  of  the  same.     Goodyear  v.  Wait,  242 

14.  Where  the  patentee  describes  the  proportions  of  his  mixture  as  "  about  from 
four  ounces  to  a  pound  of  sulphur  to  a  pound  of  rubber:**  Held:  That  this 
was  equivalent  to  a  statement  that  any  proportion  of  sulphur,  between  four 
ounces  and  a  pound,  to  a  pound  of  rubber,  properly  mixed  and  subjected  to 

the  required  heat  will  produce  the  substance.     Ibid.  242 

15.  Such  a  description  is  not  void  of  ambiguity.     Ibid.  242 

1 6.  The  fact  that  rollers  heated  and  non-heated  were  both  in  use  and  useful  in 
the  art  to  which  the  invention  related,  is  presumptive  evidence  that  the  pat- 
entee when  describing  a  heated  roller,  in  his  machine,  did  not  mean  to  include 
a  non-heated  roller  within  his  claim  of  invention.  Fuzzard  Wadding  Man" 
ufacturing  Co.  v.  Dickinson.  289 

17.  The  rule  of  liberal  construction  rests  upon  public  policy,  and  not  upon  cases 

of  individual  merit.     Blake  v.  Stafford.  294 

18.  The  phrase  ''  preparatory  process,*'  as  applied  to  the  process  of  Watt  Sc  Burgess, 
if  satisfied  by  a  process  which  although  Jinishing  the  pulp  for  making  brown 
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paper  requires  the  further  process  of  bleaching  to  make  the  pulp  suitable  for 
white  paper. — Cadwalader,  J.     American  JVood  Paper  Co.  v.  Heft.  316 

19.  If  it  were  otherwise,  the  objection  to  the  use  of  this  phrase  might  be  removed 

by  a  disclaimer. — Cadwalader,  J.     Ibid.  316 

20.  A  claim  for  a  bolt  to  be  placed  in  a  position  "  vertical  or  nearly  so,"  is  free 
from  ambiguity.  It  calls  for  a  bolt  in  a  vertical  position,  with  permission  to 
the  builder  to  give  it  a  slight  inclination  if  necessary,  in  his  discretion. 
Swift  V.  fyhiien.  343 

21.  Upon  the  question  whether  wood  is  a  *' similar  substance*^  to  straw  in  the 
manufacture  of  paper:  Held:  That  as  wood  is  a  fibrous  vegetable  substance 
requiring  the  like  treatment  with  straw,  treated  by  the  respondents  in  the 
same  way  and  for  the  same  purpose,  it  must  be  held  to  be  a  '*  similar  sub- 
stance, within  the  meaning  of  the  Mellier  patent.     American  JVood  Paper 

Co.  V.  Fiber  Disintegrating  Co.  362 

22.  The  pressure  of  seventy  pounds,  as  spoken  of  in  the  Mellier  patent,  means 
seventy  pounds  according  to  the  French  tables  from  which  one  atmosphere 
must  be  deducted  to  obtain  the  pressure  indicated  upon  the  steam  guage. 
Ibid.  362 

23.  It  is  well  settled  that  in  the  effort  to  ascertain  the  intention  and  meaning  of 
the  specification  and  claims,  they  are  to  be  viewed  in  a  liberal  spirit,  so  that, 
if  possible,  the  object  of  the  inventor  or  patentee  may  be  carried  out.  Mere 
rigid  technicalities  are  to  be  set  aside,  unless  there  is  a  clear  legal  necessity  for 
sustaining  them.     Goodyear  v.  Berry,  439 

24.  In  the  case  of  patented  chemical  combinations,  the  exclusive  right  to  the 
invention  imports  nothing  but  protection  against  the  use  of  the  same,  or  sub- 
stantially the  same  elements,  compounded  and  treated  on  principles  substan- 
tially the  same  as  those  of  the  patented  article.     Ibid.  439 

25.  Although  the  words  "other  vulcanisable  gums  **  were  not  found  in  the  orig- 
inal patent,  the  interpolation  of  them  into  the  reissues  does  not  make  the 
latter  void.     Ibid.  439 

26.  A  claim  for  "  the  discharging  the  cut  stalks  and  heads  of  grain  from  the  plat- 
form D  by  means  of  the  combination  of  the  rake  C  with  the  lever  B,**  etc., 
though  in  its  strictly  literal  sense  a  claim  for  a  result  which  would  be  invalid, 
is  a  claim  for  a  result  produced  by  specific  means  ;  and  under  the  rules  which 
obtain  in  the  construction  of  such  claims,  it  should  doubtless  be  held  to  be  a 
claim  for  the  described  means,  and  valid  to  the  extent  of  the  invention  of 

the  patentee.     Seymour  v.  Osborne.  555 

27.  The  qualification,  ''substantially  as  described,**  affixed  to  broad  claims,  is  a 
qualification  intended  to  mean  much  or  little,  as  the  interests  of  the  patentees 
may  require.     Ibid.  555 

28.  The  rights  secured  by  a  patent  for  an  invention  or  discovery  are  as  much 
property  as  anything  else,  real  or  incorporeal.  The  titles  by  which  they  are 
held,  like  other  tides,  should  not  be  overthrown  upon  doubts  or  objections 
capable  of  a  reasonable  and  just  solution  in  favor  of  their  validity.     Blandy 

V.  Griffith,  609 
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49.  Where  the  patentee  claimed  •*  so  constructing  and  arranging  the  individual 
parts  of  a  divided  hub  or  follower,  that  the  reversal' or  turning  of  the  latch  is 
prevented  only  by  the  presence  of  the  spindle  within  the  lock  j  "  Held:  That 
such  claim  must  be  held  to  be  a  claim  to  constructing  and  arranging  the  indi- 
vidual parts  of  the  divided  hub  in  substantially  the  manner  described  by  the 
patentee,  the  reversal  of  the  latch  being  prevented  only  by  the  presence  of  the 
spindle  in  the  lock  in  substantially  the  manner  described  by  the  patentee. 
Cojin  v.  Ogden.  640 

See  Ambiguity;  Claim;  Combination;  Evidence,  2,  3,  6;  Fraud,  i, 
4,  5,  6,  7;  Infringement,  18,  21,  22;  Invention,  i,  13,  15,  19, 
20,  21,  27;  Particular  Patents;  Reissue,  ii,  17,  23,  27, 
28,  29  ;  Specification  ;  Technical  Terms. 

CONSTRUCTION  OF  STATUTE. 

1.  As  the  act  of  1842  is  highly  penal,  it  must  receive  a  strict  construction,  and 
can  not  be  held  to  embrace  any  act  which,  although  within  the  strictness  of 

its  letter,  is  against  reason  and  common  sense.      United  States  v.  Morris,  72 

2.  It  can  not  be  supposed  that  Congress  intended  to  attach  a  penalty  to  placing 
the  word  *'  patent  **  on  any.  article  which  was  frivolous  in  itself,  and  which 
imported  no  novelty,  or  the  exercise  of  any  inventive  talent,  and  which  could 
therefore  deceive  no  one.     Ibid,  72 

3.  An  intelligent  mechanic  is  chargeable  with  a  knowledge  of  the  state  of  the 
art  in  relation  to  the  subject  upon  which  he  is  called  to  exercise  his  skill. 
Treadiveii  v»  Parrott.  124 

4.  Section  17  of  the  Act  of  July  4,  1836,  provides  that  all  actions,  etc.,  under 
the  patent  laws,  shall  be  originally  cognizable,  as  well  in  equity  as  at  law, 
by  the  Circuit  Courts  of  the  United  States.  There  is  therefore  nothing  in 
the  objection  to  the  jurisdiction  of  the  court  in  equity,  that  the  complainant 
could  obtain  redress  at  law.      Goodyear  v.  Hullihen.  251 

5.  Section  13  of  the  Act  of  March  2,  1861,  does  not  require  that  the  bill  should 
aver  that  the  patentee  had  marked  the  articles  made  or  vended  under  the 
patent  as  required  by  the  statute.      Goodyear  v.  Allyn,  374 

6.  To  prevent  the  recovery  of  damages  under  that  statute  it  must  appear,  either 
from  the  bill  or  in  the  proofs,  that  the  patentee  has  made  or  vended  the  arti- 
cles under  the  patent.     Ibid,  374 

7.  Whether  the  statute  applies  to  a  suit  in  equity,  or  any  other  suit,  except  an 
action  brought  under  section  14  o\  the  act  of  July  4,  1836,  quare.     Ibid,     374 

8.  The  provision  of  section  7  of  the  Act  of  March  3,  1837,  that  no  "disclaimer 
shall  affect  any  action  pending  at  the  time  of  its  being  filed,**  etc.,  means 
that  a  suit  pending  when  the  disclaimer  is  filed  is  not  to  be  affected  by  such 
filing  so  as  to  prevent  the  plaintiff  from  recovering  in  it  unless  it  appears  that 
the  plaintiff  unreasonably  neglected  or  delayed  to  file  the  disclaimer.  Tuckw, 
Bramhill,  400 

9.  Where  Che  alleged  infi-ingement  occurred  within  the  Northern  District  of  New 
York :  Held*  That  under  the  provisions  of  section  6  of  the  Act  of  April  3, 
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iSiS,  the  Grcoit  Court  for  the  Southern  District  of  New  York  had  no 
original  jurisdiction.      Hodge  ▼.  Huduu  River  snd  Harlem  R.  R,  Cos.  410 

10.  The  only  authority  to  adjudge  letters  patent  void,  conferred  by  any  statute  of 
the  Unseed  States,  is  found  in  sec.  16  of  the  act  of  1836,  and  sec.  10  of  the 
act  of  1839,  and  extends  no  farther  than  to  a  case  of  two  interfering  patents, 
and  to  a  case  where  the  granting  of  a  patent  is  refused  by  the  Commissioner 
of  Patents,  or  by  one  of  the  jusrices  of  the  District  of  Columbia  on  appeal. 
A£enerolt  t.  Tie  Union  Paper  Collar  Co.  483 

11.  Section  16  of  the  act  of  1836,  and  sec.  17  must  be  construed  together,  and 
the  confiding  of  authority  by  sec  16,  to  declare  a  patent  Toid,  in  certain  speci- 
fied cases,  must  be  regarded  as  intended  not  to  confer  such  authority  in  any 
other  cases.     Ihid.  4^3 

See  Ex-mszoK,  11;   Interfkizmck  ;  Jukisdiction;  PaAcricK,  8,  17} 
Statctobt  Pehaltt. 

CORPORATION. 

See  Plcapikg,  4;  Practice,  10,  30,  31. 

COSTS. 

I.  As  judgment  was  rendered  for  each  of  the  parties  on  one  of  the  issues,  no 
costs  were  allowed  to  either  party.  Yale  and  Greenleaf  Mannfacturing  Co.  ▼• 
yorth.  ay  9 

X.  Where  the  ccmplainants  filed  a  bill  on  five  patents,  and  the  Couit  found  for 
the  de^ndants  on  four,  but  the  judges  dbagreed  as  to  the  fifth  :  Held:  That 
the  bill  most  be  dismissed,  but  without  costs. — Cadwaladka,  J.  jhnerican 
WoU  Fafer  Co.  t.  Heft.  3 1 6 

3.  If  the  decree  had  been  for  the  complainants  on  the  fifth  patent,  it  should  have 
been  without  costs — Cadwaladek,  J.     Ihid.  316 

See  Plbaiukg,  13,  14. 

DAMAGES. 

1.  The  plaincilf  may  fail,  from  a  lack  of  evidence,  in  proving  infringements 
which  would  ha%'e  justified  the  jury  in  finding  damages  to  a  larger  amount, 
but  th^  is  the  ^ult  or  misfc/rtune  of  the  plaintiff,  and  does  not  authorize  the 
jury  in  finding  more  than  the  actual  damages  proved.  ScAvfonul  v.  Solen- 
$kade.  116 

2.  It  has  happened,  and  may  occur  again,  that  a  meritorious  inventor  of  a  valu- 
able improvement,  after  spending  yean  of  patient  thought  and  toil  in  making 
it  practically  useful,  and  obtaining  a  patent  for  it,  has  been  wantonly  and  un- 
justly pirated  upon,  and  compelled,  for  the  establishment  of  his  rights,  to  en- 
gice  in  long,  vexatious,  and  expressive  litigation,  in  which,  at  last,  the  sum 
that  may  be  awarded  by  the  verdict  of  a  jury  may  be  wholly  inadequate.  In 
such  a  case  the  instincts  of  justice  would  demand  of  a  judge  that  he  should 
exercise  the  discretion  vested  in  him  by  law,  in  trebling  the  damages.     Ihid.    116 

3.  But  when  the  plaintiff  has  no  claim  or  mfcrit  ai  an  iaventw,  but  is  the  mere 
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assignee  of  a  patent,  which  he  has  purchased  on  speculation,  the  law  will  give 
him  the  actual  damages  which  his  evidence  shows  he  has  sustained,  but  will 
give  him  nothing  more.     IhiJ.  Ii5 

4.  The  penalty  imposed  by  the  statute  for  a  failure  to  mark  patented  articles  is 
only  the  taking  away  of  the  right  to  recover  damages  in  the  suit.  It  does 
not  affect  the  right  to  an  injunction,  either  perpetual  or  provisional.     Goodyear 

V.  jSlIyn,  274- 

5.  The  plaintiff  in  a  suit  in  equity  does  not  recover  damages.     IhiJ,  374 

6.  When  the  defendants  as  iron  makers  furnished  themselves  as  spike  makers 
with  the  rods  from  which  their  spikes  were  manufactured,  and  it  appeared 
that  they  were  by  far  the  largest  purchasers  of  such  rods,  and  that  other  sales 
were  made  in  comparatively  small  quantities  to  single  purchasers.  Held :  That 
it  was  proper  to  consider  the  magnitude  of  the  amounts  furnished  to  defend- 
ants by  themselves  as  reducing  the  price  of  the  rods  below  the  value  proved 

by  occasional  sales  to  others.     Troy  Iron  and  Nail  Factory  v.  Corning,  497 

7.  The  true  amount  of  profit  derived  ^om  the  use  of  machines  can  not  be  deter- 
mined'without  deducting  from  the  value  of  the  articles  made  all  the  elements 

of  cost  in  their  production.     Itid.  497 

8.  The  use  of  shop-room  and  tools  is  a  necessary  ingredient  in  the  expense  of 
manufacturing  most  articles,  and  should  be  estimated  and  allowed  as  part  of 

the  expense  account.     Ihid,  497 

See  Admission;  Construction  of  Statute,  5,  6,  7. 

DISCLAIMER. 

1.  The  complainant  by  his  counsel,  proposing,  at  the  hearing  to  disclaim  any 
construction  of  a  needle  which  had  not  a  curved  swell  or  its  equivalent :  Held : 
That  such  a  disclaimer  would  deprive  the  complainant  of  all  right  to  recover 
costs  in  the  pending  suit,  but  that  there  might  be  a  decree  for  perpetual  injunc- 
tion, each  party  to  pay  his  own  costs,  without  any  actual  previous  disclaimer 

of  record  in  the  Patent  Office,     ^iken  v.  Do/an.  197 

2.  As  the  forming  of  a  packing  roll  with  a  core,  and  without  a  core,  are  clearly 
separable  and  distinguishable  inventions,  and  as  the  patentee  was  not  the  first 
inventor  of  the  latter,  a  clear  case  existed  under  section  7  of  the  act  of  March 
3,  1837,  for  a  disclaimer  of  so  much  of  his  claim  as  covered  the  forming  of 
the  roll  without  the  core.     Tuck  v.  Bramkill.  400 

See  Constkuction  or  Patint,  ii,  12,  19;  Evidence,  2;  Infringe- 
ment, 12. 

DIVISION  OF  PATENT. 

1.  Whether  a  patent  for  a  process  can  be  reissued  and  divided  into  two  patents, 
one  for  the  process  and  the  other  for  the  product  produced  by  the  process, 
qu^tre,     Goodyear  v.  Honsinger.  147 

2.  The  inventor  is  entitled  to  separate  claims  for  the  process  and  the  product 
which  it  produces,  and  while  such  claims  may  properly  be  embraced  in  one 
patent,  it  is  a  matter  within  the  discretion  of  the  Commissioner  so  to  include 
them,  or  to  issue  separate  patents  for  each .     Goodyear  r.  H^ait,  242 
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DOUBLE  USE. 

I.  The  patent  being  for  the  application  of  bearings  for  the  purpose  of  transferring 
friction  from  the  shoulders  to  the  ends  of  the  axles  of  wheels  of  railway  car- 
riages :  Held:  That  the  prior  public  use  of  such  end-bearings  on  the  ends  of 
the  axles  in  cotton  mills,  or  other  stationary  machines  would  not  invalidate 
the  patent;  but  that  the  public  use  of  the  same,  in  ordinary  carriages  upon 
common  roads,  would  destroy  the  patent,  unless  the  patented  improvement 
contained  something  new  and  material,  either  in  principle,  in  combination,  or 
in  mode  of  operation,  to  adapc  it  to  its  new  use.  Knight  v.  Baltimore  & 
Ohio  R.  R.  I 

a.  If  a  patent,  claiming  the  invention  of  a  process  applicable  to  pork  booses  and 
also  to  domestic  refrigeratprs,  can  not,  for  want  of  novelty,  be  extended  to 
the  former,  it  can  not  be  extended  to  the  latter.     Pitt  v.  Potter,  55 

3.  The  inventor  of  a  machine  has  made  it  for  all  the  uses  to  which  it  is  appli- 
cable, and  no  one  can  obtain  a  second  patent  for  the  machine  by  applying  it 

to  a  new  use.     ff^oodman  v.  Stimpson.  98 

4.  The  second  patent,  if  good,  must  be  for  the  improvement  in  the  art  in  which 

the  new  application  is  made.     Ihid,  9S 

5.  If  the  patentee  was  the  first  to  apply  the  device  to  a  cast-iron  gun,  he  must 
be  regarded  as  the  original  inventor,  and  entitled  to  a  patent ;  and  the  appli- 
cation of  it  to  a  wrought-iron  gun,  or  to  a  barrel  composed  of  a  combination 
of  cast  and  wrought-iron,  prior  in  point  of  time,  would  not,  of  itself,  be  any 
objection.     Treadtoell  v.  Parrott,  1x4 

6.  Whether  a  brass  wire  in  the  form  of  a  spiral,  having  a  thread  of  catgut  run- 
ning  through  it  and  forming  a  core,  and  used  as  a  hoop  for  ladies*  skirts,  would 
be  patentable,  in  view  of  the  fact  that  the  large  strings  of  bass  viols  were 
previously  formed  in  the  same  way,  except  that  the  wire  in  the  hoop  was 
heavier  and  stiffer  than  that  in  the  string  for  the  musical  instrument,  qu^re, 
Wett  V.  Silver  JFlre  and  Skirt  Manufacturing  Co,  306 

7.  If  a  machine,  although  designed  to  separate  smut  from  wheat,  embodies  the 
principle  of  a  machine  afterward  patented  to  separate  flour  from  bran,  and, 
without  the  exercise  of  invention,  could  be  changed  so  as  to  perform  the  same 
functions  as  the  latter,  in  substantially  the  same  way,  the  patent  would  be 
void.     Sioift  v.  Wkiun.  343 

8.  Where  the  invention  consisted  in  introducing  a  wire  into  the  bead  of  a  paint 
can,  to  give  strength  and  prevent  the  walls  from  collapsing,  and  a  similar 
wire  was  proven  to  have  been  previously  used  in  ice-cream  freezers.  Held  : 
That  if  a  can,  so  constructed,  was  old,  as  a  structure,  it  was  of  no  conse- 
quence what  substance  was  or  was  intended  to  be  carried  or  contained  within 

it.     Brown  v.  Hall,  531 

9.  Whether  the  force  of  the  side  pressure  was  exerted  by  lifting  the  ve&sel  by  a 
handle  and  suffering  the  weight  of  its  contents  to  exert  the  side  pressure,  or 

by  pressing  down  upon  the  cover  is  immaterial.     Ihid.  531 

zo.  Whether  the  addition  of  the  handle,  or  bail,  as  an  element  of  the  combina- 
tion, would  have  made  it  substantially  diflTerent,  fu^ere.     Ibid,  531 
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11.  Although  a  tubular  knit  ^bric  was  old,  and  although  a  whip  was  old,  and 
although  the  idea  of  covering  a  whip  with  something  was  old,  it  by  no  means 
follows  that  the  application  of  a  knit  ^bric  to  the  covering  of  a  whip,  so  as 
to  produce  a  whip  covered  with  such  a  fabric,  is  merely  applying  the  knit 
fabric  to  a  new  or  double  use.     Strong  t.  Noble*  586 

12.  There  is  scarcely  a  patent  granted  which  does  not  involve  the  application  of 
an  old  thing  to  a  new  use.  The  merit  consists  in  being  the  fint  to  make 
the  application,  and  the  first  to  show  how  it  can  be  made,  and  the  first  to 
show  there  is  utility  in  making  it.     Ibid,  586 

See  iNrRiNGCMENT,  4 J  Particular  Patents,  18,  81,  83. 

DRAWINGS. 

See  Ambiguity,  3;  Rbissuk,  24. 

EQUITY. 

1.  A  court  of  equity  will  protect  the  equitable  rights  of  defendants,  although  the 
complainant  is  the  owner  of  the  legal  title.     JJAy  v»  Otndee.  9 

2.  If  a  beneficial  equitable  interest  vested  in  Judson  and  the  licensees  of  Good- 
year under  the  contract  of  September  5,  1850,  they  could  not  be  divested  in 
equity  of  that  interest  by  the  temporary  withholding  of  the  quarterly  pay- 
ments provided  for  in  that  agreement.     Ibid.  9 

3.  The  current  of  decisions  of  the  last  few  years  has  been,  that  the  grant  of 
jurisdiction  in  patent  cases  is  as  full  in  equity  as  it  is  at  law.  Hoffktim  ▼• 
Brandt,  218 

See  Assignment,  5,  6 ;  Damagss,  4,  5 ;  Disclaimer,  i  ;  EriDBNCs,  3, 
23;  Injunction;  Pleading,  I,  2;  Power  or  Attorney,  2{ 
Practice,  5,  6,  13,  14,  18,  19. 

EQUIVALENTS. 

1.  A  roller  not  heated  can  not  under  any  reasonable  rule  of  construction  be  held 
to  be  the  equivalent  of  a  heated  pressure  roller,  so  described  and  claimed  by 

the  patentee.     Fmssutrd  fVadding  Manufacturing  Co,  t.  Dickintou,  289 

2.  The  elements  combined  being  old,  and  the  patent  being  for  the  peculiar  com- 
bination, the  doctrine  of  mechanical  equivalents  does  not  apply.     Crompton 

V.  Belknap  Mills,  536 

See  Improybmbnt,  3  ;  Particular  Patents,  81 ;  Substantial  Iobn- 
TITY,  2,  3. 

ESTOPPEL. 

I.  Where  defendants  were  making  a  pen  which  was  afterward  patented,  and 
which,  in  their  answer,  they  declared  to  be  a  new  and  useful  improvement  in 
the  art  of  making  pens  known  or  existing  at  and  prior  to  the  invention  thereof 
by  the  patentee,  and  where  the  complainants*  pen  and  the  defendants*  pen 
were  substantially  the  same:  Held:  That  the  defendants  were  estopped  by 

84 
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their  answer  from  averring  by  affidavits  that  pens  substantially  the  same  as 
their  own  or  the  complainants*  had  been  made  before  the  invention  of 
either..     Morse  Fountain  Pen  Co,  v.  Ester  brook  Steel  Pen  Manufacturing  Cp.      515 

EVIDENCE. 

I.  The  reissued  patent  \%  prima  facie  evidence  that  the  original  patent  was  law- 
fully surrendered,  and  that  the  new  one  was  lawfully  granted.  Knight  t. 
Baltimore  &  Ohio  R.  R,  I 

a.  Where  the  defendants  had  a  patent  in  which  they  referred  to  the  patent  of 
plaintiffs,  and  disclaimed  those  parts  of  their  invention  which  were  found  in 
plaintifFi*  patent:  Held:  That  this  was  an  admission  of  the  validity  of  plain- 
tifis*  patent.      Waterhury  Brass  Co.  v.  N,  7*.  and  Brooklyn  Brass  Co,  43 

3.  The  correspondence  between  the  office  and  the  patentee  is  evidence,  at  least 
in  a  court  of  equity,  for  the  purpose  of  showing  the  limitation  placed  by  the 
patentee  upon  his  claims.     Pike  v.  Potter,  55 

4.  The  value  of  an  event,  by  which,  as  aid  to  recollection,  a  witness  attempts  to 
fix  the  date  of  the  use  of  a  prior  machine,  depends  first,  on  the  importance  of 
the  event  itself,  and  next,  on  the  closeness  of  its  connection  or  association 
with  the  fact  which  is  sought  to  be  proved.     Woodman  ▼.  Stimpsom.  98 

5.  The  recital,  in  a  reissue,  of  a  prior  assignment,  and  the  action  of  the  Com- 
missioner in  granting  the  patent  to  the  assignees,  make  a  prtma  facie  case  of 
title.      Middletovfn  Tool  Co,  v.  Judd.  141 

6.  Proof  introduced  to  show  the  state  of  the  art  can  have  no  effect  on  the  case 
beyond  the  aid  it  may  give  the  Court  in  construing  the  patent.  It  can  not 
be  permitted  to  defeat  the  suit  by  antedating  the  invention,  when  that  issue 

is  not  raised  by  the  pleadings.     Ihid.  141 

7.  The  very  struggle  of  the  parties  in  the  suit — the  complainant  for  the  exclu- 
sive, and  the  defendant  for  the  unrestrained,  right  to  manufacture  the  patented 
article — is  ample  evidence  that  it  is  of  some  utility.     Jhid.  1 41 

8.  The  original  presumption  of  novelty  and  utility,  arising  firom  the  grant  of  a 
patent,  are  strengthened  by  its  extension.      Whitney  v.  Motory.  157 

9.  A  patent  h  prima  facie  for  a  new  and  useful  invention.  The  plaintiff  is  en- 
titled to  the  benefit  of  this  presumption,  and  so  is  the  defendant  if  he  claim 
under  letters  patent.     Blanchard  v.  Puttman.  186 

10.  A  licensee  a  entitled  to  offer  in  evidence  the  letters  patent  of  his  licensor  as 

a  defense  to  an  action  against  him  for  infringing  a  prior  patent.     Wd.  186 

11.  The  original  model,  deposited  in  the  Patent  Office,  may  be  examined  for  the 
purpose  of  solving  any  doubt  raised  by  an  inspection  of  the  drawings,     ^iktn 

V.  Dolan,  ,  I97 

12.  The  patent  itself  is  prima  facie  evidence  that  it  was  lawfully  issued,  and  that 
the  party  who  claims  it  is  the  original  inventor ;  and,  if  it  be  assailed,  the 
proof  must  come  from  the  party  calling  the  validity  in  question.     Hoffheins 

N.  Brandt,  *l8 
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13.  The  reissued  patent,  unless  fraud  upon  the  Patent  Office  be  proved  (and  it 
must  be  proved,  never  inferred),  is  prima  facie  evidence  that  there  has  been 
no  abandonment  of  the  invention  to  the  public,  and  the  burden  of  proof  is  on 

the  defendant  to  s^ow  that  any  surrender  to  the  public  has  taken  place.     Ibid.   218 

14.  The  reissue  furnishes  ^r/inayizcrV  evidence  that  everything  necessary  to  justify 
the  Commissioner  in  granting  the  reissue  had  been  produced  before  the  grant 
was  made.     Ibid.  ax 8 

1 5.  As  the  law  now  stands,  the  decision  of  the  Commissioner  is  final  and  conclu- 
sive, in  cases  of  reissue,  unless  impeached  for  fraud  in  his  or  the  patentee's 
acts,  or  for  some  irregularity  arising  on  the  face  of  the  papers,  or  a  clear 
repugnance  between  the  original  and  reissue  d  patents.     Blake  v.  Sti^ord.         294 

16.  Use  by  the  defendant  is  evidence  of  utility.     Turrili  v.  Illinois  Central  R.  R.   330 

17.  Where  the  plaintiff  put  in  evidence  his  letters  patent,  and  the  defendant, by 
way  of  defense,  offered  reissued  letters  patent  for  the  same  invention,  bearing 
date  after  the  patent  of  the  plaintiff,  but  being  a  reissue  of  an  original  of  ear- 
lier date  than  the  plaintifTs  patent:  Held:  That,  upon  the  face  of  the 
papers,  the  reissued  letters  patent  related  back  to  the  date  of  the  original,  and 

the  plaintiff  could  not  recover.     House  v.  Toung.  335 

18.  It  is  the  uniform  doctrine  of  all  the  courts  of  the  United  States  that  they  will 
presume  that  the  law  has  been  complied  with  ;  and  they  refuse  to  go  into  any 
inquiry,  back  of  the  grant  by  the  Commissioner,  except  in  cases  of  fraud. 
Swift  v.  fFAisen.  343 

19.  The  fact  that  the  original  patent  had  been  reissued  three  times,  and  that  the 
original  patent  had  been  thus  three  times  submitted  to  the  Investigation  of 
the  Patent  Office,  would  be  a  presumption  in  favor  of  the  fairness  of  the 
transaction.     Ibid.  343 

20.  An.extension  strengthens  the  presumption  of  the  novelty  and  utility  of  the 
patent.     Ibid>.  343 

21.  There  is  no  kind  of  testimony  that  is  more  reliable  in  regard  to  the  true 
character  of  a  machine  than  an  accurate  model:  it  is  a  witness  that  can  not 

lie.     Ibid.  343 

22.  The  burden  of  proof  is  upon  the  defendant  to  show  a  failure  on  the  part  of 
the  patentee  to  mark,  as  required  by  the  statute,  articles  made  or  vended 
under  the  patent.  If  this  be  shown,  the  burden  of  proof  is  upon  the  pat- 
entee to  show  that  before  suit  was  brought,  the  defendant  was  notified  that 
he  was  infiringing  the  patent,  and  that  he  continued,  after  such  notice,  to 
make  and  vend  the  patented  article.     Goodyear  y.  Ally n.  374 

23.  When  the  denial  of  infringement  in  the  answer  under  oath  is  not  positive 
and  unequivocal,  the  testimony  of  a  single  witness,  with  corroborating  facts, 

is  a  sufficient  proof  of  infringement.     Goodyear  v.  Berry.  439 

24.  In  the  case  of  simple  mechanism,  a  bare  inspection  is  sufficient  upon  the  ques- 
tion of  infringement  presented  upon  a  motion  for  preliminary  injunction. 
Morse  Fountain  Pen  Co.  v.  Esterbrook  Steel  Pen  Manufacturing  Co.  515 
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8.  The  question  is  not  whether  the  elements  of  the  patented  combination  are 
new,  but  whether  the  combination  is  new.     BlaJ^  ▼.  Stafford.  294 

9.  Though  the  separate  parts  are  all  as  old  as  the  mechanic  arts,  if  they  are 
organized  into  a  new  machine  having  a  new  mechanical  operation,  and  the 
organization  of  this  new  machine  inTolved  the  exercise  of  original  thought, 
and  is  productive  of  useful  results,  then  it  is  patentable.     Ibid,  294 

10.  A  modification  of  the  parts  of  a  combination  by  which  a  new  result  is  obtained 
may  be  the  subject  of  letters  patent.      TurriU  y.  Illinois  Central  R.  JR.  330 

11.  All  the  parts  of  a  combination  must  co-act  in  producing  the  result  claimed 
from  their  combination.     Swift  v.  IFhisen.  343 

12.  If  a  packing  roll  existed  without  a  core,  any  one  could  have  patented  the  com- 
bination of  it  with  a  core  if  such  combination  was  invented  by  him  and  was 
new.      Tuck  v.  Bramkill,  400 

1 3.  There  is  sufficient  utility  and  invention  in  such  a  combination  to  support  a 
patent.  The  result  produced  by  the  combination  is  a  new  article,  and,  being 
useful,  is  patentable.     Ibid.  4<^ 

14.  A  patent  for  a  combination  of  two  things  is  not  a  patent  for  a  combination  of 
one  of  the  two  with  a  third  and  different  thing.  The  authorities  on  this  sub- 
ject are  all  one  way.     Nicholson  Pavement  Co.  v.  Hatch.  432 

See  Construction  or  Patent,  i,  2,  3,  24,  26;  Dovblx  Usb,  8,  9, 
10;  Infringement,  14,  15,  16,  17;  Invention,  13;  Novelty, 
2;  Particular  Patent,  59. 

CONSTRUCTION  OF  PATENT. 

1.  Where  a  patentee  claimed  the  combination  of  a  jet-bath  and  a  movable  reser- 
voir, and  both  were  old,  and  a  jet-bath  had  also  been  previously  combined 
with  a  fixed  reservoir :  Held :  That  if  the  movable  reservoir  was  combined 
with  the  jet-bath  in  substantially  the  same  manner  as  the  fixed  reservoir  was 
combined  with  the  jet-bath,  or  with  no  more  changes  than  a  mechanic  of 
ordinary  slcill,  with  the  old  improvement  before  him,  would  adopt,  the  patent 
could  not  be  sustained.     Larabee  v.  Cortlan.  5 

2.  And  this,  although  the  patentee  may  not  have  seen  or  known  of  the  jet-bath 
with  a  fixed  reservoir,  nor  of  the  movable  reservoir,  and  had,  in  fact,  invented 

the  improvement  by  the  efforts  of  his  own  genius  and  studies.     Ibid.  5 

3.  But,  if  the  manner  of  connecting  and  combining  the  jet-bath  with  the  mov- 
able reservoir,  and  supplying  the  jet-bath  with  water  from  the  reservoir,  is 
substantially  different  from  the  one  used  in  the  old  improvement,  the  patent 

is  valid.     Ibid.  S 

4.  Patents  are  to  be  liberally  construed;  they  should  not  be  subjected  to  too  rigid 
an  interpretation.  Thb  is  a  rule  of  law,  and  if  it  were  not,  and  were  not 
regarded,  but  very  few  patents  would  be  of  any  avail,     ^aterbury  Brass  Co- 

v.  N.  T.  and  Brooklyn  Brass  Co.  43 

5.  The  patentee  is  not  obliged  to  state  everything  to  which  his  invention  is  appli- 
cable in  order  to  be  protected  in  the  enjoyment  of  the  exclusive  right  to  such 
things.     Piki  v.  Potter,  5S 
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6.  Patents  are  to  be  construed,  if  possible,  so  that  the  inventor  shall  have  the 
benefit  of  what  he  has  actually  invented.     Woodman  v.  Stimpton,  98 

7.  To  ascertain  what  the  patentee  has  invented,  we  look  in  the  first  place  at  the 
claim.     Ibid,  98 

8.  The  phrase  ''  a  point  a  little  below  that  at  which  fusion  commences  **  in 
Whitney's  patent,  gives  a  maximum  of  temperature,  and  dues  not  imply  that 
a  lower  temperature  was  inconsistent  with  his  invention.  Whitney  v. 
Motory.  157 

9.  **  A  little  below  fusion  "  does  not  mean  '*  incipient  fusion,**  or,  iron  in  a 
*<  semi-plastic  state,**  but  a  point  so  far  below  fusion  as  to  prevent  the  destruc- 
tion  of  the  chill.     Ibid.  157 

10.  A  patent  for  a  particular  structure,  intended  to  accomplish  a  particular  end, 
does  not  import  an  exclusive  right  to  every  possible  mode  of  accomplishing 

the  same  end.     Blanchardv.  Puttman,  1 86 

11.  Where  the  claim  was  for  <*  the  application  of  a  latch  or  tongue  applied  to  the 
hook  of  the  needle,  and  operated  as  herein  described,**  and  the  specification 
stated  that  the  needle  was  constructed  *'  in  the  general  form  shown  in  the 
drawings,**  and  it  appeared  that  needles  with  a  latch  or  tongue  and  hook 
were  not  new,  but  that  needles  with  a  certain  curved  swell  shown  in  the 
drawings,  but  not  otherwise  referred  to  in  the  specification,  were  new  :  Utld: 
That  if  the  knowledge  of  needles  without  this  swell'  has  been  universal  or 
general,  the  declaration  that  the  needle  was  constructed  **•  in  the  general  form 
shown  in  the  drawings,**  might  have  sufiiced  to  restrain  the  claim  to  needles 
made  with  a  swell;  but,  it  appearing  that  the  knowledge  of  the  primitive 
needle,  though  sufficient  to  defeat  a  subsequent  patent,  was  very  limited,  the 
claim  was  broader  than  the  invention,     jiiken  v.  Dolan,  197 

12.  This  defect  might  be  cured  by  disclaimer.     Ibid,  197 

13.  The  description  of  Nelson  Goodyear*8  invention  must  be  read  in  the  light 
derived  from  the  knowledge  that  existed  of  the  Charles  Goodyear  patent, 

his  process,  and  the  practical  use  of  the  same.     Goodyear  v.  Wait,  242 

14.  Where  the  patentee  describes  the  proportions  of  his  mixture  as  *' about  fit}m 
four  ounces  to  a  pound  of  sulphur  to  a  poun^  of  rubber:**  Held:  That  this 
was  equivalent  to  a  statement  that  any  proportion  of  sulphur,  between  four 
ounces  and  a  pound,  to  a  pound  of  rubber,  properly  mixed  and  subjected  to 

the  required  heat  will  produce  the  subsunce.     Ibid.  242 

15.  Such  a  description  is  not  void  of  ambiguity.     Ibid.  242 

16.  The  fact  that  rollers  heated  and  non-heated  were  both  in  use  and  useful  in 
the  art  to  which  the  invention  related,  is  presumptive  evidence  that  the  pat- 
entee when  describing  a  heated  roller,  in  his  machine,  did  not  mean  to  include 
a  non-heated  roller  within  his  claim  of  invention.  Fu%%ard  Wadding  Man^ 
ufacturing  Co.  v.  Dickinson.  289 

17.  The  rule  of  liberal  construction  rests  upon  public  policy,  and  not  upon  cases 

of  individual  merit.     Blake  v.  Stafford.  294 

18.  The  phrase  <*  preparatory  process,*'  as  applied  to  the  process  of  Watt  8c  Burgess, 
is  satisfied  by  a  process  which  although  finishing  the  pulp  for  making  brown 
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Sec  Pkacttcb,  3,  4. 

FOREIGN  USE. 

I.  If  a  machine  be  invented  and  used  In  a  foreign  country,  bat  not  patented  or 
described  in  any  publication  or  work,  such  use  will  not  affisct  the  right  of  a 
houajide  American  inventor  to  a  patent.     Snvift  v.  JVkiun^  343 

FRAUD. 

I.  If  the  patent  was  issued  by  the  Commissioner  upon  an  agreement  by  the  pat- 
entee that  it  should  not  extend  to  certain  articles,  it  would  be  a  firaud  upon 
the  government  to  extend  the  grant  beyond  the  original  intention  of  the 
parties.     Fikt  v.  Pouer.  53 

a.  If,  in  any  case,  fraud  is  maintained,  no  court  will  grant  relief  to  the  party  on 
whom  the  fraud  is  proven.  Fraud  contaminates  and  vitiates  every  transac- 
tion, and  to  the  guilty  party  completely  closes  the  door  of  redress.  Eoffkient 
V.  Brandt,  218 

3.  The  issue  of  fraud  can  only  be  raised  by  distinct  and  special  all^ations  in  the 
plea  or  answer.     Biake  v.  Stafford.  294 

4.  The  good  faith  of  the  patentee  is  a  material  question  for  the  Commissioner 
when  deciding  on  the  surrender  and  the  reissue.  But  when  the  patent  is 
brought  to  the  test  of  a  litigation,  ambiguity  or  excess  in  the  specification  and 
claim  is  to  be  determined  by  construction.     Ibid.  294 

5.  Ambiguity,  which  defies  construction  to  elucidate,  is  fatal,  and  it  is  unimpor- 
tant whether  it  had  its  origin  in  the  malafidti  of  the  patentee,  or  in  the  haste 

or  incompetency  of  the  draftsman.     Ibid,  294 

6.  If  facts  appear  which  are  sufficient  to  satisfy  the  jury  that  there  has  been  fraud 
in  the  procurement  of  the  reissue,  either  actual  fraud  or  circumsunces  which 
may  be  supposed  to  amount  to  constructive  fraud,  the  reissued  patent  will  be 
void.     Sioift  V.  Whften.  343 

7.  There  may  be  a  constructive  fraud,  where  it  is  made  manifest  that  the  reissued 
patent  is  fraudulently  extended  beyond  the  claims  of  the  original  patent  for  a 
deceptive  purpose.      Ibid,  343 

8.  If  there  was  fraud  practiced  in  obtaining  the  patent,  that  is  a  matter  be- 
tween the  Patent  Office  and  the  patentee.     Crompton  v.  Belknap  Mills.  536 

9.  The  patent,  although  obtained  by  fraud,  must  be  respected  and  enforced  untU 
reversed  or  annulled  by  some  proceedings  directly  for  that  purpose.  It  U  not 
exposed  to  the  attacks  of  strangers  or  third  persons  for  such  reason.     Ibid.       536 

Sec  Ambiguity,  i  ;  Claim,  5,  6  j  Evidence,  i  3  j  Pleading,  6. 

IMPROVEMENT. 

I.  Because  a  substance  may  be  an  improvement  upon  a  product  previously  pat- 
ented, and  may  be  patentable  as  an  improvement,  it  does  not  follow  that  it 
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can  be  made  and  used  without  the  permission  of  the  owner  of  the  prior  pat- 
ent.    Goodyear  Dental  Vulcanite  Co*  v.  Evans,  390 

1.  An  improvement  on  a  patented  invention  may  entitle  the  party  making  it  to 
a  patent,  but  he  can  not  pirate  the  original  invention.      Goodyear  v.  Muliee,    420 

3.  When  the  improvements  claimed  are  only  improvements  upon  a  well-known 
machine,  the  patentee  can  not  treat  as  infiringers  others  who  have  improved 
the  previously  existing  organizations  by  the  um  of  a  different  device,  arrange- 
ment, or  combination,  which,  though  performing  the  same  function,  does  it 
in  a  different,  simpler,  and  better  manner.     Seymour  v.  Osborne.  555 

See  Infringement,  7,  ii  ;  Invention,  5;  Paeticular  Patents,  13, 
23,  »8. 

INFRINGEMENT. 

1.  In  an  action  for  the  infringement  of  letters  patent,  the  question  is  :  Do  the 
defendants  infringe  upon  any  grant  of  right  secured  to  the  plaintiff  by  the 
patent— not  whether  they  have  infringed  on  all  grants  of  right  secured  by  the 
patent — but  whether  they  have  infringed  upon  anyone  of  them.  Waterhury 
Brass  Co.  v.  N.  Y.  and  Brooklyn  Brass  Co,  43 

2.  If  the  patented  means  were  new,  and  the  defendants  have  used  them,  they 
have  infringed,  although  they  may  have  used  another  device  not  patented  by 
the  plaintiff,  by  which  the  result  is  accomplished  in  a  more  perfect  and  sat- 
isfactory manner.     Ihid.  43 

3.  If  the  defendants  substitute  for  something  in  the  plaintifFs  machine  a  passive 
agency  which  performs  no  useful  object,  in  addition  to  the  agency  employed 
by  the  plaintifi^,  such  substitution  of  a  passive  agency  would  not  alter  the 
character  of  the  plaintiflTs  machine  j  and,  if  without  the  substitution  of  such 
passive  agency  the  patent  of  the  plaintiffs  would  be  violated,  it  would  also  be 
violated  after  such  passive  agency  had  been  substituted.     Ihid,  43 

4.  If  a  process  of  curing  meats  designed  for  pork  houses  be  applicable  without 
substantial  variation  to  domestic  refrigerators,  then  it  can  not  be  used  by 
others  in  domestic  refrigerators  without  infringing  the  patent.  Pike  v. 
Potter,  55 

5.  Sales  of  machines  by  the  defendants,  acting  as  salesmen  or  agents  for  the 
owners,  and  in  which  defendants  have  no  interest,  will,  nevertheless,  render 
them  infiringers.     Potter  v.  CrotvelL  ill 

6.  Where  charcoal  was  placed  in  a  pit,  into  which  a  red-hot  wheel  was  lowered, 
igniting  the  charcoal,  and  afterward  charcoal  and  wheels  were  introduced 
alternately:  Held:  That  the  wheels  were  placed  in  a  "previously  heated 
furnace,"  within  the  meaning  of  Whitney*s  patent.     H^kitney  v.  Mowry.       157 

7.  The  inventor  of  an  improvement  is  not  entitled  to  use  the  original  invention. 
IBid,  »97 

8.  The  defendant  having,  by  the  curvature  of  the  swell  of  his  needle,  at  least 
partially  adopted  the  patented  improvement,  both  in  theory  and  practice,  was 
adjudged  to  have  infringed  the  patent,     Aiken  v.  Dolan,  197 

9.  If  the  defendants  used  a  process,  involving  the  same  principle,  to  produce  the 
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tame  result  in  substantially  the  same  way,  they  can  not  escape  the  patent  by 
a  previous  shivering  of  the  material  into  shreds,  or  by  a  previous  boiling  it  in 
an  open  vessel  in  spent  alkali,  or  by  putting  it  through  a  beating  engine,  and 
then  calling  the  Mellier  patent  a  "  one-stage  process,'*  and  the  defendants*  a 
"  two  sUge  process.**     American  Wood  Paper  Co.  v.  Fiber  D'nintegrating  Co.   361 

10.  It  is  an  infringement  to  manufacture  a  patented  article,  though,  it  is  never 
used  by  the  maker,  or  to  use  a  patented  article  though  made  by  another,  or 

to  sell  to  others  the  articles  manufactured  by  another.     Haselden  ▼.  Ogden.    378 

11.  A  patent  for  an  improvement  upon  an  invention  previously  patented  can  not 
confer  upon  the  holder  of  it  even  a  prima  facie  right  to  use  the  prior  inven- 
tion any  more  than  the  prior  patent  can  confer  the  right  to  use  the  subse- 
quent improvement.      Goodyear  Dental  Vtdcaniu  Co.  v.  Evans.  390 

12.  Under  section  9  of  the  act  of  March  3,  1837,  the  plaintiff  is  entitled  to 
recover  for  the  in^ingement  of  such  part  of  the  invention  or  diKovery  as 
shall  be  tona  fide  his  own,  notwithstanding  the  specification  may  embrace 
more  than  he  shall  have  any  right  to  claim,  and  this  without  filing  any  dis- 
claimer.     Tuck  V.  Bramkill.  400 

1 3.  Where  a  railroad  company  was  licensed  under  letters  patent  to  use  the  pat- 
ented improvement  upon  their  cars,  and  the  alleged  infringement  consisted  in 
the  use  of  said  improvement  upon  the  cars  of  other  roads  running  over  their 
tracks :  Held:  That  it  was  for  the  complainants  to  show,  affirmatively,  tha 
the  cars  in  question  did  not  belong  to  the  licensed  road.  Hodge  v.  Hudson 
River  and  Harlem  R.  R.  Cos,  410 

14.  The  defendant  will  infringe  the  complainant*s  patent  if  he  use  the  invention 
of  complainant  as  one  of  the  elements  of  a  combination  which  he  has  himself 
patented.     Cleveland  v.  Totole.  515 

1 5.  Such  a  claim  would  not  be  infringed  by  a  combination  which  dispensed  with 
one  of  the  elements  and  substituted  therefor  another  clement  substantially 
different  in  construction  and  operation,  by  serving  the  same  purpose.     Cromp- 

ton  v.  Belknap  Mills.  536 

16.  Nor  by  any  and  every  combination  of  the  same  elements,  which  may  produce 
the  same  result,  but  only  by  the  peculiar  combination  of  the  elements  de- 
scribed, or  one  substantially  the  same.     Ihid,  536 

17.  A  patent  for  a  combination  of  three  distinct  things  is  not  infringed  by  com- 
bining twu  of  them  with  a  third  which  is  substantially  dififerent  firom  the 
third  element  described  in  the  specification.     Jhid,  536 

18.  In  determining  the  question  of  infringement,  such  claims  must  be  considered 
in  their  restricted  sense,  and  will  not  be  infringed  by  devices  differing  in 
mechanical  construction,  not  operating  In  substantially  the  same  way  or  upon 
the  same  mechanical  principles,  or  which  are  not  mere  equivalents.    Seywsomr 

V.  Osborne,  555 

19.  When  the  defendant  knit  a  fabric  by  machinery  in  flat  strips,  and  then 
formed  it  into  tubes  by  interlooping  two  rows  of  loops.  Held:  That  such 
interlooping  was  knitting,  and  that  the  fabric  when  completed  and  in  a  tubu- 
lar form  was  a  knit  fabric,  and  a  tubular  fabric^  and  a  tabuUr  luit  £ibric. 


INDEX.  673 

Injunction. 


and  a  fkhnc  knit  into  si  tubular  form,  and  a  fabric  brought  into  a  tubular 
form  wholly  by  knitting.         Strong  v.  NohU,  586 

%0.  The  relieving  of  the  partiei  primarily  liable,  by  a  universal  rule  of  law  as 
well  a«  of  justice,  relieves  those  who  are  only  secondarily  responsible.  Btge- 
low  y.  City  of  Louisville,  602 

21.  Where  tbt  patentee  claimed,  as  his  improvement  in  hose  coupling,  two  thim- 
bles of  a  peculiar  construction,  in  connection  with  a  conical  roller  or  rollers, 
fitted  in  the  screw  cap,  and  "  the  whole  arranged  to  operate  as  and  for  the 
purpose  set  forth  )**  and  it  appeared  that  the  roller  performed  two  functions 
— one  to  act  as  a  wedge  to  make  a  tight  jo|nt,  and  the  other  to  provide  a 
swivel  joint  whereby  the  two  pieces  of  hose  could  be  turned  or  rotated  :  Held: 
That  the  use  of  two  similar  thimbles,  in  connection  with  a  non-rotating  pin 
with  a  conical  ^ce,  which  performed  the  first  function  but  not  the  second, 
was  no  infringement  of  the  patenL     Blisi  v.  Haight.  621 

22.  So,  R>o,  where  the  claim  was  for  a  lug,  in  connection  with  the  thimbles  *'  and 
the  pin  F,**  and  it  appeared  that  the  pin  F  was  a  conical  roller.  Held:  That 
the  rotadng  pin  with  the  beveled  inner  end  was,  as  such,  made  an  element 
of  the  combination  claimed  by  the  patentee,  and  the  use  by  the  defendant  of 
all  the  remaining  elements  of  the  combination  in  connection  with  a  pin,  bev- 
eled but  not  rotating,  was  no  infiringement  of  the  patent.     Ibid^  621 

See  Admission  ;  Combination,  2 ;  Equivalsnts,  2  $  Estoppsl  ;  Evi- 
osNcs,  23;  Extension,  10,  ix,  12;  Improviment;  Injunction, 
7, 1 1, 1 6, 25, 29,  32,  38,  39, 40 ;  Invention,  5  j  License,  2 ;  Pae- 

TICULAR     PaTKNTS,  8,  9,  II,   1 3,  22,  26,  35,  37,  38,  49,  56,  57, 

60,  61,  67,  70,  74,  75,  81,  85,  86,  87,  90,  93  5  Pleading,  i, 
II ;  Pkactice,  II,  17,  30;  Substantial  Identity,  2,  3. 

INJUNCTION. 

1.  Where  by  granting  an  injunction  there  would  be  a  greater  probability  of  pro- 
ducing incalculable  mischief  than  there  would  be  of  preventing  it,  neither  an 
absolute  or  conditional  injunction  ought  to  be  granted.     Day  v.  Candte,  9 

2.  Where  a  licensee  undertakes  to  use  a  patent  without  paying  the  license  fee, 
whether  the  license  thereby  becomes  voidable  at  law  or  not,  equity  will  so  far 
enjoin  him  that  unless  he  will  pay  he  shall  not  be  allowed  to  use.  Dtfy  v. 
Hartihoru,  32 

3.  In  granting  or  refusing  a  preliminary  injunction,  the  Court  will  carefully  con- 
sider the  situation  of  the  parties.  Its  important  office  is  to  preserve  the  rights 
of  the  patentee  pending  the  litigation  of  his  title.     Morris  v.  Lowell  Maau» 

facturing  Co.  67 

4.  If  the  title  of  the  patentee  has  already  been  fully  established,  or  is  otherwise 
so  clear  that  no  reasonable  doubt  of  its  validity  remains,  a  court  of  equity 
would,  in  many  cases,  grant  a  preliminary  injunction  notwithstanding  the 
injury  which  might  result  to  the  defendant.  But  when  there  is  no  danger 
of  loss  to  the  plaintifF,  and  great  loss  will  result  to  the  defendant,  the  case 
most  be  substantially  firee  firom  doubt  to  justify  an  injunction.     Ibid,  67 
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5.  It  ii  a  material  circumstance,  upon  a  motion  for  a  preliminary  injunction, 
whether  or  not  the  defendant  is  fully  responsible  for  any  profits  or  damages 
which  may  be  decreed  against  him.     Ibid,  67 

6.  It  is  also  a  material  circumstance  that  the  defendant  does  not  make  or  vend 
the  patented  machine,  but  only  uses  it,  so  that  the  injury  to  the  plaintiff  is 
the  loss  of  his  royalty  and  not  a  damaging  and  constantly  increasing  compe- 
tition.    Ihid,  67 

7.  While  an  injunction  is  of  great  use  in  preventing  multiplicity  of  suits  or 
repeated  actions  for  successive  infringements,  it  is  no  part  of  its  legitimate 
office  to  stop  litigation  in  the  suit  in  which  it  is  granted,  or  to  force  the  com- 
promise of  a  disputed  right.     Ibid,  67 

S.  There  are  cases  so  clear  that  a  court  of  equity  will  not  permit  further  litiga- 
tion ;  and  there  are  others  in  which,  upon  a  balance  of  the  equities,  and  of 
the  danger  of  serious  injury,  the  plaintifPs  rights  decidedly  preponderate.  In 
such  cases  the  results  which  would  indirectly  follow  the  granting  of  an  injunc- 
tion could  not  be  regarded.     Jbid,  67 

9.  If  there  has  been  a  decision  in  favor  of  the  plaintiff,  and  a  motion  for  a  new 
trial,  eiceptions  or  an  appeal  are  taken  or  made,  and  there  appear  to  be  ques- 
tions of  some  nicety  or  importance,  so  that  the  action  taken  by  the  defendant 
can  not  be  thought  to  be  intended  merely  for  delay,  a  court  of  equity  will 
often  wait  for  the  final  result  before  awarding  an  injuncrion. 

10.  As  a  general  rule,  if  the  plaintiff  has  made  out  a  clear  title,  and  the  question 
of  infringement  presents  no  difficulty,  an  injunction  will  be  granted.     Petttr 

V.  Wkitnty,  77 

11.  The  hearing  is  had  upon  ex  parti  affidavits,  and  if  the  questions  are  difficult 
and  complicated,  especially  if  they  involve  disputed  facts  which  have  never 
been  passed  upon  by  a  court  or  jury,  then,  although  the  Court  may  be  in- 
clined to  think  the  complainant  is  right,  yet  it  will  not  interfere,  at  this  stage 

of  the  cause,  whether  the  question  relate  to  title  or  infringement.     Ibid.  fj 

12.  And  even  where  the  title  is  clear  and  the  infringement  clear,  yet  if  there  are 
peculiar  circumstances  which  show  that  the  defendant*8  interest  would  be 
very  injuriously  affected,  while  those  of  the  plaintiff  would  not  be  so  affected, 

an  injuction  may  be  refused.     Ibid.  77 

13.  There  is  always  an  element  of  discretion  entering  into  the  consideration  of 
this  question,  and  all  that  a  complainant  is  entitled  to  is  the  best  judgment 
of  the  Court  upon  a  question  of  judicial  discretion,  and  not  to  an  absolute 
injunction  on  any  given  state  of  facts.     Ibid,  77 

14.  Although  it  is  the  duty  of  the  judge  in  every  case  of  this  nature,  where  the 
defendant  has  not  been  a  party  to  any  former  suits,  to  examine  the  case  anew 
and  to  exercise  his  discretion  upon  the  questions  presented,  yet  when  the 
questions  are  in  fact  the  same  as  in  the  former  cases,  he  can  not  but  admit 
those  decisions  as  having  great  weight,  as  much  as  in  any  other  case,  in  which 

the  point  in  controversy  has  been  passed  upon  and  decided.     Ibid.  77 

15.  An  injunction  is  the  strong  arm  of  equity.  It  often  lays  its  hands  upon  a 
man's  business  and  stops  it  entirely.     It  ought  never  to  be  granted  without 
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the  most  complete  conTiction,  on  the  part  of  the  Court,  of  its  complete 
necessity.     Potter  y.  Schenck,  82 

16.  If  it  be  true  that  the  patentee  is  entitled  to  his  claims  of  invention  as  his 
property,  there  is  an  end  to  all  hardship.  Because,  if  the  defendant  is  using 
the  patencee*s  property,  he  ought  not  to  use  it,  either  in  law  or  in  morals, 
without  compensation  and  without  his  consent.     Ibid,  81 

17.  Where  the  injury  is  not  only  past,  but  can  not,  from  the  nature  of  the  case,  be 
renewed  or  condnued,  no  injunction  will  be  granted,  for  past  injuries  are  not 

in  themselves  ground  for  injunction.     Potter  v.  CrotoelL  iii 

18.  Where  the  defendants  were  infringing  when  the  suit  was  commenced,  but 
ceased  to  do  so  before  the  hearing  of  the  motion  for  an  injunction,  but  where 
the  infringement  was  denied,  and  might  be  renewed  at  any  time:  Held: 
That  an  injunction  should  be  granted.     Ibid.  lia 

19.  Every  case  presented  to  the  Court  for  the  exercise  of  its  restraining  power  must 
necessarily  depend,  to  a  great  extent,  upon  the  peculiar  circumstances  of  the 
individual  case,  and  the  judge  must  so  apply  principles  as  to  accomplish  the 
ends  of  justice  and  the  purposes  of  jurisdiction*     Ibid.  112 

20.  The  only  question  arising  on  an  application  for  injunction  is  whether  the  com- 
plainant presents  an  undebatable  case.     Goodyear  and  Bacon  v.  Hilh,  134 

21.  It  becomes  the  duty  of  the  Court  not  only  to  ascertain  the  validity  of  the  pat- 
ent, with  such  certainity  as  to  advise  the  Court  that  it  ought  to  interpose  its 
writ  of  injunction,  but  also  to  inquire  whether  the  defendant  is  in  contumacy 

of  that  right.     Ibid.  134 

21.  Where  an  application  was  made  for  a  provisional  injunction  under  two  pat- 
ents, in  two  suits,  on  behalf  of  the  same  equitable  owner,  and  there  appeared 
to  be  a  community  of  interest,  advice,  and  police  between  them,  so  that  an 
injunction  upon  one  of  them  which  was  valid  might  be  made  to  serve  the 
purpose  of  an  injunction  upon  the  other,  the  validity  of  which  was  doubtful : 
Held :  That,  while  an  injunction  under  the  doubtful  patent  was  refused,  the 
defendant  would  be  allowed  to  tender  reasonable  security  for  payment  for  such 
use  as  he  might  make  of  the  valid  invention.     Ibid.  134 

23.  Where  there  has  been  a  prior  adjudication  in  another  court,  in  which  the 
validity  of  a  patent  has  been  fully  contested  and  sustained,  the  Court  will, 
upon  a  motion  for  a  preliminary  injunction,  consider  the  validity  of  the  pat- 
ent as  prima  facie  established.     Goodyear  v.  Honsinger,  147 

24.  A  court  of  equity,  while  it  may  be  satisfied  the  patent  is  valid,  does  not  feel 
inclined,  when  those  claiming  under  the  patent  have  been  negligent  in 
enforcing  their  rights,  to  interfere  in  all  cases,  by  an  absolute,  peremptory 
injunction.     Ibid,  147 

25.  A  party  under  injunction  can  not  work  for  wages  in  the  factory  of  another 
person,  if  the  product  of  the  factory  is  an  inft-ingement  of  the  patent  upon 
which  the  injunction  was  granted.     Goodyear  v.  Mullee,  209 

26.  Upon  a  motion  to  dissolve  an  injunction,  informality  in  the  service  of  the 
notice  of  the  motion  for  the  injunction  is  cured  by  the  appearance  of  the 
defendant.     Brsmmer  ▼.  yontt.  340 
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27.  The  object  of  all  injunctions  is  to  prevent  anticipated  mischief.     They  are 

not  intended  as  a  remedy  for  past  evils  or  grievances.     Jhid.  340 

28.  If  the  defendant  at  the  time  of  the  filing  of  the  bill  has  parted  with  all  in- 
terest in  the  infringing  machine,  no  injunction  should  be  granted  against  him. 
Ibid,  340 

29.  Where  an  injanction  had  been  granted  in  a  former  case  against  another  de- 
fendant, and  the  defendant  in  the  case  at  bar  did  not  deny  by  his  own  affida- 
vit, or  that  of  any  expert,  that  his  machine  was  identical  with  that  used  by 
the  defendant  in  the  former  case,  or  that  it  was  an  infringement  of  the  plain- 
tiff's patent,  but  his  solicitor  made  affidavit  that  he  was  advised  by  his  client^ 
and  by  experts,  that  there  was  no  infringement,  and  asked  time  to  show  that 
the  machine  did  not  infringe  the  patent :  Htld  :  That  for  the  purposes  of  a 
provisional  injunction,  the  machine  of  the  defendant  must  be  regarded  as  an 
infringement  of  the  plaintiff's  patent.     Comover  v.  Mfrs,  386 

30.  Where  the  patent  has  been  sustained  by  a  full  hearing,  and  the  infringement 
is  clear,  and  especially  where  the  very  form  of  the  machine  used  by  the  de- 
fendant has  been  passed  upon  by  the  Court  on  the  question  of  infringement, 
the  plaintiff  is  entitled  to  have  his  rights  promptly  protected  by  injunction, 
although  the  defendant  may  be  perfiectly  responsible,  and  be  willing  to  give 
security  for  the  payment  of  any  decree  that  may  he  obtained  against  him. 
Uid,  386 

31.  Upon  the  hearing  of  a  motion  for  a  provisional  injunction,  all  questions  which 
have  been  adjudicated  in  previous  cases  must  be  regarded  as  settled.  Good- 
year Dental  Vulcanite  Co,  v.  Evans,  390 

32.  The  question  of  infiringement  is,  however,  an  open  question  in  each  case. 
Ibid.  390 

33.  Where  the  reissued  patents  had  been  fully  established,  and  there  was  no  doubt 
on  the  question  of  infringement,  there  would  seem  to  be  no  doubt  of  the  pro- 
priety of  granting  an  injunction.     Ihid,  390 

34.  The  mere  fact  that  the  defendant  holds  a  patent  u  not  of  itself  sufficient  to 
prevent  the  issue  of  an  injanction.  The  patent  can  be  of  no  avail  to  any 
greater  extent  than  it  purports  to  go.     Ibid.  390 

35.  A  decree  of  a  court  of  chancery  has  some  value,  and  is  more  persuasive  evi- 
dence than  the  verdict  of  a  jury.     Goodyear  v.  Mullee.  420 

36.  It  is  immaterial  whether  the  answer  be  received  as  an  affidavit  or  as  an  answer 
upon  a  motion  for  a  preliminary  injunction,  when  the  facts  relied  apon  in 
rebuttal  are  sufficient  to  refute ;  but  it  is  not  necessary  to  entitle  the  com- 
plainant to  an  interlocutory  injunction  that  there  should  be  a  special  prayer 
for  such  process,  where  the  bill  shows  a  prima  facie  case  for  an  injunction. 
Uid,  420 

37.  The  complainant  may  rebut  by  proper  testimony  any  allegations  made  in  the 
affidavits  of  the  respondent  in  answer  to  the  motion.     Ibid.  420 

38.  Where  an  infringement  is  proven,  a  cessation  to  use  the  infringing  article  is 
no  bar  to  an  injunction  and  account.  The  party  whose  rights  have  been  in- 
vaded may  claim  protection  against  future  infringements.    Goodyear  ▼.  Berry,  439 
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39.  Where  the  validity  of  a  patent  has  been  frequently  sustained  by  adjudications, 
no  question  will  be  considered  upon  a  motion  for  an  injunction  except  that 

of  infringement.     Goodyear  v.  Rust.  456 

40.  A  verbal  admission  of  infiringement,  and  a  promise  to  desist,  is  a  strong  cir- 
cumstance against  the  defendant  upon  a  motion  for  a  preliminary  injunction. 
Moru  Fountain  Pee  Co.  v.  Esterbrook  Steel  Pen  Manufacturing  Co.  515 

See  AcqtnEicxNCB,  i,  3;  Damages,  4;  Evidence,  24,  25;  Particu- 
lar Patents,  69;  Practice,  i,  2,  3,  4,  19,  20,  30.  489 

INTERFERENCE. 

I.  Two  patents  interfere,  within  the  meaning  of  section  16  of  the  act  of  1836, 
only  when  they  claim,  in  whole  or  in  part,  the  same  invention.  The  inter- 
ference intended  is  of  the  same  character  with  that  spoken  of  in  sections  8  and 
12  of  the  same  act.  Gold  and  Silver  Ore  Separating  Co.  v.  U.  S.  Disintegrat- 
ing Ore  Co.  489 

See  Construction  or  Statute,  10;  Particular  Patents,  20,  43. 

INVENTOR. 

I.  The  inventor  is  not  necessarily  a  mechanic,  and  Is  oflen  very  much  dependent 
upon  the  sicill  of  the  latter  to  adapt  his  invention  to  practical  use.  Treads 
well  V.  Parrott.  1 24 

INVENTION. 

I.  A  new  combination  or  arrangement  is  patentable,  although  each  part,  taken 
by  itself,  is  old.     Woodman  v.  Stimfton.  98 

2*  The  true  test  of  invention  is  not  whether  an  ordinary  mechanic  can  make  the 
combination,  if  it  is  suggested,  but  whether  he  would  make  the  combination, 
without  suggestion,  by  means  of  his  ordinary  knowledge.     Ihid.  98 

3.  The  date  of  invention  is  the  time  when  the  patentee  conceives  the  idea  of 
doing  the  thing  in  substantially  the  way  in  which  he  patents  it.     Ibid.  98 

4.  Whenever  a  change  or  device  is  new  and  accomplishes  beneficial  results, 
courts  look  with  favor  upon  it.  The  law  in  such  cases  has  no  nice  standard 
by  which  to  gauge  the  degree  of  mental  power  or  inventive  genius  brought 
into  play  in  originating  the  new  device.     Midd/etotvn  Tool  Co.  v.  Judd.  141 

5.  An  improvement,  though  depending  upon  a  change  of  form,  may  be,  in  pur- 
pose and  efiect,  a  change  in  a  material  part  of  a  process  of  manufacture,  and 
patentable.     Aiken  v.  Dolan.  197 

6.  An  invention  may  be  good  which  remedies  a  theoretical  defect,  although  no 
injurious  effects  have  been  observed  in  practice.     Ibid.  197 

7.  It  must  be  admitted  as  a  general  proposition,  that  a  new  process  producing  a 
useful  result  or  product  is  patentable ;  and  further,  that  a  new  composition  of 
matter  or  substance,  which  is  useful,  is  also  patentable.     Goodyear  v.  H^ait.     242 

8.  Mere  changes  in  the  form  of  a  raker*s  seat,  to  enable  it  to  face  the  falling 
grain,  are  simple,  well  known,  and  the  common  property  of  the  race.     Kirby 

▼.  Beardtley.  265 
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9.  Moving  a  seat  on  a  center,  freely  or  rigidly,  so  that  its  front  may  be  presented 
at  any  angle  most  convenient  to  the  raker,  is  no  more  patentable  than 
revolving  the  seat-board  of  a  piano  stool,  or  changing  the  position  of  a  com- 
mon chair  on  the  floor  of  a  parlor.     Ibid.  265 

10.  The  change  necessary  to  present  the  firont  of  a  seat  at  a  different  angle 
would,  in  changing  the  ordinary  mode  of  a  rigid  fastening,  or  changing  the 
form  of  the  seat,  be  mechanical,  but  such  a  change  would  involve  no  inven- 
tion.    Ibid.  265 

11.  It  is  often  no  easy  task  to  draw  the  true  line  of  distinction  between  invention, 
the  product  of  original  thought,  and  mere  obvious  manual  changes  following 

the  beaten  track  of  mechanical  experience.     Ibid.  265 

1 2.  But  it  is  obvious  that  there  is  a  limit  beyond  which  mere  changes  can  not  and 
ought  not  to  receive  the  protection  of  letters  patent.     Ibid.  265 

13.  The  position  of  the  raker  on  the  seat,  facing  the  falling  grain,  is  no  part  or 
qualification  of  the  combination,  but  is  the  mere  result  of  the  angle  at  which 
the  seat  is  adjusted  on  its  support;  and,  as  a  part  of  the  claim  of  the  reissue, 

is  mere  superfluous  description.     Ibid*  265 

14.  If  no  inventive  skill,  but  only  mechanical  dexterity  was  necessary  to  produce 

the  machine,  then  it  is  not  patentable.     Blake  v.  Stafford.  .#45  *^  ' 

15.  The  arrangement  of  a  discharge  pipe,  with  stop-cock,  is  what  every  one  using 
a  vertical  boiler  might  use  without  invention,  and  was  not  open  to  be  monop- 
olized.— Grier,  J.     American  Wood  Paper  Co.  v.  Heft.  316 

16.  It  appears  impossible  to  consider  that  to  be  a  new  material,  patentable  as  a 
new  product,  which  is  simply  a  substance  long  well  known  to  exist  in  wood 
and  other  substances,  left  in  a  state  nearly  pure,  and  consequently  fit  for  the 
manufacture  of  paper  on  being  bleached  by  the  removal  from  it  of  the  inter- 
cellulose  with  which  it  is  found  to  be  combined  in  wood.  American  Wood 
Paper  Co.  v.  Fiber  Disintegrating  Co.  36a 

17.  It  is  for  the  jury  to  say  whether  the  patent  is  for  such  an  article  as  requires 
and  demands  for  its  production  the  genius  of  an  inventor  as  distinguished  from 
the  ordinary  skill  of  a  mechanic.  If  it  might  have  been  produced  by  the 
latter  only,  the  patent  would  not  be  valid.     Haselden  v.  Ogdeu.  378 

18.  Nelson  Goodyear  might  claim,  as  his  invention,  a  new  and  nsefiil  art  or  man- 
ufacture hitherto  unknown  and  of  immense  value  and  importance.     Goodyear 

V.  Mullee.  420 

19.  A  claim  for  caustic  alkali,  inclosed  in  an  integument  or  casing  of  anti-corro- 
sive impervious  fabric,  substantially  describes  a  proper  subject  of  letters  pat- 
ent.    Pennsylvania  Salt  Co.  v.  Gugenheim.  423 

20.  A  claim  for  caustic  alkali  in  cases,  or  enveloped  in  a  tight  metallic  integument 

or  metallic  casing,  is  good,  as  being  a  proper  subject  of  letters  patent.     Ibid.    423 

21.  To  remove  a  useless  appendage  of  a  quadrant-shaped  platform,  or  simply  to 
change  its  position  from  the  side  to  the  rear  of  a  cutting  apparatus,  required 
neither  ingenuity  nor  invention.     Seymour  v.  Osborne.  555 

a2.  Invention  is  the  work  of  the  brain,  and  not  of  the  hands.  If  the  conoepckm 
be  practically  complete,  the  artisan  who  gives  it  reflex  and  embodiment  in  a 


a 
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machine  is  no  more  the  inventor  than  the  tools  with  which  he  wrought. 
Blandy  v.  Griffith,  609 

23.  Mere  mechanical  skill  can  never  rise  to  the  sphere  of  invention.  The  latter 
involves  higher  thought  and  brings  into  activity  a  different  faculty.  Their 
domains  are  distinct.     The  line  which  separates  them  is  sometimes  difficult 

to  trace ;  nevertheless,  in  the  eye  of  the  law,  it  always  subsists.     Ibid,  609 

24.  As  long  as  the  root  of  the  original  conception  remains  in  its  completeness,  the 
outgrowth — whatever  shape  it  may  take — belongs  to  him  with  whom  the 
conception  originated.     Ibid.  609 

25.  It  is  when  speculation  is  reduced  to  practice,  and  no  longer  rests  in  uncertain 
experiments,  that  an  invention  is  made  and  the  inventor  is  entitled  to  a  pat- 
ent.    Roberts  v.  Reed  Torpedo  Co.  629 

26.  When  a  man  conceived  a  certain  machine,  no  one  knows  except  himself — 
when  he  described  it,  no  one  knows  except  himself  and  those  to  whom  he 
described  it.  This  is,  from  the  nature  of  the  case,  the  testimony  upon  which 
reliance  must  be  placed.     Say  Its  v.  Hapgood.  632 

27.  Where  the  patentee  prepared  a  new  enamel,  whereby  paper  collars  could  be 
enameled  and  folded  without  breaking,  which  result  was  new,  from  the  pre- 
vious lack  of  proper  enamel:  Held:  That  a  claim  for  a  new  article  of 
manu&cture  consisting  of  a  turn-down  or  folded  enameled  paper  collar  was 
valid.     Hoffman  v.  Stiefel.  638 

28.  If  the  adaptation  to  use,  or  even  the  use  itself  is  merely  experimental,  the 
invention  is  not  perfected.     Coffin  v.  Ogden,  640 

29.  But  use  is  not  necessarily  required  in  order  to  show  perfection  or  completion. 
Ibid,  640 

30.  The  exhibition  of  a  lock  to  persons  vested  in  lock  making  who  understood 
its  construction  and  working,  and  who  recognized  it  at  the  time  as  a  com- 
pleted thing  capable  of  working,  and  of  effecting  the  result  intended  as  to 
reversing  the  latch,  and  who  were  shown  how  it  worked  so  as  to  be  capable 
of  being  used  for  either  a  right-handed  or  a  left-handed  door,  must  be  re- 
garded as  substantially  a  use  of  the  reversing  machanism.     Ibid,  640 

See  Construction  or  Patent,  i,  2,  3;  Combination;  Double  Use; 
Particular  Patents,  18,  23,  31,  65,  78,  80,  81,  83,  84,  85, 
87;  Prior  Invention,  4;  Prior  Use,  3 ;  Utility. 

JURISDICTION. 

I.  Whether  the  suit  be  one  by  a  licensor,  to  enforce  the  covenants  contained  in 
a  license  granted  under  a  patent,  or  be  one  by  the  licensee  to  destroy  and  an- 
nul the  license  and  its  covenants,  it  is  equally  impossible  to  find  in  the  sub- 
ject-matter any  basis  for  the  jurisdiction  of  a  circuit  court  of  the  United 
States.     Merserole  v.  Union  Paper  fJoUar  Co*  483 

2.  If  the  license  is  void,  because  the  patent  is  void,  the  fact  that  the  plaintiff 
must  show  that  the  patent  is  void,  in  order  to  get  rid  of  the  license,  does  not 
make  the  case  one  arising  under  the  patent  act  so  as  to  give  jurisdiction  to  a 
circuit  court..     Ibid,  438 
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a.  The  taking  of  the  oath  is  not  a  condition  precedent,  failing  which  the  patent 
mast  fail.     Hi  J,  536 

3.  Whether  the  oath  be  taken  or  not,  or  the  fee  paid,  the  omission  would  not 
render  the  patent  void  when  granted.     IhiJ.  536 

PARTICULAR  PATENTS. 

Blake — Breaking  Stomss. 

1.  Blake*s  patent  for  machinery  for  breaking  stones,  granted  June  15, 1858,  and 
reissued  January  9,  1866,  is  valid.     Blah  t.  Stafford.  294 

BLANCHAao — Wood  Binding. 

2.  The  patent  of  Thomas  Blanchard,  of  December  18,  1849,  reissued  November 
15,  1859,  is  for  a  combination  of  the  parts  composing  the  wood-bending 
machine  described  in  his  specification.     Blanchard  ^.  Puttman,  186 

3.  Blanchard*s  patent  is  for  a  wood-bending  machine  with  a  rotating  form,  and 
does  not  include  a  stationary  form.     Ibid.  186 

Blandy-^-Stkam  Engin ss. 

4.  The  improved  bed  plate  patented  to  H.  and  F.  J.  L.  Blandy,  August  3,  1858, 
embraces  these  particulars :  i .  A  hollow  continuous  bed  plate  placed  between 
the  boiler  and  the  engine.  2.  The  bed  plate  to  have  flanges  on  its  upper  and 
outer  side  cast  with  it.  3.  The  attachment  and  securing  of  the  operative 
parts  of  the  engine  upon  its  upper  and  outer  side  by  means  of  the  flanges. 
Blandy  v.  Griffith.  609 

5.  The  bed  plate  covered  by  Blandy*s  patent  is  not  a  frame  composed  of  hollow 
tubes,  but  a  single  continuous  shell  or  tube,  attached  laterally  to  the  boiler 
and  having  the  engine  attached  laterally  to  it.     Ibid.  609 

6.  The  patent  granted  to  Blandys  examined  and  sustained.     Ibid.  609 

Cawood — Railroad  Bars. 

7.  Letters  patent  granted  to  Joseph  D.  Cawood,  September  9,  1 85 6,  for  an  ''im- 
provement in  repairing  railroad  bars,**  are  valid,  the  invention  being  both  new 
and  useful.      Turrill  v.  Illinois  Central  R.  R.  330 

CoNovsR — Wood  Splitting. 

8.  The  phrase  "operating  at  right  angles  with  the  service  of  the  bed  or  car- 
riage,** in  the  first  claim  of  letters  patent  granted  to  Jacob  A.  Conover,  May 
15,  1855,  is  a  description  of  that  which  is  incidental  and  not  essential.  The 
complainant  is,  therefore,  not  to  be  held  strictly  to  it,  and  the  use  of  cutters 
operating  in  the  same  horisontal  plane  with  the  carriage,  the  machine  being 
in  other  respects  the  same  as  that  of  complainant,  is  an  infringement  of  the 
patent*     Conover  v.  Dohrman,  382 

CaoMPTON — Looms. 

9.  The  claim  of  Crompton  is  for  a  combination  of  five  elements,  to  wit :  the 
jacks,  the  lifter,  the  depressor,  the  patent  chain,  and  the  holding  mechanism ; 
and  any  machine  combining  substantially  in  the  same  manner  subsuntially 
the  same  elements,  or,  well-known  substitutes  for  the  same,  must  be  regarded 

as  an  infiringement.     Crompton  v.  Belknap  Mills,  536 
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patentee  or  to  him,  but  at  the  same  time  notified  them  that  he  would  not 
release  the  city,  but  would  look  to  and  require  it  to  pay  him  royalty:  Held: 
That  this  reservation  was  of  no  effect,  because  inconsistent  with  the  license 
to  the  contractors.  He  could  not  authorize  them  to  use  the  patented  process 
without  relieving  them  from  responsibility  for  an  infringement,  and  the  very 
act  of  relieving  them  relieved  the  city.     Bige/otv  v.  City  of  Louisville.  602 

See  Assignee;  Assignment;  E^^uity,  2;  Evidence,  10;  Infringe- 
ment, 13;  Injunction,  2;  Power  or  Attorney,  2;  Practice, 

MASTER. 

See  Practice,  21,  22,  23,  24. 

MODEL. 

See  Evidence,  ii,  21. 

NOTARY  PUBLIC. 

I.  Where  a  notary  public,  in  signing  a  jurat,  appended  to  his  name  the  words 
*'  notary  public,**  and  affixed  a  seal  bearing  his  name  and  the  words  **  notary 
public:  Held:  That  this  was  a  sufficient  compliance  with  the  act  of  Sep- 
tember  16,  i860.     Goodyear  v.  Hulliken,  251 

NOVELTY. 

1.  Maynard*s  primer  would  not  be  likely  to  suggest  even  to  an  ingenious  me- 
chanic, and  did  not  in  fact  suggest  to  Wilson,  his  improvement,  and  the 
latter  was  patentable  notwithstanding  the  prior  existence  of  the  former. 
Potter  V.  Whitney,  77 

2.  Combinations  of  fixed  and  movable  press  blocks,  in  angle  iron,  bayonet,  an- 
chor, and  railroad  iron  machines,  which  could  not  be  successfully  used  to  pro- 
duce the  effect  produced  by  the  patented  machine,  do  not  anticipate  the  in- 
vention of  the  patentee.     Turritl  v.  Illinois  Central  R,  R.  330 

3.  The  question,  upon  the  issue  of  novelty,  is  not  whether  the  invention  is  bet- 
ter or  worse  than  its  predecessors,  but  whether  it  is  new  and  useful,  and  dif- 
ferent firom  anything  before  used  or  known.     Blandy  v.  Griffith.  609 

4.  Priority  of  conception,  followed  by  a  prior  patent,  gives  priority  of  right. 
Sayles  v.  Hapgood.  632 

See  Combination,  8  ;  Double  Use,  7 ;  Evidence,  6,  17  ;  Foreign  Use  ; 
Invention,  26,  30;  Particular  Patents,  12,  19,  63,  72;  Prior 
Invention;   Prior  Knowledge;  Prior  Use;  Public  Use,  2,  3. 

OATH  OF  INVENTION. 

I.  The  fact  that  a  blank  form  of  oath  not  executed  is  found  among  the  papers 
can  not  overcome  the  direct  recital  of  the  letters  patent  that  the  oath  was 
taken,  or  the  presumption  that  the  requirements  of  the  law  were  complied 
with  in  issuing  the  patent.     Crompton  v.  Belknap  Mills.  536 

86 
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2.  The  uking  of  the  oath  is  not  a  condition  precedent,  failing  which  the  patent 
must  fail.     Ibid.  536 

3.  Whether  the  oath  be  taken  or  not,  or  the  fee  paid,  the  omission  would  not 
render  the  patent  void  when  granted.     Ibid*  536 

PARTICULAR  PATENTS. 

Blake — Breaking  Stonks. 

1.  Blake*8  patent  for  machinery  for  breaking  stones,  granted  June  15,  1 858,  and 
reissued  January  9,  1866,  is  valid.     Blake  v.  Stafford.  294 

Blanchard— Wood  Bending. 

2.  The  patent  of  Thomas  Blanchard,  of  December  18,  1849,  reissued  November 
15,  1859,  is  for  a  combination  of  the  parts  composing  the  wood-bending 
machine  described  in  his  specification.     Blanchard  t.  Puttman.  186 

3.  Blanchard*s  patent  is  for  a  wood-bending  machine  with  a  rotating  form,  and 
does  not  include  a  stationary  form.     Ibid.  186 

Bland Y — Stkam  Engines. 

4.  The  improved  bed  plate  patented  to  H.  and  F.  J.  L.  Blandy,  August  3,  1858, 
embraces  these  particulars :  i .  A  hollow  continuous  bed  plate  placed  between 
the  boiler  and  the  engine.  2.  The  bed  plate  to  have  flanges  on  its  upper  and 
outer  side  cast  with  it.  3.  The  attachment  and  wcuring  of  the  operative 
parts  of  the  engine  upon  its  upper  and  outer  side  by  means  of  the  flanges. 
Blandy  v.  Griffith.  609 

5.  The  bed  plate  covered  by  Blandy*s  patent  is  not  a  frame  composed  of  hollow 
tubes,  but  a  single  continuous  shell  or  tube,  attached  laterally  to  the  boiler 
and  having  the  engine  attached  laterally  to  it.     Ibid.  609 

6.  The  patent  granted  to  Blandys  examined  and  sustained.     Ibid.  609 

Cawood— Railroad  Bars. 

7.  Letters  patent  granted  to  Joseph  D.  Cawood,  September  9,  1856,  for  an  *' im- 
provement in  repairing  railroad  bars,**  are  valid,  the  invention  being  both  new 
and  useful.     Turrill  v.  Illinoit  Central  R.  R.  330 

CoNovER — Wood  Splitting. 

8.  The  phrase  '^  operating  at  right  angles  with  the  service  of  the  bed  or  car- 
riage,** in  the  first  claim  of  letters  patent  granted  to  Jacob  A.  Conover,  May 
15,  1855,  is  a  description  of  that  which  is  incidental  and  not  essential.  The 
complainant  is,  therefore,  not  to  be  held  strictly  to  it,  and  the  use  of  cutters 
operating  in  the  same  horizontal  plane  with  the  carriage,  the  machine  being 
in  other  respects  the  same  as  that  of  complainant,  is  an  infringement  of  the 
patent,     (^notter  v.  Dohrman.  382 

Crompton — Looms. 

9.  The  claim  of  Crompton  is  for  a  combination  of  five  elements,  to  wit :  the 
jacks,  the  lifter,  the  depressor,  the  patent  chain,  and  the  holding  mechanism  { 
and  any  machine  combining  substantially  in  the  same  manner  substantially 
the  same  elements,  or,  well-known  substitutes  for  the  same,  must  be  regarded 

as  an  infiringement.     Crompton  v.  Belknap  Mills.  536 
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CUMMINGS ARTiriCAL  TeITH. 

10.  Letters  patent  granted  to  John  A.  Cummtngs,  June  7,  1864,  for  improve- 
ment in  artificial  gums  and  palates,  examined  and  sustained.  Dental  Vulcan- 
ite Co.  V.  fFttherbte,  87 

Davis,  Wilson — Sewing  Machine. 

11.  The  ''assistant  or  helper"  described  in  the  patent  granted  to  Job  A.  Davis, 
October  9, 1866,  is  an  equivalent  for  and  an  infringement  of  one  of  the  feed- 
ing surfaces  patented  to  Allen  B.  Wilson,  November  12,  1850.  It  may  not 
be  as  perfect  and  efficient  as  the  arrangement  of  Wilson,  but  it  operates  upon 

the  same  principle.     Potter  v.  Dan'u  Sewing  Machine  Co.  472 

DuNDAS,   MaESH CULTIVATOES. 

12.  Letters  patent  for  an  improvement  in  cultivators,  granted  to  James  Dundas, 
February  8,  1859,  and  reissued,  are  void  for  want  of  novelty,  the  same  inven- 
tion having  been  conceived  and  a  machine  constructed  by  one  Marsh,  before 
the  conception  of  the  invention  and  the  construction  o£  a  machine,  respect- 
ively, by  Dundai.     Sayles  v.  Hapgood.  632 

Draper,  De  Forest — Skeleton  Skirts. 

1 3.  The  Draper  patent,  owned  by  plaintiff,  is  a  valid  prior  patent  for  the  hoops 
and  pockets,  as  an  element  in  defendant*s  combination  under  De  Forest's  pat- 
ent. If  De  Forest's  patent  is  a  valid  patent  for  such  combination,  the  plaintiff 
can  not  use  such  combination  without  obtaining  a  right  to  do  so  under  the 
De  Forest  patent,  nor  can  De  Forest  or  those  holding  under  him  use  the  inven- 
tion of  Draper  as  an  element  in  De  Forest's  combination  without  obtaining  a 
right  to  do  so  ftom  plaintiff.     Doughty  v.  West,  580 

FtfszARD  &  Hatch — Surfacing  Fibrous  Material. 

14.  The  patent  of  Fuzzard  and  Hatch  described  and  claimed  as  an  element  of 
their  combination,  a  heated  pressure  roller:  Held:  That  a  machine  employ- 
ing all  of  the  elements  of  their  combination,  except  the  heated  pressure  roller, 
and  for  which  a  pressure  roller  not  heated  was  substituted,  did  not  infringe 

the  patent.     Fuvzard  Wadding  Manufacturing  Co.  v.  Dickinson.  289 

Gale — Rendering  Joints  Steam  Tight. 

15.  The  claim  of  letters  patent  for  **  means  for  rendering  joints  steam-tight,** 
granted  W.  S.  Gale,  July  27,  1857,  is  not  for  grooved  surfaces,  but  for  the 
art  or  process  of  the  self-packing  of  steam  used  in  steam  machinery,  when 
effected  by  allowing  the  steam  to  act  in  one  or  more  grooves,  as  described. 
Poillon  V.  Schmidt.  476 

16.  The  claim  is  not  to  all  methods  of  causing  steam  to  become  a  packing  to 
itself  in  steam  machinery,  but  to  the  method  described  in  the  specification, 
whereby  the  newly  discovered  property  of  steam  is  made  to  subserve  a  useful 
purpose  by  being  carried  in  effect  into  a  practical  mode.     Jbid,  476 

17.  The  claim  would  be  the  same  in  effect  if  it  were  to  claim  an  arrangement  of 
grooves  substantially  as  specified,  when  used  in  connection  with  steam,  by 
acting  in  the  grooves  in  the  manner  described,  to  become  a  packing  to  itself 

in  steam  machinery.     Jbid.  476 
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18.  The  use  of  such  grooves  in  connection  with  air  in  a  blowing  machine  or  air 
engine,  to  form  an  air  packing,  prior  to  the  invention  of  Gale,  is  not  an  antici- 
pation of  his  invention.     Ihid,  476 

19.  The  fact  that  air  packing  has  been  described  for  ten  years  before  Calebs  inven« 
tion  of  steam  packing  is  a  strong  circumstance  to  be  considered  in  determin- 
ing whether  the  steam  packing  device  was  an  obvious  modification  of  the 
prior  air  packing.     Hid.  476 

GoLAY^MlLLSTONS    DkESSING. 

10.  The  letters  patent  for  improvement  in  '*  millstone  dressing,**  granted  January 
21,  1868,  to  Samuel  Golay,  as  to  that  part  of  the  invention  set  forth  in  the 
first  and  third  claims,  are  invalid,  inoperative,  and  void.     Gilmore  v.  Gclay.    522 

GooDYiAx — Hard  Rubber. 

21.  The  words,  "other  allied  gums** and  "other  vulcanizable  gums,** used  in  the 
specifications  and  claims  of  the  reissues  of  Nelson  Goodyear,  are  not  intended 
to  cover  any  gum,  though  then  unknown,  which  may  be  capable  of  vulcani- 
sation. They  include  only  caoutchouc  and  other  gums  then  known  to  be 
vulcanizable.      Goodyear  v.  Berry,  439 

22.  Simp6on*s  rubber  is  only  an  improvement  on  the  invention  of  Nelson  Good- 
year, embodying  the  latter,  and  not  capable  of  being  used  without  it,  in  so 
far  as  it  involves  the  use  of  sulphur  in  the  proportions  covered  by  the  Nelson 
Goodyear  reissues.      Goodyear  Dental  F'ulcaaite  Co.  v.  Exfans,  390 

23.  The  invention  of  Nelson  Goodyear  consists  in  producing  a  subsunce  having 
the  qualities  named  by  him,  and  produced  by  mixing  sulphur  with  a  vulcan- 
izable gum,  in  the  proportion  of  one  pound  of  gum  to  a  quantity  of  sulphur 
sufficient  to  produce  such  substance,  and  then  subjecting  the  compound  to  a 
degree  of  artificial  heat  sufficiently  high  to  produce  such  substance  for  a 
length  of  time  sufficient  to  produce  it.     Goodyear  v.  AfuJiee.  209 

24.  There  is  no  foundation  for  the  suggestion  that  the  patentee  is  limited  to  a 
quantity  of  sulphur  not  exceeding  one  pound  to  a  pound  of  gum,  or  that  a 
quantity  of  sulphur  as  great  as  twenty-two  ounces  to  a  pound  of  gum  is  not 
within  the  claims  of  his  patents,  provided  the  substance  produced  has  the 
qualities  of  the  substance  referred  to  in  bis  patents.     Ihid.  209 

25.  The  owners  of  Nelson  Goodyear*s  patent  are  not  limited  to  a  quantity  of  sul- 
phur not  exceeding  one  pound  to  a  pound  of  gum.     Jird.  259 

26.  A  quantity  of  sulphur  as  great  as  twenty-two  ounces  to  a  pound  of  gum  it 
within  the  claims  of  the  patent,  provided  the  substance  produced  has  the 
qualities  of  the  substance  referred  to  in  the  patents.     Jbid.  259 

27.  The  specification  of  Nelson  Goodyear  for  hard  rubber  does  not  limit  the  in- 
vention or  claim  to  sulphur  when  working  through  chemical,  as  distinguished 
firom  physical  or  molecular  laws.     Goodyear  v.  Rust,  456 

28.  The  patent  granted  to  Henry  B.  Goodyear  as  administrator  of  Nelson  Good- 
year, May  6, 1 85 1,  is  for  an  improvement  in  the  process  of  Charles  Goodyear 
in  preparing  India  rubber,  as  patented  to  him  June  15,1 844.  Goodyear  ▼. 
ff^ait.  24a 
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29.  The  improvement  consists  in  thoroughly  mixing  the  rubber  with  sulphur  in 
the  proportion  of  four  ounces  to  a  pound  of  sulphur  to  a  pound  of  rubber, 
and  then  subjecting  the  same  to  a  high  degree  of  beat,  as  in  the  vulcanising 
process  of  Charles  Goodyear,  until  the  compound  shall  have  actjuired  the 
hard  and  tough  property  found  in  ivory,  bone,  tortoise  shell,  and  horn,  and 

the  spring-like  property  under  llexure  found  in  whalebone.     Hid.   '  24a 

30.  The  specifications  of  the  Nelson  Goodyear  patents  are  sufficiently  clear  and 
exact  to  enable  a  workman  of  ordinary  skill  to  make  the  hard  rubber  without 
experiment  or  further  invention.     Ihid,  242 

Hayden — Bkass  Kettle  Machine. 

31.  The  grant  under  letters  patent  to  H.  W.  Hayden,  dated  December  16,  1851, 
was  valid  and  required  invention,  provided  the  means  used,  in  the  manner 
specified,  to  accomplish  the  result,  were  new  and  useful.     fFaterbury  Brass 

Co.  V.  N.  Y.  and  Brooklyn  Brass  Co.  43 

Henshaw — Snap  Hooks. 

32.  Letters  patent  for  an  **  improved  self-mousing  hook,"  granted  to  John  R. 
Henshaw,  October  26,  1858,  and  reissued  February  6,  1866,  are  valid. 
Midd/etotvn  Tool  Co.  v.  Judd.  141 

Hoffman — Paper  Collars. 

33.  The  letters  patent  granted  to  James  H.  Hoffman,  January  4,  1865,  and 
reissued  July  25,  1865,  and  the  letters  patent  granted  to  him  April  4,  1865, 

for  improvement  in  paper  collars,  sustained.     Hoffman  v.  Siiefel,  638 

Jones,  Newton — Zinc  White, 

34.  The  specification  of  letters  patent  granted  to  Samuel  T.  Jones,  February  24, 

1852,  for  "improvement  in  the  manufacture  of  zinc  white,**  is  open  to  the 

objection  that  it  does  not  properly  distinguish,  within  the  meaning  of  section  6, 

act  of  1836,  what  was  invented  by  Jones  from  what  is  found  in  the  English 

letters  patent  granted  to  William  Edwin  Newton,  May  16,  1848.     Jones  v. 

Osgood.  591 

Keen — Paper  Pulp, 

35.  The  letters  patent  granted  Morris  L.  Keen,  September  13,  1859,  is  for  a 
combination  of  devices  which  is  not  used  by  defendants.  American  Wood 
Paper  Co.  v.  Heft.  316 

36.  The  letters  patent  granted  Morris  L.  Keen,  June  16,  1863,  claim  a  per- 
forated diaphragm  of  which  he  was  not  the  inventor.     Jbid.  316 

37.  The  patent,  No.  25,418,  granted  to  Keen,  is  for  a  combination  of  which 
the  stirrers  described  are  a  material  part.  If  no  stirrers  are  used  by  the  de- 
fendants, there  can  be  no  infringement.  American  Wood  Paper  Co,  v.  Fiber 
Disintegrating  Co,  362 

38.  The  second  patent.  No.  38,901,  is  for  a  combination  of  which  the  diaphragm 
and  well   are  material  parts,  and  as  the  defendants  charge  their  boiler  below 

the  diaphragm,  and  use  no  well,  they  do  not  infringe.     Ibid.  362 

KiRBY  8c  Osborne — Harvesters. 

39.  What  is  really  claimed  in  the  reissue  granted  to  Kirby  and  Osborne,  July  9, 
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i86i,  is  an  old  combination,  consisting  of  three  members,  placed  in  new  or 
supposed  new  positions,  yic :  a  cutting  apparatus  and  a  platform  having  a  side 
delivery,  both  being  placed  in  rear  of  a  line  drawn  through  the  front  of  the 
main  wheel,  and  a  raker*s  seat  located  at  the  side  of  the  platform,  and  behind 
a  line  drawn  through  the  cutting  apparatus,  substantially  as  described.  Kirby 
▼.  Beardsley,  265 

40.  The  restricted  location  of  the  seat  in  the  angle  between  the  finger-bar  and  the 
side  of  the  platform  described  in  the  original  patent,  was  abandoned  in  the 
reissue,  and  the  claim  expanded  sufficiently  to  cover  a  seat  placed  in  rear  of 
the  other  parts  of  the  machine,  and  by  or  opposite  the  left  side  of  the  plat- 
form.    Hid.  165 

41.  The  combination  claimed  in  the  reissued  patent  of  Kirby  and  Osborne,  except 
the  diagonal  position  of  the  raker*s  seat,  was  made  by  Cyrenus  Wheeler,  Jr., 

as  early  as  1854,  and  was  therefore  not  new.     Jhiii.  265 

Ladd  &  Kekn — Pulping  Vegetable  Substances. 

42.  The  two  reissues  granted  to  Ladd  &  Keen,  April  7,  1863,  of  original  patent 
ganted  to  Watt  Sc  Burgess,  July  18,  1854,  for  improvement  in  manufacture 
of  paper  pulp  from  wood,  are  illegal  and  void.     American  Wood  Paper  Co, 

V.  Heft,  316 

Mason,  Hagan — Oxidizing  Metallic  Orbs. 

43.  Letters  patent  granted  to  the  assignee  of  Melcbor  B.  Mason,  January  3, 1865, 
for  an  **  improved  method  of  desulphurizing  and  oxidizing  metallic  ores," 
held  to  interfere  with  reissue  No.  1988  of  letters  patent  granted  to  the 
assignee  of  VV  illiam  £.  Hagan,  March  8,  1864,  ^^^  *^  improvement  in  stoves ; 
and,  in  so  far  as  they  interfere,  the  patent  of  Mason  adjudged  to  be  void. 
Gold  and  Silver  Ore  Separating  Co.  v.  U.  S.  Diuntegrating  Ore  Co.  489 

Melliek — Paper  Pulp. 

44.  The  last  clause  of  the  claim  of  the  letters  patent  of  Mellier  is  not  such  a  for- 
mal summing  up  and  defining  of  the  limits  of  the  invention,  as  to  restrict  the 
patent  to  the  single  substance  there  mentioned,  "other  vegetable  fibrous 
materials"  having  been  referred  to  in  the  body  of  the  specification.  American 
Wood  Paper  Co,  v.  Fiber  Distintegrating  Co*  362 

45.  The  principle  which  Mellier  discovered  was,  that  the  effect  of  a  solution  of 
pure  caustic  soda  on  certain  vegetable  substances  could  be  increased  by  it, 
under  pressure,  at  a  temperature  of  not  less  than  310^,  so  as  to  result  in  the 
production  of  nearly  pure  fiber  without  resort  to  any  other  chemical  process, 
thereby  saving  both  alkali  and  time.     Ibid,  362 

46.  The  letters  patent  granted  to  M.  A.  C.  Mellier,  May  26,  1857,  for  improve- 
ment in  manufacture  of  paper  firom  straw,  is  intended  for  strazu  alone,  et  simHia, 
American  Wood  Paper  Co.  v.  Heft,  21 6 

47.  Mellier  was  not  the  first  to  succeed  in  the  enterprise  of  making  paper  from 
straw.     Ibid.  316 

48.  Mellier*s  patent  must  be  construed  by  taking  a  view  of  all  its  parts.     Ibid,      316 

49.  Mellier  says  his  invention  consists  in  subjecting  straw  to  r  pressure  of  at  least 
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seventy  pounds  to  a  square  inch — prefers  eighty.    The  process  used  by  defend- 
ants does  not  come  up  to  the  minimum  claimed  by  Mellier.     Ibid,  316 

50.  The  patent  of  Mellier  is  maintainable  for  wood  as  well  as  straw.     Ibid.  316 

Morris,  Blanchard — Wood  Bknoing. 

51.  The  patent  of  John  C.  Morris,  of  March  11,  1856,  reissued  May  27,  1862, 
for  improvements  in  wood-bending  machines,  explained  in  its  relation  to  the 
patent  of  Thomas  Blanchard.     Blanchard  v.  Puttman.  186 

52.  Morris*  patent  of  March  11,  1856,  and  the  reissue  thereof,  dated  May  27, 
1862,  for  ''improvement  in  wood-bending  machines,**  defined,  construed,  and 
sustained.     Morris  v.  Royer,  176 

53.  The  first  claim  of  said  patent  held  to  be  for  a  combination  of  a  stationary 
form,  damps,  and  levers,  whether  said  levers  do  or  do  not  work  upon  fixed 
fulcrums.     Ibid,  176 

54.  The  third  claim  held  to  be  for  the  elements  named  in  the  first  claim,  in  com- 
bination with  hooks,  or  hooks  and  pins,  to  hold  the  bent  wood  to  the  form. 
Ibid,  176 

55.  The  novelty  of  Morris*  patent  is  not  impeached  by  the  inventions  described 
in  Thomas  Blanchard*s  patent  of  December  18,  1849,  for  **  improved  method 

of  bending  wood.**     Ibid.  176 

56.  A  machine  employing  a  stationary  form,  clamps,  and  levers,  in  which  the 
levers  did  not  work  upon  fixed  fulcrums,  held  to  be  an  infringement  of  Mor- 
ris* patent.     Ibid.  176 

Mowry,  Whitney — Car  Wheels. 

57.  The  process  described  in  the  patent  to  A.  L.  Mowry,  dated  May  7,  1861,  of 
annealing  car  wheels  in  pits,  by  charcoal  interlaid  between  the  wheels,  is  sub- 
stantially the  same  as  that  patented  to  Asa  Whitney.     fVhitney  v.  Mo'wry,     157 

Nicholson — Wooden  Pavements. 

58.  Nicholson,  in  his  patent  granted  August,  1854,  makes  no  claim  to  the  exclu- 
sive use  of  blocks,  nor  of  the  gravel  and  tar  between  or  over  them  ;  nor  of 
any  of  the  separate  parts  which  go  to  make  up  the  structure.  Nicholson 
Pavement  Co,  v.  Hatch,  432 

59.  What  he  claims  as  his  invention  is  the  combining  of  the  foundation  of 
the  pavement  with  the  blocks,  or  the  long  blocks  and  strip  of  board,  these 
being  so  arranged  as  to  form  cells  or  channels  with  wooden  bottom  for  the 
reception  of  broken  stone  or  gravel  and  tar.     Ibid,  432 

60.  The  patent  is  not  infringed  unless  the  foundation  and  blocks  are  used  by  the 
defendant  in  a  similar  combination.  The  use  of  one  of  them  without  the 
other,  though  all  the  other  necessary  elements  in  the  formation  of  the  pave- 
ment are  employed,  violates  no  right  of  the  patentee.     Ibid,  432 

61.  A  pavement  presenting  the  same  external  appearance  similar  to  that  of  the 
patentee,  but  in  which  the  blocks  are  placed  directly  upon  the  graded  earth, 
no  boards  or  other  foundation  being  interposed,  is  not  an  infringement  of  the 
Nicholson  patent.     Ibid,  432 
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OSBORN BoNNST  PRESSING. 

62.  The  invention  covered  by  letters  patent  issued  to  William  Osborn,  August  19, 
1856,  and  reissued  May  29,  1866,  consists  in  shaping,  by  means  of  heated 
dies,  the  whole  of  a  bonnet  frame  or  other  similar  article,  to  be  worn  upon 
the  head,  at  one  operation,  instead  of  requiring  several  successive  operations, 

as  had  been  previously  practiced.     Douhleday  v.  Sherman.  369 

63.  Prior  to  the  invention  of  Os'born,  the  forming  of  the  flaring  face-piece  and 
side- crown  of  a  bonnet,  jointly,  at  one  operation,  had  never  been  effected. 
Ibid.  369 

Roberts — ^Torpedo  for  Oil  Wells. 

64.  Roberts  was  the  first  inventor  of  the  torpedo  patented  to  him  April  25,  1865. 
Robertt  v.  Reed  Torpedo  Co.  638 

ScHOOLBY — Curing  Meat. 

65.  The  invention  of  John  C.  Schooley,  as  set  forth  in  his  patent  of  March  13, 
1855,  for  "  improvement  in  processes  for  curing  meats,**  is  not  for  a  machine, 
but  for  a  process  or  method  of  curing  meats  and  preserving  fruits  and  pro> 
visions  by  means  of  circulating  currents  of  air,  artificially  dried  by  ice  or  its 
equivalent,  through  the  room  where  the  curing  takes  place,  substantially  as 

set  forth  in  the  specification.     Pike  v.  Potter.  55 

Sibley — Curling  Hat  Brims. 

66.  The  invention  described  in  letters  patent  granted  to  Frank  S.  Sibley,  October 
9,  i860,  consists  in  employing  a  rope,  strap,  or  band,  to  turn  up  or  curl  the 
brims  of  hats,  in  combination  with  upper  and  lower  heated  dies,  which  press 

a  flat  sheet  of  material  between  them  to  form  a  hat.     Douhleday  v.  Sherman.  371 

Simpson,  Goodyear — Dental  Rubber. 

67.  Hard  rubber  manufactured  under  the  patent  of  Edward  L.  Simpson,  dated 
October  16,  1866,  is  an  infringement  of  the  Nelson  Goodyear  reissues.  Good- 
year V.  Berry.  439 

68.  The  invention  patented  to  Edwin  L.  Simpson,  October  16,  1866,  for  an  "  im- 
provement in  dental  rubber,**  on  the  face  of  the  specification,  seems  to  be  one 
merely  for  getting  rid  of  the  odor  and  taste  of  the  sulphur  used.  Goodyear 
Dental  Vulcanite  Co.  v.  Evans,  390 

69.  The  Simpson  patent,  in  the  sense  of  the  law  and  of  the  decisions  as  to  grant- 
ing injunctions,  is  not  an  adverse  patent,  or  one  for  the  same  invention  as 
Goodyear*8,  or  one  conferring  upon  its  holder  znj  prima  faeie  legal  authority 

to  use,  in  working  it,  anything  before  patented  by  the  Goodyear  reissues.    Ibid,  390 

70.  The  compound  described  in  the  patent  of  Edward  L.  Simpson,  October  16, 
1866,  is  substantially  the  same  as  discovered  by  Goodyear,  and  is  an  infringe- 
ment of  his  patent  for  a  hard  rubber  product.     Goodyear  v.  Rust.  456 

Southworth — Plate  Holder  for  Cameras. 

71.  The  invention  described  in  the  letters  patent  granted  to  Albert  S.  Southworth, 
April  10,  1855,  reissued  September  25,  i860,  consists  in  bringing  successively 
into  the  field  of  the  lens  of  a  camera,  the  diflFcrent  portions  of  a  single  plate 

or  several  smaller  plates.     Ormsbee  v.  fVood.  37a 
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72.  The  plate  holder  for  cameras  patented  by  Albert  S.  South  worth,  April  10, 
1855,  existed,  and  was  carried  into  practical  operation  by  working  machines, 
and  was  in  use  by  practical  photographers  seven  or  eight  )ears  before  the  date 
of  his  patent  and  before  he  had  perfected  his  machine.  The  patent  is  there- 
fore void,     ff^ing  v.  ScAconmaker.  607 

SuGGKTT — Pumps. 

73.  The  patent  of  James  Suggett,  granted  March  29,  1864,  w^'  ^^^  >  "  combi- 
nation of  a  perforated  iron  pipe  and  pointed  plug  in  the  shape  of  and  to  be 
used  as  a  drill,  and  a  common  pump.     Haselden  v.  Ogden,  378 

74.  The  manufacture  and  sale  of  a  pump  and  drill  without  a  perforated  pipe,  or  of 

a  perforated  pipe  and  drill  without  a  pump,  would  be  no  infringement.     Ibid.  378 

Thomas  &  Everett,  Marshall — Looms. 

75.  The  loom  manufactured  under  letters  patent  granted  to  S.  T.  Thomas,  July 
3,  1855,  and  February  xi,  1862,  and  to  Thomas  and  Everett,  July  25,  1866, 
does  not  infringe  the  patent  granted  to  Moses  Marshall,  December  11,  1849, 

as  reissued  and  extended.     CroMpton  v.  Belknap  Mills.  536 

Thompson — Caustic  Alkalies. 

76.  The  improvements  patented  to  George  Thompson,  October  21,  1856,  and 
reissued  in  three  divisions,  April  16,  1867,  are  new,  useful,  and  patentable. 
Pennsylvania  Salt  Co.  v.  Gugenhcim.  423 

Trbadwkll,  Frith — Cannon. 

77.  The  improvement  in  the  manufacture  of  cannon  patented  to  Daniel  Tread- 
weli,  December  11,  1855,  was,  upon  a  fair  and  liberal  construction  of  the 
specification  and  claim,  intended  to  be  confined  to  cast-iron  guns.  A  gun  of 
that  material  is  mentioned  in  the  specification  of  the  original  and  reissued 
patents,  and  no  other.      Treadioell  v.  Parrott.  124 

78.  The  precise  percentage  of  variation  set  fbrth  in  the  TreadwcU  patent  is  not 
necessary  or  material,  and  does  not  bind  the  patentee.  All  that  is  essential 
or  useful  is  a  reference  to  the  principle  or  law  of  the  expansibility  of  wrought 
iron,  and  the  extent  to  which  it  may  be  carried  by  heat,  without  weakening 
its  tenacity  or  elasticity.  This  would  be  sufficient  to  enable  the  intelligent 
mechanic  to  construct  the  improvement  and  protect  the  invention  firom  inva- 
sion or  inftingement.     Ibid.  124 

79.  Treadwell  was  not  the  original  and  first  inventor  of  the  improvement  patented 

to  him,  December  11,  1855,  and  reissued  February  4,  1862.     Substantially 

the  same  improvement  is  found  in  the  prior  English  patent  granted  to  John 

Frith  in  1843.     Ibid.  124 

White — Fire  Arms. 

80.  The  substance  of  the  invention  of  RoUin  White  is  in  extending  the  chamber 
through  the  cylinder  of  the  revolving  pistol,  so  that  it  may  be  loaded  by  in- 
serting the  charge  in  the  rear  instead  of  the  firont  as  heretofore.     Whttt  v.    . 
Boker.  66 

81.  The  conical  form  of  the  front  of  the  chamber  is  incidental,  and  embraced,  in 
contemplation  of  law,  all  the  equivalents,  of  which  a  cylindrical  chamber  and 

a  flanged  cartridge  is  one.     Ibid,  66 

87 
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Whitney — Ca«  Wheels. 
1)2.  Aia  Whitney  was  the  first  person  to  apply  a  process  of  slow  cooling,  analogous 
to  annealing,  in  the  manufacture  of  chilled  cast-iron  car  wheels,  thereby  pre- 
venting inherent  strains  from  unequal  contraction.     fFkitney  v.  Afotory.  157 

83.  This  invention  was  not  anticipated  by  the  ordinary  process  of  annealing  metals 

as  applied  to  wheels  other  than  car  wheels.     UiJ.  157 

84.  The  application  of  annealing,  to  the  art  of  manu&cturing  car  wheels,  was 
new  and  patentable.     Ihid.  157 

85.  Neither  Whitney  nor  Mowry  claim  the  apparatus.  The  invention  of  Whit- 
ney consists  in  the  process,  and  this  is  infiringed  by  Mowry.     Jhid.  157 

Wilsom-^>Sewing  Machines. 

F  6.  When  a  mechanic  has  the  leading  idea  which  is  developed  in  Wilson*s  patent 
once  thoroughly  understood  and  fired  in  his  mind,  he  can  carry  out  that  idea 
in  a  variety  of  forms  simply  by  the  exercise  of  mechanical  ingenuity.  Potter 
v.  ScJUnck,  81 

87.  Merely  reversing  the  feeding-bar  of  Wilson  does  not  change  the  principle  of 

his  invention     Jhid.  %i 

Woodman — Ornamenting  Lbathke. 

88.  The  patent  of  Woodman,  dated  March  29,  1864,  for  ''improved  machine 
for  ornamenting  leather,**  is  not  for  '*a  pebbling  roller  however  it  may  be 
used,**  but  for  a  combination  of  the  short  revolving  roller  with  a  figure  en- 
graved or  sunic  on  its  periphery,  a  radial  arm  to  give  pressure,  and  springs  to 
equalize  the  pressure,  moving  over  the  table  in  such  a  manner  that  the  rollers 
shall  be  properly  pressed  upon  the  leather  and  move  over  it  in  substantially 

the  same  line  at  each  operation  of  the  machine.     H^oodgum  v.  Stimpun,  98 

Woodward — ^Skirts  and  Bustles. 

89.  The  patent  of  E.  F.  Woodward,  reissued  September  29,  1857,  claims  an 
elastic  hoop  consisting  of  a  spiral  formed  of  any  proper  material,  either  with 

or  without  a  core.      West  v.  Si/vcr  fFire  and  Skirt  Manu/atturiiig  Co,  306 

90.  This  is  a  patent  for  a  hoop,  formed  by  the  spiral,  but  not  for  a  covering  for  a 
hoop.     Ibid.  306 

91.  A  hoop  consisting  of  a  steel  spring,  and  covered  with  a  fine  spiral  wire,  which 
used  alone  would  be  worthless,  and  which  as  it  was  used  was  obviously  design- 
ed only  for  a  covering,  while  the  hoop  was  the  strip  of  steel,  is  not  an  in- 
fringement of  Woodward*s  patent.     Ihid.  306 

Yale,  Isham — Locks. 

92.  The  combination  set  forth  in  the  first  claim  of  reissued  letters  patent  granted 
Linus  Yale,  Jr.,  April  28,  1863,  is  found  in  the  prior  patent  of  Henry  Isham, 
dated  November  12,  1845,  and  is  therefore  void.     Tale  &  GreemUaf  Mauu" 
facturing  Co,  v.  North.  279 

93.  The  second  claim  of  the  reissue  is  valid  and  infringed  by  the  locks  manufac- 
tured by  defendant     Ibid,  279 

See  Abandonment;  Construction  or  Patents,  i,  8,  9,  11,  13,  14, 
18,  21,  22,  26,  29$  Infringement,  6,  9,  21,  22;  NorsLTTy  i. 
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PARTIES. 

See  LicKNSBE,  2;  Pliading,  9;  Practice,  8,  13,  30. 

PATENT. 

I.  The  seal  of  the  United  States  and  the  signature  of  the  proper  officers  to  the 
grant  must  be  respected  in  the  absence  of  fraud,  so  long  as  the  United  States 
themselves  do  not  question  the  grant.     Doughty  v.  fF'est*  580 

See  Division  or  Patent,  i  ;  Fraud,  i,  8,  9;  Practice,  29. 

PATENTEE. 

See    Acquiescence,    i,    13  j    Administrator;    Application,   5,    6; 
Claim,  1  j  Reissue,  14. 

PATENT  OFFICE  PRACTICE. 

See  Application,  1,4,  6,  8;  Evidence,  18;  Extension,  5,  13,  14, 15, 
1 6 ;  Oath  or  Ivention  ;  Peactice,  29 ;  Public  Use,  i  ;  Reissue, 

Si  6,  7i  10.  i3>  *S»  30- 

PLEADING. 

1.  The  bill  of  complaint  having  counted  upon  the  infringement  by  the  defend- 
ant of  four  separate  patents  for  distinct  improvements  in  reaping  machines, 
all  of  which  were,  however,  alleged  to  be  infringed  in  a  single  machine  con- 
structed and  sold  by  the  defendant.  Held:  That  the  bill  was  not  bad  for 
multifariousness.     Nourse  v.  AJ/en,  63 

2.  It  is  not  necessary  that  a  complete  deduction  of  title  should  be  set  forth  in  the 
bill.  A  simple  averment  that  the  title  to  the  patents  is  vested  in  the  com- 
plainant is  sufficient.     Hid.  63 

3.  To  justify  a  judgment  for  a  penalty  for  putting  the  word  *'  patent  **  on  an  un- 
patented article,  the  declaration  must  allege,  and  there  must  be  proof  on  the 
trial,  that  the  article  was  legally  the  subject  of  a  patent.  United  States  v. 
Morris.  72 

4.  A  defense  that  the  complainants  are  not  a  corporation,  must  be  pleaded  in 
abatement.  It  can  not  be  pleaded  in  bar,  nor  be  given  in  evidence  under  the 
general  issue.     Dental  Vuieanite  Co.  v.  fVetherhee»  87 

5.  A  paper  filed  without  leave  to  amend  can  not  be  regarded  as  an  amendment 

to  the  original  answer.     Ihid.  87 

6.  The  allegation  that  the  "  claim  is  fraudulently  and  wisely  made  broader  and 
more  general  and  comprehensive  than  the  invention  does  not  properly  present 

any  material  question  of  fact,  or  raise  any  question  of  fraud.    Blake  v.  Stafford*  294 

7.  The  averments  that  the  specification  of  the  reissue  **  is  vague,  ambiguous,  and 
uncertain,  does  not,  in  a  fiill,  clear,  and  exact  manner,  or  with  sufficient  cer- 
tainty, describe  the  invention  of  the  said  Blake,  or  the  manner  of  making  the 
machine  mentioned  in  his  declaration,  *  *  that  it  contains  more  than  is 
necessary  to  produce  the  desired  result,  *  *  that  the  claim  for  a  mode  of 
breaking  stones  is  frivolous,  *  *  and  that  for  divers  other  reasons  the  pat- 
ent is  void,**  do  not  raise  any  question  of  fact  except  the  one  whether  the 
construction  of  the  machine  is  sufficiently  described  to  enable  one  skilled  in 

the  art  to  make  it.     Ibid,  294 
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8.  In  an  action  on  the  case  the  defendant  can  not  plead  the  general  is»ue  with 
notice  of  special  matter  of  defense,  and  also,  in  a  special  plea,  set  op  the 
same  matter  in  bar.     Read  v.  Miller.  310 

9.  The  practice  is  well  settled  that  it  is  proper,  in  a  suit  in  equity  on  a  patent,  to 
jtiin  as  plaintiff  with  the  owner  of  a  legal  title  to  the  patent  the  party  who 
is  immediately  injured  by  the  infi-ingement,  and  who  is  equitably  entitled  to 

the  fruits  of  the  recovery  in  the  suit.      Goodyear  t.  Allyn.  374 

10.  The  bill  may  be  verified  by  the  equitable  owner  uf  the  patent,  and  a  Terifica- 
tion  by  the  holder  of  the  legal  title  is  not  necessary.     Ibid.  374 

11.  It  is  not  necessary  to  specify  particulars  of  infringement  in  a  bill  in  equity. 
A  general  averment  that  the  defendant  has  infringed  the  letters  patent  is  suffi- 
cient to  put  him  upon  his  answer.      Turrtll  v.  Cammerrer.  462 

12.  It  is  not  sufficient  to  aver  that  the  complainants  are  citizens  of  the  United 
States.  It  should  appear,  affirmatively,  that  they  are  not  citizens  of  the  same 
State  with  the  defendants.      Mtrttrole  v.  The  Union  Paper  Collar  Co,  483 

13.  Substantial  matter  of  defense  as  to  the  novelty  of  the  invention  should  be  set 
up  in  the  answer  with  sufficient  particularity  as  to  time,  place,  and  person,  to 
enable  the  plaintiff  to  know  what  he  has  to  meet.     Brotvn  v.  HalL  531 

14.  Under  such  circumstances  the  defendant  will  be  allowed  to  amend  his  answer 
without  costs,  even  at  the  hearing.     Ibid,  531 

15.  The  rule  is  well  settled  in  equity  that  every  maierial  fact  upon  either  Mde 
must  be  set  up  in  the  pleadings,  and  that  the  Court  can  no  more  consider 
what  is  proved,  but  not  alleged,  than  what  is  alleged  but  not  proved.    Blandy 

V.  Griffith,  609 

16.  Where  the  complainants  insist  upon  an  estoppel  by  a  former  suit  between  the 
same  parties,  the  bill  should  have  averred  the  judgment,  in  anticipation  of 

the  defense.     Ibid.  609 

See  Fraud,  3  ;  License,  2;  Practicz,  5,  6,  7,  8,  9,  10,  13,  26;  Stat- 
ute or  LiMITATIO. 

POWER  OF- ATTORNEY. 

1.  A  power  of  attorney  which  gives  to  the  agent  a  veto  upon  the  acts  of  his 
principal,  is  equivalent  to  a  power  coupled  with  an  interest.     Dty  v.  Candee.       9 

2.  A  power  of  attorney  which  provides  that  the  patent  shall  inure  to  the  benefit 
of  others  is,  in  equity  at  least,  equivalent  to  a  formal  assignment,  and  is  not 
revocable.     Ibid.  9 

3.  Such  a  power  of  attorney  is  a  power  coupled  with  an  interest.     Ibid.  9 

PRACTICE. 

I.  Where  a  case  has  been  tried  at  law,  with  a  verdict  for  the  plaintiff,  and  a  mo- 
tion for  a  new  trial  is  made,  it  is  the  practice  to  refuse  an  injunction  until 
after  the  determination  of  the  motion.     Day  v.  Hartshorn.  32 

I .  A  bill  of  exceptions  and  a  writ  of  error  sued  out  should  have  the  same  eficct 
as  a  motion  for  a  new  trial,  upon  an  application  for  an  injunction,  though 
either  may  be  disregarded  by  the  judge  if  his  conscience  is  satisfied.     Ibid,        32 


INDEX.  693 

Practice. 

3.  Neither  the  verdict  at  law  or  finding  of  the  jury  in  a  feigned  issue  are  ever 
conclusive  upon  the  judge  sitting  in  equity,  upon  a  naotion  for  an  injunction. 
Ibid.  3  a 

4.  It  would  not  follow  that  a  judge  ought  to  grant  an  injunction,  although  he 
might  not  set  aside  the  verdict  of  the  jury.  In  the  one  case  the  jury  are  the 
judges  of  the  facts,  in  the  other  the  chancellor  must  judge  for  himself.     Ibid.     32 

5.  A  court  of  chancery  allows  distinct  and  separate  causes  of  complaint,  between 
the  same  parties,  to  be  joined  in  one  suit  in  order  to  avoid  multiplicity  of 
actions,  unless  it  is  apparent  that  the  defense  will  be  seriously  embarrassed  by 
confounding  different  and  unconnected  issues  and  proofs  in  the  litigation* 
Nourse  V.  Allen.  63 

6.  The  several  improvements  in  question  being  capable  of  a  connected  use,  and 
being  thus  connected  by  the  defendants,  the  convenience  of  both  parties,  as 
well  as  a  saving  of  expense  in  the  litigation,  would  seem  to  be  consulted  in 
embracing  all  the  patents  in  one  suit.     Ibid.  63 

7.  Otherwise,  however,  if  one  of  the  improvements  had  been  charged  to  have 
been  used  upon  one  machine  and  the  other  upon  a  different  machine.     Ibid.     63 

8.  Suits  for  the  recovery  of  the  penalty  prescribed  by  section  5  of  the  act  of 
August  29, 1842,  for  affixing  the  word  *< patent**  to  unpatented  articles,  mu&t 
be  brought  in  the  name  of  the  informer  and  not  in  the  name  of  the  United 
States.      United  States  v.  Morris,  72 

9.  Pending  the  suit  and  subsequent  to  the  filing  of  the  answer,  the  letters  patent 
upon  which  suit  was  brought  were  twice  surrendered  and  reissued,  and  com- 
plainants filed  a  supplemental  bill  of  complaint  founded  upon  the  second 
reissues,  punuant  to  the  usual  practice  in  the  District  of  Massachusetts. 
Dental  Vulcanite  Co.  v.  fFetkerbee.  87 

10.  When  the  plaintifis  are  a  corporation,  and  have  complied  with  the  require- 
ments of  the  statute,  and  the  authorities  of  the  State  have  not  called  the 
validity  of  their  organisation  in  question,  it  can  not  be  admitted  that  a  mere 
wrong-doer  can  set  up  a  defect,  if  there  be  one,  as  a  justification  of  his  wrong- 
ful acts.     Ibid.  87 

11.  Where  the  reissued  patent  is  correct  in  form,  and  there  is  no  proof  of  fraud, 
intentional  error,  or  concealment,  a  mere  wrong-doer  can  not  defend  himself 
against  the  charge  of  infringement  by  proving  that  the  proceedings  which  led 
to  the  reissue  were  irregular,  unless  it  be  shown  that  the  proceedings  were 
contrary  to  law,  or  that  the  patent  was  granted  to  the  wrong  party.     Ibid.         87 

12.  The  presumption  of  law  is,  that  a  surrender  is  made  according  to  law  and  the 
rules  of  the  Patent  Office.     Ibid.  87 

1 3.  Where  A.  was  supposed  to  hold  an  equitable  interest  in  an  extension,  whether, 
under  such  circumstances,  A.  ought  not  to  have  been  made  a  party  complain- 
ant or  defendant  to  a  bill  filed  by  the  assignees  of  H.  to  restrain  a  third 
party  from  infringement,  qudtre,     Aiken  v.  Dolan.  197 

14.  An  inventor  may  bring  an  action  at  law,  or,  if  he  prefer  to  do  so,  he  may  in 
the  first  instance  seek  redress  in  equity  without  having  established  his  right 

at  law.     Goodyear  v.  Hulliken,  251 
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15.  The  defendant  having  been  taken  into  custody  under  an  attachment,  the  case 
was  referred  to  a  master,  to  take  testimony  on  the  question  of  the  intention  of 
the  defendant  in  violating  the  injunction,  to  aid  the  Court  in  determining  the 
punishment  to  be  awarded.      Goodyear  v.  MuUee.  259 

16.  The  policy  of  the  National  Government  in  putting  the  whole  subject-matter 
of  patents  for  new  and  useful  improvements  and  inventions  under  the  control 
of  Congress  and  the  United  States  Courts,  was  evidently  to  provide  a  uni- 
form rule  concerning  the  same  throughout  the  United  States,  so  that  patentees 
shall  everywhere  have  the  same  rights  and  the  same  remedies.     Rud  v. 

Mi  Her.  310 

17.  The  only  effect  of  filing  a  disclaimer  after  bringing  the  suit  instead  of  before 
is  to  prevent  the  plaintiff  from  recovering  his  costs.  It  does  not  prevent  his 
recovery  in  the  suit.      Tuck  v.  Bramkiil.  400 

18.  No  appeal  lies  from  a  decree  in  a  patent  case  which  provides  fbr  a  reference 
to  a  master  to  state  an  account,  until  the  coming  in  of  the  master's  report. 
Potttr  V.  Mack.  428 

19.  The  practice  in  all  of  the  circuits  is  to  make  a  perpetual  injunction  part  of 
the  decree  which  finds  the  infringement.     Ibid.  4.28 

20.  The  injunction  ought  not  to  be  suspended  until  the  final  decree,  unless  there 

be  shown  some  special  grounds  of  peculiar  hardship  to  the  defendant.     Ibid.    418 

21.  An  exception  should  always  be  taken  on  the  spot  to  each  ruling  of  the  master 
which  a  party  intends  to  contest.  It  need  not  be  drawn  up  in  form,  but 
should  be  taken  by  notice  to  the  master  and  entry  upon  his  minutes.  Troy 
Iron  and  Nail  Factory  y.  Corning.  497 

22.  Where  evidence  is  admitted  before  a  master,  and  objections  reserved,  if  the 
master  omits  to  decide  them,  or  ultimately  decides  them  incorrectly,  the  first 
opportunity  should  be  taken  to  except  to  his  omission  or  error.     Ibid,  497 

23*  It  would  seem  from  the  authorities  that,  if  it  is  proper  to  except  at  all  to  the 
master's  final  report  for  rulings  as  to  admitting  or  rejecting  evidence,  this  can 
only  be  done  where  objections  of  the  same  kind  have  been  made  to  the  draft 
report.     Ibid.  497 

24.  Whether,  strictly,  any  exceptions  to  the  master's  rulings  on  the  admission  or 
rejection  of  evidence  can  be  properly  embraced  in  exceptions  to  the  master's 
final  report,  quaere.     Ibid,  497 

25.  Form  of  a  decree  under  section  16  of  the  act  of  July  4,  1836.  Gilmore  v. 
Goiay.  522 

26.  If  the  plaintiff  attend  the  examination  of  the  witnesses  of  defendant, 
without  objecting  to  the  testimony  because  relating  to  defenses  not  set 
up  in  the  answer,  he  can  not  take  advantage  of  the  defect  at  the  hearing. 
Brown  v.  Ha//.  531 

27.  Every  objection  to  testimony  which  could  have  been  uken  and  which  does 
not  appear,  by  the  record  of  the  testimony,  to  have  been  specifically  taken, 
must  be  considered  as  having  been  waived.     Ibid.  531 

28.  An  objection  to  testimony  which  does  not  state  the  grounds  of  objection  is 

not  a  legal  valid  objection.     Ibid.  531 
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29.  The  point  that  a  patent  was  issued  unintentionally  through  a  blunder  of  a 
subordinate  in  the  Patent  Office,  is  one  which  can  not  be  availed  of  in  a  suit 
brought  on  the  patent.  For  any  such  invalidity,  the  only  remedy  would  be 
a  direct  proceeding  by  the  United  States  to  vacate  the  patent.  Doughty  v. 
H^eu,  580 

30.  Where  the  defendant  was  only  one  of  several  directors  of  a  corporation  located 
and  doing  business  in  another  district,  it  ought  to  appear  that  he  has  power 
alone  to  direct  the  use  or  disuse  of  the  apparatus  j  or,  at  least,  a  majority  of 
the  directors  ought  to  be  parties  to  the  suit,     yones  v.  Osgood,  591 

31.  Whether  the  suit  ought  not  to  be  brought  in  the  district  where  the  corpora- 
tion is  located  and  carries  on  its  business,  quaere.     Ibid.  591 

See  Ac<^uizscENCE,  i ;  Administratok,  i  ;  Admission  ;  Ambiguity,  2 ; 
Construction  or  Patent,  17;  Construction  or  Statute,  7,  S, 
II ;  Costs;  Damages;  Disclaimer;  Equity,  3;  Estoppel;  Evi- 
dence; Experts;  Extension,  4,  16;  Fraud,  2,  3,  6,  8,  9; 
Infringement,  i,  5,  8,  12,  20;  Injunction;  Invention,  17; 
Jurisdiction;  Licensee,  i,  3;  Novelty,  3;  Notary  Public; 
Oaih  or  Invention;  Patent;  Particular  Patents,  43; 
Pleading;  Reissue,  8,  20,  25,  30;  Res  Adjudicata;  Statute 
or  Limitation. 

PRIOR  INVENTION. 

1.  Prior  machines  relied  upon  to  defeat  a  subsequent  patent  must  have  been 
working  machines,  which  have  either  done  work  or  been  capable  of  doing  it. 
They  must  not  be  mere  experiments,  afterward  abandoned.  Woodman  v. 
StimpsoH,  98 

2.  If  a  previous  patent  so  fir  describes  a  machine  covered  by  a  subsequent  patent 
that  any  mechanic  of  ordinary  skill  could,  firom  the  description  in  the  first 
patent,  construct  or  supply  all  the  essential  parts  of  the  mechanism  described 

in  the  second  patent,  the  latter  is  void.     Ibid,  98 

3.  Whether  a  prior  inventor  had  a  knowledge  of  the  law  upon  which  the  pat- 
entee's improvement  was  based  or  not,  if  his  construction  met  the  difficulties 
described  in  the  patent  and  overcame  them  in  the  same  way,  it  is  manifest 
that  the  absence  of  such  knowledge  can  not  affect  the  question  of  prior  in- 
vention.    Treadtvell  y,  Parrott.  124 

4.  If  a  prior  machine  were  merely  got  up  for  the  purpose  of  experiment,  and 
was  not  practically  tested,  it  would  not  constitute  a  practical  invention.  Siwift 

V.  Whhen,  343 

See  Double  Use,  5. 

PRIOR  KNOWLEDGE. 

I.  Although  the  work  and  product  of  a  prior  knitting  needle  may  have  been 
imperfect,  yet,  if  both  work  and  product  were  seen  by  persons  who  have  not 
yet  lost  the  recollection  of  them ;  and  more  than  one  of  the  needles,  and  a 
machine  by  which  some  of  them  were  made,  have  been  preserved  to  the 
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present  day,  this  would  constitute  a  sufficient  prior  knowledge  by  others  to 
prevent  a  subsequent  invention  firom  being  new.     Atktn  v.  Doian.  197 

See  FaioK  Use,  i. 

PRIOR  USE. 

1.  When  a  machine  was  constructed  in  1852,  and  was  kept  in  the  cellar  of  the 
maker,  was  occasionally  used  there,  and  had  not  bodily  disappeared  from  view 
at  the  time  of  the  plaintiff's  invention,  yet,  as  its  existence  and  use  were  not 
made  public,  and  the  knowledge  and  use  of  it  did  not  exist  in  a  manner 
accessible  to  the  public,  and  the  defendant,  although  the  son  of  tbe  maker, 
constructed  a  different  machine  for  the  same  purpose,  until  he  heard  of  the 
machine  of  plaintiff,  when  he  remembered  and  brought  out  and  used  the  old 
machine.  Held:  That  this  machine  was  an  abandoned  and  lost  invention, 
and  its  existence  was  no  bar  to  the  recovery  of  plaintiff,  especially  as  the  plain- 
tiff had  no  knowledge  of  its  existence  at  the  time  of  his  invention.  Hall  v. 
Bird,  595 

2.  When  £,  prior  to  the  invention  of  the  patentee,  made  a  single  lock,  which 
was  a  complete,  working  reversible  latch,  requiring  no  alteration,  adaptation, 
addition,  or  improvement  to  fit  it  for  use,  and  exhibited  it  to  several  persons 
but  did  not  put  it  upon  a  door  or  into  use :  Held:  That  this  was  sufficient 
to  deprive  the  patentee  of  the  right  to  be  considered  the  original  and  first  in- 
ventor.    Coffin  v.  Ogden,  640 

3.  A  putting  of  an  invention  into  use  is  generally  strong  evidence  of  a  reduction 
of  it  to  practice,  but  it  may  be  a  completed  invention,  put  into  practical  form, 
ready  for  practical  use,  and  reduced  to  practice,  without  being  put  into  use  in 

the  general  acceptation  of  that  word.     Ibid,  640 

See  Double  Use,  i;  Extension,  13;  Foreign  Use;  Invention,  30. 

PUBLIC  USE. 

1.  It  is  not  possible  to  hold  that  any  use  of  the  invention,  without  the  consent 
of  the  inventor,  while  his  application  for  a  patent  is  pending  in  the  Patent 
Office,  can  defeat  the  operation  of  the  letters  patent  after  they  are  duly 
granted.     Dental  Vulcanite  Co,  v.  Wet  her  bee,  87 

2.  If  an  invention  is  made  and  used  in  a  private  way,  and  then  thrown  aside  and 
not  given  to  the  public,  a  patent  granted  to  a  subsequent  inventor  would  be 

a  valid  patent.     Haselden  v.  Ogden.  378 

3.  If  in  the  use  of  an  invention  by  the  first  inventor,  although  private,  a  subse- 
quent inventor  had  access  to  it  and  could  have  had  knowledge  of  it,  the  pat- 
ent subsequently  issued  to  the  second  inventor  would  be  void.     Jbid,  378 

4.  A  manufacture  and  sale,  by  persons  other  than  the  patentee,  of  articles  made 
upon  the  same  principle  as  the  patented  thing,  for  more  than  two  years  prior 

to  the  application  of  the  patentee,  avoids  tbe  patent.     Cleveland  v.  Totole,      525 

5.  The  statute  (sec.  7,  act  of  1839)  is  inflexible  as  to  the  time  when  the  patent 
is  to  be  applied  fbr,  with  reference  to  the  prior  use  and  sale  of  the  invention. 
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The  neglect  to  apply  within  two  years  after  such  sale  or  use  is  inevitably  fatal. 
Blandy  v.  Griffith.  609 

See  Application,  s,  9 ;  Invention,  30. 

REISSUE. 

1.  A  patentee  is  not  entitled  to  a  reissue  except  for  the  purpose  of  giving  a  more 
perfect  description  of  the  invention  intended  to  be  claimed  by  him  in  bis 
original  patent,  or  of  narrowing  his  claim,  so  as  to  leave  out  parts  of  the 
machinery,  claimed  as  new  in  the  original  patent,  but  which  he  afterward 
finds  to  be  the  invention  of  others.     Knight  v.  Baltimore  &  Ohio  R,  R.  i 

2.  But  he  is  not  bound  to  include  in  his  reissued  patent  all  of  the  improvement 
which  he  claimed,  and  to  which  he  may  have  been  actually  entitled  under 

the  original  patent.     Ihid,  1 

3.  Where  the  patentee  surrendered  his  original  patent  and  obtained  a  reissue,  and 
afterward  surrendered  the  reissued  patent  and  obtained  a  second  reissue.  Held: 
That  the  original  patent  having  been  canceled  when  the  first  reissue  was 
granted,  the  second  reissue  was  not  valid  unless  the  improvement  described  in 
it  was,  in  its  principle  and  mode  of  operation,  the  same  with  that  intended  to 

be  described  in  the  first  reissue.     Ihid,  i 

4.  The  patentee  is  not  entitled  to  surrender  his  patent  and  obtain  a  reissue,  unless 
the  error  to  be  corrected  arose  from  inadvertence,  accident,  or  mistake,  nor 
unless  he  proceeded  to  correct  such  error  within  a  reasonable  time  after  he 
discovered  it.     Wd,  1 

5.  Where  the  patentee  has  assigned  all  his  right,  title,  and  interest  under  letters 
patent  to  another,  but  afterward  surrendered  the  patent  and  obtained  a  reissue 
in  his  own  name :  Held :  That  unless  this  mistake  could  be  corrected  as  a 
clerical  error,  it  could  not  be  corrected  at  all,  as  it  was  clearly  not  a  case  fil- 
ing within  the  provision  authorizing  a  surrender  and  reissue.     Dental  f^ulcatt- 

ite  Co.  V.  ffetherhee,  87 

6.  The  act  of  Congress  does  not,  in  terms,  require  that  the  application  for  the 
surrender  and  reissue  of  a  patent  shall  be  in  writing.  Patents  may  doubtless 
be  surrendered  on  petition  or  by  delivery,  as  the  rules  of  the  Patent  Office 
may  prescribe,  and  in  the  cases  specified  in  the  act  of  Congress  a  new  patent 
may  be  issued  to  the  original  inventor,  or,  in  case  of  an  assignment,  to  his 
assignees.     Ibid,  87 

7.  Where  the  assignment  covers  the  whole  interest  of  the  inventor,  present  and 
prospective,  it  is  undoubtedly  more  regular  that  the  application  for  the  sur- 
render should  be  made  by  the  assignee;  but  the  reissue  would  not  be  void  if 
the  assignment  was  duly  recorded  in  the  Patent  Office,  and  the  application 
for  the  surrender  and  reissue  was  made  with  the  knowledge  and  consent  of 
the  assignee.     Ibid,  87 

8.  The  only  mode  of  impeaching  the  reissue  upon  the  ground  that  it  is  for  a 
different  invention  from  the  original,  where  there  is  no  allegation  or  proof  oi 
firaud,  is  by  showing,  upon  the  face  of  the  instruments,  that  one  is  so  different 
from  and  repugnant  to  the  other  that  the  Court  can  see  that  the  invention 

88 
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described  in  tbe  original  is  another  and  diflerent  one  ^m  that  set  forth  in 

the  reissue.     MiddUtown  Tool  Co.  v.  Judd,  141 

9.  The  claim  in  the  original  was  for  a  new  article  of  manuBicture  j  in  tbe  reissue, 
it  was  for  a  combination  and  arrangement  of  the  parts.  The  former  claim 
was  unfortunate,  as  changes  could  be  made  to  evade  the  patent,  while  retain- 
ing the  principle  of  the  invention.     The  defect  was  curable  by  reissue.     Jbid.   141 

10.  Whether  the  defect  occurred  through  inadvertence  or  mistake  is  a  question 

for  the  Commissioner  to  decide.     Ibid,  141 

iz.  A  construction  or  mode  of  operating  a  machine,  described  or  distinctly 
referred  to,  but  not  claimed,  in  an  original  patent,  may  be  claimed  in  a  reissue. 
Morris  v.  Royer.  1 76 

1 2.  A  reissue  can  be  obtained  only  for  that  which  was  the  original  and  true  in- 
vention of  the  patentee,  but  which  he  ^iled  to  claim  or  describe  in  tbe  orig- 
inal claim  and  specification.     Hoffheins  v.  Brandt,  xiS 

1 3.  The  invention  must  be  shown  in  some  parts  of  the  patent,  specification,  draw- 
ings, and  model,  or  it  can  not  be  covered  by  the  reissued  patent.     Ibid,  218 

14.  The  privilege  of  surrender  and  reissue  is  invaluable  to  inventors,  for,  without 
it,  they  would  often  lose  that  protection  for  the  offspring  of  their  skill  and 

•     labor  which  it  is  the  immediate  object  of  all  patent  laws  to  afford.     Blake  v. 

Stafford,  294 

15.  Under  the  act,  the  Commissioner  has  the  power  to  decide,  and  in  eveiy  accept- 
ance of  surrender  and  reissue  does  decide,  that  the  original  patent  was  inop- 
erative and  invalid  by  reason  of  a  defective  specification,  or  by  claiming  too 

«       much,  and  that  the  error  arose  by  inadvertency,  accident,  or  mistake,  and 

without  any  firaudulent  or  deceptive  intention.     Ibid,  294 

16.  He  is  authorised  to  grant  a  new  patent  for  the  same  invention,  and  for  no 
other;  and  when  he  grants  the  new  one,  the  presumption  is  that  it  embraces 

the  same  invention  as  the  original.     Ibid,  294 

17.  It  may  be  that  the  ground  covered  by  the  reissue  is  enlarged  beyond  that  em- 
braced in  the  original.     But  the  true  question  is,  whether  it  is  broader  than 

the  original  invention.     Ibid,  294 

18.  The  legal  question  under  a  reissue  is  not  what  the  patentee  intended  to  patent, 
but  what  he  had,  in  fact,  invented. — Cadwaladee,  J.  jSmerican  H^ood 
Paper  Co,  v.  Heft,  316 

19.  The  invention  of  Watt  &  Burgess,  described  in  the  reissues  of  1863,  not  hav- 
ing been  made  in  1854,  when  the  original  patent  was  granted,  the  reissues 

are  void. — Cadwaladxr,  J.     Ibid,  316 

20.  The  legal  presumption  is,  that  the  invention,  as  described  in  a  reissued  patent, 
was  made  at  the  date  of  the  original  patent ;  and  upon  this  point,  the  decis- 
ion of  the  Commissioner  of  Patents  is  conclusive  unless  fraud  is  shown. 
House  v.  TouBg,  335 

21 .  A  reissue  may  be  granted  to  an  assignee  of  an  assignee  of  letters  patent.     Swift 

V.  fFJkisen,  343 

22.  A  reissue  may  be  granted  to  an  assignee,  upon  his  application,  without  the 
consent,  approbation,  or  knowledge  of  the  original  patentee.     Ibid.  343 
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23.  If  a  certain  feature  of  the  original  Invention  was  the  invention  of  the  patentee, 
which  he  omitted  to  claim  in  his  specification  and  claim  upon  the  surrender 

''^'''^'^  of  the  patent,  by  himself  or  an  assignee,  he  has  a  right  to  incorporate  that 

^'  ^'^^'^  element  in  a  reissued  patent.     Jhid.  343 

24.  If  the  drawings  show  an  element  of  the  invention  which  the  patentee  has  not 
included  specially  in  his  claim,  it  is  evidence,  nevertheless,  that  it  was  a  part 

^  '^^^  of  his  invention,  and  he  or  his  assignee  has  a  right  to  incorporate  that  element 

in  a  reissued  patent.     Jhid.  343 

:i!Lh:}  25.  It  is  in  accordance  with  the  late  decisions  of  the  courts,  that  the  decision  of 

'iMiwsEt  the  Commissioner  is  not  conclusive  upon  the  substantial  identity  of  the  inven- 

tions claimed  in  the  reissued  and  original  patents.     Goodyear  v.  Berry,  439 

li  n; >  26.  The  case  of  Goodyear  v.  Providence  Rubber  Co.^  2  Fisher,  499,  examined  bat 

\'ki^  not  followed.     Ibid.  439 

^  27.  Differences  of  description  or  specification  between  the  original  and  reissue  are 

ii.iif.  consistent  with  the  identity  of  the  thing  patented.     To  correct  a  description 

ll     i  or  claim,  or  both,  is  one  object  of  allowing  a  surrender.   Crompton  v.  Belknap 

I  ]:j  28.  In  the  reissued  patent  the  patentee  need  not  claim  all  that  was  claimed  in  the 

:^^_  original  patent.     He  may  retain  whatever  he  deems  proper.     Ibid,  ^36 

'Ji  29.  A  claim  in  a  reissue  for  the  use  of  a  pattern  chain,  or  any  other  device  for 
^(.  determining  the  design  to  be  woven,  is  not  a  claim  for  all  subsequent  improve- 

,■«.  ments,  nor  does  it  enlarge  the  patent.     It  is  limited  to  the  pattern  chain 

^  '        described,  or  one  substantially  the  same,  or  some  well-known  substitute.  Ibtd,  536 

jM  30.  Though  the  action  of  the  Commissioner  in  receiving  a  surrender  and  granting  , 

^  a  reissue  is  very  strong  prima  facie  evidence  that  the  case  was  one  in  which 

a  reissue  was  proper  and  lawful,  the  decision  of  the  Commissioner  upon  this 
point  is  not  conclusive ;  and  the  more  recent  decisions  very  clearly  indicate 
the  opinion  that  many  reissues  have  been  improperly  granted,  and  that  the 
abuses  arising  therefirom  have  been  such  as  to  require  a  more  rigid  scrutiny  in 
regard  to  the  propriety  and  legality  of  the  surrender  and  reissue  of  a  patent. 
Seymour  v.  Osborne.  555 

See  EviDENCs,  i,  5,  13,  14,  15,  17,  19$  Extension,  13,  14  j  Fraud, 
6,  7  ;  Paeticular  Patents,  40,  42,  76;  Practice,  9,  11,  12. 

REPEAL  OF  PATENT. 

See  Construction  of  Statute,  10,  11  ;  Jurisdiction,  4,  56;  Par- 
ticular Patents,  20,  43  ;   Practice,  25. 

RES   ADJUDICATA. 

1.  A  decision  of  a  court  of  equity  upon  final  hearing,  in  relation  to  the  validity 
of  letters  patent,  furnishes  an  authority  for  the  action  of  courts  of  co-ordinate 
jurisdiction.     American  Wood  Paper  Co,  v.  Fiber  Disintegrating  Co.  362 

2.  So  far  as  principles  affecting  the  validity  of  letters  patent  have  been  settled 
by  prior  decisions  in  other  circuits,  they  will  be  regarded  as  authoritative  and 
final.      Goodyear  v.  Berry,  439 

See  Injunction,  14,  23,  29,  31,  39. 
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REVOCATION. 

See  Agrkiment,  I. 

STATE  OF  ART. 

See  CoifSTRUcnoN  of  Statute,  3 ;  Evidence,  6. 

SPECIFICATION. 

1.  A  specification  is  addressed  to  workmen  skilled  in  the  art  Co  which  the  inven- 
tion relates,  and  something  may  properly  be  left  to  their  judgment  and  dis- 
cretion.     Wkitnty  V.  Mowry.  157 

2.  If  it  could  be  shown  that  the  mixture  as  described,  when  properly  reduced  to 
practice,  failed  to  produce  the  article,  the  patent  could  not  be  upheld.  Good- 
year V.  fFait,  243 

3.  If  an  exact  and  fixed  proportion  was  given  and  the  inventor  confined  to  it, 

the  patent  would  not  be  worth  the  paper  on  which  it  was  written.     WJ,         242 

4.  In  all  descriptions  of  patented  machines,  something  mast  be  left  to  the  judg- 
ment and  discretion  of  the  mechanic  who  constructs  the  machine.  Swift  v. 
H^hiten.  343 

See  Ambiguity,  3$  Claim ^  Construction  of  Patent;  Particular 
Patents,  30  ;  Reissue,  23. 

STATUTE  OF  LIMITATION. 

I.  To  an  action  on  the  case  for  the  infiringement  of  a  patent,  no  State  statute 
of  limitation  can  be  pleaded  in  bar.     Reedy,  MiUer.  310 

See  Practice,  16. 

STATUTORY  PENALTY. 

I.  Althou|{h  the  statute  affixes  a  penalty  for  placing  the  word  *'  patent  **  on  an 
unpatented  article,  yet  it  must  be  construed  tu  mean  that  such  article,  if  not 
patented,  was  patentable.     United  States  v.  Morris.  72 

See  Damages,  4 ;  Evidence,  22  ;  Pleading,  3  ;  Practice,  8. 

SUBSTANTIAL  IDENTITY. 

1.  It  is  a  safe  source  of  testimony,  which  can  be  relied  upon  with  some  dei^ree 
of  certainty,  in  order  to  ascertain  whether  the  same  means  are  used,  to  look 
at  the  result  produced  by  the  means  used.  Like  means,  provided  the  ma- 
chine is  in  perfect  order,  will,  in  a  measure,  produce  like  results.  H^aterhury 
Brass  Co.  v.  N,  T.  and  Brooklyn  Brats  0>,  43 

2.  The  identity  or  diversity  of  two  machines  depends,  not  on  the  employment 
of  the  same  elements  or  powers  of  mechanics,  but  upon  producing  the 
given  effect  by  substantially  the  same  mode  of  operatibn,  or  substantially  the 
same  combination  of  powers.     Crompton  v.  Belknap  Mills,  563 
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3.  One  derice  can  not  be  said  to  be  a  well-known  substitute  for  another  which 
can  not  be  used  for  it.     Ibid.  536 

See  EquiVALXNTy  i ;  iNraiGKKMiNT. 

TECHNICAL  TERMS. 

1.  The  term  **  India  rubber  **  has  been  used  as  a  generic  name  (ox  gums  having 
the  qualities  of  caoutchouc^     Goodyear  v.  Mullet*  420 

TREBLE  DAMAGES. 

See  Damages,  2,  3. 

UTILITY. 


I.. All  that  the  law  requires,  as  to  utility,  is,  that  the  invention  shall  not  be 
^  frivolous  or  dangerous.     It  does  not  require  any  degree  of  utility;  it  does  not 

r  exact  that  the  subject  of  the  patent  shall  be  better  than  anything  invented 

'^  before  or  that  shall  come  after.     If  the  invention  is  useful  at  all,  that  suffices. 

^  Hoffkeins  v.  Brandt.  218 

2.  To  warrant  a  patent,  the  invention  must  be  useful ;  that  u,  capable  of  some 
beneficial  use,  in  contradistinction  to  what  is  pernicious,  or  frivolous,  or 
.^.  worthless.     Crompton  v.  Belknap  Mills.  536 

See  Combination,  2 ;  Evidxnce,  7,  i  6  ;  Invention,  4. 
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